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S.  S.  PisBCB  Co.  V.  Church  &  Dwight  Company. 

Decided  December  18, 1909. 

160  O.  G.,  266. 

II^adb-Mabxs— The  Pictubs  of  a  Swan  and  thk  Words  "  Swan*8  Down  **— 
no  intebfebence  in  fact. 
Held  that  there  is  no  interference  in  fact  between  two  trade-marks  con- 
sisting, req;>ectively,  of  the  picture  of  a  swan  and  the  words  *' Swan's 
Down." 

On  Appeal. 

TBADB-MARK  FOB  BASING-POWDEB. 

Messrs.  Wilkinson  <6  Fisher  for  S.  S.  Pierce  Co. 

Messrs.  Brown  <6  Seward  for  Church  &  Dwight  Company. 

Moose,  Commissioner: 

This  is  an  appeal  by  S.  S.  Pierce  Co.  from  the  decision  of  the 
Examiner  of  Trade-Marks  refusing  to  dissolve  the  above-entitled 
mterference. 

The  mark  shown  in  the  registration  of  the  S.  S.  Pierce  Co.  consists 
of  the  words  "  Swan's  Down."  The  mark  shown  in  the  application 
of  the  Church  &  Dwight  Company  is  the  picture  of  a  swan.  Appel- 
lant moved  to  dissolve  on  the  ground  that  there  is  no  interference  in 
fact  between  the  trade-marks  of  the  two  parties  to  the  interference. 
The  motion  was  not  opposed  by  the  Church  ft  Dwight  Company; 
but  the  Examiner  of  Trade-Marks  refused  to  dissolve  on  the  ground 
that  the  picture  of  a  swan  is  the  alternative  of  the  word  ^'  Swan  " 
and  that  the  word  "  Swan  "  is  so  similar  to  the  words  "  Swan's 
Down  "  that  confusion  might  result  from  their  contemporaneous  use. 

The  test  of  whether  marks  which  consist,  respectively,  of  a  word 
and  a  sjrmbol  are  alternatives  or  equivalents  is  whether  they  would 
convey  to  the  mind  the  same  idea.  Applying  this  test,  it  has  been 
held  that  the  word  "Star"  and  the  picture  of  a  star,  the  word 
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^  Lion ''  and  the  picture  of  a  lion,  and  the  word  ^  Donkey  ^  and  the 
pictorial  representation  of  a  donkey  are  equivalents.  In  the  present 
case,  however,  the  picture  of  a  swan  and  the  words  "  Swan's  Down  *' 
do  not  convey  to  the  mind  the  same  idea.  As  stated  in  appellant's 
brief,  the  one  conveys  to  the  mind  the  idea  of  a  graceful  bird,  whereas 
the  other  suggests  a  soft  and  fluffy  article. 

It  is  noted  that  the  mark  of  the  S.  S.  Pierce  Co.  as  $hown  in  their 
original  application  for  registration  consisted  of  the  words  ^  Swan's 
Down ''  and  the  picture  of  a  swan.  This  mark  was  refused  registra- 
tion in  view  of  the  registration  of  J.  Dwight  &  Ccmipany,  No.  6,974, 
which  included  the  representation  of  a  swan.  Thereupon  the  S.  S. 
Pierce  Co.  amended  its  application  by  striking  from  the  registration 
the  picture  of  the  swan,  and  the  mark  was  registered  as  consisting  of 
the  words  "  Swan's  Down." 

Attention  is  called  in  the  decision  of  the  Examiner  of  Trade-Marks 
to  the  fact  that  the  labels  filed  with  the  application  of  the  S.  S.  Pierce 
Co.  showed  the  representation  of  a  swan  immediately  below  the  words 
^  Swan's  Down ; "  but  it  was  stated  at  the  hearing  by  counsel  for 
S.  S.  Pierce  Co.  that  after  registration  was  allowed  only  on  the  words 
"  Swan's  Down  "  a  label  was  adopted  which  showed  those  words,  but 
omitted  the  picture  of  a  swan. 

For  the  reasons  given  it  is  held  that  there  is  no  interference  in  fact 
between  the  marks  of  the  respective  parties,  and  the  interference 
should  be  dissolved. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Jackson  v.  Pattek. 

Decided  December  23,  1909. 
160  O.  G.,  265. 

L  INTEBFEBENOB — ^DECLABATION — ^APPLICATIONS  DiBICTLT  INVOLTD). 

The  Primary  Examiner,  in  preparing  the  statement  prescribed  by  Rule  07 
for  use  by  the  Examiner  of  Interferences  should  arrange  the  order  of  the 
parties  to  the  interference  in  the  inverse  chronological  order  of  the  filing 
dates  of  the  applications  containing  the  interfering  claima 
2.  Same — Same — Refebbiice  to  Pbiob  Appugation. 

If  any  application  containing  the  interfering  claims  is  clearly  a  division 
or  a  continuation  of  an  earlier  application,  the  Primary  Examiner  should 
so  state.  If  there  is  doubt  upon  this  question,  no  reference  should  be  made 
to  an  earlier  application,  the  matter  being  left  for  determination  upon 
motion  to  shift  the  burden  of  proof. 

On  Reference. 

weft-beplenishino  loom. 

Moore,  Commissioner:  ^  ~r\r\n  o 

My  attention  has  been  called  by  the  Examiner  of  Interferences  to 
thp.  HAp.lnrnfinn  nf  intprfftrftTicft  in  thft  above-entitled  case,  in  which 
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mttention  of  the  Examiner  of  Interferences  is  merely  directed  to  an 
earlier  application  of  which  the  application  in  interference — 

Is  stated  to  be  a  division.    See  Ravlet  and  NichoUon  ▼.  Adami,  (C.  D.,  1905, 
65;  114  O.  O.,  1827.) 

The  question  presented  is  whether  the  Examiner  who  prepares  the 
notice  of  an  interference  should  merely  call  attention  to  an  alleged 
parent  application  or  state  whether,  in  his  opinion,  the  application 
containing  the  interfering  claims  does  in  fact  constitute  a  true  di- 
vision or  continuation  of  such  earlier  application. 

In  the  decision  in  Ravlet  and  Nicholson  y.  Adams ^  supra^  the  fol- 
lowing statement  occurs: 

The  Bxamlnera  should,  in  connection  with  the  declaration  of  the  Interference, 
call  the  attention  of  the  Bzaminer  of  Interferences  to  any  earlier  applications 
by  either  party  which  it  is  thought  may  be  considered  proof  of  earlier  Invention 
of  the  subject-matter  In  issue. 

In  that  decision  it  was  held  that  the  jurisdiction  to  decide  motions 
to  shift  the  burden  of  proof  should  thereafter  be  vested  in  the  Ex- 
aminer of  Interferences,  and  it  is  understood  that  some  of  the 
Primary  Examiners  consider  that  under  the  ruling  in  that  decision 
they  are  precluded  from  expressing  an  opinion  upon  this  subject. 

The  terms  of  the  decision  in  Raulet  and  Nicholson  v.  AdamSy  above 
quoted,  are  perhaps  susceptible  of  such  an  interpretation;  but  it  is 
obvious  that  the  work  of  the  Office  will  be  delayed  if  the  Examiner  of 
Interferences  is  in  each  case,  before  forwarding  the  notices  of  inter- 
ference, compelled  to  read  the  record  of  the  applications  directly 
involved  in  the  interference  and  those  to  which  his  attention  is  called 
in  order  to  determine  how  they  are  related,  notwithstanding  the  fact 
that  such  knowledge  is  already  in  possession  of  the  Examiner  who 
prepared  the  interference. 

In  disposing  of  .the  vast  amount  of  work  which  comes  before  this 
Office  it  is  essential  that  the  various  divisions  work  in  harmony  and 
eliminate  as  far  as  possible  any  unnecessary  labor  and  also  avoid 
placing  needless  expense  upon  applicants. 

In  interference  cases  the  Examiner  of  Interferences  endeavors  in 
instituting  the  proceedings  to  place  the  burden  of  proof  upon  the 
party  last  to  file  a  complete  application  disclosing  the  invention  in 
issue,  when  this  is  free  from  doubt,  and  thus  avoid  needless  motions 
to  shift  the  burden  of  proof.  In  order  that  he  may  accomplish  this 
expeditiously,  he  should  receive  the  advice  of  the  Examiner  who  pre- 
pares the  interference  notices.  The  Primary  Examiner,  therefore,  in 
preparing  the  statement  prescribed  by  Rule  97  for  use  by  the  Ex- 
aminer of  Interferences  should  arrange  the  order  of  the  parties  to 
the  interference  in  the  inverse  chronological  order  of  the  filing  dates 
of  the  applications  containing  the  interfering  claims,  and  if  any  ap- 
plication so  involved  is,  in  his  opinion,  clearly  a  division  or  continua- 
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tion  of  an  earlier  application  he  should  so  state.  If  there  is  doubt 
upon  this  question,  no  reference  should  be  made  to  an  earlier  appli- 
cation, the  matter  being  left  for  determination  upon  motion  to  shift 
the  burden  of  proof. 

In  the  present  case  it  is  understood  that  the  application  referred 
to  isy  in  the  opinion  of  tfie  Examiner,  a  true  division  of  the  earlier 
application^  and  for  this  reason  it  is  not  deemed  necessary  to  remand 
the  case  for  further  action  by  him. 


Bagona  v.  Harris. 

Decided  Decemher  S,  1909* 
160  O.  O.,  260. 

ImnBBFBBBlfOB— IbBBOUULRITT  in  DECLARATIOlf— SI7PBB?IB0BT  AUTHOBITT  OF  THX 
00MMI88I0NEB. 

Where  the  issue  of  an  interference  consists  of  one  hundred  and  thirty- 
two  counts,  Held  that  this  great  number  of  counts  would  of  itself  tend  to 
preclude  a  proper  determination  of  priority  and  that  under  the  proTislons 
of  Rule  212  the  interference  will  be  transmitted  to  the  Primary  IQzamlner 
to  hear  and  determine  the  question  whether  the  interference  should  not  be 
dissolved  and  a  reasonable  number  of  counts  substituted  for  those  forming 
the  issue. 

Appeal  on  Motion. 

BOX-ICAGHINB. 

Mr.  Nelson  L,  Reach  and  Mr.  Frank  T.  Wentworth  for  Ragona. 
Messrs.  PMlipp,  Sawyer,  Rice  <6  Kennedy  for  Harris. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Ragona  from  the  decision  of  the  Examiner 
refusing  to  dissolve  the  above-entitled  interference  as  to  certain 
counts  of  the  issue  on  the  ground  that  there  has  been  such  irregu- 
larity in  the  declaration  thereof  as  to  preclude  the  proper  determina- 
tion of  the  question  of  priority  of  invention. 

An  inspection  of  the  interference  file  shows  that  the  issue  as  now 
formulated  consists  of  one  hundred  and  thirty-two  counts,  covering 
fifty-one  pages  of  type-written  matter.  It  might  also  be  said  that 
the  great  number  of  counts  constituting  the  voluminous  issue  would 
of  itself  tend  to  preclude  a  proper  determination  of  the  question  of 
priority  of  invention  between  the  parties  to  this  interference,  and 
therefore  constitute  such  an  irregularity  in  the  declaration  of  the 
interference  as  contemplated  by  Rule  122. 

The  Office  is  justified  in  making  special  action  in  this  case  under 
the  provisions  of  Rule  212.  The  interference  is  therefore  trans- 
mitted to  the  Primary  Examiner  to  hear  and  determine  the  question 
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as  to  whether  the  interference  should  not  be  dissolved  and  a  reason- 
able number  of  counts  substituted  for  those  now  forming  the  issue 
of  the  case. 
The  appeal  U  diemUsed  without  prejudice. 


Ex  PABTB  Thb  Safbit  Sbxsdt  Co. 

Decided  December  i,  1999. 

160  O.  G.,  20a 

1.  TaADB-MABKB— iHTnnSBHCB— RiS  AlMUDIOATA. 

Wbere  in  a  trade-mark  interference  a  decision  was  rendered  that  neither 
party  was  entitled  to  registration  and  only  one  of  the  parties  took  an 
appeal.  Held  that  as  to  the  other  party  the  question  of  its  right  to  regis- 
tration is  ree  adjudieaia^  and  neither  it  nor  its  successors  in  business  Is 
entitled  to  further  consideration  therein. 
%  Sahb— Samb— Past  or  Mark  Orlt  Ihyolvkd. 

Where  the  marks  inTolved  in  an  interference  were  the  words  "Black 
Gaps"  and  "Black  Capsules*"  a  final  decision  that  one  of  the  parties  did 
not  use  these  words  alone  as  a  trade-mark,  but  in  connection  with  other 
words,  affords  no  ground  for  holding  that  the  other  party  is  entitled  to 
register  these  words  under  the  ten-year  pxoyiso  of  the  Trade-Mark  Act 

On  Affbal. 

nADB-M ABK  fOB  A  BBMDT  fOB  CKBTAXll  DXSXABES* 

Mr.  A.  8.  Pattiaon  for  the  applicant 

Tbkkant,  Aseistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  the  words  ^'  Black  Caps  "  as  a  trade- 
mark for  certain  medicines. 

It  appears  from  the  record  that  the  applicant  is  the  successor  to 
the  Canton  Pharmacy  Company,  one  of  the  parties  involved  in  the 
interference  of  John  Rvigert  Planten  {Hermanns  Rolff  Planten  sub- 
stituted) V.  Canton  Pharmacy  Company^  (C.  D.,  1909,  408;  143 
O.  G.,  1118;  88  App.  D.  C,  268)  which  was  decided  by  the  Court  of 
Appeals  of  the  District  of  Columbia. 

The  Examiner  refused  registration  in  view  of  the  decision  of  the 
court  of  appeals,  above  referred  to,  stating  in  part  that — 

tt  appears  from  the  decision  of  the  court  of  appeals  in  the  case  referred  to  tliat 
the  mark  claimed  by  the  applicant  is  descriptive  of  the  goods  to  which  it  is 
applied,  and  it  is  also  shown  that  the  mark  was  in  use  by  two  or  more  parties 
during  the  ten-year  period  next  preceding  the  passage  of  the  act  of  February 
2a,  190S. 

It  IS  contended  in  behalf  of  the  appellant  that  the  application  for 
registration  involved  in  that  interference  presei^tf fdeciU^^lmde-mark 
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as  a  technical  trade-mark,  whereas  the  present  applicant  presents  the 
mark  for  registration  under  the  ten-years  proviso  of  secti<Hi  5  of  the 
act  of  February  20, 1905,  and  it  was  asserted  that  the  decision  of  the 
court  of  appeals,  suprOy  specifically  holds  that  the  Canton  Pharmacy 
Company  did  not  use  the  mark  ^^  Black  Caps  "  or  ^^  Black  Capsule?  ^ 
as  a  trade-mark.  It  is  therefore  urged  that  inasmuch  as  a  trade- 
mark use  of  these  words  by  Planten  is  not  established  there  is  no 
evidence  upon  which  it  could  be  held  that  The  Safety  Bemedy  Com- 
pany and  its  predecessor  in  business — the  Canton  Pharmacy  Com- 
pany— did  not  have  exclusive  use  of  the  mark  ^  Black  Caps  "  for  the 
ten-year  period  next  preceding  the  act  of  February  20, 1905. 

It  appears  from  the  record  of  the  interference  between  Planten 
and  the  Canton  Pharmacy  Company  that  the  Commissioner  refused 
to  register  the  trade-mark  of  either  party,  upon  the  ground  that  the 
words  ^  Black  Caps "  or  ^  Black  Capsules  ^  were  descriptive  of  the 
merchandise  and  that  neither  party  had  concurrent  use  of  the  trade- 
mark. No  appeal  from  this  decision  was  taken  by  the  Canton  Phar- 
macy Company,  and  the  question  of  its  right  to  register  the  words 
^  Black  Caps  ^  therd>y  became  res  ad  judicata.  Neither  the  Canton 
Pharmacy  Company  nor  its  successors  in  business  is  entitled  to  fur- 
ther consideration  of  the  question  of  the  right  to  register  the  mark. 
(In  re  Herhst,  C.  D.,  1909,  881 ;  141  O.  G.,  287;  32  App.  D.  C,  269.) 

Furthermore,  the  contention  that  the  court  of  appeals  held  that 
Planten  had  never  used  the  words  ^ Black  Capsules"  as  a  trade- 
mark is  immaterial  to  the  present  case.  It  appears  from  that  deci- 
sion that  Planten  registered  as  a  trade-mark  the  words  ^  Planten's 
C  &  C  or  Black  Capsules,"  and  the  court  merely  held  that  Planten 
could  not  thereafter  segregate  his  trade-mark  and  register  the  words 
"  Black  Capsules,"  since  it  did  not  appear  that  he  had  actually  used 
the  words  ''Black  Capsules"  alone  as  a  trade-mark.  It  does  not 
appear  that  Planten  ever  ceased  using  the  mark ''  Planten's  C  &  G  or 
Black  Capsules,"  and,  as  held  by  the  Commissioner  in  his  decision, 
the  continuous  use  of  this  mark  during  the  ten-year  period  next  pre- 
ceding the  passage  of  the  act  of  February  20, 1905,  was  established. 

In  the  decision  of  the  Court  of  Appeals  of  the  District  of  Columbia 
in  Natural  Food  Company  v.  WUliams  (C.  D.,  1908,  820;  183  O.  Q., 
232;  80  App.  D.  C,  348)  it  was  held  that  although  one  of  the  parties 
to  the  proceeding  used  the  trade-mark  sought  to  be  registered  merely 
in  a  descriptive  sense  and  not ''  as  a  trade-mai^  "  during  the  ten-jrear 
period  next  preceding  the  passage  of  the  act  such  use  was  sufficient 
to  bar  registration  by  another  who  claimed  the  same  wcnrds  as  his 
trade-mark.    This  Court  stated: 

That  he  did  not  lue  tbe  woxds  as  a  trade>mark,  but  meielj  in  a  descrlptlvt 
■enM  la  €<  no  momeot  Cooale 
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Iq  the  decision  of  the  G>art  of  Appeals  in  the  case  of  Planten  y. 
Canton  Pharmacy  Company ^  supra,  the  Court  said : 

The  record  shows  that  the  medicine  contained  in  these  so-called  "  Black  Gap- 
soles"  is  of  a  dark  color  and  that  the  capsules  are  transparent  The  word 
**  capeole  "  is  aptly  deecriptlTe  of  the  receptacle  of  the  medicine.  The  medicine 
being  of  a  dark  color,  we  think  it  follows  that  the  words  **  Black  Capsules,"  in 
a  general  sense,  are  descriptive  of  the  filled  capsules.  To  permit  the  registra- 
tion of  these  words  as  a  trade-mark  would  deprive  other  dealers  of  the  right  to 
use  them  in  describing  their  goods,  and,  owing  to  the  nature  of  the  remedy, 
confer  a  practical  monopoly  upon  the  registrant  This  view  is  strengthened  by 
the  testimony  to  the  effect  that  it  was  the  trade  and  not  either  of  the  parties 
that  first  used  the  words  **  Black  Capsules  *'  in  describing  this  remedy. 

The  decision  of  the  Commissioner  of  Patents  is  aflirmed,  and  the  clerk  of  this 
court  will  certify  this  opinion  and  the  proceedings  in  this  court  to  the  Commis- 
sioaer  of  Patents,  as  required  by  law. 

It  would  appear  from  the  latter  quotation  that  the  words  sought 
to  be  registered  as  a  trade-mark  were  not  only  descriptively  used  by 
the  trade,  but  that  the  applicant  was  not  the  first  to  use  them.  It 
is  therefore  clear  that  the  applicant  is  not  now  entitled  to  registra- 
tion, since  he  can  neither  claim  ownership  of  the  mark  by  reason  of 
being  first  to  adopt  nor  the  right  to  register  it  through  having  had 
exclusive  use  thereof  for  ten  years  next  preceding  the  passage  of  the 
act  of  February  20,  1905. 

/  find  no  error  in  the  decision  of  the  Examiner,  and  it  is  affirmed. 


Ex  PABTB  Fkltsn  A  Guhxeaume-Lahmetsrwerks  Actqsn- 

Oeseluschaft. 

Decided  December  SI,  1909. 

ISO  O.  0.»  069. 

1.  Tsadb-Mabks — ^Application — ^Deglabation. 

Where  the  declaration  forming  a  part  of  an  application  for  registration 
of  a  trade-mark  stated  that  the  mark  had  been  registered  in  a  foreign 
ooontry  on  a  certain  date,  which  was,  howerer,  the  date  upon  which  the 
application  for  registration  was  filed.  Held  that  a  new  declaration  was 
properly  required. 

1  Samb— Same— Same— OoBsxcnoN. 

Since  the  Trade-Mark  Act  and  the  rules  require  that  the  declaration  form- 
ing part  of  an  application  for  the  registration  of  a  trade-mark  shall  be 
▼erifled,  the  Patent  OiBce  has  no  power  to  change  sach  a  declaration. 

On  Petition. 

ICUSIO-WIBE. 

Messrs.  Byrnes,  Townsend  dk  Brickenstein  for  the  applicant 

MooBE,  Commissioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  for  a  new 
declaration  which  shall  show  the  correct  date  of  registration  in  Ger- 
many, as  given  in  the  certified  copy  of  the  foreign  certificate  filed. 
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The  declaration  forming  a  part  of  this  application  states  that  the 
trade-mark  was  registered  in  Oermany  on  August  2, 1906.  The  cer- 
tified copy  of  the  German  certificate  of  registration  filed  in  the  case 
shows,  however,  that  application  for  registration  was  filed  in  Ger- 
many on  August  2, 1906,  and  that  the  mark  was  registered  on  April 
24,1907. 

Section  2  of  the  Trade-Mark  Act  of  February  20, 1905,  contains  the 
following  provision : 

If  the  applicant  resides  or  is  located  in  a  foreign  coantry,  the  statement  re- 
quired shall,  in  addition  to  the  foregoing,  set  forth  that  the  trade-mark  lias  been 
registered  by  the  applicant,  or  that  an  application  for  the  registration  thereof 
has  been  filed  by  him  in  the  foreign  country  in  which  he  resides  or  is  located, 
and  shall  give  the  date  of  such  registration,  or  the  application  therefor,  as  the 
case  may  be,  except  that  in  the  application  in  such  cases  it  shall  not  be  neces- 
sary to  state  that  the  mark  has  been  used  in  commerce  with  the  United  States 
or  among  the  States  thereof. 

Rule  88  of  the  rules  for  the  registration  of  trade-marks,  promul- 
gated by  the  Commissioner  of  Patents,  with  the  approval  of  the  Sec- 
retary of  the  Interior,  for  the  purpose  of  carrying  into  effect  the  pro- 
visions of  the  Trade-Mark  Act,  provides  that — 

If  the  applicant  resides  or  is  located  in  a  foreign  country,  the  declaration  re- 
quired, unless  the  application  be  presented  under  the  provisions  of  section  8  of 
the  act  of  May  4,  1906,  shall  also  set  forth  that  the  trade-mark  has  been  regis- 
tered by  the  applicant,  or  that  an  application  for  the  registration  thereof  has 
been  filed  by  him  in  the  foreign  country  in  which  he  resides  or  is  located,  and 
shall  give  the  date  of  such  registration,  or  of  the  application  therefor,  as  the 
case  may  be. 

Petitioner  admits  that  the  declaration  is  in  error  in  stating  that  the 
mark  was  registered  on  the  date  the  application  was  filed  in  Grermany. 
The  Patent  Office  is  clearly  without  authority  to  waive  the  require- 
ments of  the  above-mentioned  statute  and  rule  and  to  accept  a  decla- 
ration that  is  admittedly  erroneous. 

Petitioner  further  asks  that  in  case  the  present  declaration  is  held 
defective  the  Patent  Office  of  its  own  motion  correct  the  date  in  the 
declaration  to  correspond  with  the  date  in  the  certified  copy  of  the 
German  registration.  The  Trade-Mark  Act  and  the  rules  require 
that  the  declaration  shall  be  verified,  and  this  Office  has  no  more 
power  to  change  such  a  declaration  than  to  amend  the  oath  forming  a 
part  of  the  application  for  a  patent.  Moreover,  Rule  35  of  the 
Trade-Mark  Rules  states: 

Amendment  of  the  declaration  will  not  be  permitted.  If  that  filed  with  the 
application  be  faulty  or  defective,  a  substitute  declaration  must  be  filed. 

The  petition  is  denied. 

Digitized  by  VjOOQ IC 
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Ons  V.  Ingoumby  and  BowLma 

Decided  December  SI,  1909. 

ISO  O.  G.,  069. 

IiiTMtFEiugfCB—PMOMTY— Appeal — ^Reoobi>. 

After  a  decision  on  priority  has  been  rendered  by  the  OommisBioner  and 
notice  of  appeal  to  the  Ck)urt  of  Appeals  of  the  District  of  Columbia  has 
been  giren  the  filing  of  a  model  alleged  to  have  been  made  in  accordance 
with  the  drawings  of  the  application  of  one  of  the  parties  will  not  be  per- 
mitted, nor  will  such  model  be  certified  to  the  court  of  appeals  as  part  of 
the  record. 

On  PBirnoN. 

Mr.  Thomas  F.  Sheridan  for  Otis. 

Messrs,  Bates,  Fonts  <&  Hull  for  Ingoldsby  and  Bowling, 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  by  Ingoldsby  and  Bowling  that  they  be  allowed 

to  me— 

^  ^  *  as  a  part  of  Ingoldsby  and  Bowling's  application,  a  model  made  in 
accordance  with  the  drawings  of  that  application  and  demonstrating  the  opera- 
tion of  such  drawings  and  showing  that  the  raising-arms,  in  the  ordinary  opera- 
tion, are  released  in  advance  of  the  doors  and  drop  by  gravity  to  their  down 
positions  before  the  doors  are  released. 

They  further  request  that  the  model  referred  to—* 

may  be  certified  to  the  Court  of  Appeals  of  the  District  of  Columbia  as  part  of 
their  appeal  in  this  interference. 

The  record  shows  that  upon  the  declaration  of  this  interference 
Otis  was  ordered  to  show  cause  why  judgment  should  not  be  rendered 
against  him.  In  response  thereto  Otis  filed  a  motion  to  dissolve 
the  interference  upon  the  ground  that  Ingoldsby  and  Bowling  have 
no  right  to  make  the  claims  of  this  issue.  This  motion  was  denied. 
Thereafter,  upon  a  motion  by  Otis  under  the  provisions  of  Rule  130, 
a  final  hearing  was  had  before  the  Examiner  of  Interferences  upon 
the  question  of  priority  of  invention,  at  which  it  was  urged  that  In- 
goldsby and  Bowling  were  not  the  first  inventors,  for  the  reason  that 
they  had  no  right  to  make  the  claims  in  issue.  The  Examiner  of  In- 
terferences awarded  priority  of  invention  to  Ingoldsby  and  Bowling. 
Upon  appeal  the  Examiners-in-Chief  reversed  the  decision  of  the 
Examiner  of  Interferences,  holding  that  Ingoldsby  and  Bowling  had 
no  right  to  make  the  claims.  Appeal  was  then  taken  to  the  Commis- 
sioner of  Patents,  and  a  motion  was  also  presented  before  him  that 
jurisdiction  of  the  Examiner  of  Interferehces  be  restored  for  the 
purpose  of  considering  a  motion  to  reopen  the  case  to  permit  In- 
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goldsby  and  Bowling  to  take  testimony.  This  motion  was  denied  by 
the  Conmiissioner,  and,  the  appeal  having  oome  on  for  hearing,  it 
was  held  that  Ingoldsby  and  Bowling  were  entitled  to  make  a  claim 
corresponding  to  count  4  of  the  issue,  but  that  they  were  not  entitled 
to  make  daims  corresponding  to  counts  1,  2,  3,  and  5,  and  a  decision 
of  priority  was  rendered  in  accordance  with  this  conclusion.  Both 
parties  have  filed  notices  of  appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia. 

Consideration  of  this  case  before  the  tribunals  of  the  Patent  Office 
is  closed,  the  case  being  now  pending  before  the  Court  of  Appeals 
of  the  District  of  Columbia.  Whether  a  model  purporting  to  com- 
prise an  embodiment  and  disclosure  of  an  application  wiU  receive 
the  inspection  of  the  court  of  appeals  at  the  hearing  is  clearly  a  mat- 
ter for  the  determination  of  that  court. 

Furthermore,  it  may  be  stated  that  the  request  filed  by  Ingoldsby 
and  Bowling  to  introduce  the  exhibit  model  as  part  of  the  record  of 
the  application  is,  in  effect,  a  request  to  reopen  the  case  and  add  testi- 
mony to  the  record,  notwithstanding  the  fact  that  the  Commissioner 
denied  the  motion  of  Ingoldsby  and  Bowling  asking  that  the  case  be 
reopened  for  the  purpose  of  taking  further  testimony.  I  do  not  find 
in  the  record  any  facts  which  would  justify  such  a  procedure,  even  if 
it  were  permissible. 

The  petition  is  dismissed. 


Ex  PARTE  BrBMAKEB  AND  EgGERS. 

Decided  January  S,  1910* 

160  O.  G.  825. 

RccoiciCEirDATioif  TJifDCB  Rule  139 — ^Acrioir  of  Primabt  BzAMiifEE— Peacticb. 
Where  the  Exanilners-in-Chief  reversed  the  action  of  the  Primary  Exam- 
iner holding  that  three  claims  were  mipatentahle,  but  suggested  that  these 
claims  were  not  patentably  different  and  that  but  one  of  them  should  be 
allowed.  Held  that  the  Examiner  properly  informed  applicant  that  only 
one  of  these  claims  could  be  allowed. 

On  Pehtion. 

TABLB-SLniEi 

Messrs.  Edson  Brothers  for  the  applicant 

Moore,  Com/missioner: 

This  is  a  petition  that  an  ^  appeal  be  reopened  in  order  that  the 
required  authority  may  be  secured  for  the  allowance  of  both  of  the 
pending  claims." 

It  appears  that  an  appeal  to  the  Examiners-in-Chief  was  taken 
from  the  final  rejection  of  five  claims  by  the  Primary  Examiner. 
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In  a  decision  on  this  appeal,  dated  November  1,  1909,  the  Examiner 
i^as  affirmed  as  to  two  claims  and  reversed  as  to  the  remaining  three, 
subject,  however,  to  a  recommendation  that  the  three  differed  only 
in  immaterial  details  and  that  but  one  of  them  shojuld  be  allowed. 

An  amendment  was  then  filed  by  applicant  canceling  the  two 
claims  whoee  rejection  had  been  affirmed,  and  also  one  of  the  other 
three,  and  stating  that  notwithstanding  the  rec(«nmendation  of  the 
£zaminers-in-Chief  the  two  remaining  claims  were,  in  applicant's 
opinion,  different  in  scope  and  both  should  be  allowed. 

The  Examiner  replied  as  follows: 

FoUowing  tbe  recommendation  of  tbe  Bxaminert-in-Ghlef;  one  claim  only 
can  be  allowed. 

Tbe  attention  of  tlie  applicant  Is  called  to  Rule  142,  In  which  it  is  stated: 
**  Cases  which  have  been  decided  by  either  the  Commissioner  or  the  Bzaminers- 
In-Chief  will  not  be  reopened  by  the  Primary  Bxaminer  without  like  authority*" 
(written  authority.) 

The  applicant  may  elect  one  claim. 

Under  this  state  of  facts  it  is  not  wholly  clear  what  is  meant  by 
the  request  that  the  appeal  be  reopened  in  order  that  the  required 
authority  may  be  secured  for  the  allowance  of  both  of  the  pend- 
ing claims.  If  it  is  desired  to  reopen  the  case  for  .consideration 
before  the  Examiners-in-Chief  under  Rule  142  in  order  that  appli- 
cant may  urge  the  allowability  of  two  of  the  claims  instead  of  but 
one,  as  recommended  by  them,  the  petition  must  be  denied,  for  that 
rule  requires  that  cases  to  be  reopened  must  present  matter  not 
already  adjudicated  and  must  be  supported  by  a  sufficient  showing 
of  reasons  for  reopening.  In  the  present  case  neither  of  these  condi- 
tions is  fulfilled. 

In  the  brief  filed  on  behalf  of  applicant,  however,  it  is  stated: 
The  question  for  decision  by  your  honor  is,  whether  you  will  authorize  the 
Examiner  to  pass  upon  the  patentability  of  two  of  the  three  claims,  or  will 
refer  the  case  to  the  Board  to  state  whether  it  intoids  to  give  the  Bxaminer 
SQch  authority. 

From  this  it  would  seem  the  applicant  merely  desires  to  obtain  a 
ruling  that  the  decision  of  the  Examiners-in-Chief  as  rendered  was 
intended  to  give  the  Primary  Examiner  room  for  the  exercise  of 
discretion  as  to  the  number  of  claims  to  allow. 

The  language  used  by  the  Examiners-in-Chief  was  as  follows : 

We  therefbre  consider  them  (claims  2,  4,  and  5)  allowable,  but  they  differ 
from  each  other  only  in  immaterial  details  and  it  is  suggested  that  but  one 
of  them  be  allowed  for  this  reason. 

The  decision  of  the  Examiner  is  affirmed  as  to  claims  1  and  3  and  reversed 
as  to  the  remaining  claims,  subject  to  the  above  recommendation. 

It  is  believed  that  the  intent  to  allow  but  one  of  the  three  claims  is 
i>erfectly  clear  from  this.    Instead  of  themselves  selecting  which  of 

■  uigiiizeci  Dy 'v^v^v^'pi  L\^ 
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the  three  should  be  retained  thqr  left  this  to  the  Examiner  and  the 
applicant  Such  action  was  liberal  toward  the  applicant  and  should 
not  be  made  the  basis  of  an  attempt  to  avoid  the  effect  of  the  decision* 
{Ex  parte  Myers,  C.  D.,  1905,  489;  119  O.  G.,  962.)  Having  elected 
to  abandon  his  appeal  as  to  the  two  claims  on  which  the  Examiner 
was  affirmed,  as  evidenced  by  his  canceling  them,  his  only  course  is 
to  accept  the  Examiner's  action,  complying  strictly  with  the  recom- 
mendation as  to  the  other  three,  subject,  of  course,  to  the  right  of 
appeal  set  forth  in  Rule  139  (&).  In  my  opinion  the  terms  used  by 
the  Examiners-in-Chief  are  not  ambiguous  and  seem  to  have  been 
properly  interpreted  by  the  Examiner.  He  was  clearly  bound  by 
the  recommendation,  {ex  parte  Shaw,  C.  D.,  1907,  222;  129  O.  G., 
2857,)  and  his  action  in  pursuance  thereof  is  believed  to  have  been 
correct. 

In  any  light  this  petition  amounts  to  a  request  for  the  exercise  of 
supervisory  authority  in  an  instance  where  there  is  a  dear  remedy  by 
appeal,  as  above  indicated. 

The  petition  therefore  does  not  properly  lie,  and  is  accordingly  dis» 
missed. 


BlEGGER  t^.  BeIERL. 

Decided  December  SO,  1909. 

160  O.  a,  826. 

L  Applicatiow — Oath — ^VALrorrr. 

Where  the  oath  forming  part  of  the  application  papers  fa  executed  before 
the  attorney  in  the  case  as  notary,  the  oath  is  inralid  and  without  legal 
effect 

2.  Samb — Completion  Within  the  Ybab— Abandonment. 

Where  an  applicant  failed  to  file  a  valid  oath  within  a  year  from  the  date 
of  the  receipt  of  the  other  application  papers,  though  twice  notified,  the 
application  Held  abandoned  under  Rules  30  and  81. 

3.  Same — Invalid  Oath — Fobwardino  to  Examiner. 

Applications  in  which  the  oath  is  executed  before  the  attorney  will  not 
be  forwarded  to  the  Examiner,  but  notice  to  file  a  proper  oath  will  be 
given  applicant,  and  the  application  will  not  be  given  a  date  and  terlal 
number  until  the  papers  are  so  completed* 

Appeal  on  Motion. 

SOAP-DISH. 

Mr.  Harry  R.  WiUiams  and  Messrs.  Sturtevant  dk  Mason  for 
Riegger. 
Mr.  W.  T.  Miller  for  Beierl. 

Billings,  First  Assistant  Commissioner: 

This  IS  an  appeal  by  Riegger  from  the  decision  of  the  Examiner 
holding  that  there  has  been  no  such  informality  in  the  declarati<m 
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of  the  above-entitled  interference  as  to  preclude  the  proper  determi- 
nation of  the  question  of  priority  of  invention. 

The  following  facts  appear  of  record:  Beierl  filed  an  application 
on  October  28,  1907.  This  application  was  accompanied  by  an  oath 
executed  before  one  W.  T.  Miller,  notary  public  in  and  for  Erie 
county,  New  York.  On  the  date  of  the  execution  of  the  oath  Beierl 
appointed  said  Miller  his  attorney.  The  application  was  forwarded 
to  the  Examiner  for  examination,  with  a  formal  notice  of  the  fact 
that  the  notary  before  whom  the  oath  was  taken  was  also  the  attorney 
in  the  case.  The  Office  in  two  successive  actions,  the  first  under  date 
of  February  10, 1908,  and  the  second  on  June  80, 1908,  required  that 
m  new  oath  be  filed. 

Section  558  of  the  Code  of  Law  of  the  District  of  Columbia  pro- 
vides in  part  as  follows : 

^  *  *  No  notary  public  shall  be  authorized  to  take  acknowledgments, 
administer  oaths,  certify  papers,  or  perform  any  official  acts  In  connection 
with  matters  in  which  he  is  employed  as  counsel,  attorney,  or  agent  or  in  which 
be  may  be  in  any  way  interested  before  any  of  the  departments  aforesaid. 

The  Attorney-General  of  the  United  States  in  a  decision  dated 
April  18,  1907,  published  in  C.  D.,  1907,  437;  127  O.  G.,  3642,  said 
that  the— 

•  •  •  law  not  only  deals  with  notaries  of  the  District,  but  also  with  the 
practice  and  management  of  the  Bzecutive  Departments;  and  with  the  relations 
of  notaries  to  that  practice. 

and  held — 

that  the  proviso  applies  to  all  notaries  who  may  practice  before  the  Departments. 

The  same  question  was  presented  to  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  The  Hallos  Safe  Company  v. 
Herring-ffall-Marvin  Safe  Company ^  (C.  D.,  1908,  473;  135  O.  G., 
1804;  31  App.  D.  C,  498.)  In  that  case  the  appellee  filed  on  Feb- 
ruary 14, 1906,  an  application  for  the  registration  of  "  HalPs  Stand- 
ard Safe'^  as  its  trade-mark,  which  was  passed  to  publication.  On 
August  6,  1906,  A.  F.  Herbsleb,  as  attorney  for  the  appellant,  foc^ 
warded  a  notice  of  opposition,  which  was  received  and  filed  August 
8,  1906,  two  days  before  the  expiration  of  the  thirty  days  allowed 
for  opposition  to  a  published  trade-mark.  This  opposition  was 
sworn  to  by  one  H.  H.  Hall,  treasurer  of  the  Hall  Safe  Company, 
before  A.  F.  Herbsleb,  notary  public  in  and  for  Hamilton  county, 
Ohio,  who  certified  thereto  under  seal.  The  Examiner  of  Interfer- 
ences dismissed  the  opposition  because  the  certificate  thereof  had 
been  acknowledged  before  a  notary  who  had  -been  retained  as  counsel 
in  its  prosecuticuL    This  decision  was  affirmed  by  the  Commissioner, 
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and  the  decision  of  the  Commissioner  was  affirmed  by  the  Court  of 
Appeals.    The  Court  said : 

It  clearly  appears  from  the  record  that  iu  F.  Herbal^  was  the  attorney  for 
the  appelant  for  the  preparation  and  prosecution  of  the  opposition,  and  that  as 
a  notary  public  In  and  for  Hamilton  county,  Ohio,  where  the  appellant  resided* 
he  certified  to  the  oath  made  by  its  treasurer,  HalL  We  agree  with  the  Ck>m- 
missioner  that  the  proviso  of  section  5S8  is  not  confined  in  its  application  to 
notaries  public  of  the  District  of  Ck>lumbia.  Its  language  is  that  '*  no  notary  ** 
shaU  be  authorized  to  take  acknowledgments,  administer  oaths,  certify  papers, 
or  perform  any  ofllcial  acts  in  connection  with  matters  in  which  he  is  employed 
as  counsel,  attorney,  or  agent,  or  In  which  he  may  be  In  any  way  interested 
before  any  of  the  departments  of  the  United  States  Ooremment 

For  these  reasons  the  court  held  that  the  opposition  in  question 
was  invalid  and  dismissed  the  same. 

The  principles  announced  by  the  Court  of  Appeals  of  the  District 
of  Columbia  apply  to  the  facts  in  this  case. 

Section  4892  of  the  Revised  Statutes  provides  in  part  as  follows: 

Such  oaths  may  be  made  before  any  person  within  the  United  States  author- 
ised by  law  to  administer  oaths.    •    •    • 

It  follows,  therefore,  that  as  the  alleged  oath  filed  with  the  appli- 
cation of  Beierl  was  not  made  before  a  person  authorized  by  law 
to  administer  the  oath  it  is  invalid  and  has  no  legal  effect.  (Decisicm 
of  Attorney-General,  published  C.  D.,  1892,  245;  60  O.  G.,  1481.) 
The  application  is  in  the  same  condition  as  though  no  oath  were 
filed  therewith,  for  Rule  80  provides  in  part  as  follows : 

A  complete  application  comprises  the  first  fee  of  |15,  a  petition,  specification, 
and  oath. 

Bule  81  in  the  last  paragraph  provides  that — 

the  application  must  be  completed  and  prepared  for  examination  within  one 
year  after  the  filing  of  the  petition ;  and  In  default  thereof  *  *  *  the  appli- 
cation will  be  regarded  as  abandoned,  unless  it  shall  be  shown  to  the  satisfac- 
tion of  the  Commissioner  that  such  delay  was  unavoidable. 

Beierl  was  liequired  by  the  Office  to  file  a  new  oath,  and  he  has  paid 
no  attention  to  this  requirement. 

In  view  of  the  fact,  therefore,  that  no  valid  oath  was  filed  in  this 
case  when  the  petition  was  filed  on  October  28,  1907,  and  no  oath 
executed  in  accordance  with  the  law  to  complete  the  filing  of  the 
application  has  been  filed  since  that  date,  the  said  application  of 
Max  G.  Beierl  is  held  to  be  abandoned. 

When  an  application  is  filed  in  this  Office  and  the  oath  filed  as  m 
part  thereof  is  executed  before  an  officer  who  is  also  an  attorney  in 
the  case,  the  application  will  not  be  forwarded  to  the  Examiner,  but 
notice  will  be  promptly  given  to  the  applicant  to  file  a  new  oath  in 
accordance  with  the  law,  and  informing  him  that  the  oath  must  be^ 
filed  within  one  year  from  the  date  of  the  petition  in  order  to  pre- 
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▼ent  the  abandonment  of  the  application.  The  complete  filing  date 
of  the  application  will  be  the  date  upon  which  the  new  and  valid 
oath  is  received  in  this  Office,  provided,  of  course,  that  all  the  other 
essential  parts  of  the  application  are  on  file,  and  the  serial  number 
will  be  assigned  accordingly. 

The  decision  of  the  Examiner  is  reversed. 


Ex  PARTE  Miller. 

Decided  January  7,  1910. 
160  O.  G.,  827. 

SzAiinrATioir  ov  AFFUCATzon — Final  Rejbotioh. 

Where,  after  repeated  actions  on  tbe  part  of  the  Office  and  the  appli- 
cant, a  clear  issue  had  been  reached  as  to  the  patentability  of  applicant's 
Inventicm,  Held  that  a  final  rejection  was  properly  entered,  notwithstand- 
ing the  t&ct  that  the  claims  so  rejected  were  not  exactly  the  same  as  those 
previonsly  considered. 

On  Prution. 

TALTE. 

Mr.  W.  T.  Fitz  Gerald  dk  Co.  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to 
admit  and  consider  an  amendment  filed  after  a  final  rejection  of  cer- 
tain claims.  The  petitioner  contends  that  the  final  rejection  was 
premature. 

It  appears  that  after  repeated  rejections  on  the  part  of  the  Office 
the  Examiner,  on  April  30, 1909,  finally  rejected  two  claims,  although 
these  exact  claims  were  presented  for  the  first  time  in  that  amend- 
ment. The  question  of  the  patentability  of  the  invention,  however, 
had  been  repeatedly  considered.  On  August  26,  1909,  an  amend- 
ment was  presented  directing  the  cancelation  of  the  claims  finally 
rejected  and  substituting  new  claims.  This  amendment  was  refused 
admission. 

An  inspection  of  the  record  of  the  case  clearly  shows  that  prior  to 
the  entry  of  the  amendment  of  April  30,  1909,  an  issue  had  been 
reached  between  the  applicant  and  the  Examiner  as  to  the  patenta- 
bility of  applicant's  invention.  On  April  14,  1908,  the  Examiner, 
after  rejecting  the  claim  presented  in  the  previous  amendment,  re- 
quested applicant  to  present  such  claims  as  he  deemed  patentable 
and  adhere  to  the  same  in  order  that  the  prosecution  of  the  case  be- 
fore the  Examiner  might  be  brought  to  an  end.  This,  however,  was 
not  done;  but  a  new  claim  was  presented,  and  after  further  prosecu- 
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tion  the  Examiner  repeated  his  request  in  the  action  of  September 
3,  1908,  and  applicant  was  notified  that,  as  the  claim  presented  in 
the  previous  amendment  was  as  limited  as  could  apparently  be 
drawn,  any  new  claim  would  be  subject  to  a  final  rejection  under  the 
practice  announced  in  ex  parte  Lasance^  (C.  D.,  1907,  374;  131  O.  G^ 
1421.)  In  making  his  rejection  of  April  30, 1909,  final  the  Examiner 
stated  that  it  was  done  in  accordance  with  the  spirit  of  the  decision 
in  ex  parte  MUler,  (C.  D.,  1909,  23 ;  139  O.  G.,  730.) 

The  action  on  the  part  of  the  Examiner  is  believed  to  have  been 
entirely  proper.  As  stated  above,  an  issue  had  been  reached  between 
the  applicant  and  the  Examiner,  and  no  useful  purpose  could  be  sub- 
served by  continually  presenting  claims  which  did  not  avoid  the  ref* 
erences  and  reasons  of  record.  The  case  is  almost  identical  with  that 
considered  in  ex  parte  Perry ^  (C.  D.,  1909,  49;  140  O.  G,  1001,)  and 
the  following  statement  in  that  decision  is  clearly  applicable  to  the 
present  case : 

It  is  clear  from  the  bistory  of  UUs  case,  above  recited,  tbat  an  issue  bas  l>een 
reacbed  between  tbe  Examiner  and  applicant  as  to  tbe  patentability  of  tbe  in- 
vention disclosed  in  tbis  application.  Tbe  applicant  bas  bad  ample  opportunity 
to  differentiate  bis  alleged  invention  from  tbat  disclosed  in  tbe  references  of 
record.  Having  failed  to  do  so,  and  also  baving  be^i  unable  to  convince  the 
Examiner  by  argument  of  tbe  patentability  of  any  claim  presented  or,  indeed, 
of  tbe  patentability  of  tbe  invention  disclosed  in  tbis  application,  tbere  appears 
to  be  no  reason  for  furtber  continuing  tbe  prosecution  of  tbe  application  before 
tbe  Examiner.    •    •    • 

Tbe  practice  of  repeatedly  filing  amendments  wbicb  can  serve  no  purpose  ex- 
cept to  prolong  tbe  life  of  tbe  case  or  wbicb  are  presented  in  tbe  bope  of  weary- 
ing tbe  Examiner  into  allowing  a  claim  upon  tbe  ground  tbat  because  of  its 
specific  character  it  can  do  no  barm  cannot  be  too  strongly  condemned* 

TJve  petition  is  denied. 


International  Food  Company  v.  Price  Baking  Powder  Company. 

DedAed  November  17, 1909, 
160  O.  G^  827. 

1.  TradepMabks — ^Application — ^Allexiation  Undeb  Ten-Yeabs  Pboviso — ^Tech- 

nical Mark. 
Tbe  inclusion  in  tbe  declaration  of  an  allegation  necessary  for  registra- 
tion of  a  iiiarlc  under  tbe  ten-years  proviso  does  not  preclude  its  registration 
ns  a  tochnlcal  mark  if  it  Is  found  to  be  sucb,  (citing  Levy  d  Co.  v.  Uri, 
C.  I)..  1907,  386 ;  131  O.  O..  1087.  and  Robertson,  Sanderson  d  Co.  Ltd.  ▼. 
Charles  Drnnchy  d  Co.,  C.  D.,  1908,  117;  134  O.  G..  613.) 

2.  Same—**  Cream  " — Not  Descriptive. 

Tbe  word  "  Cream "  beld  not  to  be  descriptive  as  applied  to  baking- 
powder. 

*  •  T7»  •  ^  T    i.       ^  Digitized  by  VjOOQ  IC 

Appeal  from  Examiner  of  Interferences.  o 
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IBATOB-MABK  I0B  BAKIHO-FOWDIB. 

Messrs.  Paul  dk  Paul  and  Mr.  WUUam  O.  Henderson  for  Inter- 
national  Food  Company. 

Mr.  Archibald  Cox  and  Mr.  T.  Walter  Fowler  for  Price  Baking 
Powder  Company. 

Tknkant,  Acting  Commissioner: 

This  is  an  appeal  by  the  International  Food  Company  from  a  de- 
cision of  the  Examiner  of  Interferences  dismissing  its  opposition  and 
adjudging  that  the  Price  Baking  Powder  Company  is  entitled  to  reg- 
ister the  word  ^  Cream  "  as  a  trade-mark  for  baking-powder. 

The  opposition  is  based  upon  the  allegation  that  the  Price  Baking 
Powder  Company  is  seeking  registration  under  the  ten-year  clause  of 
section  5  of  the  Trade-Mark  Act  of  1905,  as  indicated  by  the  allega- 
tion in  the  declaration  to  the  effect  that  the  mark  has  been  in  actual 
use  for  ten  years  next  preceding  the  passage  of  that  act,  and  that  the 
opposers  have  themselves  been  using  the  word  "  Cream  "  for  baking- 
powder  since  1902. 

It  is  well  settled  that  the  mere  inclusion  in  the  declaration  of  the 
allegation  necessary  for  registration  under  the  ten-years  proviso  does 
not  preclude  the  registration  of  the  mark  as  a  technical  mark  if  it  is 
found  to  be  such.  {Levy  &  Co.  v.  Vri,  C.  D.,  1907,  386;  131  O.  Q., 
1687;  Robertson^  Sanderson  <&  Co.y  Ltd.^  v.  Charles  Dennehy  dk  Co.^ 
C.  D.,  1908, 117;  1S4  O.  G.,  513.)    In  the  former  case  it  was  said: 

Since  the  declaration  of  N.  M.  Uri  contains  tbe  allegations  requisite  to  obtain 
registration  of  his  mark  as  a  technical  mark,  it  may  be  registered  as  such,  not- 
withstanding the  fiict  that  other  allegations,  sufficient  to  obtain  registration 
under  the  ten-years  proviso,  are  ibade,  these  additional  allegations  being  in  the 
nature  of  a  surplusage. 

It  is  therefore  clear  that,  admitting  the  allegations  of  the  notice  of 
opposition,  applicant  might  still  be  entitled  to  registration  of  his 
mark  as  a  technical  mark. 

I  am  of  the  opinion  that  "Cream"  is  a  proper  technical  trade- 
mark for  baking-powder.  It  has  been  upheld  in  suits  brought  by  the 
Price  Baking  Powder  Company  against  infringers  in  the  Circuit 
Court  of  the  United  States  for  the  District  of  Connecticut  in  1900 
and  by  the  Circuit  Court  of  the  United  States  for  the  District  of 
Minnesota,  the  district  of  the  opposer  in  this  proceeding,  in  1891.  In 
the  case  of  Price  Baking  Powder  Company  v.  Pyfe^  (46  Fed.  Rep., 
799,)  the  Court  said  of  the  mark. 

It  is  not  descriptive  of  an  ingredient  of  the  article,  or  of  its  quality  or  kind. 
Tbe  baking-powder  Is  neither  composed  in  part  of  cream,  nor  does  that  word 
oooTey  the  idea  that  it  is  tbe  '*  best "  or  "  choicest,"  as  asserted  by  defendant 
It  Is  true  tbe  word  "  creiim  '*  is  often  used  to  designate  the  best  part  of  a  par- 
ticular thing,  but  not  the  thing  itself,  us,  for  instance,  the  cream  of  a  story; 
but  only  in  that  relation  has  the  word  any  signification. 
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This  disposes  of  the  only  objection  urged  by  appellant  against  reg- 
istration as  a  technical  mark. 

The  testimony  shows  conclusively  that  the  Price  Baking  Powder 
Company  had  begun  the  use  of  the  mark  ^  Cream  "  on  baking-powder 
several  years  prior  to  the  earliest  date  of  use  claimed  by  the  opposer. 

It  is  clear,  therefore/ that  the  applicant  is  entitled  to  the  registra- 
tion sought. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PABTB  The  Mount  Carbon  Company,  Limited. 

Decided  December  16, 1909. 
100  O.  G.,  828. 

1.  Tbadb-Mabks— Anticipation — "  Powell's  Run  ** — "  Powellton." 

Registration  of  the  word  "  Powellton  "  as  a  trnde-mnrlc  for  coal  properly 
refused  in  view  of  the  registered  mark  '*  Powell's  Run  Coal." 

2.  Same — Same. 

The  fact  that  the  owner  of  a  registered  trade-mark  has  not  brought  suit 
to  enjoin  the  use  of  the  mark  sought  to  be  registered  Held  to  have  no 
bearing  upon  the  question  whether  the  marks  are  so  nearly  identical  aa  to 
be  likely  to  cause  confusion  in  the  mind  of  the  public. 

On  Appeal. 

TBAOE-MABK   FOB   BITUMINOUS   COAL   AND   OOKB. 

Mr.  Edward  S.  Duvally  Jr.^  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Primary  Examiner 
refusing  registration  of  the  trade-mark  "  Powellton  "  for  coal. 

The  mark  is  presented  for  registration  under  the  ten-year  proviso 
of  section  5  of  the  act  of  February  20, 1905.  It  is  stated  in  the  brief 
that  the  word  "  Powellton  "  is  the  name  of  the  town  in  which  the 
applicant's  principal  place  of  business  is  located.  Registration  is 
refused  in  view  of  the  trade-mark  "  Powell's  Run  Coal "  registered 
by  the  New  Pittsburg  Coal  Co.,  April  11,  1894,  No.  24,619,  upon  the 
ground  that  the  applicant's  mark  so  nearly  resembles  the  registered 
mark  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  publia 

It  is  contended  in  behalf  of  the  applicant  that  the  marks  are  not 
so  similar  as  to  be  likely  to  cause  confusion  in  trade,  and  it  is  asserted 
that  although  the  mark  of  the  applicant  has  been  used  for  many 
years  the  New  Pittsburg  Coal  Co.  has  not  complained  thereof  by 
legal  action.  It  is  also  urged  that  the  trade  in  mining  and  marketing 
coal  comprises  a  class  of  persons  having  expert  knowledge  who  are 
familiar  with  the  mines  or  localities  where  the  coal  is  obtained,  and 
that  such  persons  would  not  be  confused  by  the  similarity  of  these 
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marks,  and  that  consumers  order  coal  by  grade  rather  than  by  names, 
and  therefore  there  would  be  no  such  likelihood  of  confusion  as  if 
the  coal  were  shipped  directly  from  the  mine  to  the  retailers. 

These  contentions  are  believed  to  be  without  force.  It  is  w^ 
settled  that  trade-marks  are  not  addressed  merely  to  those  skilled 
in  any  particular  line  of.  trade  or  manufacture,  but  to  the  general 
public  as  well.  The  fact  that  the  New  Pittsburg  Coal  Co.  has  not 
brought  suit  to  enjoin  the  applicant  from  using  its  mark  is  immate- 
rial. The  ten-years  proviso  of  section  5  of  the  Trade-Mark  Act  pro- 
hibits the  registration  of  any  mark  which  has  not  been  in  the 
exclusive  use  of  the  applicant  for  registration  for  ten  years  next 
preceding  the  passage  of  the  trade-mark  act  of  1905,  and  under  the 
ruling  of  the  Court  of  Appeals  of  the  District  of  Columbia  in  Ken- 
tucky Distilleries  <b  Warehouse  Company  v.  Old  Lexingtqn  Club 
DistUling  Company  (C.  D.,  1908,  417;  135  O.  G.,  220;  31  App.  D.  C, 
223)  a  mark  may  not  be  registered  under  the  ten-years  clause  of  the 
act  of  February  20,  1905,  if  a  mark  so  nearly  identical  therewith  as 
to  be  likely  to  confuse  or  mislead  the  public  has  been  used  by  another 
during  the  ten  years  next  preceding  the  passage  of  that  act. 

There  is,  in  my  opinion,  no  doubt  that  the  similarity  of  the  appli- 
cant's mark  "  Powellton  "  to  the  registered  mark  "  Powell's  Run  "  is 
such  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public. 
The  name  "Powell,''  which  forms  the  salient  feature  of  each,  is 
identical,  and  when  spoken  there  is  a  great  similarity  in  sound.  In 
vi^w  of  these  facts  it  must  be  held  that  the  applicant  is  not  entitled 
to  registration. 

The  decision  of  the  Examiner  is  a^rmed. 


Ex  PARTE  WOLTERECK. 

Decided  June  25, 1908. 

150  O.  G.,  1041. 
Patertabilitt. 

Claims  for  a  process  of  making  ammonia  Beld  unpatentable  In  Tiew  of 
the  prior  art. 

Appeal  from  Examiners-in-Chief. 

PIOCESS  FOB  THE  PBODUCTION  OT  AMMONIA. 

Mr.  Herman  C.  Woltereck  pro  se. 

MooBE,  Commiissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
rejecting  the  following  claims: 

1.  The  process. of  producing  ammonia,  consisting  in  passing  air  and  steam 
over  peat,  maintained  at  a  temperature  above  250*  C.  and  below  525*"  C,  bj 
the  process  of  slow  oxidation  taking  place  as  shown  and  described. 
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2.  The  process  of  producing  ammonia,  consisting  in  passing  a  mixture  of  water 
vapor  and  air  over  peat,  maintained  at  a  temperature  preferably  between  850* 
C.  and  450*  C,  by  the  slow  oxidation  thereof  as  shown  and  described. 

The  references  cited  are  as  follows:  British  patents  to  Brink,  Na 
10,911  of  1845;  Clark,  No.  44,808  of  1874;  Rickman,  No.  8,341  of 
1878;  Lake,  No.  22,207  of  1894;  Talbot,  No.  19,998  of  1901,  and 
Lunge,  Coal^  Tar  <k  Ammoniaj  (p.  718, 1,  21,  and  p.  723.) 

The  main  references  relied  upon  by  the  Examiner  in  his  rejection 
were  the  British  patents  to  Talbot  and  to  Rickman. 

In  the  majority  opinion  of  the  Examiners-in-Chief  it  was  held  that 
the  claims  were  properly  rejected  in  view  of  the  references  cited. 
They,  however,  recommended  that  if  the  word  "  preferably  "  were 
canceled  in  claim  2  this  claim  should  be  allowed — 

since  we  do  not  find  a  q)eclflc  temperature  of  "  between  360*  G.  and  450*  C* 

The  remaining  member  of  the  Board  of  Examiners-in-Chief  in  a 
supplementary  opinion  states  that  in  his  opinion  claim  2  is  not 
anticipated  in  any  of  the  patents  cited  by  the  Examiner,  but  that  this 
claim  should  be  rejected  in  view  of  the  British  patent  to  Mond,  3,923 
of  1883,  cited  in  a  copending  application. 

The  invention  in  issue  comprises  a  process  for  producing  ammonia, 
which  consists  in  passing  a  mixture  of  air  and  steam  or  water-vapor 
over  peat,  which,  as  stated  in  the  first  claim,  is  maintained  at  a  tem- 
perature of  over  250^  C.  and  below  525°  C.  By  this  means  a  slow 
oxidation  takes  place,  by  which  ammonia  is  produced.  It  is  con- 
tended by  the  appellant  that  the  temperatures  disclosed  in  the  Talbot 
and  Rickman  patents  are  higher  than  those  disclosed  in  this  applica- 
tion, and  that  the  processes  disclosed  in  these  patents  are  therefore 
different  from  that  claimed.  In  the  Talbot  patent  a  process  is  dis- 
closed of  passing  steam  over  '^  fuel,''  and,  as  pointed  out  in  the  state- 
ment of  the  Examiner,  peat  is  one  of  the  most  common  fuels  in  the 
county  of  York,  England,  in  which  the  patentee  resides.  Talbot 
states  that  the  temperature  of  the  water-gas  producer  must  be  main- 
tained below  the  temperature  at  which  ammonia  is  decomposed, 
which  he  states  to  be  from  450°  to  500*  C. 

The  patent  to  Rickman  discloses  a  process  of  producing  ammonia 
by  passing  steam  over  materials — 

that  are  readily  oxidlzable  at  bigb  temperature  snch  as  coke,  charcoal,  or 
other  carbonaceous  substances,  etc. 

It  is  stated  that  the  retorts  and  their  contents  are  heated  to  a 
temperature  of  from  900°  F.  to  1,000**  F.— that  is,  482°  C.  to  SSG** 
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C. — and  air  and  steam  in  suitably-regulated  proportions  are  intro- 
duced through  apertures  provided  at  one  end  of  the  retort,  the — 

ammonia,  carbonate  of  ammonia  or  mixture  thereof  with  a  portion  of  the 


issuing  from  apertures  at  the  other  end  of  the  retort.    The  reaction 
which  takes  pkce  in  the  retort  is  stated  as  follows: 

The  oxygen  of  the  air  and  steam  unites  with  the  hot  solid  material  in  the 
retort,  and  the  nitrogen  of  the  air  unites  with  the  nascent  hydrogen  of  the  de- 
composed steam  to  form  ammonia. 

It  is  believed  that  the  disclosures  of  each  of  these  patents  clearly 
anticipates  the  claims  in  issue,  especially  since  the  second  claim  is 
not  limted  to  temperatures  between  350^  C.  and  450^  C.  by  reason  of 
the  inclusion  of  the  word  "  preferably." 

The  patent  to  Mond,  referred  to  by  the  minority  member  of  the 
£xaminers-in-Chief,  is  discussed  by  the  appellant  in  his  brief  on 
appeal  in  this  case,  in  which  he  contends  that  claim  2  is  patentable 
without  modification,  notwithstanding  the  suggestion  of  the  major- 
ity of  the  Examiners-in-Chief  or  the  patent  to  Mond,  referred  to  by 
the  minority  member. 

Mond  describes  a  process  of  producing  ammonia  from  coal  or 
other  fuel  by  burning  said  fuel  in  the  presence  of  steam  at  so  low  a 
temperature  that  ammonia  once  formed  is  not  dissociated  again — 
namely,  at  ^^a  dull  red  heat."  It  is  contended  on  behalf  of  the 
appellant  that  "  a  dull  red  heat "  indicates  a  temperature  above  that 
to  which  his  process  is  limited ;  but,  as  pointed  out  by  the  Examiner, 
Mond  in  referring  to  a  dull  red  heat  is  speaking  of  the  temperature 
of  the  burning  fuel  of  the  retort  and  not  of  the  temperature  in  which 
the  reaction  producing  ammonia  takes  place.  Mond  further  dis- 
closes a  means  for  maintaining  the  desired  low  temperature  by  the 
introduction  of  a  limited  supply  of  air  and  a  large  amount  of  steam. 
The  fact  that  Mond  intended  to  maintain  a  low  temperature  within 
the  limits  stated  in  the  appellant's  second  claim  is  clearly  apparent 
from  the  disclosure  in  his  patent,  in  which  he  refers  to  prior  proc- 
esses of  producing  ammonia  in  furnaces,  which  were  invariably 
worked  "'  at  a  bright  red  heat,"  and  states : 

I  have,  however,  found  tliat  if  the  fuel  be  burned  nearly  the  whole  of  the 
nitrogen  contained  In  the  fuel  is  easily  obtained  as  ammonia  if  the  fuel  is 
homed  in  the  presence  of  steam  at  so  low  a  temperature  that  the  ammonia 
once  formed  is  not  dissociated  again,  namely  at  a  dull  red  heat. 

I  am  therefore  of  the  opinion  that  the  claims  of  this  application 
are  not  only  clearly  anticipated  in  the  patents  to  Talbot  and  Rick- 
man,  but  that  claim  2  presents  no  patentable  novelty  in  view  of  the 
British  patent  to  Mond,  referred  to  by  the  minority  member  of  the 
Examiners-in-  Chief.  zea  oy  ^i  w  v/ -i  l^ 

The  decision  of  the  Examinera-in-Chief  is  affirmed. 
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Ex  PASTE  F.  Baqot  &  C!o. 

Decided  January  10,  X910. 
160  O.  O.,  1042, 

TBADS-MaBKS — "LAIT    De    VIOLBTTBS"    for    TOIUET    ABTIGLIS— DnCBIFIITX. 

The  words  "  Lait  De  Violettes  *'  as  applied  to  perfumery,  toilet  powden, 
toilet  waters,  face-tints,  and  haiivlotions  are  descriptive  of  a  cbaracteriitic 
or  quality  of  goods,  and  registration  thereof  was  properly  refused. 

Ok  Appeal. 

TKADB-lf  ABK  FOR  PBBTUlfEBT,  SOAPS,  ETa 

Messrs.  Arthur  C.  Fraser  ds  Usina  for  the  applicantB. 

BiLLiNQS,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  words  "  Lait  De  Violettes  "  as  a  trade-mark 
for  perfumery,  toilet  powders,  toilet  .waters,  face-tints,  and  hair- 
lotions  on  the  ground  that  the  mark  is  descriptive,  in  that  it  indicates 
a  characteristic  or  quality  of  the  goods  upon  which  it  is  used. 

The  words  "  Lait  De  Violettes  "  literally  means  "  milk  of  violets." 
"  Milk"  is  defined  in  the  Century  Dictionary  as  follows: 

2.  Anything  resembling  milk  in  appearance,  taste,  etc.,  as  the  juice  of  the 
cocoanufand  the  sap  of  certain  plants  (see  latex.) 

The  word  ^^  latex,"  which  is  referred  to  in  the  definition  of  the 
word  "  milk,"  is  discussed  by  this  authority  as  follows : 

*  *  *  (a  liquid^  fluid.  Juice.)  A  milk-like  liquid  occurring  in  many  plants 
in  special  vessels  (called  laticiferous,  or  sometimes  cinenchymatoua,)  and  exud- 
ing when  the  plant  is  wounded.  It  may  be  white,  like  that  of  the  milkweeds 
and  many  species  of  Euphorbia;  or  yellow,  as  in  the  prickly  poppy,  Argemone; 
or  orange,  as  in  celandine,  Chelidonium.  It  consists  of  a  watery  fluid  holding 
in  solution  small  quantities  of  sugar,  gum,  alkaloid  and  acid  matters,  etc.,  and 
suspended  in  this,  numerous  minute  granules  (giving  the  milky  appearance) 
which  coagulates  when  exposed  to  the  air.  It  has  sometimes  an  economic  im- 
portance, as  in  the  case  of  opium  (the  dried  latex  of  the  poppy)  and  of  india- 
rubber. 

Worcester's  and  the  Standard  dictionaries  both  give  as  one  of  the 
definitions  of  the  word  ^'  milk  "  the  sap  or  juice  of  certain  plants. 

The  Examiner  held  that  the  words  claimed  as  a  trade-mark  indi- 
cate that  the  goods  contain  as  an  ingredient  a  milk,  juice,  or  extract 
of  violet  and  that  this  is  the' idea  that  the  mark  would  convey  to  the 
public 

The  conclusions  of  the  Examiner  of  Trade-Marks  are  believed 
to  be  right.    The  most  prominent  feature  of  jt|^t  i||a£k.i§  the  word 
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"  Violettes.*'  The  samples  of  labels  showing  how  the  mark  is  used  by 
applicants  contain  an  illustration  of  a  spray  of  violets.  As  stated  in 
the  letters  of  the  Examiner,  the  inference  from  the  mark  is  that  the 
toilet  articles'upon  which  it  is  used  contain  violet  extract  or  perfume. 
This  is  not  denied  by  applicants;  but  whether  the  perfumery  and 
other  gooils  upon  which  the  mark  is  used  actually  contain  as  an 
ingredient  the  extract  or  essence  of  violets  is  believed  to  be  imma- 
terial, since  the  mark  if  not  descriptive  of  a  characteristic  or  ingredi- 
ent of  the  goods  is  then  deceptive. 

The  mark  is  thought  to  fall  in  the  class  of  descriptive  marks  regis- 
tration of  which  is  prohibited  by  section  5  of  the  Trade-Mark  Act,  as 
held  by  numerous  decisions  of  the  Court  of  Appeals  of  the  District  of 
Columbia.  In  the  latest  decision  of  said  court  upon  words  of  this 
class,  in  re  Anti-Oori-Zine  Chemical  Company^  post  291 ;  151  O.  G., 
462;  84  App.  D.  C.,  191,  rendered  December  7,  1909,  in  which  the 
decision  of  the  Commissioner  refusing  registration  of  the  word 
"^  Getwell  '^  as  a  trade-mark  for  medicines  was  sustained,  the  Court 
said: 

Section  5  of  the  Trade-Mark  Act  provides,  inter  alia,  that  no  mark  consisting 
"  merely  in  words  or  devices  which  are  descriptive  of  the  goods  upon  which  they 
are  naed,  or  of  the  character  or  Quality  of  snch  goods,*'  shall  be  registered.  We 
held  ia  a  recent  case  (M  re  Central  Consumers  Co.,  G.  D.,  1900,  329 ;  140  O.  O., 
1211;  82  App.  D.  G„  523)  that  it  was  evidently  the  intent  of  Ck)ngre88  to  declare 
against  the  acquisition  of  a  property  right  by  any  one  in  a  name  possessing  such 
inherent  signification  as  would  enhance  the  sale  or  value  of  the  goods  upon 
which  it  was  stamped. ,  Registration  was  accordingly  refused  the  mark  "  Nezto- 
beer  "  as  being  saggestive  of  quality.  See  also :  In  re  American  Circular  Loom 
Co.,  (a  D.,  1907,  481;  127  O.  G.,  893;  28  App.  D.  C,  460;)  The  WincJiester 
Repeating  Apiw  Co.  v.  The  Peters  Cartridge  Co.,  (C.  D.,  1908,  401;  134  O.  G., 
2030;  30  App.  D.  C,  505;)  ifi  re  New  South  Brewery  and  Ice  Co,,  (G.  D.,  1909, 
884;  142  O.  G.,  291 ;  32  App.  D.  G.,  591.) 

The  provision  of  the  act  above  quoted  prohibits  the  registration  of  a  mark 
which  is  merely  descriptive  of  the  goods,  or  quality  of  the  goods,  with  which  it 
is  used.  Doubtless  this  provision  would  permit  the  registration  of  a  mark 
primarily  intended  to  suggest  origin  or  ownership  and  only  secondarily  descrip- 
tive or  saggestive  of  quality.  But  that  is  not  this  case.  "  Getwell "  is  the  pre- 
dominant and  almost  the  sole  feature  of  the  mark,  and,  as  applied  to  medicines, 
is  primarily  and  obviously  intended  to  be  descriptive  of  their  quality.  In  other 
words,  it  constitutes  an  advertisement  and  not  a  trade-mark.  Every  other 
dealer  has  the  right  to  use  these  words  in  vending  his  goods  without  the  liability 
of  molestation  by  this  applicant.  We  have  previously  remarked  that  the  range 
in  the  selection  of  trade-marks  is  as  broad  as  the  human  Imagination.  It  is 
nianlfest,  therefore,  that  one  who  seeks  a  monopoly  of  words  in  common  use  and 
tbat  are  primarily  descriptive  of  quality  is  not  entitled  to  special  consideration. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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BraDLBT  V.  MlQOETT. 

Decided  December  21,  1909, 
100  O.  a,  1042. 

iRTEBnSSENCX — ^PUELIMINABT     STATElfBNT — ^AMENDMENT — DELAT     IN     BRIHOIHO 

Motion. 

Delay  in  bringing  a  motion  to  amend  a  preliminary  statement  will  not 
be  excused  merely  because  negotiations  were  pending  between  tbe  parties 
to  tbe  interference  looking  to  tbe  settlement  of  tbe  case. 

Appeal  on  Motion. 

BOim-TUBB  CLBANia. 

Mr.  J.  Morris  Wilson  for  Bradley. 
Messrs.  Geyer  <6  Popp  for  Miggett. 

Tennant,  Assistant  Cam/missioner: 

This  is  an  appeal  by  Bradley  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  accept  an  amended  preliminary  statement 
setting  back  the  date  of  reduction  to  practice  from  November,  1907, 
to  May  1,  1906. 

The  record  shows  that  preliminary  statements  were  approved  and 
times  set  for  taking  testimony  in  the  case  on  December  26, 1908.  Tes- 
timony was  taken  in  behalf  of  Bradley  in  April,  1909,  and  it  is  stated 
that  at  this  time  Bradley  endeavored  to  establish  reduction  to  practice 
as  early  as  May  1,  1906,  the  date  which  he  now  wishes  to  allege  in 
his  amended  preliminary  statement.  No  motion,  however,  to  amend 
his  preliminary  statement  was  filed  until  October  9,  1909,  which  was 
after  the  proofs  in  behalf  of  the  senior  party  had  closed. 

The  main  excuse  alleged  for  this  delay  is  that  negotiations  were 
pending  for  the  settlement' of  the  case;  but  I  do  not  find  in  the  state- 
ments contained  in  the  affidavits  presented  on  behalf  of  the  respec- 
tive parties  any  sufficient  evidence  of  the  likelihood  of  settlement 
which  would  justify  stich  delay.  It  is  well  settled  that  delays  in  the 
bringing  of  motions  will  not  be  excused  merely  because  negotiations 
were  pending  between  the  parties  looking  to  the  settlement  of  the 
case.  {Ingoldshy  v.  Bellows^  C.  D.,  1904,  564;  118  O.  G.,  2214;  Lor 
tham  V.  Force  and  Parenteau^  C.  D.,  1898,  1;  82  O.  G.,  185.) 

Aside  from  this  consideration  it  has  been  repeatedly  held  that 
amendment  of  statements  after  the  testimony  of  the  other  party  has 
been  completed  will  be  permitted  only  upon  a  showing  of  most  satis- 
factory reasons  which  prevented  earlier  presentation  of  the  motion 
to  amend.  {Miehle  v.  Read,  C.  D.,  1899,  191;  89  O.  G.,  354;  Mills  y. 
Torrance,  C.  D.,  1902,  17;  98  O.  G.,  416;  Bliss  v.  Creveling,  C.  D., 
1904,  381;  112  O.  G.,  499;  Green  v.  Farley,  C.  D.,  1908,  12;  132 

^^      -^ ^  .  uigiiizea  Dy '^wJ  v^v.'X'-^ 
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There  is,  in  my  opinion,  in  the  present  case  no  reason  which  justifies 
the  admission  of  the  proposed  amended  statement,  which  would  in 
turn  necessarily  involve  reopening  the  case  for  the  presentation  of 
further  testimony  in  behalf  of  the  senior  party. 

The  deciHon  of  the  Examiner  of  Interferences  i$  affirmed. 


In  be  Brxttain  Tobacco  Wobkb. 

Decided  January  4,  1910. 

160  O.  G.,  1048. 

1  TkADB-MABXS— OFPOsmoN— Admimion  ov  Thikd  Pastt. 

The  fact  tluit  a  registered  trade-mark  la  InTolved  in  an  Interference 
with  an  application  for  registration  does  not  Justify  the  admission  of  the 
registrant  as  a  party  to  an  opposition  proceeding  brought  by  a  third  party 
against  the  registration  of  the  mark. 

1  Saio — Samb— Rbgistbation  Not  a  Pbebbquisitb. 

An  opposition  is  a  proceeding  instituted  by  a  party  who  believes  he 
would  be  damaged  by  the  registration  of  a  mark.  Such  party  does  not 
need  to  have  registered  the  same  or  a  like  tmde-mark,  and  there  is  no 
provision  of  law  by  which  such  party  can  be  compelled  to  file  an  applica- 
tion for  registration  as  a  prerequisite  to  such  proceeding. 

In  the  Matter  of  the  petition  by  the  Brittain  Tobacco  Works 
that  it  be  made  a  party  to  an  opposition  proceeding  entitled  United 
Cigar  Manufacturers  Company  ▼.  Samuel  R.  Klotts. 

Messrs.  Wise  dk  Lichtenstein  for  United  Cigar  Manufacturers 
Company. 

Mr.  D.  Tf.  Wood  for  Klotts. 

Messrs  Meyers^  Cushma/n  A  Rea  for  Brittain  Tobacco  Works. 

Tknnant,  Assistant  Com/mdssioner: 

It  appears  that  Klotts  has  applied  for  the  registration  of  the 
words  ^  Gilt  Edged  '^  as  a  trade-mark  for  cigars,  stogies,  cheroots, 
and  smoking-tobacco. 

This  mark  was  published  in  the  Official  Gazette  dated  October 
6,  1909.  The  United  Cigar  Manufacturers  Company  filed  the  op- 
position above  referred  to  against  the  registration  of  this  mark,  and 
it  appears  from  the  petition  that  an  interference  has  been  declared 
between  the  same,  application  for  registration  and  the  registered 
trade-mark  of  the  Brittain  Tobacco  Works,  No.  51,395,  dated  April 
17, 1906.    The  Brittain  Tobacco  Works  therefore  prays: 

That  it  haTe  access  to  tlie  opposition  proceeding  filed  by  the  United  Cigar 
ICannfactorlng  Oompany. 
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That  it  be  made  a  party  to  said  opposition  proceedinss  or  have  the  right  to 
be  represented  in  such  proceeding. 

It  is  further  asked  that  the  United  Cigar  Manufacturers  Company 
be  invited  or  required,  if  it  be  within  the  power  of  the  Commissioner 
to  so  require,  to  apply  for  the  registration  of  said  trade-mark  in 
order  that  it  may  become  a  party  to  the  interference. 

The  only  question  for  determination  either  in  the  interference  or 
in  the  opposition  is  the  right  of  Klotts  to  register  the  trade-mark  for 
which  he  has  made  application  for  registration.  The  Brittain  To- 
bacco Works  is  a  registrant,  and  the  United  Cigar  Manufacturers 
Company  has  no  application  for  registration  of  this  mark  on  file  in 
the  Patent  Office. 

While  it  would  be  desirable  that  the  entire  matter  be  settled  in  a 
single  controversy,  I  do  not  find  any  legal  means  to  reach  this  end. 
An  opposition  is  a  proceeding  instituted  by  a  party  who  believes  he 
would  be  damaged  by  the  registration  of  a  mark.  Such  party  does 
not  need  to  have  registered  the  same  or  a  like  trade-mark,  and  there 
is  no  provision  of  law  by  which  such  party  can  be  compelled  to  file 
an  application  for  registration  as  a  prerequisite  to  such  proceeding. 
An  interference  is  a  distinct  proceeding  instituted  by  the  Office  be- 
tween applications  for  registration  or  under  certain  circumstances  be- 
tween applications  for  registration  and  previous  registrations.  In 
the  present  case  the  interference  between  Klotts  and  the  Brittain 
Tobacco  Works  does  not  in  any  way  concern  the  United  Cigar  Manu- 
facturers Company,  since  the  latter  is  neither  a  registrant  nor  an 
applicant  for  registration  of  said  mark. 

For  the  reasons  above  stated  the  petition  must  he  denied. 


Ex  PARTE  Heinz. 

Decided  April  12.  1909. 

161  O.  G..  Id3. 
PATEHTABiLrrr-— Wall-Tie. 

A  claim  for  a  waU-tie  having  equilateral  quadrangular  bonding-heads  so 
disposed  that  the  diagonals  thereof  are  in  line  with  the  stra1p:ht  portion  of 
the  rod  Held  not  patentable  in  view  of  the  prior  art,  which  disclosed  a  tie 
consisting  of  a  straight  portion  with  a  circular  loop  at  one  end  so  disposed 
that  the  diameter  of  the  loop  is  In  line  with  the  straight  portion  of  the  rod. 

Appeal  from  Examiners-in-Chief. 

WALL-TIE. 

Mr.  John  H.  Whipple  for  the  applicant 
Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  follow- 
ing claims : 

1.  An  Improved  article  of  manufacture  of  the  class  mentioned,  comprising 
in  Intermediate  straight  tie-rod  and  two  equilateral  quadrangular  bonding- 
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heads  extended  in  the  same  plane,  the  bonding-heads  being  Joined  at  one  of 
their  angles  to  the  ends  of  the  tie-rod,  and  haring  the  opposite  angle  disposed 
in  a  line  coincident  with  the  axis  of  the  tie-rod. 

2.  An  improved  article  of  manufacture  of  the  class  mentioned  comprising  a 
straight  tie-rod  and  an  equilateral  quadrangular  bonding-head  extended  in 
the  same  plane,  the  bonding-head  being  Joined  at  one  of  its  angles  to  the  end 
of  the  tie-rod  and  having  the  opposite  angle  disposed  in  a  line  coincident  with 
the  axis  of  the  tie-rod,  and  securing  means  on  the  other  end  of  the  tie-rod. 

The  references  are:  Knox,  September  14,  1897,  No.  27,643, 
(Design;)  Raywood  et  al,^  September  7,  1897,  No.  689,481;  Grafton, 
October  30, 1900,  No.  660,897. 

The  claims  appealed  are  not  the  same  as  those  finally  rejected  by 
the  Examiner,  but  were  introduced  in  an  amendment  filed  October 
31,  1907,  for  the  purpose  of  presenting  the  case  in  better  form  for 
appeal.  The  Examiners-in-Chief  state  that  these  claims  were  sub- 
stantially the  same  as  the  claims  finally  rejected,  and  they  were  so 
treated  by  both  the  Examiner  and  the  applicant. 

The  invention  is  a  tie-rod  formed  of  a  single  piece  of  wii*e  dis- 
posed so  as  to  form  a  straight  rod  with  an  equilateral  quadrilateral 
bonding-head  at  each  end  thereof,  these  heads  being  so  disposed  that 
the  diagonals  thereof  are  in  line  with  the  straight  portion  of  the  rod. 

The  Raywood  and  Gockel  patent  discloses  a  straight  tie-rod  with 
a  loop  h  at  one  end  and  the  extremity  of  the  loop  projecting  at  right 
angles  to  the  rod.  The  loop  is  so  disposed  that  the  straight  portion 
of  the  rod  is  in  line  with  the  diameter  of  the  loop.  The  patent  to 
Grafton  shows  a  wall-tie  having  an  equilateral  triangular  bonding- 
head  at  each  end  thereof. 

It  cannot  be  held  that  it  would  require  invention  to  omit  the 
portion  of  the  loop  of  the  Raywood  and  Gockel  tie  which  projects 
at  right  angles  to  the  straight  portion  of  the  tie,  and  when  this 
portion  is  omitted  the  circular  loop  is  clearly  the  equivalent  of  appli- 
cant's quadrilateral  bonding-head.  As  stated  above,  this  loop  is  so 
disposed  that  the  straight  portion  of  the  tie  is  in  line  with  the  diam- 
eter of  the  loop,  which  is  equivalent  to  the  diagonal  line  in  appli- 
cant's form. 

As  pointed  out  by  the  Examiners-in-Chief,  the  change  of  form  in 
the  bonding-head  from  a  circle  to  a  square  has  produced  no  new 
result  or  function  in  the  tie-rod,  and  therefore  cannot  be  held  to  lend 
patentability  to  the  claims. 

Applicant  has  filed  an  affidavit  in  which  he  affirms  that  his  tie-rod 
has  attained  great  popularity  on  account  of  its  merit;  but  it  is  well 
settled  that  such  a  fact  can  be  held  to  show  patentability  only  in 
doubtful  cases.  In  the  present  case  there  is  no  doubt  as  to  lack  of 
invention  in  the  applicant's  tie-rod. 


The  decision  of  the  Examinera-in-Chief  is  aMrmed. 

'  '  "  uigitized  by 

5274e*— U A 
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Stbphek  F.  Whitman  A  Son. 

Decided  January  B,  1910. 

151  O.  G^  193. 

Tkadi-Mabks — ^Mabk  Not  Vbed  to  Denote  Ouonr. 

Where  the  label  applied  to  a  box  of  candy  contained  the  legend  ''A  Faam 
Package  for  Fastidious  Folks,*'  Held  that  the  word  "  Fusay  **  so  used  did 
not  constitute  a  trade-mark. 

On  Afpeal. 

TKADB-MABK   FOB  CANDT,   AND  PABTIOVIABLT  OHOOOLATE   GAHlVr. 

Messrs.  Foster^  Freeman,  Watson  <b  Coit  for  the  applicants. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  the  word  ^^  Fussy ''  as  a  trade-mark 
for  candy. 

Registration  was  refused  upon  the  ground  that  the  word  ^^  Fussy  ^ 
is  not  a  trade-mark,  and  also  upon  the  ground  tliat  as  used  it  is  merely 
descriptive  of  the  merchandise. 

The  labels  forming  a  part  of  this  application  for  registration  com- 
prise a  representation  of  a  griffin  accompanied  by  the  words  ^  Super 
Extra,"  "  Trade-Mark,"  the  name  "  Whitman  "  written  in  script,  and 
an  elliptical  scalloped  figure  differing  in  color  from  the  remainder 
of  the  label,  upon  which  is  printed  the  legend  "A  Fussy  Package  for 
Fastidious  Folks."  The  application  for  registration  of  the  word 
''Fussy"  is  based  upon  the  use  of  this  word  in  the  legend  above 
quoted. 

The  office  of  a  trade-mark  is  to  indicate  origin  or  ownership.  It  is 
therefore  necessary  that  the  word  "  Fussy  "  in  order  to  be  registrable 
as  a  trade-mark  be  so  used  as  to  signify  the  source  or  origin  of  the 
merchandise  to  which  it  is  applied.  As  used  in  the  above  phrase, 
however,  it  is  merely  an  adjective  qualifying  the  word  "Package" — 
that  is  to  say,  it  is  the  ''  Fussy  Package  "  which,  according  to  the  re^ 
maining  words  of  the  legend,  is  for  the  use  of  "  Fastidious  Folks." 
I  am  clearly  of  the  opinion  that  the  word  ''  Fussy  "  so  used  does  not 
constitute  a  trade-mark,  since  it  does  not  in  any  way  signify  the 
origin  of  the  goods  to  which  the  mark  is  said  to  be  applied — ^to  wit, 
candy. 

This  case  is  analogous  to  the  case  of  ex  parte  The  Magazine  and 
Book  Company  of  New  York,  (C.  D.,  1908,  163;  135  O.  G.,  661,)  in 
which  the  words  "Library  Slips"  were  refused  registration  as  a 
trade-mark  for  trading-coupons,  one  of  the  grounds  for  refusal  being 
as  follows: 

The  specimens  flied  with  the  application  do  not  show  a  trade-mark  use  of  the 
words  in  question.    They  appear  In  a  number  of  places  on  the  front  and  on  the 
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back  of  the  coupon,  but  each  time  in  connection  with  other  words.  In  none  of 
these  places  are  the  words  used  in  such  a  way  as  to  suggest  that  thes^  are  arbi- 
trary words  used  to  indicate  the  ownership  or  origin  of  the  coupons. 

The  court  of  appeals  held  in  the  recent  case  of  Planten  v.  Canton 
Pharmacy  Company  (C.  D.,  1909, 408 ;  148  O.  G.,  1118;  88  App.  D.  C-, 
268)  that  a  mark  could  not  be  segregated  and  the  several  parts  thereof 
registered  as  trade-marks.  It  therefore  follows  that  even  if  it  be 
considered  that  the  legend  referred  to  constitutes  a  valid  trade-mark, 
a  point  which  I  shftll  not  decide  at  this  time,  a  single  word  of  such 
mark  is  not  registrable  per  se.  In  the  Planten  v.  Canton  Pfutrmacy 
Company  case  above  referred  to  the  labels  show  the  words  ^^  Planten's 
C  &  C  or  Black  Capsules,"  which  words  had  previously  been  reg- 
istered in  the  United  States  Patent  OfSce  as  a  trade-mark.  The  ap- 
plication under  consideration  was  for  the  registration  of  the  words 
^  Black  Capsules  "  alone.  In  discussing  the  registrability  of  the  mark 
claimed  the  Court  said: 

By  the  passage  of  the  Trade-Mark  Act  Congress  did  not  Intend  to  confer  upon 
any  dealer  the  right  to  register  fictitious  marks  for  the  purpose  of  limiting  and 
restricting  the  field  of  registration  of  others.  When,  therefore,  the  Commis- 
sioner Is  satisfied  that  the  applicant  Is  attempting  to  register  a  particular  fea- 
ture of  a  registered  mark,  he  should  require  evidence  that  the  mark  of  the 
application  has  actually  been  used  as  a  trade-mark.  Not  having  limited  his 
claims  In  his  original  application,  the  applicant  cannot  prove  statutory  use  of  the 
mark  of  the  second  application  by  showing  such  use  of  the  registered  mark.  In 
other  words,  proof  of  the  use  of  the  words  "  Planten's  C  &  C  or  Black  Capsules,** 
In  a  case  where  those  words  have  been  restored  as  a  trade-mark,  does  not 
establish  the  use  of  the  words  "  Black  Capsules  "  as  a  trade-mark,  for  the  words 
eliminated  from  the  registered  mark,  are,  under  the  prior  application,  an  essen- 
tial part  of  that  mark. 

There  being  no  evldoice  In  the  record  of  statutory  use  of  the  words  "  Black 
Capsules  **  as  a  trade-mark  by  Planten,  the  Commissioner  should  have  refused 
registration  to  Planten  on  that  ground. 

The  present  case,  in  my  opinion,  falls  within  the  ruling  of  this 
decisicm. 
The  decision  of  the  Examiner  of  Trade-Marks  is  oifftrmed. 


Ex  PARTE  WaTEBMAN. 

DeeUM  January  11, 1910. 

151  O.  O.,  449. 

1.  BxAifiHATioir  or  ArpiJOATioif — ^Rejection  ir  vsbw  of  Applicant's  Allowks 
Appucatiors. 

"  The  action  of  the  Examiner  In  rejecting  claims  of  a  pending  application 
OD  the  ground  that  they  were  not  patentable  over  matter  claimed  In  other 
applications  of  the  same  party  at  that  time  In  the  issue  is  In  accord  with 
the  well-established  practice  of  this  Office.  Whether  the  differences  in  the 
Inventions  claimed  are  patentable  Is  a  matter  for  appeal  to  the  Bxamlnem- 
ia^ihlet'' 
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2.  Same — Same. 

Claims  of  an  application  were  rejected  on  other  allowed  appllcaticms  of 
the  same  party,  which  later  became  forfeited.    Held  that  while  in  that  con- 
dition they  no  longer  constituted  a  bar  to  the  allowance  of  those  claims. 
S.  Withdrawal  or  Application  from  Issue. 

Where  an  application  has  become  forfeited  through  failure  to  pay  the 
final  fee  within  the  time  prescribed,  the  Commissioner  has  no  authority  to 
withdraw  it  from  issue,  and  applicant's  only  remedy  Is  by  renewal  under 
section  4897  of  the  Revised  Statutes. 

On  Petition. 

ELECTRICAL  TALTE. 

Mr.  George  R.  Hamlin  for  the  applicant. 
Moore,  Commissioner: 

This  is  a  petition  that  a  certain  application  be  withdrawn  from 
issue  and  reinstated  as  a  pending  application,  also  that  the  action 
of  the  Examiner  in  rejecting  certain  claims  in  a  pending  application 
on  petitioner's  two  allowed  applications  be  overruled. 

The  action  of  the  Examiner  in  rejecting  claims  of  a  pending  appli- 
cation on  the  ground  that  they  were  not  patentable  over  matter 
claimed  in  other  applications  of  the  same  party  at  that  time  in  the 
issue  is  in  accord  with  the  well-established  practice  of  this  Office. 
Whether  the  differences  in  the  inventions  claimed  are  patentable  is  a 
matter  for  appeal  to  the  Examiners-in-Chief. 

In  the  present  case,  however,  it  is  noted  that  the  applications  form- 
ing the  ground  of  rejection  were  allowed  on  December  7,  1908,  and 
have  long  since  become  forfeited.  Where  an  application  has  become 
forfeited  through  failure  to  pay  the  final  fee  within  the  time  pre- 
scribed, the  Commissioner  has  no  authority  to  withdraw  it  from  issue, 
and  applicant's  only  remedy  is  by  renewal  under  section  4897  of  tKe 
Revised  Statutes.  {Ex  parte  Bryant^  C.  D.,  1902,  334;  100  O.  G., 
2773;  ex  parte  Roussel,  C.  D.,  1904,  360;  111  O.  G.,  2223.) 

Moreover,  since  the  applications  constituting  the  ground  of  rejec- 
tion have  become  forfeited  they  no  longer,  while  in  that  condition, 
constitute  valid  grounds  of  rejection. 

For  the  reasons  stated  in  the  present  status  of  the  cases  the  petition 
raises  a  m^ot  question  and  is  accordingly  dismissed. 


Ex  PARTS  Brennan,  Fitzgerald  &  Sinks. 

Decided  January  20,  1910. 

161  O.  a,  449. 

Tbadk-Mabks — ^^Servselt**  fOB  Lunches,  Sandwiches,  Btc. — ^Descbiptivb. 
The  word  "  Servself  **  as  applied  to  lunches,  sandwiches,  etc..  Held  de- 
scriptive and  registration  thereof  properly  refus^.^ej^y  ^^v^v/x^^ 

On  Appeal. 
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Messrs.  Barthd  dk  Barthel  for  the  applicant 
Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade- 
Marks  to  register  the  word  ^^Serirself "  as  a  trade-mark  for  oomed 
beef,  chicken,  cheese,  etc. 

The  ground  of  rejection  is  that  the  mark  indicates  a  characteristic 
or  quality  of  the  goods  and  that  its  registration  is  therefore  pro- 
hibited by  section  5  of  the  Trade-Mark  Act 

The  specimens  filed  indicate  that  the  goods  upon  which  the  mark 
is  used  are  wrapped  in  oiled  paper  or  placed  in  packages,  so  that  the 
customer  of  the  restaurant  in  which  they  are  for  sale  may  serve 
himself  from  the  purchased  package  or  help  himself  thereto. 

The  Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of 
in  re  Central  Consumers  Company  (C.  D.,  1909, 329 ;  140  O.  G.,  1211 ; 
32App.  D.  C,  523)  said: 

It  was  evidently  the  Intention  of  Congress  in  placing  these  restrictions  in  the 
Trade-Mark  Act  to  prohibit  anyone  from  acquiring  a  property  right  protected 
by  law  in  its  exclaslTe  use,  in  a  name  possessing  any  inherent  signiflcation  that 
woald,  of  itself,  enhance  the  sale  or  value  of  the  article  or  articles  to  which 
It  may  be  applied.  In  other  words,  It  was  intended  to  limit  the  selection  to 
mere  arbitrary  words  or  designs,  the  yalne  of  which  shonld  consist  alone  in 
their  becoming  fixed  ^in  the  public  mind  through  conthmed  use  on  the  goods 
of  the  owner. 

In  a  decision  recently  rendered  by  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Anti-Cori^Zine  Chemical  Com- 
pany  {post,  291;  151  O.  G.,  452;  84  App.  D.  C,  191)  the  Court  after 
referring  to  the  decision  in  the  case  of  in  re  Central  Consumers  Com- 
pany j  suprOf  said : 

The  proYision  of  the  act  above  Quoted  (section  5  of  the  Trade-Mark  Act,) 
prohibits  the  registration  of  a  mark  which  is  merely  descriptive  of  the  goods, 
or  quality  of  the  goods,  with  which  it  is  used.  Doubtless  this  proTislon  would 
permit  the  registration  of  a  mark  primarily  Intoided  to  suggest  origin  or  own- 
enhip  and  only  secondarily  descriptive  or  suggestive  of  quality. 

The  question  of  when  marks  are  to  be  considered  as  descriptive 
was  considered  by  the  Circuit  Court  of  Appeals  of  the  Sixth  Circuit 
in  the  case  of  Proctor  cfe  Gamble  Co.  v.  Globe  Refining  Co.,  (92  Fed. 
Sep.,  357,)  in  which  the  marks  of  the  respective  parties  were  ''  Everj 
Day  Soap ''  and  ^'  Everybody's  Soap."    In  that  case  the  Court  said : 

It  sometimes  happens  that  the  labels  or  characteristic  marks  which  manu- 
facturers use  upon  their  goods  are  catchwords  designed  to  attract  purchasers, 
and  to  inspire  the  belief  that  their*s  excel  all  others  In  merit,  or  that  in  popular 
estimation  they  are  of  superior  quality.  It  will^  not  do  to  say  that  any  one 
manufkcturer  may  exclude  aU  others  from  the  use  of  labels  or  marks  which, 
differing  in  terms  and  characteristics,  are  honestly  designed  and  used  to  ob- 
tain the  same  advantages.    In  other  words,  nne  cannot  make  an  exclusive  ap- 


82  OSOISIOK8  OV  THB  0OMMI88IONXB  OF  PATBHTB. 

proprlatioa  of  words  or  marks  which  he  puts  upon  his  goods,  and  which  sintply 
Indicate  their  superiority  or  popularity,  or  universality  in  use,  and  no  mora  If 
he  could,  he  might  thus  absorb  a  priyilege  which  Is  common  to  alL  {CorMrn 
V.  Gould,  C.  D.,  1800,  206;  51  O.  G.,  622;  188  U.  S.,  308;  10  Sup.  Gt,  812; 
Coats  V.  Thread  Co.,  C  D.,  1803,  373;  63  O.  O.,  1631;  140  U.  S.,  562;  13  Sum 
Gt,  066;  Lawrence  Mfg,  Co.  v.  Tennessee  Mfg.  Co.,  C.  D.,  1801,  415;  55  O.  Q^ 
1528;  138  U.  8.,  587;  U  Sup.  Ot,  306.) 

This  case  was  referred  to  by  Commissioner  Duell  in  the  decision  in 
em  parte  Branson  Company  (C-  D.,  1899,  115;  87  O.  G.,  1782,) 
in  which  the  following  holding  was  made  with  reference  to  the  use 
of  the  words  "Ever  Ready"  as  a  trade-mark  for  coffee-mills: 

Tested  by  the  definitions  given  to  the  term  "  trade-mark  *'  and  applying  the 
rules  laid  down  as  guides,  it  must  be  held  that  the  term  "  Ever  Ready,'*  plainly 
means  always  ready,  as  applied  to  a  dom^ic  coffee-mill  intended  for  ordinary 
and  daily  household  use  is  not  a  trade-mark,  In  that  it  lacks  the  essential  char- 
acteristics of  '*  individuality  *'  and  "  exclusiveness." 

Under  the  rulings  of  the  decisions  here  cited  it  must  be  held  that 
registration  was  properly  refused  in  this  case. 
The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ez  PABTB  A.  B.  Andrews  Company. 

Decided  January  Z6,  1910* 

161  O.  G.,  740. 

Tkade-Mabxs — **  PuHoruBB  Floor ''  fob  Hosikbt^Descbiftiyb. 

The  words  "  Puncture  Proof "  Held  not  registrable  as  a  trade-mark  for 
hosiery,  since  they  are  descriptive  of  the  goods  to  which  they  are  applied. 

On  Appeal. 

TBADE-MABK  1X>B  HOSIBBT. 

Mr.  p.  EUery  Edwards^  Jr.y  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  Hction  of  the  Examiner  of  Trade-Marks 
refusing  to  registo*  the  words  ^  Puncture  Proof  "  as  a  trade-mark  for 
hosiery. 

Registration  was  refused  on  the  ground  that  the  words  are  de- 
scriptive of  the  goods,  and  therefore  unregistrable  under  the  act  of 
February  20, 1905,  as  construed  and  applied  in  the  case  of  the  Central 
Consumers  Company,  (C.  D.,  1909,  329;  140  O.  G.,  1211;  32  App. 
D.  C,  623.) 

On  the  authority  of  this  case  and  the  case  of  Trinidad  Asphalt  Cd. 
V.  The  Standard  Paint  Co.  (163  Fed.  Rep.,  977)  the  Court  of  Appeals 
of  the  District  of  Columbia  recently  held  thatlbe  w^rd  vKantleek'' 
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was  not  registrable  as  a  trade-mark  f  <»:  atomizers,  water-boUiles,  and 
the  Uke.  This  decision  was  handed  down  January  17«  1910,  in  the 
case  of  the  SeamleaB  Rubber  CampcoM/^  post^  842;  153  O.  O.,  647; 
84  App.  D.  C,  867. 

For  the  reasons  given  by  the  court  in  the  cases  ref ered  to  it  is  held 
that  registration  was  properly  refused  in  this  instance. 

The  decision  of  the  ExcmUner  of  Trade-Marke  ie  affirmed. 


Fbost  v.  Chas& 

Decided  February  i,  1910. 

151  O.  a,  741. 

laTiarjamcB— Money  to  DisfOLvs— Fatokabub  DBCisioR-^uPBayisoiT  Av- 

THOBITT  of  Ck)MMI8BI0NEB. 

Bnle  124  provides  that  no  appeal  wUl  be  allowed  from  a  decision  on  a 
motion  to  dissolve  affirming  an  applicant's  right  to  make  the  claims.  In 
view  of  the  fact  that  this  qaestion  can  be  raised  at  final  hearing  nnder 
the  provisions  of  Rule  180,  the  practice  of  attempting  to  have  it  passed 
apon  by  petition  for  the  exercise  of  snpervlsory  authority  is  to  be  con- 
denmed. 

On  PErrmoN. 

PAOKAGB-BEAUNO  DKVZOS, 

I 

Messrs.  Mitchell^  Ohadwick  dk  Kent  and  Messrs.  Meyers^  Ouskman 
d  Rea  for  Frost. 

Messrs.  Emery  dk  Booth  for  Chase. 
Billings,  First  Assistant  Commissioner: 

This  case  is  before  me  upon  a  petition  by  Frost  requesting  that 
the  Commissioner  reverse  the  decision  of  the  Examiners-in-Chief 
under  the  exercise  of  his  supervisory  authority  and  upon  motion  by 
Chase  that  the  petition  of  Frost  be  disftiissed. 

The  interference  involves  a  patent  of  Frost  and  a  reissue  applica- 
tion of  Chase.  The  party  Frost,  who  is  under  an  order  to  show 
cause  why  judgment  on  the  record  should  not  be  rendered  against 
him,  brought  a  motion  to  dissolve  the  interference  on  the  ground 
that  Chase  has  no  right  to  make  the  claims  of  the  issue.  The  Primary 
Examiner  granted  the  motion;  but  his  decision  was  reversed  by  the 
Examiners-in-Chief. 

Eule  124  expressly  provides  that  no  appeal  will  be  permitted  from 
a  decision  rendered  on  a  motion  to  dissolve  the  interference  affirming 
an  applicant's  right  to  make  the  claims.  Petitioner,  however,  at- 
tempts to  accomplish  the  same  purpose  bv  a  petition  for  the  exercise 
of  supervisory  authority.  "^  ""  ''  ^^^Q'^^ 
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It  is  well  settled  that  the  supervisory  authority  of  the  Commis- 
sioner will  be  exercised  only  in  case  of  manifest  error  and  where 
the  petitioner  has  no  other  adequate  remedy.  {Goss  v.  Scott j  C.  D., 
1001,  80;  96  O.  G.,  842;  Read  v.  Scott,  C.  D.,  1902,  358;  101  O.  G., 
449;  Woods  v.  Waddell,  C.  D.,  1903,  391;  106  O.  G.,  2017;  Locke  v. 
Crehhin,  C.  D.,  1906,  298;  124  O.  G.,  317;  Adkins  and  Lewis  v.  See- 
herger,  C.  D.,  1907,  87;  127  O.  G.,  1578;  Lipschutz  v.  Fla^^  C.  D., 
1907,319;  130  O.  G.,  2718.) 

In  the  present  case  I  find  no  such  manifest  error  in  the  decision  of 
the  Examiners-in-Chief.  On  the  contrary,  the  decision  turned  upon 
questions  concerning  which  there  is  room  for  a  difference  of  opinion, 
as  shown  by  the  diverse  decisions  of  the  courts,  and  the  case  is  one 
in  which  the  particular  circumstances  require  careful  consideration. 

Moreover,  under  the  decision  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  in  Podlesak  v.  Mclnnemey  (C.  D.,  1906,  558;  120 
O.  G.,  2127;  26  App.  D.  C,  399)  the  decision  of  the  Ezaminers-in- 
Chief  that  Chase  has  a  right  to  make  the  claims  of  the  issue  is  not 
necessarily  final.  Petitioner  has  an  adequate  remedy  in  the  inter- 
ference proceeding,  where  this  question  can  be  raised  at  final  hearing 
under  Rule  130. 

In  view  of  the  above  facts,  the  practice  of  attempting  to  have  this 
question  passed  upon  by  petition  for  the  exercise  of  supervisory 
authority  is  to  be  condemned.  The  fact  that  in  the  present  case  the 
petition  covers  thirty-two  type-written  pages  and  the  briefs  filed 
aggregate  nearly  one  hundred  pages  tends  to  show  that  there  is  no 
clear  and  palpable  error  manifest  on  the  face  of  the  record  such  as 
would  warrant  the  exercise  of  supervisory  authority. 

The  motion  of  Chase  asking  that  FrosVs  petition  he  dismissed  is 
granted. 


Behrend  v.  Lamme  v.  Tingust. 

Decided  February  tO,  1910. 

161  O.  On  1013. 

Interperence — Recommendation  of  £xamineb8-in-Chief — ^PRAcnci. 

Where  an  interfereace  1b  remanded  to  the  Primary  Examiner  in  view  of 
a  rocommendation  hy  the  Examlners-ln-Chlet  the  Examiner  should  enter  a 
decision  In  the  interference  in  conformity  with  that  recommendation  and 
should  set  a  limit  of  appeal  from  said  decision* 

Appeal  on  Motion. 

OYNAMO-ELECTBIO  MACHINSi 

3fr.  Ohorlps  E.  Lord  for  Behrend. 

Mr.  Wesley  O.  Carr  for  Lamme.  C^r^i^n]o 

,^       „,      ,  ^     >^  m        r«.        1  Digitized  by  V^OOQIC 

Mr.  Wesley  O.  Carr  for  Tmgley.  ^ 
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Moose,  Com/missianer: 

This  is  an  appeal  by  Behrend  from  the  decision  of  the  Primary 
Examiner  denying  his  motion  that  the  ex  parte  rejection  in  the  appli- 
cations involved  in  the  above-entitled  interference  be  withdrawn  and 
that  the  Examiner  take  inier  partes  action  in  the  interference. 

In  their  decision  on  priority  in  this  interference  the  Examiners-in- 
Chief  recommended  under  the  provisions  of  Rule  126  that  in  their 
opinion  the  issue  is  not  patentable.  The  Commissioner  remanded  the 
interference  to  the  Primary  Examiner,  to — 

toke  action  thereon  in  conformity  with  the  practice  set  out  in  Holz  t.  Hewitt 
(C.  D.,  1907,  98;  127  O.  G.,  1992)  and  Serrell  v.  Donnelly,  (C.  D.,  1907,  217; 
129  O.  G.,  2501)— 

and  in  the  same  order  suspended  action  on  the  appeal  which  had  been 
taken  fi*om  the  decision  of  the  Examiners-in-Chief  on  priority.  The 
Primary  Examiner  rejected  the  claims  of  the  issue  in  the  ex  parte 
applications,  but  took  no  action  in  the  interference.  Behrend  then 
brought  his  motion  noted  above.  In  denying  said  motion  the  Exam- 
iner stated  that  the  decisions  referred  to  in  the  order  transmitting  the 
interference  to  him  made  no  mention  of  the  rejection  of  the  claims 
inter  partes  and  that  his  action  was  in  conformity  with  the  practice 
set  forth  in  said  decisions  as  he  understood  them, 

In  the  case  of  Holz  v.  Hewitt,  supra^  the  circumstances  differ  from 
those  in  the  present  interference  in  that  no  appeal  was  taken  from  the 
decision  of  the  Examiners-in-Chief  on  priority  and  their  decision  had 
become  final.  Since  the  interference  proceeding  was  terminated  at 
the  time  said  case  was  transmitted  to  the  Primary  Examiner,  it  was 
property  held  that  there  was  no  reason  for  further  inter  partes  con- 
sideration of  the  applications  and  that  the  claims  should  be  rejected 
in  the  ex  parte  applications. 

The  circumstances  in  the  case  of  Serrell  v.  Donnelly^  supra^  how- 
ever, appear  to  be  identical  with  those  presented  here.  In  that  case, 
where  the  Commissioner's  order  directed  the  Examiner  to  reject  the 
claims  in  accordance  with  the  practice  announced  in  Holz  v.  Hewitt^ 
the  Primary  Examiner  placed  in  the  interference  file  a  statement  that 
the  claims  had  been  rejected  in  the  applications.  Said  action  was 
analogous  to  the  practice  prevailing  at  that  time  under  Rule  124 
concerning  motions  to  dissolve.  This  rule  had  been  amended  in  1906 
to  conform  to  the  practice  announced  in  Newcomh  v.  Thomson  (C.  D., 
1906, 232;  122  O.  G.,  3012,  and  C.  D.,  1906,  235;  122  O.  G.,  3013)  that 
the  Examiner  in  connection  with  his  decision  in  the  interference 
should  reject  the  claims  held  unpatentable  in  the  applications,  so  as 
to  place  them  in  condition  for  statutory  appeal.  Some  time  after 
the'^  decisions  were  rendered  and  following  the  decision  of  the  Court 
of  Appeals  of  the  District  of  Columbia  in  United  States  of  America^ 
ex  ril.  The  Newcomh  Motor  Company  v.  Moore^  Commissioner  of 
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Patents,  (C.  D.,  1908,  382;  188  O.  G.,  1680;  80  App.  D.  C,  464,)  Bule 
124  was  changed  on  April  18,  1908,  to  its  present  form,  which  rein- 
states substantially  the  practice  existing,  under  the  rule  prior  to  the 
amendment  of  June  12,  1906. 

Under  the  present  practice  on  motions  to  dissolve  the  Primary 
Examiner  renders  his  decision  in  the  interference,  and  no  action  is 
taken  in  the  ex  parte  applications  until  the  termination  of  the  inter- 
ference. In  his  decision  the  Examiner  fixes  a  limit  of  appeal,  if  the 
matter  is  appealable,  and  the  remedy  of  the  party  adversely  affected 
is  by  an  inter  partes  appeal  in  the  interference.  {United  States  of 
America^  em  rel.  The  Newcamb  Motor  Company  v.  Moore,  Com- 
missioner  of  Patents,  supra)  Likewise  when  adverse  decisions  on 
the  merits  of  the  claims  are  rendered  under  the  provisions  of  Rules 
109  and  128  after  inter  partes  consideration  the  Examiner's  decision 
is  made  and  the  limit  of  appeal  is  set  in  the  interference,  the  appro- 
priate ew  parte  action  being  entered  in  the  applications  after  the 
interference  proceeding  is  concluded. 

Where  cases  are  remanded  to  the  Primary  Examiner  under  the 
provisions  of  Rule  126  prior  to  the  termination  of  the  interference, 
the  Examiner's  action,  as  stated  in  Holz  v.  Hewitt  and  SerreU  v. 
Don/neUy,  supra^  should  conform  to  the  recommendation  of  the  supe- 
rior tribunal,  although,  as  stated  in  the  latter  decision: 

The  BSzamlner  may  in  soch  action  include  any  recommeDdation  lie  may 
deem  proper  in  order  that  the  Bzaminera-in-Chlef  may  have  the  benefit  of  hit 
expert  knowledge  of  the  art  if  the  applicant,  perslBting  in  the  rejected  claims^ 
appeals  to  the  Examlners-in-Chief. 

The  Examiner's  action  should  be  taken  and  a  limit  of  appeal  set 
in  the  interference,  as  in  cases  under  Rules  109,  124,  and  128,  noted 
above,  and  not  entered  in  the  applications.  After  the  terminaticm  of 
the  interference  the  proper  ex  parte  rejections  will  be  entered  in  the 
applications  to  make  them  conform  to  the  final  determinationis  ren- 
dered afta:  the  inter  partes  hearing  in  the  interference  proceeding. 

The  decision  of  the  Examiner  is  reversed. 


Ex  PASTE  F.  Mater  Boot  &  Shoe  Co. 

Decided  January  6,  1910 

151  O.  a.  1014. 

Trade-Masks — "  Mateb  ••— Name  of  Individual  Not  Rbgistbablb. 

Where  the  ordinary  surname  "Mayer"  is  written  in  script,  with  the 
letter  "M"  connected  to  the  letter  "y*'  and  inclosed  in  two  concentric 
circles,  the  letter  "M"  and  the  letter  "r**  extending  through  the  inner 
circle,  Held  not  written  in  such  "a  particular  or  distinctive  manner**  as 
to  warrant  its  registration  as  a  trade-mark* 
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Ok  Apfeau 

TIADE-MABK  FOB  LEATHER  BH0E8. 

Messrs,  Benedict^  MorseU  db  CdldweU  and  Messrs.  Davis  dk  Davis 
for  the  applicant. 
Tenmant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  consisting  of  the  word 
''Mayer''  written  in  script  inclosed  within  two  concentric  circles. 
Registration  is  refused  on  the  ground  that  the  word  ''Mayer''  is 
the  name  of  an  individual  not  written,  printed,  impressed,  or  woven 
in  a  particular  or  distinctive  manner,  and  therefore  is  prohibited 
registration  by  section  5  of  the  Trade-Mark  Act  of  February  20, 1905. 

It  is  contended  in  behalf  of  applicant  that  the  word  "  Mayer  "  is 
displayed  in  a  peculiar  and  distinctive  manner,  in  that  the  initial 
letter  "M"  is  connected  with  the  middle  letter  "y"  and  that  a 
paraph  extending  to  the  letter  "r"  adds  further  distinction  to  the 
mark.  It  is  also  urged  that  the  word  "  Mayer  "  is  employed  in  con- 
nection with  a  particular  design,  the  word  being  arranged  in  a 
peculiar  manner  with  respect  to  the  circles,  the  terminal  letters  "  M  " 
and  "  r  "  cutting  through  the  inner  circle. 

In  my  opinion  the  decision  of  the  Examiner  of  Trade-Marks  is 
right.  The  word  is  written  in  ordinary  script  without  any  sub- 
stantially distinctive  characteristic.  The  fact  that  the  lower  stroke 
of  the  ^  y  "  reaches  the  terminal  stroke  of  the  letter  "  M  "  does  not 
produce  any  impression  which  would  distinguish  the  word  so  written 
from  the  word  "  Mayer  "  written  in  ordinary  script.  Nor  is  the  mere 
carrying  of  the  terminal  stroke  of  the  final  letter  "  r  "  into  a  paraph 
a  matter  which  would  serve  to  distinguish  the  same  from  ordinary 
script.  (Ex  parte  Featherstone  dk  Co.,  C.  D.,  1899, 29 ;  86  O.  G.,  1497 ; 
ex  parte  C.  H.  Alden  Company,  C.  D.,  1907, 428 ;  131  O.  G.,  2419.) 

As  stated  in  the  case  of  Ex  parte  Engelhard  <&  Sons  Company, 
(C.  D.,  1904, 122;  109  O.  G.,  1886:) 

Thli  case  illustrates  one  of  the  attempts  frequently  made  to  avoid  the  objec- 
tion which  may  be  raised  against  mere  names  by  some  details  of  form  and  by 
the  ase  of  accessories  of  moderate  importance.  It  should  be  said  in  the  pres- 
ent case  that  the  word  is  written  in  conventional  copy-book  script  If,  then, 
the  mere  name  of  an  applicant  cannot  be  registered  as  a  trade-mark,  we  hare 
to  determine  in  cases  of  this  sort  whether  the  other  elements  of  the  mark  re- 
move it  /rom  the  inhibition  of  the  statute.  It  is  evident  that  insignificant 
details  of  the  mark  will  not  suffice  to  make  the  whole  composition  distinct 
from  the  mere  name,  and  therefore  registrable. 

To  determine  in  any  j^rticular  case  whether  the  form  of  mark  presented 
for  registration  is  merely  the  name  of  the  applicant,  we  may  consider  whether 
the  use  of  the  mere  name  printed  in  the  ordinary  way  by  a  rival  merchant 
would  create  confusion,  for  the  reason  that  the  Impression  created  by  the  mark 
is  used  would  be  substantlaUy  the  impression  created  by  the  mere  name. 
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Thus  we  may  measure  the  telatlve  valnea  to  be  givea  to  the  mere  name  and 
those  to  be  given  to  its  formal  attributes  and  accessories  in  the  total  ▼isual 
effect  produced.  If  the  mere  name  printed  in  the  ordinary  way  would  create 
so  nearly  the  impression  created  by  this  mark  as  to  render  the  user  of  the  mere 
name  an  infringer,  thai  to  protect  this  mark  as  a  trade-mark  would  be  to 
protect  the  mere  name,  to  which  the  statute  expressly  refuses  protection. 

Furthermore,  the  circles  inclosing  the  word  "  Mayer  "  do  not  con- 
fer registrability  on  the  mark.  The  merchandise  to  which  this  mark 
is  applied  is  undoubtedly  known  as  the  "  Mayer  "  goods  and  would 
be  so  known  whether  the  word  were  inclosed  in  circles  or  not.  In 
the  case  of  in  re  Crescent  Typewriter  Supply  Co.  (C.  D.,  1908,  818; 
133  O.  6.,  231 ;  30  App.  D.  C,  324)  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  affirmed  the  decision  of  the  Commissioner  refusing 
to  register  the  word  "  Orient,"  notwithstanding  the  fact  that  this 
word  was  inclosed  in  a  wreath,  which  it  was  contended  conferred 
registrability  upon  the  mark,  and  the  principles  stated  in  that  de- 
cision are  equally  applicable  to  the  present  case  in  so  far  as  the  design 
inclosing  the  word  "  Mayer ''  is  concerned. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ez  PABTE  Flotd. 

Decided  FelHuary  19,  1910. 

i52  O.  O.,  229. 

Examination  of  Appucation — Rbjection — Explanation  of  Refebences. 

Where  the  reference  cited  by  the  Examiner  showed  only  the. invention  of 
the  application  and  its  pertinency  was  obvioos,  Held  that  comment  on  the 
reference  by  the  Examiner  was  nnnecessarjr* 

On  Petition, 

PUMP. 

Mr.  Joshua  R.  H.  Potts  for  the  applicant. 

MooBB,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  advised  that  the  final  rejec- 
tion entered  in  this  case  January  21,  1910,  was  improper  under  the 
circumstances  and  that  he  should  point  out  the  pertinency  of  the 
Baker  patent  as  a  reference  before  finally  rejecting  the  claims. 

There  have  been  four  rejections  made  by  the  Examiner  since  the 
case  was  filed  in  July,  1909.  In  the  first  of  these  rejections  the  patent 
to  Baker  was  cited.  This  is  the  only  reference  in  the  case  and  is  the 
only  ground  of  rejection  relied  upon  by  the  Examiner.  The  drawing 
of  this  patent  is  simple  and  shows  only  a  system  of  levers  correspond- 
ing to  those  shown  by  this  applicant.  The  specification  is  brief  and 
clear  and  fully  explains  the  invention  of  the  patent.    The  various 
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unendments  made  by  the  applicant  in  response  to  the  Examiner's 
actions  show  a  full  appreciation  of  the  pertinency  of  the  reference, 
and  it  is  not  seen  how  any  comment  upon  the  reference  by  the  Exam- 
iner could  have  assisted  the  applicant. 

Rule  66  requires  that  when  a  reference  shows  or  describes  invon- 
tions  other  than  that  claimed  by  the  applicant  the  particular  part 
relied  on  must  be  designated  as  nearly  as  practicable  and  that  when 
the  pertinence  of  a  reference  is  not  obvious  it  must  be  clearly  ex- 
plained. In  this  case,  however,  the  reference  shows  nothing  but  the 
invention  of  the  application,  and  its  pertinency  is  perfectly  obvious. 
Under  the  circumstances  it  must  be  held  that  Uie  Examiner's  actions 
have  been  sufficient. 

The  petition  is  denied. 


Ex  PABTB  American  Coffee  Co.  of  New  Orleans,  Ltd. 

Decided  November  26,  1909. 

152  O.  G.,  229. 

1  Traoe-Mabxs — "  French  Opeba  "  Anticipated  by  "  French.** 

A  trade-mark  comprialng  the  words  "  French  Opera  "  was  properly  re- 
fused registration  in  view  of  the  registered  marlc  consisting  of  the  word 
"  French." 
2.  Same — Anticipation — Mark  Registered  Under  Ten- Years  Proviso. 

A  mark  registered  under  the  ten-years  proviso  of  section  5  of  the  act  of 
1905  is  a  "registered  trade-mark"  and  as  such  constitutes  a  bar  to  the 
8ul>sequent  registration  of  the  same  mark  or  one  so  similar  thereto  as  to 
be  likely  to  cause  confusion  in  the  mind  of  the  public. 

On  Appeal. 

trade-mark  for  coffee  and  tea. 

Messrs,  Mason^  Fenwick  cfe  Lavrrence  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  coffee  .the  words 
"French  Opera  "  and  the  picture  of  a  building  said  to  be  the  French 
Opera  House  at  New  Orleans,  La.  Registration  was  refused  in  view 
of  the  registration  of  the  word  "  French  "  for  chocolate  by  Walter 
Baker  &  Company,  Ltd.,  No.  45,811,  registered  August  29,  1905. 

It  is  contended  in  behalf  of  the  appellant  that  the  word  "  French" 
is  merely  an  adjective  qualifying  the  word  '^  Opera  "  and  that  it  is 
not  such  a  prominent  feature  of  the  mark  as  to  cause  purchasers  to 
confuse  the  appellant's  merchandise  with  that  of  the  registranU^L^ 
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This  contention  is  not  believed  to  be  well  founded.  The  word 
^  French  "  is,  so  far  as  appears,  as  essential  to  the  mark  as  the  word 
^^ Opera,''  and  inasmuch  as  the  word  ^^ French"  is  registered  by 
another  the  appellant's  mark  was  properly  refused  registration.  As 
stated  in  the  case  of  in  re  8.  C.  Herbat  Imparting  Oampani/j  (G.  D., 
1908,  888;  184  O.  G.,  1565;  80  App.  D.  C,  297,)  it  is  the  purpose  of 
Trade-Mark  Act- 
to  prevent  and  not  to  promote  confusion;  to  protect  and  not  to  decelTe  tbe 
public. 

It  was  urged  at  the  hearing  that  the  word  ^^ French''  is  a  geo- 
graphical term  of  which  no  person  has  the  right  of  exclusive  use  and 
that  Baker  &  Company's  mark  should  not  therefore  constitute  a  bar 
to  the  registration  of  appellant's  mark.  Section  5  of  the  act  of  1905 
provides  that  no  trade-mark  shall  be  registered  which  so  neadf 
resembles  a  registered  or. known  trade-mark  owned  and  in  use  by 
another  and  appropriated  to  merchandise  of  the  same  descriptive 
properties  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  or  to  deceive  purchasers.  The  mark  of  Walter  Baker  A 
Company  is  a  registered  mark,  registration  having  been  effected 
under  the  ten-years  proviso  of  section  5  of  the  act  of  1905,  and  is  con- 
sequently a  bar  to  the  registration  of  appellant's  mark. 

The  decision  of  the  Examiner  is  affirmed. 


Ex  PARTE  VONCANON. 

Decided  February  16^  1910. 
152  O.  G.,  487. 

Dmionb — Descbiftion — Claim. 

Wbere  the  specification  of  a  design  application  contains  a  description  of 
certain  featnres  of  the  design  Held  that  the  words  "  and  described  "  should 
be  included  hi  the  claim. 

On  Petition. 

DESIGN  rOB  A  OHAIB. 

Messrs.  'Bradford  <&  Hood  for  the  applicant. 
Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
and  Designs  requiring  that  the  applicant  amend  his  claim  by  adding 
thereto  the  phrase  ''and  described,"  so  that  the  claim  shall  read 
''  ornamental  design  for  a  chair,  as  shown  and  described." 

The  drawing  of  the  application  discloses  a  chair  of  a  certain  form, 
and  the  specification,  after  stating  that  the  figure  of  the  drawing  is 
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a  perspectiye  view  of  a  chair  "showing  my  new  design,"  gives  a 
description  of  certain  parts  of  the  chair.  The  first  Office  action  in 
the  case  contains  the  following  statement: 

The  drawing  shows  the  design  and  it  is  not  seen  why  a  description  Is  presented. 

Applicant,  however,  has  insisted  upon  retaining  the  description. 

In  the  decision  of  the  Court  of  Appeals  of  the  District  of  Columbia 
in  the  case  of  in  re  Mygatt  (C.  D.,  1906,  696;  121  O.  G.,  1676;  26  App. 
D.  C,  366)  it  was  held  that  the  claim  presented  in  Mygatt's  applica- 
tion, which  set  out  the  salient  features  of  the  design,  was  a  proper 
daim  and  that  he  could  not  be  required  to  limit  himself  to  a  claim  for 
"the  ornamental  design  for  a  reflector  as  shown,"  and  it  was  also 
held  that  a  description  in  accordance  with  the  claim  should  be  per- 
mitted ;  but  there  was  no  holding  in  that  decision  that  the  description 
could  be  retained  in  the  specification  without  reference  thereto  in  the 
claim.  In  fact,  it  was  very  clearly  indicated  that  the  words  "as 
shown  and  described  "  were  proper  in  a  claim  for  a  design. 

In  the  present  case  applicant  calls  attention  to  the  fact  that  form 
16,  found  on  page  73  of  the  Rules  of  Practice,  omits  any  reference  to 
the  description  of  the  design.  It  is  well  settled,  however,  that  these 
forms  are  not  binding  upon  the  applicant,  but  merely  suggestive. 
Moreover,  this  form  was  prepared  in  accordance  with  the  usual 
practice  of  omitting  any  description  of  the  design  in  the  specifi- 
cation.   Rule  81  states  that — 

Uie  claim  should  be  In  the  broadest  form  for  the  article  as  shown. 

In  the  present  case  the  description  appears  to  be  surplusage,  since 
it  states  nothing  that  is  not  apparent  from  an  inspection  of  the  draw- 
ing. As  applicant  has  insisted  upon  retaining  this  description,  he 
cannot  be  heard  to  complain  if  required  to  embody  this  description 
into  his  claim  by  the  use  of  the  words  "  and  described.'* 

The  petition  is  denied. 


Ex  PARTE  Wolverine  Manufacturing  Compant. 

Decided  February  21,  1910. 

152  O.  G.,  487. 

Tbade-Marks — "  CADiLtAa'* — Geographical. 

The  word  '*  Cadi  Hue  "  Held  to  have  a  Reogrrapfalcal  slgnlflcance,  and  there- 
fore not  registrable  as  a  technical  trade-mark. 

On  Appeal. 


Digitized  by 


Google 


42  DECISIONS  OF  THE  C0MMI8SI0NEB  OV  PATBKTB. 

TBAIXB-MAIK  lOS  DUIK-TABLI8,  Ra 

Messrs.  Foster^  Freeman^  Watson  dh  CoU  for  the  applicant 
Moore,  ComamssUmer: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  ^^  Cadillac  '^  as  a  trade-mark  for 
desk-tables  upon  the  ground  that  it  is  merely  a  geographical  term 

It  appears  that  Cadillac  is  the  name  of  a  town  having  a  popula- 
tion of  about  six  thousand  inhabitants  according  to  the  1900  census. 
It  is  the  county  seat  of  Wexford  county,  Michigan,  situated  in  the 
center  of  a  hardwood-timber  region  and  has  extensive  lumber-mills. 
There  is  also  a  town  in  France  of  the  same  name.  Cadillac  was  also 
the  name  of  the  French  commander  and  pioneer  who  founded  Detroit 
in  1701.  {LippincotVs  Gazetteer  of  the  Worlds  Century  Dictionary 
of  Proper  Names ^  and  International  Cyclopedia.) 

Appellant  contends  that  the  name  was  adopted  for  the  town  in 
Michigan  because  of  its  reference  to  the  above-mentioned  historical 
character  and  that  it  was  adopted  by  applicant  as  its  trade-mark  for 
the  same  reason.  It  is  contended  that  the  historical  meaning  of  the 
word  overshadows  its  geographical  significance  to  such  extent  as  to 
make  the  name  registrable  as  a  technical  trade-mark. 

In  the  case  of  ex  parte  The  Francis  D.  Moulton  cfe  Co.  (70  Mas.  Dec., 
420)  registration  of  the  word  "  Cadillac  "  as  a  trade-mark  for  salt  was 
refused  by  this  Office  on  account  of  its  geographical  significance.  The 
Commissioner's  decision  in  that  case  states : 

While  It  mny  be  true  that  no  salt  is  now  produced  at  the  town  of  Cadillac,  it 
cannot  be  said  that  it  will  not  be  produced  there  in  the  futare.  The  name  cer- 
tainly has  a  geographical  signiflcation  and  therefore  its  exclusive  use  cannot  be 
vested  in  the  applicant.  Whatever  mny  be  applicant's  rights  to  the  mark  under 
the  doctrine  of  unfair  competition,  he  has  under  well-settled  law  no  right  to  its 
registraton  as  a  trade-mark. 

Appellant's  mark  is  believed  to  fall  within  the  class  of  geographical 
names  registration  of  which  is  prohibited  by  section  5  of  the  Trade- 
Mark  Act  as  interpreted  by  the  Court  of  Appeals  of  the  District  of 
Columbia  in  the  following  cases:  in  re  Hopkins^  (C.  D.,  1907, 549;  128 
O.  G.,  890;  29  App.  D.  C.,  118 ;)  in  re  Crescent  Typewriter  Supply  Co. 
(C.  D.,  1908,  318;  133  O.  G.,  231 ;  30  App.  D.  C,  324;)  in  re  Meyer 
Bros.  Coffee  and  Spice  Company,  (C.  D.,  1909,  312;  140  O.  G.,  756; 
82  App.  D.  C,  277;)  E.  Mcllhenny's  Son  Co.  v.  New  Iberia  Extract 
of  Tabasco  Pepper  Co.,  {post,  343;  153  O.  G.,  547;  34  App.  D.  C, 
430.)  In  the  latter  case,  which  contains  the  latest  expression  of 
the  Court  of  Appeals  of  the  District  of  Columbia  concerning  the 
adoption  of  geographical  names  as  trade-marks,  the  court  held 
the  word  ^'Tabasco"  not  registrable  on  the  ground  that  it  is  the 
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name  of  a  State  in  the  Kepublic  of  Mexico  and  is  therefore  a  geo- 
graphical name.    In  that  case  the  Court  said : 

Section  6  of  said  Trade-Mark  Act  prohibits  tbe  registration  of  any  mark 
"merely  a  geographical  name  or  term.'*  This  provision  is  simply  declaratory 
of  the  common  law,  as  it  is  well  settled  "  that  no  one  can  apply  the  name  of  a 
district  or  country  to  a  well-known  article  of  commerce,  and  obtain  thereby 
rock  an  exclusive  right  to  the  application  as  to  prevent  others  inhabiting  the 
district,  or  dealing  in  similar  articles  coming  from  the  district,  from  truthfully 
using  the  same  designation."  (Canal  Company  v.  Clark,  1  O.  O.,  279;  13 
Wall..  811.) 

In  Columbia  MUl  Company  v.  Alcorn,  (C.  D.,  1808,  672;  65  O.  Q.,  1916;  ISO 
U.  S.,  460)  it  was  held  that  a  person  cannot  acquire  the  right  to  the  exclusive 
use  of  the  word  "  Columbia  "  as  a  trade-mark.  The  Court  said :  "  The  word  'Co- 
lombia' is  not  the  subject  of  exclusive  appropriation  under  the  general  rule 
that  the  word  or  words,  in  common  use  as  designating  locality,  or  section  of 
the  country,  cannot  be  appropriated  by  any  one  as  his  exclusive  trade-mark.*' 

This  case  was  cited  with  approval  in  Elgin  National  Watch  Company  v.  Illinois 
Watch  Case  Company,  (C.  D.,  1901,  273;  94  O.  O.,  755;  179  U.  a,  673,)  where  the 
Court,  speaking  through  Mr.  Chief  Justice  Fuller,  said:  "No  sign  or  form  of 
words  can  be  appropriated  as  a  valid  trade-mark,  which. from  the  nature  of  the 
fiict  conveyed  by  its  primary  meaning,  others  may  employ  with  equal  truth,  and 
with  equal  right,  for  the  same  purpose.** 

The  decmon  of  the  Examiner  of  Trade-Marks  is  affirmed* 


Ex  PASTE  Bradford  and  Chatfield,  . 

Decided  February  iS,  1910. 

152  O.  O.,  731. 

8?EcincATX0N — ^Description  of  Opebation. 

The  requirement  of  the  Examiner  that  a  description  of  the  operation  of 
the  machine  be  added  to  the  specification  Held  reasonable  and  proper. 

On  Petitiok. 

grain  klbvator  and  wsiohki. 

Messrs.  Bradford  dk  Hood  for  the  applicants. 
Moore,  Commissioner  - 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  requir- 
ing that  a  description  of  one  completed  round  of  operation  be  added 
to  the  specification. 

The  invention  is  a  machine  for  elevating  and  weighing  grain  or 
the  like.  The  construction  is  somewhat  complex,  requiring  seven 
pages  for  its  description.  In  such  cases  it  is  highly  desirable  that  a 
full  and  connected  statement  of  the  mode  of  operation  should  be 
given.  Such  a  statement  is  often  more  effective  in  conveying  a  clear 
idea  of  the  invention  than  the  most  detailed  description  of  the  struc- 
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ture  itself.  Section  4888  Bevised  Statutes  and  Bule  84  of  the  Patent 
Office  require  that  the  applicant,  before  receiving  a  patent  for  his 
invention — 

shall  file  in  the  Patent  Office  a  written  description  of  the  same,  and  of  the  nuuh 
ner  and  process  of  making,  constructing,  compoonding,  and  using  it,  etc. 

The  requirement  of  the  Examiner  is  a  reasonable  one  and  in  con- 
formity with  established  practice  and  the  provisions  of  the  statute 
above  quoted. 

T?ie  petition  is  denied. 


The  Seamless  Bubber  Company  v.  The  Star  Bubber  Ca 

Decided  Febrvary  16,  1910. 

152  O.  O.,  907. 

1.  TBAPB-MABxa — INTBBFEBBNCE— Motion  to  Dissoltk— Appeal — ^Feb. 

Where  the  Examiner  of  Trade-Marks  renders  a  decision  on  a  motion  to 
dissolve  an  interference  on  the  ground  of  non-interference  in  fact,  appeal 
can  be  taken  from  that  decision  only  upon  payment  of  the  fee  required  hy 
Rule  69  of  the  Rules  Relating  to  Trade-Marka 

2.  Sams — Sahb — Samb — ^Ibbbgtjlabitt  nr  Dbolabation. 

Where  a  party  moves  to  dissolve  an  interference  on  the  ground  that  he 
should  have  been  made  the  senior  instead  of  the  junior  party,  Held  that 
this  alleged  irregalarity  relateii  merely  to  the  burden  of  proof  and  affordi 
no  ground  for  dissolving  the  interference. 

Appeal  on  Motion. 

TBABB-MABX  FOB  BT7BBBB  mPPLEB. 

Mr.  Walter  H.  Pumphrey  for  The  Seamless  Bubber  Company. 

Messrs.  Parsons  dk  Burch  and  Mr.  James  W.  Bevans  for  The  Star 
Bubber  Co. 
Moore,  Commissioner: 

This  is  an  appeal  by  The  Seamless  Bubber  Company  from  a  deci- 
sion of  the  Examiner  of  Trade-Marks  denying  its  motion  to  dissolve 
the  interference. 

The  grounds  of  appeal  are  as  follows:  That  the  Examiner  erred 
in  holding — 

(a)  That  there  is  interference  in  fact  between  the  applications  of  the  parties 
to  this  interference. 

(h)  That  there  has  not  been  such  irregularity  in  declaring  the  interference 
as  will  preclude  a  proper  determination  of  the  question  of  priority  of  adoption, 
use  and  resulting  ownership. 

Appellant  is  entitled  to  an  appeal  on  the  first  ground  mentioned, 
that  of  interference  in  fact,  oijy  upon  payment  of  a  fee  of  fifteen 
dollars  in  accordance  with  the  following  provision  of  Bule  69  of  the 
rules  of  the  Patent  Office  relating  to  trade-marks  T 
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On  appeal  from  the  declaion  of  tbe  Examiner  In  charge  of  trade- 
markB,  on  a  motion  for  the  dissolution  of  an  interference  on  the  ground 
of  non-interference  in  ftict  or  non-registrability  of  a  mark,  to  the  Com- 
missioner of  Patents $18. 00 

No  appeal  fee  was  filed  by  appellant,  and  the  appeal  is  therefore 
dismissed  as  to  this  ground. 

The  irregularity  alleged  by  appellant, in  support  of  the  second 
ground  of  his  appeal  consists  in  making  him  the  junior  party  in- 
stead of  the  senior  party  to  the  interference  in  view  of  the  fact  that 
the  application  of  his  opponent  as  originally  filed  contained  no  state- 
ment as  to  the  period  of  use  of  the  mark,  and  this  statement,  duly 
verified,  was  not  supplied  until  a  date  subsequent  to  appellant's 
filling  date.  This  alleged  irregularity  relates  merely  to  the  burden 
of  proof  and  is  not  a  ground  for  dissolution  of  the  interference.  It 
is  noted  that  a  motion  to  shift  the  burden  of  proof  brought  by  appel- 
lant and  based  upon  this  ground  was  denied  by  the  Examiner  of 
Interferences. 

The  appeal  is  dismissed  as  to  the  first  ground  and  the  decision  of 
the  Examiner  of  Trade-Marks  is  affirmed  as  to  the  second. 


Ez  PASTE  WlLANIK 

Decided  March  9,  1910. 

162  O.  O.,  8S7. 

AppLiCAnoH — TiTU  OF  Invention. 

An  applicant  should  be  permitted  to  retain  a  title  which  he  bellevea  to  be 
peculiarly  fitting  or  desirable,  unless  such  title  i%  in  fact,  inaccurata  or 
improper  for  some  other  substantial  reason. 

On  Petition* 

DBSIONATING  DETICI. 

Mr.  F.  E.  Stebbins  for  the  applicant. 
MooBE,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  that 
the  title  of  the  invention  be  changed  from  ^^  Designating  Devices  "  to 
** Seals"  or  "Sealing  Devices.'' 

The  ground  of  this  requirement  is  that  the  term  "  Designating  De- 
vices'^  is,  in  the  opinion  of  the  Examiner,  inaccurate  and  misleading 
and  that  the  device  disclosed  in  the  application  is  actually  known  in 
the  art  as  a  seal. 

It  is  observed,  however,  that  the  purpose  of  the  invention  as  set 
forth  in  the  application  is  as  follows: 

The  purpose  of  my  invention  is  the  provision  of  a  simple  and  elncIenPmeans 
or  device  for  attachment  to  any  object  to  designate  some  states  quaUty,  condi- 
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tlon,  or  characteristic  of  or  something  appertaining  or  relating  to  the  same,  or 
to  identify  or  mark  it,  said  means  to  i)e  so  fashioned  that  when  attached  it 
cannot  be  remoTed  or  tampered  with  in  any  way  without  the  fiict  being  dis- 
closed upon  inspection. 

A  specific  purpose  is  the  provision  of  a  device  for  marking  meats  or  other 
food  products  to  Indicate  that  they  have  been  inspected,  or  approved,  or  con- 
demned ;  though  the  same  may  be  used  for  an  indefinite  number  of  purposes. 

From  this  statement  it  appears  that  the  use  to  which  applicant  in- 
tends to  put  his  device  in  practice  is  to  designate  some  quality  or 
condition  of  the  object  to  which  the  device  is  attached.  In  view  of 
this  fact  it  can  hardly  be  held  that  the  title  selected  by  the  applicant 
is  inaccurate  or  misleading.  I  know  of  no  reason  why  the  applicant 
should  not  be  permitted  to  retain  a  title  which  he  believes  to  be 
peculiarly  fitting  or  desirable,  unless  such  title  is,  in  fact,  inaccurate 
or  improper  for  some  other  substantial  reason. 

The  petition  is  ffranted. 


Ex  PABTE  Bratt. 

Decided  March  2,  mO. 

152  O.  Q.,  06& 

Bkqttireicent  of  Division — Cubsobt  BzAiciif  atioit. 

VHiere  division  is  required,  the  nearest  references  to  each  of  the  Inven- 
tions claimed  which  can  be  readily  found  by  the  Examiner  should  be  dted. 

On  Pbtition. 

ICANUFAOTUBB  OV   OABK-STAVES. 

Mr.  H.  E.  Peck  for  the  applicant 
Tennant,  Assistant  Commissioner: 

'  This  is  a  petition  that  the  Examiner  be  directed  to  make  an  ex- 
amination of  the  claims  presented  in  this  application. 

The  record  shows  that  the  Examiner  in  his  first  letter  required 
division  between  different  classes  of  invention.  The  applicant 
thereupon  requested  the  Examiner  to  generally  indiciate  the  prior 
art.  In  response  to  this  request  the  Examiner  stated,  in  part,  that 
the  applicant  had  presented  substantially  five  different  subjects- 
matter  of  invention,  each  of  which  requires  a  different  search  and 
that— 

applicant  is  certainly  not  entitled  to  even  a  cursory  examination  in  each  of 
these  five  different  fields.  •  •  •  The  case  Is  not  believed  to  come  under 
the  doctrine  of  decisions  which  have  suggested  that  applicant  be  given  the 
benefit  of  a  cursory  examination  as  there  is  no  correlation  or  dependence  of 
the  inventions  and  no  indication  of  any  primary  lending  invention  which  would 
Justify  any  consideration  of  the  application  whatever.  Of  course,  if  the  Bx- 
aminer  had  in  mind  or  could  lay  his  hands  on  any  particular  patent  that  was 
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particularly  appropriate,  be  would  not  hesitate  to  cite  tbe  same  and  tills  Is 
what  is  believed  to  be  what  is  contemplated  by  the  corsory  examination  in  the 
dedsions  referred  to. 

While  it  is  stated  in  ex  parte  MacKaye  (C.  D.,  190S,  112;  108 
0.  Q.,  888)  thai^ 

Tbe  "  cursory  examination  "  which  is  contemplated  by  the  order  (88  O.  G., 
301)  consists  in  the  citation  of  any  references  of  which  the  Examiner  may 
bare  knowledge  at  the  time  the  requirement  of  dlTlsion  is  made— 

and  also  that  this  order  is  not  based  upon  any  right  of  the  applicant, 
but  is  a  courtesy  extended  to  him,  it  is  believed  that  the  applicant 
should  be  given  the  benefit  of  the  nearest  references  to  each  of  the 
inventions  claimed  which  can  be  readily  found  by  the  Examiner  in 
the  classes  of  invention  to  which  they  appertain,  especially  where 
such  inventions  belong  to  the  same  general  art  and  are  clarified  in 
the  same  examining  division.  The  proper  practice  is  clearly  set  forth 
in  ex  parte  Moarhead^  (C.  D.,  1908,  48;  132  O.  O.,  1586,)  in  which 
the  following  statement  is  made: 

It  appears  in  the  present  case  that  the  Bxaminer  was  not  aware  of  any  ref- 
erences for  the  claims  at  the  time  the  requirement  for  division  was  made.  It 
does  not  appear,  however,  whether  he  could  readily  find  such  references.  In 
order  that  the  applicant  may  be  able  to  intellig^itly  divide  his  application  he 
should  be  f^^ea  the  benefit  of  the  references  in  the  art  corresponding  most 
nearly  to  the  devices  disclosed  in  his  application.  It  is  not  the  duty  of  the 
Examiner  to  make  an  exhaustive  search  of  the  art  in  such  cases;  but  the 
nearest  references  readily  available  should  in  each  case  be  cited.  If  in  the 
present  case  references  of  this  character  can  be  readily  found,  they  should 
be  cited. 

The  petition  is  grarUed  to  the  extent  indicated. 


In  be  United  States  Wood  Preserving  CJompant. 

Decided  Fehruaty  U,  1910. 

163  O.  O.,  271. 

t  PiTBUO-USS    Pbocxedinqs. 

While  motions  to  dissolve  certain  related  interferences  on  the  ground  of 
the  existence  of  statutory  bars  to  the  issuance  of  a  patent  on  any  of  the 
applications  involved  were  pending  before  the  Primary  Examiner  a 
petition  for  the  institution  of  public-use  proceedings  was  filed  which  made 
out  a  prima  facie  case  of  public  use.  Held  that  institution  of  public-use 
proceedings  should  be  deferred  pending  the  final  determination  of  the 
motions  to  dissolve. 

ISamx. 

Where  a  petition  for  the  institution  of  public-use  proceedings  with  ref- 
erence to  certain  applications  involved  in  interference  is  filed  and  a  prima 
facie  case  of  public  use  is  made  out,  Held  that  if  no  testimony  has  been 
taken  in  the  interference  the  public-use  proceedings  should  take  precedence. 
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Public-Use  Pboceedings. 

Messrs.  MiUer  <6  Merwvn  for  the  protestant. 
Mr.  J.  Nota  McOiU  for  Lowry. 
Messrs.  Steiuirt  d  Steuart  for  Reilly. 
Mr.  Charles  O.  Hawley  for  Buehler. 
Messrs.  Massie  d  McElroy  for  Mann. 

Moore,  Commissioner: 

This  is  a  petition  by  the  United  States  Wood  Preserving  Clompany 
for  institution  of  public-use  proceedings  relating  to  the  subject- 
matter  of  the  applications  of  Buehler,  Mann,  Beilly,  and  Lowry,  in- 
volved in  certain  interferences. 

Petitioner  alleges  that  it  has  practiced  the  processes  and  made  the 
products  constituting  the  issue  of  said  interferences  prior  (^  the  year 
1900  and  disposed  of  much  of  said  product  in  the  course  of  its  busi- 
ness during  the  year  1900  and  thereafter.  In  support  of  the  petition 
are  the  affidavits  of  seven  persons,  who  profess  to  speak  of  matters 
within  their  personal  knowledge. 

The  petition  was  referred  to  the  Primary  Examiner,  who  reports 
that  in  his  opinion  a  prima  facie  case  of  public  use,  such  as  would 
constitute  a  statutory  bar  to  the  grant  of  patents  on  the  applications 
mentioned,  is  unquestionably  made  out 

Only  the  party  Reilly  opposes  the  grant  of  the  petition.  He  cited 
the  case  of  U.  /S.,  ex  rel.  National  Phonograph  Company^  v.  AUen 
(C.  D.,  1902,  671 ;  101  O.  G.,  1138)  in  support  of  his  contention  that 
petitioner  has  made  no  such  showing  of  interest  as  will  justify 
granting  the  petition.  The  holding  of  the  court  in  said  case  that 
the  National  Phonograph  Company  had  no  such  interest  as  would 
warrant  the  issuance  of  the  writ  of  mandamus  commanding  the 
Commissioner  to  institute  a  public-use  proceeding  is  not  pertinent 
to  the  present  petition.  In  the  present  case  petitioner  has  no  legal 
right  to  demand  a  public-use  proceeding.  It  is  a  matter  within  the 
discretion  of  the  Commissioner  as  to  whether  the  representations 
made  warrant  his  investigation  of  the  alleged  public  use  before 
holding  that  either  applicant  is  justly  entitled  to  a  patent  under  the 
law.  (Sec.  4898,  Rev.  Stats.)  The  further  objections  by  Reilly  that  the 
allegations  of  the  petition  are  too  vague,  uncertain,  and  indefinite 
to  warrant  instituting  a  public-use  proceeding  are  believed  to  be 
unfounded.  It  is  held  that  a  prima  facie  case  warranting  the  institu- 
tion of  a  public-use  proceeding  has  been  established. 

At  the  hearing  it  was  brought  out  that  no  testimony  has  been 
taken  in  the  above-mentioned  interferences  and  that  notices  to  dis- 
solve the  same  are  now  before  the  Primary  Examiner  for  considera- 
tion. It  appears  that  if  the  grounds  of  these  motions  which  allege 
the  existence  of  other  statutory  bars  are  well  founded  there  will  be 
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no  necessity  for  investigating  the  additional  statutory  bar  of  public 
use  alleged  in  the  petition.  In  view  of  the  labor  and  expense  that 
would  attend  the  investigation  of  the  question  of  public  use  it  is 
thought  to  be  the  better  practice  under  the  circumstances  of  the 
present  case  to  first  consider  the  alleged  references  at  hand  in  the 
said  motions.  Should  said  motions  not  prevail,  the  public-use  pro- 
ceeding should  take  precedence  of  the  interference  proceedings  in 
view  of  the  fact  that  no  testimony  has  been  taken  in  the  interferences 
and  that  if  the  public  use  alleged  in  the  petition  is  established  it  will 
effectually  dispose  of  the  interferences. 

The  issuance  of  the  order  instituting  a  puhUc'Use  proceeding  is 
therefore  deferred  until  the  final  determination  of  said  motions  to 
dissolve  the  interferences.  If  said  m/>tions  are  denied,  the  inter- 
ference  proceedings  iviU  be  suspended  and  timss  set  for  the  taking 
of  testim,ony  in  the  public-use  inquiry. 


Ex  PABTE  ChIPMAK. 

DeciAed  March  29,  1910. 

153  O.  O:,  545. 

Abardokment  of  Application — AcnoN  not  Rbsponsive. 

Where  on  appeal  from  a  decision  of  the  Bzaminers-in-Chief  the  Commis- 
sioner affirmed  that  decision,  but  stated  that  the  claims,  if  amended  as  sug- 
gested by  applicant,  might  be  entered  and  allowed  by  the  Examiner  in  the 
absence  of  further  reference,  subject  to  certain  requirements,  Held  that 
where  the  only  amendment  presented  within  one  year  from  the  Examiner's 
letter  citing  new  references  did  not  comply  with  such  requirements  the 
application  was  abandoned. 

On  Petitiok. 

FILTEBINO  APPABATUa. 

Mr.  Charles  McC.  Chapman  for  the  applicant. 
MooBS,  Com/missioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing the  case  abandoned.  A  separate  petition  has  also  been  filed  re- 
questing that  the  Primary  Examiner  be  instructed  as  to  the  meaning 
of  the  Commissioner's  decision  in  this  case,  rendered  June  24,  1908, 
and  that  the  case  be  considered  upon  its  merits.  The  questions  raised 
by  the  latter  petition  are  involved  in  the  former  and  the  two  may 
properly  be  considered  and  disposed  of  together. 

Claims  4  to  12  of  this  case  were  finally  rejected  by  the  Examiner  on 
August  1,  1905.  On  July  30,  1906,  one  day  before  the  expiration  of 
the  year,  an  appeal  was  taken  and  the  Examiner's  action  was  affirmed 
by  the  Examiners-in-Chief  in  a  decision  rendered  December  8,  1906. 
An  appeal  to  the  Commissioner  from  this  decision  was  filed  Decem- 
ber 4. 1907.  four  dava  before  the  exniration  of  the  vear.    The  Com- 
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missioner's  decision,  rendered  Januaiy  24, 1908,  affirmed  the  decision 
of  the  Examiners-in-Chief ,  but  included  the  following  statement  in 
addition: 

It  may  be  stated  at  the  outset  that  there  are  more  claims  presented  In  this 
case  than  are  necessary  to  properly  define  the  Inyentlon.  Such  a  multiplicity  of 
claims  has  been  condemned  by  the  Ck>mmls8loner  of  Patents  and  by  the  Ooort  of 
Appeals  of  the  District  of  Ck)lumbla,  which  court  has  appellate  Jurisdiction  in 
these  cases.  It  is  belieyed  that  the  inyention  in  this  case  can  be  properly 
coyered  by  one-half  the  claims  presented.    •    •    • 

Should  the  claims  he  amended  to  coyer  the  specific  construction  described^ 
the  claims  will  be  allowable  subject  to  the  objection  as  to  the  multiplicity  of 
claims  stated  in  the  first  part  of  this  decision.    •    •    • 

The  amendment  submitted  by  appellant  may  be  entered  and  the  claims  so 
amended  allowed,  should  no  further  references  appear,  the  allowance  of  the 
same,  howeyer,  being  subject  to  the  yiews  expressed  regarding  the  undue  num- 
ber of  claims  presented  in  this  case. 

During  the  pendency  of  this  appeal  a  suggested  amendment  was 
filed,  and  'the  last  paragraph  quoted  doubtless  refers  to  this  paper. 
It  proposed  to  amend  each  of  the  rejected  claims  to  describe  the 
filtering  material  as  ^'  fibrous.'^ 

This  amendment  was  entered  by  the  Examiner  and  each  of  the 
claims  so  amended  was  rejected  oa  January  29, 1908,  (within  six  days 
of  the  Commissioner's  decision,)  in  view  of  new  references  cited  to 
show  that  the  use  of  fibrous  filtering  material  was  old.  His  letter 
stated  further: 

In  addition  under  the  Ck)mmi88loner'8  decision,  the  inyention  can  be,  in  any 
case,  properly  covered  by  one-half  the  present  number  of  claims;  and  in  any 
further  prosecution  of  this  case,  applicant  will  be  required  to  limit  hims^ 
accordingly,  and  to  present  for  consideration  not  more  than  a  total  of  six 
claims,  including  claims  1,  2  and  8  which  stand  allowed. 

The  applicant  replied  to  this  letter  on  January  27,  1909,  almost  a 
year  later,  by  canceling  three  claims  and  slightly  amending  the  other 
rejected  claims.  In  an  argument  accompanying  the  amendment  he 
urged  that  the  reduction  to  nine,  rather  than  six,  claims  was  a  sufli- 
cient,  though  not  literal,  compliance  with  the  Commissioner's  deci- 
sion and  that  the  rejection  by  the  Examiner  was  not  well  foundeRl  as 
to  any  of  the  claims.  On  Februaiy  13,  1909,  the  Examiner  held  the 
case  abandoned  for  failure  to  take  such  action  as  the  condition  of 
the- case  required,  since  the  applicant  had  failed  to  reduce  the  claims 
to  six,  the  number  indicated  by  the  Commissioner's  decision. 

From  applicant's  petition  and  brief  it  appears  that  his  reason  for 
not  limiting  the  claims  to  six  is  that  he  disagrees  with  the  conclusion 
of  the  Commissioner  that  this  number  will  properly  cover  the  inven- 
tion and  is  of  tl^e  opinion  that  nine  are  necessary.    He  states  that — 

this  case  should  be  considered  on  the  merits  and  no  further  question  raiiAd  as 
to  the  number  of  claims  in  the  case,  so  long  as  said  number  is  not  in  excess 
of  nine,  this  being  the  number  which  appUcant  has  found,  on  yery  careful 
consideration  of  the  case^  necessary  to  protect  the  inyentioo. 
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The  Commissioner's  decision  of  January  24,  1908,  left  applicant 
two  courses  to  pursue.  Besides  the  usual  appeal  to  the  court  from 
the  adverse  decision  on  the  merits,  which  is  a  matter  of  right,  he  had 
as  a  matter  of  grace  and  not  of  right  the  alternative  course  of  taking 
the  case  back  to  the  Primary  Examiner  for  renewed  consideration 
of  certain  claims  in  an  amended  form.  This  privilege,  however,  was 
extended  subject  to  the  condition,  twice  repeated  in  the  decision,  that 
the  claims  in  the  application  should  be  reduced  to  one-half  the  num- 
ber then  existing. 

If  the  applicant  desired  to  pursue  the  latter  course  rather  than  the 
appeal,  it  was  incumbent  upon  him  to  comply  strictly  with  the  con- 
ditions mentioned.  It  is  not  right  nor  just  to  other  applicants  whose 
cases  are  awaiting  action  that  the  limited  privilege  extended  to  this 
applicant  should  be  used  by  him  as  an  entering  wedge  to  reopen 
the  case  for  a  consideration,  limited  only  by  what  he  conceives  the 
case  to  require.  As  was  said  in  the  case  of  ex  parte  Myers  (C.  D., 
1905, 489;  119  O.  G.,  962)  under  similar  circumstances: 

When  a  case  la  ready  for  appeal,  Its  consideration  by  the  Examiner  Is  closed, 
and  the  applicant  is  not  entitled  thereafter  to  amend  or  to  present  new  claima 
If  recommendation  is  made  by  the  Bzamlners-in-Chief  under  Rule  1S9,  it  is 
done  as  a  matter  of  grace  and  not  as  something  which  the  applicant  has  a  right 
to  demand.  Such  recommendation  extends  no  further  than  to  the  particular 
claim  or  claims  suggested  and  does  not  reopen  the  case  for  the  presentation  of 
other  dalma  The  case  is  not  sent  back  for  a  new  trial,  but  is  referred  for 
action  upon  the  specific  claims  mentioned.  The  applicant  thereby  receives  mor^ 
consideration  than  he  is  entitled  to  demand,  and  there  is  no  principle  upon 
which  this  act  of  grace  can  be  construed  as  conferring  upon  him  the  right  to 
mal[e  further  demands  upon  this  Office. 

It  has  been  urged  that  the  construction  to  be  placed  upon  the  deci- 
sion of  the  'Commissioner  granting  this  privilege  is  debatable  and 
that  any  question  arising  thereunder  is  petitionable.  With  this  I  can- 
not agree.  There  is  nothing  ambiguous  about  the  language  used  in 
the  decision.  If  it  is  subject  to  misconstruction,  the  same  would  be 
true  of  the  language  of  any  decision  attempting  to  explain  it,  and  to 
such  a  proceeding  there  is  no  logical  termination. 

It  was  not  part  of  applicant's  privilege  to  argue  before  the  Ex- 
aminer the  propriety  of  the  conditions  by  virtue  of  which  he  was 
privileged  to  again  appear  before  him.  He  had  his  choice  between 
accepting  those  conditions  and  prosecuting  his  statutory  appeal. 
When,  therefore,  applicant,  after  electing  to  reopen  the  case  before 
the  Primary  Examiner,  refused  to  reduce  the  number  of  his  claims 
in  accordance  with  the  terms  of  those  conditions,  he  failed  to  take 
audi  action  as  the  condition  of  the  case  called  for.  The  Examiner 
might  properly  have  required  the  reduction  to  six  claims  before  act- 
ing on  the  merits.  In  giving  a  full  action  at  the  same  time,  as  he  did, 
heacted  liberally  toward  the  applicant,  and  his  subsequent  holding 
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that  the  case  was  abandoned  for  failure  to  take  proper  action  is  be- 
lieved to  have  been  entirely  correct 

As  will  be  seen  from  the  dates  given  above  the  applicant  has  since 
final  rejection  waited  his  full  year  before  responding  to  the  Office 
actions,  and  after  the  holding  of  abandonment  he  delay^  nearly  a 
year  before  bringiiig  the  petition.  Such  delay  in  prosecuting  his 
case  and  in  bringing  the  petition  does  not  place  the  applicant  in  an 
equitable  position  to  demand  any  leniency  in  the  application  of  the 
rules  requiring  proper  action  within  the  year.  {Ex  parte  Naef^  G.  IX, 
1905,  137;  116  O.  G.,  2186;  ex  parte  Ruthenburg,  C.  D.,  1906,  90; 
121  O.  O.,  837;  ex  parte  Copeland,  C.  D.,  1909,  289;  149  O.  G.,  809.) 

The  petition  is  denied. 


Ex  PASTE  J.  Fred  Wiiicox  &  Compakt. 

DeoiOed  JfarcJ^  19,  1910. 

158  O.  O.,  640. 

lkADB-MABK»— AimClPATIOir — ^•'AUTOLA'' — ^**AU-TO-D0.'* 

The  word  "Autola  "  Held  not  registrable  as  a  trade-mark  for  cigars  in 
view  of  the  prior  registration  of  the  trade-mark  ''An-to-do*'  for  the  same 
gooda 

On  Afpbal. 

TBADB-ICABK  VOB  dOABS. 

Mr.  Frank  F.  Reed,  Mr.  Edward  S.  Rogem^  and  Mr.  Francis  M. 
Phelps  for  the  applicant. 

BiLUNOS,  First  Assistant  Commissianer: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  to  roister  a 
mark  consisting  of  a  representation  of  an  automobile  beneath  which 
in  large  type  is  the  word  ^^ Autola  "  for  cigars  in  view  of  the  regis- 
tration of  the  word  "Au-to-do  ^  to  Julius  C.  B.  Dumke,  July  28, 
1908,  No.  70,074,  for  the  same  goods. 

Begistration  was  refused  by  the  Examiner  of  Trade-Marks  on  the 
ground  that  the  principal  feature  of  appellant's  mark  is  the  word 
^^Autola  "  and  that  it  is  so  similar  in  appearance  and  sound  to  the 
registered  mark  '^Au-to-do'^  as  to  be  likely  to  cause  confusion  in 
trade  and  to  deceive  ordinary  purchasers  when  applied  to  the  same 
goods. 

The  conclusion  of  the  Examiner  is  believed  to  be  right.  The  first 
two  syllables  of  the  words  are  the  same,  and  the  marks  are  used  upon 
the  same  goods — ^namely,  cigars.  Moreover,  the  likelihood  of  c(mi- 
fusion  is  increased  by  the  fact  that  both  the  applicant  and  the  regis- 
trant are  residents  of  Chicago  and  evidently  supply  the  same  trada 
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The  record  shows  that  the  mark  of  Dumke  was  registered  July  28, 
1908,  and  that  applicant  did  not  commence  to  use  his  mark  until  No- 
vember 9, 1908. 

In  the  case  of  Lcmg  v.  Oreen  River  DiatiUing  Company  (C.  D., 
1909, 476;  148  O.  O.,  280;  33  App.  D.  C,  506)  concerning  the  marks 
^  Green  Bibbon  '^  and  ^^  Oreen  Biver  "  the  Court  of  Appeals  of  the 
District  of  Columbia  said : 

Tlie  word  "  Greo:! "  is  the  first  object  that  attracts  the  eye  of  the  purchaser 
when  seen,  and  the  ear  when  uttered.  "  BItot  **  and  "  Bibbon  **  are  somewhat 
similar  when  represented  or  sounded.  That  Lang  used  the  monogram  and  a 
label  differing  in  color  of  background  from  that  of  appellee,  does  not  weaken 
tlie  inference  as  to  his  intention  in  adopting  the  conspicuous  feature  of  the 
mark.  Had  he  wanted  to  avoid  aU  confusion  with  appellee's  mark,  he  could 
readily  haye  found  another,  and  as  attractiye  a  name  for  his  product 

In  the  case  of  Wayne  County  Preserving  Company  v.  The  Burt 
Olney  Canning  Company  (C.  D.,  1909,  318;  140  O.  O.,  1008;  82 
App.  D.  C,  279)  the  Court  of  Appeals  of  the  District  of  Columbia 
held  that  the  doubt,  if  any  exists,  as  to  the  similarity  of  the  marks 
should  be  resolved  in  favor  of  the  prior  registrant  and  user  in  good 
&ith.    In  that  case  the  Court  said : 

These  marks,  when  appearing  on  the  canned  goods  of  the  respectiTe  parties, 
exposed  to  the  public  on  the  shelves  of  the  retailer,  are  so  similar  as  to  be 
likely  to  cause  confusion ;  and  where,  as  in  this  case,  there  is  no  evidence  on 
that  subject  except  the  marks  themselves,  it  is  the  dutj  of  the  court  to  protect 
the  prior  registrant  and  user  from  the  probability  of  any  such  occurrence.  It 
is  strangely  coincident  that  appellee,  engaged  in  the  same  business  as  appellant 
and  located  in  the  adjoining  county  to  where  appellant  has  used  his  mark  for 
many  years,  should  select  a  mark  so  similar.  The  property-right  in  trade- 
marks is  a  valuable  on^e,  and  is  entitled  to  protection  from  those  who  would 
profit  by  its  imitation,  and  the  courts  should  resolve  the  doubt,  if  any  exlsts> 
fai  favor  of  the  prior  registrant  and  user  in  good  faith. 

Ths  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


E^NNXDT  t;.  McLaik. 

Decided  Mordk  S,  1910. 

168  O.  O.,  647. 

lamrBBHca — MonoN  to  Dissolvs— Tsaivsmissioit. 

An  interference  was  dissolved  as  to  one  count,  but  upon  presentation  of 
a  modified  claim  was  redeclared.  Held  that  transmission  of  a  motion  to 
dissolve  was  properly  refused  so  far  as  it  related  to  the  other  countsi 

ApnuL  OK  MonoK. 

BIOKST. 

Mr.  Walter  H.  Pvmphrey  for  Kennedy.  -  gi  ized  by  Google 

Messrs*  Madeod,  Oalver,  Copeland  dk  Dike  for  McLain. 
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Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  Kennedy  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  as  to  certain 
counts  of  the  issue. 

The  record  shows  that  this  interference  involves  six  counts,  the 
first  four  and  last  of  which  have  been  in  this  interference  or  a  com- 
panion interference  which  was  consolidated  herewith  since  the  date 
of  the  original  declaration.  During  the  pendency  of  these  interfer- 
ences counsel  for  Kennedy  made  a  motion  for  dissolution  upon  all 
the  grounds  provided  by  Rule  122.  The  motion  was  transmitted  in 
part,  but  denied  transmission  as  to  the  grounds  of  non-patentability 
and  irregularity  in  the  declaration  of  the  interference.  The  decision 
of  the  Examiner  of  Interferences  denying  transmission  as  to  these 
grounds  was  affirmed  by  the  Commissioner  on  appeal. 

Upon  consideration  by  the  Primary  Examiner  of  the  motion  as 
transmitted  the  interference  was  dissolved  as  to  count  5.  Thereafter 
the  parties  presented  a  modified  claim,  and  new  preliminary  state- 
ments were  filed.  Kennedy's  present  motion  was  brought  within  the 
thirty  days  following  the  approval  of  the  preliminary  statement  as 
to  this  count  and  has  been  transmitted  in  so  far  as  it  relates  thereto. 
This  motion  for  dissolution  also  alleges  that  none  of  the  counts  of 
the  issue  are  patentable,  and  it  is  urged  in  support  of  the  transmis- 
sion of  this  ground  of  the  motion  that  the  references  cited  herein 
differ  from  those  relied  upon  in  the  orginal  motion,  which  was  based 
upon  the  references  cited  by  the  Office,  and  that  the  argument  as  to 
non-patentability  raised  as  to  count  5  applies  equally  to  the  other 
counts  of  the  interference.  It  is  therefore  contended  Uiat  the  motion 
to  dissolve  upon  the  ground  of  non-patentability  should  be  trans- 
mitted as  to  all  of  the  counts. 

This  contention  is  obviously  without  force.  As  pointed  out  by  the 
Examiner  of  Interferences  the  practice  is  well  settled  and  is  fully  set 
forth  in  the  decision  in  Colbum  and  Washburn  v.  Hitchcock  (C.  U., 
1909,  141;  145  O.  O.  1022.)  Kennedy  had  ample  opportunity  to 
present  the  references  which  are  now  urged  against  the  patentability 
of  these  claims  at  the  time  he  presented  his  original  motion  for  disso- 
lution. Having  by  appeal  exhausted  his  remedies  to  obtain  transmis- 
sion of  the  original  motion  to  dissolve  as  to  the  ground  of  alleged 
non-patentability  of  the  invention,  he  cannot  now  be  permitted  to 
reopen  the  case  for  the  discussion  of  the  same  question. 

/  -find  no  error  in  the  decision  of  the  Examiner  of  Interferences^ 
and  it  is  affirmed. 
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Ex  PASTE  Nelson. 

Decided  February  tU  ^910. 

168  O.  O.,  82L 

CONfUGnifO  A88I0N1CKNT»«-LaTKB  A88I0NMKITT  OAKCELn)  BT  ObDEB  OF  Ck>X7BT. 

Two  assignments  of  the  Invention  of  a  certain  application  were  re^ 
corded.  Subsequently  tbere  was  recorded  a  decree  of  court,  rendered  in 
a  suit  to  wliich  the  inyentor  and  both  assignees  were  parties,  holding  tliat 
the  later  assignment  was  TOid.  JETeld  that  the  patent  should  be  issued  to 
the  first  assignees 

Ok  PETinoK. 


Messrs,  Paul  <t  Paul  for  the  applicant. 
MooBE,  Commissioner: 

This  is  a  petition  by  Edmund  J.  Phelps  that  the  patent  on  the 
above-entitled  application,  filed  by  Nelson,  be  issued  to  petitioner  as 
the  assignee  of  the  entire  interest  therein. 

It  appears  from  the  assignment  records  of  this  Office  that  on 
November  80,  1907,  Nelsim  executed  an  assignment  of  his  entire  in- 
terest in  the  invention  of  said  application  to  the  petitioner,  Phelps, 
and  requested  that  the  patent  should  issue  to  the  assignee.  Subse- 
quently, on  June  1, 1908,  Nelson  executed  another  assignment  of  his 
entire  interest  in  said  invention  to  Oeorge  D.  Flynn  and  Edward 
Du  Lac  and  requested  that  the  patent  issue  to  them.  By  judgment 
and  decree  dated  October  22,  1909,  and  recorded  in  this  Office  oa 
October  30, 1909,  the  district  court  of  Hennepin  county,  Minn.,  in  the 
matter  of  Edmund  J.  Phelps,  plaintiff,  v.  De  Witt  Nelson,  Oeorge 
D.  Flynn,  and  Edward  Du  Lac,  defendants,  held  that  the  assignment 
from  said  Nelson  to  Fljmn  and  Du  Lac,  dated  June  1, 1908,  was  void 
and  transferred  no  interest  in  said  application. 

It  is  contended  by  petitioner  that  said  decree  of  the  court  set  aside 
the  assignment  made  by  Nelson  to  Flynn  and  Du  Lac,  thus  leaving 
in  force  only  the  assignment  to  petitioner  and  rendering  the  assign- 
ment to  Flynn  and  Du  Lac  non-effective  in  so  far  as  conflicting  as- 
signments of  record  are  concerned.  The  contention  of  petitioner  is 
well  taken.  The  circumstances  of  this  case  are  materially  different 
from  those  in  the  case  of  ex  parte  McPherson^  (0.  D.,  1905,  232;  117 
0.  G.,  275,)  where  McPherson,  the  inventor,  had  executed  no  assign- 
ment transferring  his  invention,  but  a  master  appointed  by  the  court 
was  directed  to  transfer  the  application  and  attempted  to  do  so  by 
executing  an  instrument  in  his  own  name.  In  that  case  the  Com- 
missioner held  said  instrument  not  a  legal  assignment  and  refused 
to  issue  the  patent  in  accordance  therewith.  In  the  present  case  the 
inventor,  Nelscm,  duly  executed  an  assignment  transferring  the  en- 
tire interest  in  the  invention  with  the  request  that  the  patent  issue  to 
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petitioner.  This  assignment  is  in  proper  form,  and  there  would  be 
no  question  about  issuing  the  patent  to  petitioner  in  accordance  with 
the  request  contained  therein  except  for  the  subsequent  assignment 
of  the  invention  to  Flynn  and  Du  Lac  and  the  practice  of  this  Office 
of  issuing  the  patent  to  the  inventor  where  there  are  conflicting  as- 
signments of  record  which  purport  to  convey  the  entire  interest  and 
request  the  patent  to  issue  to  the  assignee. 

The  decree  of  the  court  noted  above  that  the  assignment  to  Flynn 
and  Du  Lac  is  void  and  transfers  no  interest  in  said  application  had 
the  effect  of  setting  aside  said  assignment.  The  case  presented  for 
the  consideration  of  the  Office  is  the  same  as  though  the  later  as- 
signment had  never  been  executed  and  leaves  no  room  to  doubt  that 
the  patent  should  issue,  as  requested  in  the  assignment,  to  petitioner, 
in  accordance  with  the  usual  practice  where  there  is  no  conflicting 
assignment. 

Proof  of  service  of  the  petition  upon  Nelson,  Flynn,  and  Du  Lac 
accompanies  the  petition,  but  no  appearance  on  their  behalf  was  made 
at  the  hearing. 

The  petition  is  granted. 


Ex  PARTE  The  Ohio  Oabment  Cohpant. 

Decided  AprU  4,  1910. 

163  O.  a,  821« 

!•  Tiads-Mabkb — ^Antioipation. 

A  trade-mark  consisting  of  the  representation  of  a  shield  having  the 
word  "Victor"  thereon  Held  properly  refused  registration  in  view  of  a 
prior  registration  of  a  trade-mark  consisting  of  the  representation  of  a 
shield  having  thereon  the  words  "  Shield  Brand." 
2.  Same — Class  of  Goods. 

Held  that  "work-shirts'"  and  "flannel  shirts**  are  goods  of  the  same 
descriptive  properties. 
8.  Samb — Same. 

Held  that  **  overalls  *'  and  "  trousers  "  are  goods  of  the  same  descriptive 
properties. 

Ok  Appeal. 

TRADE-MARK  FOR  SHIRTS,  OVERALLS,  COTTOlf  PAITTS,  JACKETS,  JUMPERS,  AND  OTHER 
TEXTILE-FABRIC  GARMEIfTS. 

Messrs.  Staley  <&  Bowman  for  the  applicants. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  representation  of  a  shield  bearing  the  word 
**  Victor  "  as  a  trade-mark  for — 
work-shirts    oveialls,  textile  Jackets,  and  textile  Jumpers,  in  Class  No.  39, 

Clothing.  uigiiizea  oy  ^i  v^  v/^  i^ 
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Begifltraiicm  is  refu^  in  view  of  registrations  No.  18,599,  August 
24, 1886,  H.  L.  Levy  &  Bro. ;  Na  47,761,  November  21, 1905,  OiUespie, 
Shields  &  Co. 

The  shield  shown  in  the  applicant's  specimens  b  of  solid  blue, 
the  word  ^  Victor  "  being  placed  thereon  in  white  letters,  there  being 
also  a  white  marginal  line  following  the  contour  of  the  shield.  Levy's 
registered  mark  comprises  the  representation  of  a  shield  of  substan- 
tially the  same  contour  defined  by  parallel'  lines.  The  words  ^^  Shield 
Brand  "  appear  upon  the  shield.  The  essential  features  of  this  mark, 
as  described  in  the  registration,  are  the — 

rqvesentatiou  of  a  shield,  from  tlie  upper  oomers  of  which  project  the  feathers 
of  two  arrows^  and  from  the  two  lower  oomers  the  points  of  the  same.  In 
connection  with  the  words  "  Shield  Brand." 

This  mark  is  said  to  be  appropriated  to  wearing-apparel,  the  par- 
ticular description  of  goods  comprised  in  that  class  being  stated  to 
be  ^  boys'  shirt-waists,  men's  flannel  shirts,  and  ladies'  wrappers." 

The  registration  of  Gillespie,  Shields  &  CSo.  comprises  the  repre- 
sentation of  a  somewhat  different  form  of  shield  bearing  the  words 
**  Shield  Brand."  Tlie  particular  description  of  goods  to  which  thb 
mark  is  appropriated  is  stated  to  be  ^^  boys'  and  men's  coats,  vests, 
and  trousers." 

It  is  urged  that  the  merchandise  upon  which  the  applicant's  mark 
b  used  is  not  of  the  same  descriptive  properties  as  that  covered  by 
the  prior  registrations.  The  applicant  asserts  that  his  trade-mark 
is  used  upon  ^  work-shirts  "  and  contends  that  this  does  not  cover 
flannel  .shirts,  set  forth  in  the  Levy  &  Co.  registration.  This  con- 
tention is  clearly  not  well  founded.  The  term  '^  work-shirts  "  is  sufli- 
ciently  broad  to  cover  any  kind  of  shirt  adapted  to  be  used  by  work- 
men as  distinguished  bom  dress-shirts.  It  is  also  contended  that 
^  overalls  "  are  different  from  '^  trousers,"  as  covered  by  the  Gillespie 
registration,  since  overalls  are  ordinarily  made  of  cotton  and  used 
by  workmen,  but  not,  like  trousers,  used  for  street  wear.  This  con- 
tention is  clearly  untenable.  The  merchandise  of  each  party  is 
adapted  for  the  same  general  use  within  the  purview  of  the  decision 
of  Uie  Court  of  Appeals  of  the  District  of  Columbia  in  Walter  Baker 
d  Co.  V.  Harrison,  (C.  D.,  1909,  284;  188  O.  G.,  770;  82  App.  D.  C, 
272.)  Furthermore  it  is  noted  that  the  applicant  in  his  original  ap- 
plication alleged  the  use  of  this  trade-mark  upon  ^^  cotton  pants," 
thus  originally  asserting  his  claim  of  ownership  of  the  trade-mark 
to  goods  of  the  descriptive  properties  which  he  now  renounces. 

It  is  urged  that  the  representation  of  a  shield  is  not  the  dominating 
feature  of  the  mark  and  that  in  view  of  the  common  use  by  others  of 
representations  of  shields  in  connection  with  their  trade-marks  for 
clothing  registration  of  the  applicant's  mark  should  not  be^refused. 
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This  contention  is  believed  to  be  without  force.  The  representation 
of  the  shield  in  solid  color  is  striking  in  character  and  is  of  suffi- 
cient prominence  to  make  a  decided  impression  upon  the  mind  of  the 
purchaser.  It  might  well  be  that  a  person  accustomed  to  purchase 
"  Shield  Brand  "  merchandise  sold  under  the  registered  trade-marks 
would  be  misled  into  purchasing  the  applicant's  merchandise  upon 
belief  that  the  shield  was  the  real  trade-mark,  while  the  word 
"  Victor  "  the  name  of  the  particular  style  of  merchandise. 

It  is  noted  that  the  applicant  alleges  his  mark  has  been  used  only 
since  February  15,  1907,  whereas  the  trade-marks  referred  to  by  the 
Examiner  have  been  registered  for  several  years.  In  view  of  the 
facts  above  stated  it  would  appear  that  the  following  statement  of 
the  Court  of  Appeals  of  the  District  of  Columbia  in  Wayne  County 
Preserving  Com/pany  v.  Burt  Olney  Canning  Company  (C.  D.,  1909, 
818;  140  O.  G.,  1003;  32  App.  D.  C,  279)  is  applicable  in  this  case: 

These  marks,  when  appearing  on  the  canned  goods  of  the  respective  parties, 
exposed  to  the  public  on  the  shelves  of  the  retailer,  are  so  similar  as  to  be  likely 
to  cause  confusion;  and  where,  as  in  this  case,  there  is  no  evidence  on  that 
subject  except  the  marks  themselves,  it  is  the  duty  of  the  court  to  protect  the 
prior  registrant  and  user  from  the  probability  of  any  j^uch  occurrence.  It  is 
strangely  coincident  that  appellee,  engaged  in  the  same  business  as  appellant  and 
located  in  the  adjoining  county  to  where  appellant  has  used  his  mark  for 
many  years,  should  select  a  mark  so  similar.  The  property-right  in  trade-marks 
is  a  valuable  one,  and  is  entitled  to  protection  from  those  who  would  profit 
by  its  imitation,  and  the  courts  should  resolve  the  doubt,  if  any  exists,  in  favor 
of  the  prior  registrant  and  user  in  good  faith. 

/  find  no  error  in  the  decision  of  the  Examiner  of  Trade-Marks^ 
and  it  is  accordingly  affirrned. 


Gold  v.  6oij>. 

Decided  March  1,  1910. 

153  O.  G.,  1081. 

Interference— Patentability  or  the  Issue^Not  CoNsiDEREn  Inter  Pabtes 
After  Final  Decision  on  Priority. 
After  a  decision  of  the  court  of  appeals  awarding  priority  of  invention 
an  interference  cannot  be  reopened  for  further  inter  partes  consideratloo 
of  the  question  of  the  patentability  of  the  issue. 

Ok  Petition. 

steam-hkating  system. 

Messrs.  Raymond  <&  Bamett  and  Mr.  A.  M.  Bunn  for  Egbert  H. 
Gold. 
Messrs  Arthur  C.  Eraser  <&  Usina  for  Edward  E.  Gk)ld.    t 
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MoQKB,  Ctymmdmoner: 

This  is  a  petition  by  E.  H.  Gold  that  the  above-entitled  interfer- 
ence-be  reopened  for  the  purpose  of  considering  mter  partes  the  ques- 
ti(Mi  of  the  patentability  of  the  counts  thereof. 

This  petition  is  in  effect  a  motion  to  dissolve  the  interference;  but, 
as  was  pointed  out  in  the  decision  in  Ouerdffet^  Benaity  and  Nicaidt  v. 
Wictorsohn  (C.  D.,  1908,  108;  134  O.  G.,  255,)  the  Commissioner  is 
without  authority  to  reopen  an  interference  for  the  purpose  of  con- 
sidering such  a  motion  after  a  final  decision  of  the  question  of  pri- 
ority has  be^i  rendered  therein  by  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia. 

As  E.  H.  Gold  has  been  held  to  be  not  the  first  inventor  of  the 
subject-matter  in  issue,  the  claims  are  not  patentable  to  him. 
Whether  they  are  patentable  to  E.  E.  Gk>ld  is  ah  ex  parte  question  in 
which  E.  H.  Gold  has  no  other  interest  than  as  one  of  the  general 
pubUc  {Hm  V.  Hodge,  C.  D.,  1898,  480;  83  O.  G.,  1211;  12  App. 
D.  C,  528.) 

Petitioner  contends  that  he  was  deprived  of  an  inter  partes  con- 
sideration of  the  question  of  the  patentability  of  these  claims  owing 
to  the  fact  that  they  were  allowed  on  ex  parte  appeal  by  E.  E.  Gk)ld 
following  the  dissolution  of  a  prior  interference,  which  it  is  stated, 
involved  the  same  subject-matter. 

While,  as  pointed  out  above,  the  interference  cannot  be  reopened, 
it  may  be  noted  that  the  Examiner  did  not  refuse  to  consider  the 
question  of  patentability  on  the  motion  to  dissolve  this  interference 
brought  by  E.  H.  Gold.  He  held  that  the  patents  relied  upon  had 
been  carefully  considered  by  the  Examiners-in-Chief  on  E.  E.  Gk>ld's 
ex  parte  appeal  and  that  they  had  held  the  claims  which  were  made 
the  issue  of  the  interference  patentable  thereover.  His  decision 
denying  the  motion  to  dissolve  therefore  followed  the  practice  out- 
lined in  Felsing  v.  NeUon  (C.  D.,  1906,  77;  120  O.  G.,  2445.)  It  is 
to  be  further  noted  that  the  patent  to  Weber,  which  petitioner  now 
wishes  to  have  considered,  was  not  cited  by  him  on  the  motion  to 
dissolve  the  interference  just  referred  to.  Moreover,  if  there  is  any 
merit  in  the  contention  that  the  question  of  the  patentability  of  the 
counts  of  the  issue  has  not  had  proper  inter  partes  consideration,  the 
time  to  have  petitioned  on  that  point  was  immediately  following  the 
decision  of  the  Primary  Examiner  and  not  after  the  final  determina- 
tion of  the  question  of  priority. 

The  petition  is  denied. 
62746*— 11 S 
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Ex  PABTB  LaKG. 

Decided  March  26, 1910. 

168  O.  G.,  1081. 

BxAMniATioN  or  Application— Final  Rbjbotion. 

Where  a  claim  presented  in  lieu  of  a  previously-rejected  claim  differed 
therefrom  only  in  the  Inclusion  of  a  feature  which  was  shown  in  references 
of  record  and  in  view  of  which  claims  including  this  feature  had  been  can- 
celed, Held  that  the  action  of  the  Bzaminer  in  calling  attention  to  these 
references  did_  not  constitute  a  new  ground  of  rejection  and  that  the  final 
rejection  of  the  claim  was  proper. 

Ok  Pbtition. 

IT7BNA0S. 

Messrs.  C.  A.  Snow  dk  Co.  for  the  applicant. 
Moore,  Commissioner: 

This  ifi  a  petition  that  the  Examiner  be  adyised  that  the  final  r^ 
jection  entered  in  this  case  August  5, 1909,  was  premature. 

The  application  as  filed  contained  nine  claims,  which  were  all  re- 
jected in  view  of  certain  references.  Applicant  thereupon  presented 
three  claims  in  place  of  these.  They  were  also  rejected  in  view  of 
references.  The  application  was  then  amended  by  the  presentation 
of  one  claim  in  place  of  these  rejected,  which  claim  was  rejected  on 
the  patent  to  Hood,  cited  in  the  previous  Ofiioe  letter.  Applicant 
again  amended  by  presenting  a  new  claim,  which  claim  was  finally 
rejected  in  view  of  the  patents  to  Hood,  Dickinson,  and  Yates,  all  of 
record,  the  latter  two  having  been  cited  in  the  first  Office  letter.  Ap- 
plicant then  presented  an  amendment  containing  an  addition  to  the 
specification  and  one  new  claim  with  directions  to  cancel  the  claim 
already  in  the  case.  The  Examiner  refused  to  admit  this  amendment, 
as  the  case  was  under  final  rejection,  and  after  this  action  was  re- 
peated the  present  petition  was  taken. 

The  action  of  the  Examiner  appears  to  have  been  right.  The  claim 
which  was  finally  rejected  differed  from  that  previously  presented 
only  by  reason  of  the  statement  that  the  radiator  which  surrounded 
the  hood  was  ^^  spaced  therefrom.''  Such  a  construction  is  shown  in 
the  patents  to  Yates  and  Dickinson,  and  the  action  of  the  Examiner 
in  calling  attention  to  these  references  did  not  constitute  a  new 
ground  of  rejection.  It  is  to  be  noted,  furthermore,  that  original 
claims  7,  8,  and  9,  which  were  rejected  in  view  of  the  patents  to  Dick- 
inson and  Yates  and  which  were  canceled  by  the  applicant  in  view  of 
this  rejection,  contained  the  limitation  that  the  radiator  was  spaced 
from  the  hood.    The  action  of  the  Examiner  was  clearly  within  the 
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rulings  in  the  decisions  in  ew  parte  Miller  (C.  D.,  1909, 23 ;  139  O.  G., 
730,)  ex  parte  Perry,  (C.  D.,  1909, 49 ;  140  O.  Q.,  1001,)  and  ex  parte 
Miller,  (ante,  16;  150  O.  G.,  827.) 
The  petition  is  denied. 


Ex  PARTE  LaURITZEN  MaLT  Co. 

Decided  ApHl  H,  1910. 

163  O.  G.,  1082. 

Tradb-Makks — **  NoBTH  Stab  "  Anticipated  by  "  Stab.** 

The  words  "  North  St»r  "  were  properly  refused  registration  as  a  trade- 
mark for  beer  in  view  of  the  prior  registration  of  the  word  *'  Star  "  as  a 
trade-mark  for  the  same  class  of  gooda 

On  Appeal. 

TBADE-MABK  FOR  FEBMENTED  LIQUOB. 

Messrs.  Paul  <6  Paul  for  the  applicant. 
Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  fermented  malt 
liquors  the  words  ''North  Star." 

Registration  is  refused  in  view  of  the  following  registered  trade- 
marks: G.  F.  Hewett,  November  30,  1886,  No.  13,841;  W.  L.  Home, 
November  6,  1889,  No.  17,166;  James  Everard,  February  14,  1893, 
No.  22481;  Star  Brewery  Company,  December  5,  1893,  No.  23,903; 
Valentin  Blatz  Brewing  Co.,  March  6,  1906,  No.  50,080;  George  F. 
Hewett  Co.,  December  11, 1906,  No.  68,279. 

In  my  opinion  the  action  of  the  Examiner  is  right.  The  Court  of 
Appeals  of  the  District  of  Columbia  held  in  the  case  of  Ehret  v.  Star 
Brewery  Company  (C.  D.,  1908,  511;  136  O.  G.,  1533;  81  App.  D.  C, 
507)  that  such  similarity  existed  between  a  mark  comprising  the  rep- 
resentation of  a  six-pointed  star  and  the  letters  "  G  E,"  inscribed 
in  monogram  iB  the  center  thereof,  and  the  registration  of  a  six- 
pointed  star  surrounded  by  two  circles  having  inscribed  between  the 
inner  and  outer  circle  the  words  "  The  Celebrated  Star  Lager  Beer  ^ 
as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public. 

The  fact  that  various  marks  have  been  registered  each  embodying 
the  representation  of  a  star  or  the  word  ^^  Star  "  as  a  salient  feature, 
as  shown  by  the  above  citations,  does  not  justify  registration  of 
another  mark  which  would  be  likely  to  be  confused  with  one  or  more 
marks  already,  registered.  I  am  of  the  opinion  that  the  words  ^^  North 
Star  ^  so  nearly  resemble  the  word  "  Star  "  registered  by  the  Star 
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Brewery  Company  December  5,  1898,  as  to  be  likely  to  cause  con- 
fusion in  the  mind  of  the  public.  In  the  analogous  case  of  Hutchm- 
son  et  d.  y.  Covert  (51  Fed.  Bep.,  832)  the  Court  said: 

The  Infringement  charged  against  defendant  conslBts  in  the  use  of  the  words 
**  Lone  Star/'  and  symbol  of  a  single  star  on  shirts  and  underwear  made  or 
sold  by  defendant  I  am  of  opinion  that  the  prefix  of  the  word  "  Lone  "  to  the 
word  and  symbol  "  Star  "  in  defendant's  trade-mark  is  an  infringement  of  tlie 
complainants'  star  trade-mark,  as  applied  to  shirts,  underwear,  etc.  It  is  a 
mark  and  designation  of  defendants  goods  which  may  give  color  to  the  assumed 
right  to  sell  defendant's  goods  as  "Star  Shirts,"  "Star  Underwear,"  "Star 
Goods,"  etc.,  and  thereby  deceive  purchasers  and  users  into  the  belief  that  they 
are  buying  the  genuine  complainants'  gooda 

For  similar  reasons  it  is  held  that  appellant^s  mark  is  prohibited 
registration  under  the  act  of  February  20, 1905. 

The  decision  of  the  Examiner  of  Trade-Marks  is  accordingly 
affirmedm 


Ex  PARTE  Polar  KNrrriNo  Mills. 

Decided  AprU  18,  1910. 

154  O.  6.,  251. 

Tbade-Mabks— Name  or  Applicant — Pbcuuab  and  Distiwotivb  ICannb  or 

Writing. 
Where  the  three  words  composing  the  name  of  the  applicant  are  so 
formed  that  the  tops  of  each  show  a  continuous  slant  downward  from 
beginning  to  end  and  all  of  the  horizontal  parts  of  the  letters  are  provided 
with  a  representation  of  snow  or  ice,  Held  that  the  name  is  not  printed  or 
written  in  such  peculiar  and  distinctive  manner  as  to  justify  Its  registra- 
tion as  a  trade-mark. 

On  Appeal. 

TBADB-UABK  FOB  UUFPLBBS,    GLOVES,    AND   TOQUES. 

Mr.  Joshua  R.  H.  Potts  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  mark  for  mufflers,  gloves,  and  toques  a  con- 
ventional polar  scene,  to  the  right  of  which  are  printed  the  words 
«  Polar  Knitting  Mills." 

Registration  was  refused  on  the  ground  that  the  words  "Polar 
Knitting  Mills ''  are  the  name  of  applicant  not  written,  printed,  im- 
pressed, or  woven  in  a  particular  or  distinctive  manner,  as  required 
by  section  6  of  the  act  of  February  20,  1905. 

The  letters  of  which  the  words  "  Polar  Knitting  Mills  ^  are  com- 
posed are  so  formed  that  the  tops  of  the  same  show  a  continuous 
slant  downward  from  the  beginning  to  the  end  of  each  word,  and  all 
of  the  horizontal  or  nearly  horizontal  parts  of  the  letters  are  pro- 
'ded  with  a  representation  of  snow  or  ioe» 
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Applicant  makes  no  contention  that  the  conventional  polar  scene 
adds  anything  to  the  registrability  of  the  mark,  as  appears  from  the 
following  on  page  8  of  the  brief: 

WhUe  applicant's  trade-mark  is  Illustrated  in  the  drawing  as  comprising 
both  the  name  and  the  scene,  no  claim  is  made  to  the  effect  that  the  scoie 
accompanying  the  name  renders  the  mark  as  a  whole  registrable. 

In  fact  such  a  contention  could  hardly  be  maintained  under  the 
ruling  of  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  Johnson  v.  Brandau,  (C.  D.,  1909,  298;  139  O.  G.,  732;  82 
App.  D.  C.,  348.)  He  does  contend,  however,  that  the  words  "  Polar 
Knitting  Mills,''  while  constituting  the  name  of  the  applicant,  are 
printed  in  a  distinctive  manner  and  that  therefore  the  mark  as  a 
whole  is  registrable. 

The  question  of  what  constitutes  a  distinctive  display  of  an  appli- 
cant's name  arose  in  the  case  of  ex  parte  C.  H,  Alden  Company^ 
(C.  D.,  1907,  428;  131  O.  G.,  2419,)  in  which  the  words  "The  Alden 
Shoe"  were  shown  inclosed  with  a  circle,  associated  with  certain 
words  descriptive  of  the  goods.  The  word  "Alden"  was  printed  in 
letters  of  varying  heights,  so  that  the  word  presented  the  general 
form  of  an  ellipse.  After  stating  that  the  real  question  to  be  de- 
termined was  whether  the  word  "Alden  "  was  printed  in  a  distinctive 
manner  the  Commissioner  said : 

It  la  believed  that  the  controlling  principle  underlying  the  requirement  of 
the  statute  that  a  mere  name  unless  written  or  printed  in  a  distinctive  manner 
may  not  be  registered  is  that  thD  distinctive  manner  in  which  the  name  is  dis- 
played must  be  of  a  character  as  to  give  such  a  distinct  Impression  to  the  eye 
of  the  ordinary  observer  as  to  outweigh  the  significance  of  the  mere  name. 

In  ex  parte  Mark  Cross  (C.  D.,  1903,  23;  102  O.  G.,  622)  it  was 
stated  that — 

The  peculiarities  must  dominate  the  mere  name  and  reduce  it  to  a  position  of 
relative  obscurity. 

Again,  in  the  case  of  ex  parte  A.  Engelhard  <&  Sons  Company 
(C.  D.,  1904,  122;  109  O.  G.,  1886)  the  guiding  principle  for  such 
cases  as  the  present  was  stated  as  follows: 

To  determine  in  any  particular  case  whether  the  form  of  mark  presented  for 
registration  is  merely  the  name  of  the  applicant,  we  may  consider  whether  the 
w  of  the  mere  name  printed  in  the  ordinary  way  by  a  rival  merchant  would 
create  confusion,  for  the  reason  that  the  impression  created  by  the  mark  as 
uaad  would  be  substantially  the  impression  created  by  the  mere  name.  Thus 
we  may  measure  the  relative  values  to  be  given  to  the  mere  name  and  those  to 
be  given  to  its  formal  attributes  and  accessories  in  the  total  visual  effect 
produced.  If  the  mere  name  printed  in  the  ordinary  way  would  create  so 
nearly  the  Impression  created  by  this  mark  as  to  render  the  user  of  the  mere 
name  an  infringer,  then  to  protect  This  mark  as  a  trade-mark  would  be  to 
protect  the  mere  name,  to  which  the  statute  expressly  refuses  protection.  If 
accessories  are  to  save  the  mere  name  from  the  inhibition  of  the  statute,  they 
must  rise  into  such  relative  Importance  and  must  so  dwarf  the  mere  name 
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as  tx>  render  this  latter  of  minor  Importance  In  the  whole  effect  produced  upon 
the  mind  of  the  observer  and  to  prevent  such  result  of  Infringement  as  just 
mentioned.  In  fftct,  it  seems  to  me  that  a  due  regard  to  the  spirit  of  the  stat- 
ate  requires  the  reduction  of  the  name  element  in  the  mark  to  be  carried  so  far 
that  the  name  becomes  a  negligible  or  non-essential  factor  in  the  whole  effect 
produced,  so  that  if  the  rest  of  the  mark  should  be  changed  it  would  not  present 
a  substantially  different  appearance. 

Applying  the  principles  set  forth  in  these  cases  to  the  mark  now 
up  for  consideration  I  am  convinced  that  tlie  refusal  of  the  Exami- 
ner to  register  the  mark  was  proper.  The  striking  characteristic  of 
the  words  as  printed  is  merely  that  produced  by  the  same  words 
printed  in  ordinary  type.  A  dant  to  the  top  of  the  letters  and  the 
slight  snow  effect  are  not  believed  sufficient  to  render  the  display 
distinctive  within  the  meaning  of  the  statute. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afflrmed. 


Haudenschild  v.  Hutck. 

Decided  January  5, 1910, 

154  O.  G.,  61fi. 

iKTmnBBNCE — Motion  to  Amend— Transmission. 

A  motion  to  amend  the  issue  under  Rule  109  brought  long  after  the  time 
set  for  bringing  such  motions  and  after  the  case  is  ready  for  final  hearing 
Held  properly  refused  transmission  where  the  only  excuse  for  the  delay  in 
bringing  such  motion  was  that  the  moving  party  did  not  order  a  complete 
copy  of  his  opponent's  application  until  shortly  prior  to  the  bringing  of  the 
motion  and  it  appeared  that  the  delay  in  obtaining  such  copy  was  inq>ired 
by  a  policy  of  economy  rather  than  impelled  by  poverty. 

Appeal  on  Motion. 

CONTBOL   mechanism. 

Messrs.  Whittemore^  Hulbert  <&  Whittemare  and  Messrs.  Bacon 
dk  MUans  for  Haudenschild. 
Mr.  Almon  Hall  and  Messrs.  Church  dk  Church  for  Huyck. 

BiLLiNos,  First  Assistant  Commissioner: 

Huyck  has  appealed  from  decisions  of  the  Examiner  of  Interfer- 
ences refusing  transmission  of  his  motion  to  amend  under  Rule  109 
and  denying  his  motion  for  an  order  to  permit  him  to  recall  for  cross- 
examination  Haudenschild's  witnesses  in  rebuttal. 

On  November  15,  1909,  nine  months  after  the  expiration  of  the 
time  provided  by  the  rule,  Huyck  filed  a  motion  to  add  twelve  counts 
to  the  issue  under  Rule  109.  * 

The  record  of  the  interference  proceeding  shows  that  pruited 
records  of  both  parties  have  been  filed  and  the  case  is  ready  for  final 
hearing.    It  also  shows  that  the  printed  record  of  Haudenschild  had 
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been  filed  prior  to  November  5,  1909,  on  which  date  prior  motions 
to  the  same  effect  were  filed  by  Huyck. 

To  permit  additional  counts  to  be  added  to  the  issue  would  result 
in  reopening  the  case  for  the  filing  of  preliminary  statements  and  the 
taking  of  additional  testimony  relating  to  the  new  counts.  Appel- 
lant's opponent  should  be  forced  to  assume  such  an  additional  burden 
only  on  a  most  satisfactory  showing  by  the  moving  party. 

Huyck  contends  that  error  was  committed  by  the  Patent  OflBce  in 
not  suggesting  the  claims  of  the  motion  under  Rule  96.  It  appears 
that  Huyck  did  not  order  a  complete  copy  .of  his  opponent's  applica- 
tion until  shortly  prior  to  the  filing  of  his  motion.  As  pointed  out  by 
the  Examiner  of  Interferences  in  his  decision  at  the  time  claims  were 
suggested  by  the  Primary  Examiner  for  interference  purposes  every 
claim  in  Huyck's  application  involved  a  motor  in  combination  with  a 
rheostat,  a  brake,  and  cooperating  means  between  these  various  mem- 
bers. Claims  of  this  character  constitute  the  counts  of  the  issue.  The 
claims  of  the  motion  are  for  different  subject-matter  and  all  except 
the  last  two  are  for  a  rheostat,  per  se.  Rule  96  provides  for  the  sug- 
gestion of  claims  where — 

the  claims  of  two  or  more  applications  differ  In  phraseology  bat  cover  sub- 
stantially the  same  patentable  subject-matter. 

It  does  not  appear,  therefore,  that  the  Examiner  was  in  error  in 
not  suggesting  to  appellant  the  claims  of  the  motion. 

Appellant  also  pleads  poverty  as  an  excuse  for  failure  to  order 
sooner  a  copy  of  his  opponent's  application.  It  appears  from  the 
showing  made,  however,  that  appellant's  manner  of  prosecuting  the 
interference  was  inspired  by  a  policy  of  economy  rather  than  com- 
pelled by  poverty. 

In  support  of  the  motion  for  an  order  permitting  him  to  recall  for 
cross-examination  the  witnesses  examined  in  rebuttal  on  behalf  of 
Haudenschild  appellant  makes  the  same  plea  of  poverty.  This  ex- 
cuse, for  the  reasons  stated  above,  is  deemed  insufficient,  as  is  also  the 
allegation  of  threats  made  by  Haudenschild's  assignee. 

ffo  error  &  found  in  the  dcrmons  of  the  Examiner  of  Interferences, 
ond  they  are  acconlingly  affirmed. 


LOTTEKIIAND   V.   CoRNWALU 

Decided  AprU  19,  1910. 

154  O.  G.,  515. 

InrnmsHCB — Motion  to  Amend— Practice. 

Where  a  motion  to  amend  the  issue  of  an  interference  Is  transmitted  to 
the  Primary  Examiner,  he  should  consider  all  the  grounds  raised  in  opposi- 
tion to  the  moUon.  "^  ""  ^^  ^  v. v.^  lv^ 
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Appeal  on  Motion. 

ADDIHG-MAGHIiri. 

Ur.  WiUiam  R.  Bcird  and  Mr.  Shipley  BraahearB  for  Liotterhand. 
(Mr.  Stephen  J.  Cow.  of  counsel.) 
Mr.  F.  R.  ComwdU  for  Cornwall. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Lotterhand  from  the  decision  of  the  Examiner 
of  Interferences  denying  his  motion  to  transmit  a  motion  to  dissolve 
the  interference  as  to  counts  6,  6,  7,  and  8,  based  upon  all  the  grounds 
provided  for  by  Rule  122. 

The  record  shows  that  the  interference  as  originally  declared  con- 
tained four  counts.  Lotterhand  presented  a  motion  to  dissolve  the 
interference  as  to  these  counts,  accompanied  by  a  motion  to  transmit 
the  same  to  the  Primary  Examiner.  The  Examiner  of  Interferences, 
however,  refused  to  transmit  Lotterhand's  original  motion  to  dissolve 
upon  the  ground  that  the  motion  for  dissolution  was  informal  and  no 
appeal  was  taken  from  his  decision. 

Cornwall  presented  under  the  provisions  of  Rule  109  claims  which 
correspond  to  present  counts  5,  6,  7,  and  8  of  the  interference.  Con- 
sideration was  had  before  the  Primary  Examiner  upon  the  admissi- 
bility of  these  claims,  the  Examiner  holding  that  Cornwall  had  a 
right  to  make  the  claims. 

It  was  argued  by  Lotterhand  before  the  Primary  Examiner  not 
only  that  Cornwall  had  no  right  to  make  the  claims  for  the  reason 
that  the  claims  were  not  readable  on  Cornwall's  structure,  but  also  as 
to  count  8  that  unless  this  claim  is  limited  and  read  in  connection 
with  Lotterhand's  construction  it  is  not  patentable  over  the  state  of 
art  as  shown  by  certain  cited  patents,  and,  further,  upon  the  ground 
that  ComwalPs  structure  discloses  "  a  crude,  impractical,  inoperative 
machine." 

It  appears  from  the  decision  of  the  Examiner  that  the  only  ques- 
tion he  considered  before  him  for  determination  under  Rule  109  was 
the  right  of  Cornwall  to  make  the  claims,  since  he  states  in  his  decision 
in  respect  to  one  of  the  counts  that — 

the  4th  proposed  count  is  Lotterhand's  claim  84.  Iiotterhaod  does  not  seriously 
contend  that  Cornwall  has  no  right  to  malce  this  count,  but  states  that  the  count 
l8  met  in  certain  pat^its  if  construed  sufficiently  broad  to  cover  the  Cornwall 
device.  But  whether  or  not  these  patents  meet  this  count  is  not  now  before  me 
for  determination.  The  claim  as  it  stands  can  clearly  be  made  by  Cornwall  and 
that  is  the  only  point  now  decided. 

The  Primary  Examiner  was  clearly  in  error  in  not  passing  upon 
the  other  p^rounds  urged  in  opposition  to  Cornwairs  motion  to 
amend.    Rule  109,  which  provides  for  amendment  to  applications  in 
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interference  for  the  purpose  of  instituting  additional  counts,  states 
in  part  that — 

new  prdlmlnary  statements  will  be  received  as  to  the  added  claims,  but  motions 
for  dissolution  will  not  be  transmitted  In  regard  thereto  where  the  questions 
raised  could  have  been  disposed  of  in  connection  with  the  admission  of  the 
claims. 

The  clear  intent  of  this  rule  was  to  avoid  repetition  of  motions  for 
dissolution. 
As  stated  in  Wheeler  v.  Palmroa^  (C.  D.,  1908,  69 ;  183  O.  G.,  230 :) 

The  motion  to  amend  under  Rule  109  contains  a  proviso  that  such  claims 
shall  be  added  "without  prejudice  to  Wheeler's  right  to  contest  such  claims 
under  the  provisions  of  Rule  123  (122).'*  This  condition,  as  stated  by  the 
Bxamlner  of  Interferoices,  Is  In  contravention  of  Rule  109,  which  provides 
that  motions  for  dissolution  will  Hot  be  transmitted  In  regard  to  claims  pre- 
sented under  this  rule  where  the  questions  could  have  been  disposed  of  In  con- 
nection with  the  admission  of  the  clalma  Uijider  the  provisions  of  this  rule 
It  is  contemplated  that  the  question  of  each  party's  right  to  make  the  claims 
should  be  determined  In  connection  with  the  motion  to  add  such  claims. 

Prior  to  July  17, 1907,  the  date  when  Rule  109  was  amended  to  its 
present  form,  motions  to  dissolve  as  to  counts  added  under  that  rule 
were  transmitted  and  considered.  It  is  the  intent  of  the  amended 
rule  to  obviate  such  multiplicity  of  motions  for  dissolution  by  com- 
pelling all  of  the  grounds  of  objection  to  the  proposed  new  counts 
which  might  be  presented  by  a  motion  for  dissolution  to  be  urged  at 
the  hearing  of  the  motion  to  amend  after  proper  notice  by  the  oppos- 
ing party  upon  the  moving  party. 

Motions  for  dissolution  as  to  counts  added  under  Rule  109  are 
clearly  prohibited  by  the  rule 'itself,  and  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  LotterhancPs  motion  to  dissolve 
vjos  clearly  right  and  his  decision  is  affirmed. 

In  view  J  however^  of  the  failure  of  the  Examiner  to  consider  ohjeC' 
turns  raised  against  the  admission  of  the  claims  corresponding  to 
counts  5,  6j  7,  and  8  the  case  is  remanded  to  him  for  the  purpose  of 
further  consideration  and  for  a  supplemental  decision  upon  the 
remaining  grounds  of  opposition  to  these  proposed  claims. 


£x  PARTE  The  Commercul  Vehicub. 

Decided  AprU  SO,  1910. 

154  O.  a,  835. 

L  Thade-Mabks — ^AcTioir  of  Bxauineb  Refusing  to  Registeb  a  Mabk  Not 

Reviewable  on  Petition. 

The  action  of  the  Examiner  of  Trade-Marks  refusing  registration  on  the 

gronnd  that  the  mark  had  not  been  used  in  commerce  at  the  time  the  appli- 

catk  n  for  registration  was  filed  is  reviewable  on  appeal  and  not  on  petition. 
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8.  Sams— AFFUOATioir — Ghangino  Dats  or  Filing. 

Where  an  application  for  registration  of  a  trade-mark  was  filed  alleging 
that  the  mark  had  been  in  use  since  a  certain  date  and  it  appeared  from 
specimens  subsequently  filed  that  the  mark  had  not  been  used  at  that  time, 
Held  that  the  date  of  filing  cannot  be  changed  to  the  date  on  which  the 
specimens  were  filed. 

On  Petition. 

TSADB-ICASK  FOB  PERIODICALS. 

Messrs.  Knight  Bros,  for  the  applicant. 
Moose,  Com/missioner: 

This  is  a  petition  from  the  refusal  of  the  Examiner  of  Trade-Marks 
to  register  the  mark  claimed  as  a  trade-mark  for  a  monthly  magazine. 

This  application  was  filed  November  1<5. 1909,  and  in  the  statement 
it  is  said  that — 

the  trade-mftrk  has  been  continuously  used  in  the  business  of  said  corporation 
since  about  the  first  day  of  October,  1909. 

The  Examiner  required  specimens  to  be  filed,  and  from  these  speci- 
mens and  the  statement  in  the  letter  of  the  applicant  of  March  12. 
1910,  it  appears  that  the  mark  was  not  actually  used  until  the  1st  of 
January,  1910^.  The  Examiner  thereupon  refused  registration  on 
the  ground  that — 

as  the  mark  was  not  used  prior  to  the  filing  of  the  application  it  is  not  regis- 
trable upon  this  application. 

So  far  as  the  petition  requests  a  review  of  this  action  of  the  Exam- 
iner the  same  must  be  dismissed,  because  the  proper  action  to  be  taken 
from  an  adverse  decision  of  the  Examiner  upon  applicant's  right  to 
register  is  an  appeal  under  section  8  of  the  act  of  February  20,  1905. 

In  his  petition  applicant  requests  that  the  case  be  considered  as 
filed  on  January  10, 1910,  the  date  on  which  the  facsimiles  as  actually 
used  in  commi^rce  were  filed. 

No  sufficient  reason  is  given  for  granting  such  request.  It  is  well 
settled  that  no  trade-mark  right  is  acquired  by  the  mere  adoption  of 
a  trade-mark  without  use  thereof  in  commerce,  and  the  applicant  and 
his  attorneys  are  chargeable  with  knowledge  of  this  rule  of  law.  If 
the  application  was  filed  under  a  misapprehension  as  to  the  law,  it 
was  not  such  a  mistake  as  would  warrant  changing  the  filing  date, 
even  should  a  new  statement  and  declaration  be  filed.  As  the  appli- 
cation now  stands  it  relies  for  its  validity  upon  the  original  verified 
papers,  which  contain  the  erroneous  statement,  under  oath,  that  the 
mark  has  been  in  use  since  about  the  first  day  of  October,  1909. 

The  petition  is  disinissed  in  ho  far  as  it  seeks  a  review  of  the  Eofam,' 
iner'*s  hction  and  denied  in  so  far  as  it  asks  that  the  date  of  filing  of 
the  application  he  changed. 
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OiLKESON  V.   VaUBMTIMB* 
Bedded  Aj^  19,  1910. 
104  O.  O.,  885. 

1,  iHTEBFEEBircE— Motion     to     Dissolve— TRAirsiciBBioir — Appial — SPccincA- 

TioN  or  Ebbob. 
An  appeal  from  a  decision  of  the  Examiner  of  Interferences  refusing  to 
transmit  a  motion  to  dissolve  will  not  be  dismissed  for  failure  to  include  a 
specific  assignment  of  error  wliere  the  question  it  is  desired  to  have  re- 
viewed is  clear. 

2.  Same — Same — Same — Same. 

Where  the  Examiner  of  Interferences  refuses  to  transmit  a  motion  to 
dissolve  and  a  renewed  motion  is  filed,  it  was  proi)er  for  the  Examiner  of 
Interferences  to  set  a  limit  of  appeal  from  his  decision  refushig  to  transmit 
the  second  motion. 
8.  Same — Same — Same — Same, 

The  fact  that  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
refusing  to  transmit  a  motion  to  dissolve 'contains  a  reference  to  a  patent 
alleged  to  anticipate  the  issue  constitutes  no  ground  for  expungiug  the 
appeal  from  the  record. 

Appeal  on  Motion. 

FBOCEBS  OP  PBEPARIira  CEBEAL  POOD  PBODUCTS. 

Mr.  Edward  WUloughhy  Anderson  for  Gilkeson. 
Mr.  W.  N.  Crom/well  for  Valentine. 

BiuLiNOS,  First  Assistant  Commissioner: 

This  case  conies  before  me  on  an  appeal  by  Gilkeson  from  a  re- 
fusal of  the  Examiner  of  Interferences  to  transmit  a  motion  to  dis- 
solve and  upon  a  motion  by  Valentine  to  dismiss  and  expunge  from 
the  record  said  appeal  of  Oilkoson. 

The  motion  to  dissolve  was  refused  transmission  because  it  was 
brought  late  and  was  not  accompanied  by  a  sufficient  showing  of 
reasons  for  the  delay. 

Three  grounds  are  urged  by  Valentine  why  the  appeal  should  be 
dismissed  and  expunged.  First,  he  contends  that  the  appeal  is 
irregular  and  informal  due  to  the  fact  that  it  contains  no  assignment 
of  errors  in  the  decision  appealed  from. 

The  single  point  desired  to  have  reviewed  is  clear  from  a  reference 
to  the  decision  of  the  Examiner  of  Interferences  and  the  appeal  as 
filed.  The  appeal  therefore  meets  the  requirements  of  the  case  under 
the  principle  announced  by  the  court  of  appeals  in  Carroll  v.  HalU 
wood,  (C.  D.,  1908,  444;  185  O.  G.,  896;  31  App.  D.  C,  166,)  and  it 
wiU  not  now  be  dismissed  because  of  failure  to  particularly  specify 
the  single  error  alleged  in  the  decision  below. 

The  second  reason  urged  by  Valentine  for  the  dismissal  is  that  the 
moticm  upon  which  the  decision  below  was  rendered  was  in  effect  a 
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motion  for  rehearing  of  a  previous  motion  and  that  there  is  no  appeal 
from  a  moticm  for  a  rehearing.  This  contention  is  based  upon  the 
ruling  in  the  case  of  GoodfeUow  v.  JoUy^  (C.  D.,  1904, 163;  110  O.  G., 
602.)  In  that  case,  however,  it  was  a  third  motion  to  transmit  a  mo- 
tion to  dissolve  which  was  construed  by  the  Office  to  be  in  effect  a 
motion  for  rehearing.  That  decision  is  not  authority  for  holding 
all  renewal  motions  of  this  kind  as  equivalent  to  motions  for  rehear- 
ing. In  fact  renewal  motions  are  often  filed  and  considered  and 
the  motion  now  appealed  from  was  construed  by  the  Examiner  of 
Interferences  to  be  such  a  motion  and  not  a  motion  for  rehearing  and 
a  limit  of  appeal  was  accordingly  set  by  him.  His  action  in  this 
respect  is  believed  to  have  been  correct. 

As  a  third  reason  for  dismissing  and  expunging  the  appeal  Valen- 
tine points  out  that  it  contains  reference  to  the  non-patentability  of 
the  issue  in  view  of  a  certain  patent,  as  more  fully  set  forth  in  the 
motion  to  dissolve  for  which  transmission  is  asked,  and  that  such 
reference  is  calculated  io  cast  a  cloud  upon  the  patentability  of  the 
claim  in  issue.  This,  however,  does  not  appear  to  be  sufficient  reason 
for  expunging  the  appeal  from  the  record.  It  may  be  said  equally 
that  any  motion  to  dissolve  on  account  of  non-patentability  or  any 
appeal  on  such  motion  is  calculated  to  cast  a  cloud  upon  the  patent- 
ability of  the  issue.  It  is  not  seen  that  the  appeal  complained  of  has 
any  more  serious  effect  than  the  original  motion,  which  necessarily 
contains  a  reference  to  the  patent  aUeged  to  be  an  anticipation  of  the 
issue. 

Valentine's  motion  to  dismiss  and  expunge  the  appeal  must  Uiere- 
fore  be  denied  and  the  appeal  will  be  considered  on  its  merits. 

Gilkeson  has  not  pointed  out,  either  in  his  appeal  or  in  his  brief, 
any  reasons  why  the  holding  of  the  Examiner  of  Interferenoes  was 
incorrect.  Reference  to  the  decision  itself  shows  that  it  was  rendered 
in  conformity  with  the  general  practice  of  the  Office  in  connection 
with  such  motions,  the  reasons  for  the  long  delay  being  clearly  insuffi- 
cient to  justify  transmission  of  the  motion. 

It  must  be  field  therefore  thai  the  decision  of  the  Examiner  of 
Interferences  is  right  and  it  is  accordingly  affirmed. 


Columbia  Drug  Co.  v.The  Lester  H.  Greene  Co.  v.  Jehu  R.  Sioth  ^. 

soott  &  bowne. 

Decided  AprU  22,  1910. 

152,  O.  O.,  836. 

1«  iNTCRFEABivcB— Motion  to  Dissolve— No  Interfesencb  if  Faoi^— Appeal 

Appeal  lies  to  the  Commissioner  from  the  decision  of  the  Bxaminer  of 
Trade-Marks  on  a  motion  to  dissolve  alleging  no  interference  In  fact. 
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2l  Saioi — Sami — Sbobbqation  or  Mabxb. 

Where  on  a  motion  to  dlBsolve  It  is  urged  tiiat  the  mark  sought  to  be 
registered  by  one  of  the  parties  is  not  in  fftct  the  mark  actually  used,  but 
only  a  iMirt  thereof,  Held  that  this  question  can  not  be  decided  on  a  motion 
to  dissolve,  but  must  be  deferred  until  final  hearing. 

On  Apfbau 

TBADB-MABK  FOB  MEDICAL  COMPOUNDS,  VtO, 

Messrs.  Wilkinson  cfe  Fisher  for  Columbia  Drug  Co. 
Messrs.  C.  A.  Snow  dk  Co.  for  The  Lester  H.  Greene  Co. 
Mr.  Jehu  R.  Smithy  pro  se. 
Messrs.  Kenyon  <k  Kenyon  for  Scott  &  Bowne. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  The  Lester  H.  Greene  Co.  from  the  decision 
of  the  Examiner  of  Trade-Marks  refusing  to  dissolve  the  above- 
entitled  interference. 

A  motion  is  also  made  by  Scott  &  Bowne  to  dismiss  the  appeal 
on  the  ground  that  the  rules  do  not  provide  for  an  appeal  on  the 
questions  raised  therein. 

It  is  true  that  no  appeal  lies  from  a  decision  of  the  Examiner  of 
Trade-Marks  in  interlocutory  motions  affirming  the  right  of  regis- 
tration ;  but  it  is  to  be  noted  that  the  tenth  ground  for  dissolution  set 
op  by  The  Lester  H.  Greene  Co.  is — 

that  tbere  is  no  interference  in  fact  between  the  Scott  ft  Bowne  mark  as  they 
heretofore  claimed  it,  namely,  a  mark  consisting  essentially  of  the  Words 
**  Scott's  Emulsion  "  and  a  triangle  above  the  same,  and  the  mark  of  The  Lester 
H.  Greene  Co..  consisting  essentially  of  the  letter  "  O  "  in  a  triangle. 

Where  a  motion  is  made  to  dissolve  ^n  interference  involving 
appUcations  for  the  registration  of  trade-marks  on  the  ground  that 
there  is  no  interference  in  fact  between  the  respective  trade-marks 
claimed  therein,  appeal  lies  to  the  Commissioner  from  the  decision  of 
the  Examiner  of  Trade-Marks  and  will  be  entertained.  {Planten  v. 
Canton  Pharmacy  Co.,  C.  D.,  1907,  275;  130  O.  G.,  1484.) 

It  appears  from  the  records  that  Scott  &  Bowne  obtained  a 
registration  on  March  24,  1891,  which  was  described  as  follows : 

Our  trade-mark  consists  of  the  words  "  Scott's  Emulsion  "  In  connection  with 
a  triangle  arranged  above  these  words,  inclosing  suitable  letters,  as  **  P.  P.  P." 

The  trade-mark  now  sought  to  be  registered  by  Scott  &  Bowne 
consists  of  the  representation  of  a  triangle  inclosing  the  letters 
"P.  P.  P.''  It  is  contended  by  the  appellants  that  the  representa- 
tion of  the  trade-mark  now  sought  to  be  registei^  by  the  appellee 
is  but  part  of  the  trade-mark  which  is  actually  used,  and  in  support 
of  this  contention  they  refer  to  the  specimens  filed  with  this  applica- 
tion showing  the  mark  as  actually  used  and  which  they  contend  are 
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in  all  respects  similar  to  the  mark  which  had  been  previously  regis- 
tered by  Scott  &  Bowne. 

The  difference  between  the  previously-registered  mark  and  the 
one  now  sought  to  be  registered  is  that  the  words  ^  Scott's  Emulsion  ^ 
are  now  omitted.  The  words  ^'  Scott's  Emulsion  "  are  clearly  descrip- 
tive, and  if  they  had  been  presented  in  connection  with  the  triangle 
surrounding  the  letters  ^^  P.  P.  P.*^  it  would  have  been  necessary  to 
require  elimination  of  these  words  before  registration  could  be 
effected  under  the  doctrine  announced  by  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Johnson  v.  Brandau,  (C.  D., 
1909,  298;  139  O.  G.,  732;  32  App.  D.  C,  348,)  which  prohibits  the 
inclusion  of  descriptive  words,  such  as  ^^  Scott's  Emulsion,"  as  a  part 
of  a  technical  trade-;nark. 

Counsel  for  The  Lester  H.  Greene  Co.  also  refer  to  the  previous 
registration  by  Scott  &  Bowne  of  a  trade-mark  consisting  of  the 
representation  of  a  fisherman  carrying  upon  his  back  a  large  fish 
surrounded  by  a  framework  of  arbitrary  design  on  the  top  of  whidi 
appear  the  words  ^  Scott's  Emulsion."  This  registration  was  effected 
May  27, 1890,  and  attention  is  called  to  the  fact  that  the  packages  of 
the  goods  of  Scott  &  Bowne  now  placed  upon  the  market  bear  both 
of  the  registered  trade-marks.  It  is  contended,  therefore,  that  the 
trade-mark  now  sought  to  be  registered  is  merely  a  segregation,  and 
its  use  cannot  be  predicated  upon  the  adoption  and  use  of  the  regis- 
tered trade-marks  under  the  doctrine  the  Court  of  Appeals  of  the 
District  of  Columbia  announced  in  Planten  v.  Canton  Pharmacy 
Company,  (C.  D.,  1909,  408;  143  O.  G.,  1113;  33  App.  D.  C,  268.) 
This  latter  question  is  one  which  must  be  deferred  until  final  hearing. 

The  registration  now  sought  by  Scott  &  Bowne,  which  consists  of 
a  triangle  inclosing  the  letters  "  P.  P.  P.,"  is  justified  under  the  doc- 
trine of  Johnson  v.  Brandau,  sujpra,  and  as  presented  it  interferes 
with  the  trade-mark  sought  to  be  registered  by  The  I.^ester  H.  Greene 
Co.,  which  consists  of  a  triangle  inclosing  the  letter  "  G." 

The  motion  by  Scott  dk  Bowne  to  dismiss  the  appeal  is  denied. 

The  decision  of  the  Examiner  of  Trade-Marks  refusing  to  dissolve 
the  interference  is  affirmed. 


Wood  v,  Pfistbs. 

Decided  May  6,  1910. 

164  O.  O.,  837. 

iHTEBnEUENOE — ^PATBNTABIUTT  OF   THB   ISBXTK — JUBIBDICnOlf   OF  THB   BZAlflHB 
OF  iNTEBFEBUfOlS. 

Where  In  response  to  an  order  to  show  cause  a  party  filed  a  moti<m  tor 
dissolution  on  all  the  grounds  provided  by  the  mles  and  the  motion  was 
dented  by  the  Primary  Examiner,  Held  that  a  motion  to  direct  the  ExMm- 
iner  of  Interferences  to  consider  the  question  of  the  patentability  of  the 
}nae  Is  without  standlnf. 
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On  Petition. 


CHANC^-WES  BOLL   MECHANISM. 


Messrs.  Sauthgate  dk  Southgate  for  Wood. 

Mr,  A.  L.  Squires  and  Messrs,  Kenyon  <&  Kenyon  for  Pfister. 

Tennant,  Assistctnt  Commissioner: 

This  is  a  petition  by  Wood  that  the  supervisory  authority  of  the 
Commissioner  be  exercised  to  direct  the  Examiner  of  Interferences  to 
reconsider  his  decision  upon  the  question  of  priority  and  render  a 
decision  as  to  whether  certain  alleged  disclaimers  or  admissions  in 
Pfister's  specification  have  a  bearing  upon  the  question  of  patenta- 
bility of  the  issues  and,  further,  that  he  be  instructed  to  decide 
whether  counts  3,  4,  5,  6,  7,  and  8  of  the  issue  as  construed  by  him 
are  anticipated  by  certain  cited  patents. 

The  record  shows  that  on  August  27,  1909,  an  order  was  issued 
against  Wood  to  show  cause  why  judgment  of  priority  should  not  be 
rendered  against  him  for  failure  to  show  conception  of  the  invention 
prior  to  th^  date  of  the  applications  of  Pfister  involved  in  the  inter- 
ference. In  response  to  this  order  Wood  presented  a  motion  for  dis- 
solution, alleging  all  the  grounds  set  forth  in  Rule  122.  The  Pri- 
mary Examiner,  after  hearing  duly  had  upon  said  motion,  denied  it 
as  to  all  the  grounds.  The  case  having  been  returned  to  the  Exam- 
iner of  Interferences,  judgment  of  priority  was  rendered  against 
Wood. 

It  is  obvious  that  this  petition  is  without  standing,  first,  for  the 
reason  that  the  Examiner  of  Interferences  has  no  jurisdiction  to  pass 
upon  the  questions  which  it  is  sought  to  place  before  him;  second, 
because  the  questions  raised  are  not  material  to  the  question  of  prior- 
ity of  invention,  and,  finally,  the  petitioner  having  exhausted  the 
remedies  accorded  to  him  by  the  Rules  of  Practice  is  not  entitled  to 
obtain  indirectly  a  review  of  questions  which  are  not  appealable. 

The  petition  is  denied. 


Wentworth  v.  Sutton,  Steele  &  Steels. 

Decided  April  5,  J910. 

164  O.  a,  1107. 

iNTEaFEBElfCB — CJONSIDEBATION    BY    THE    PRIMARY    EXAMINER    AS    TO    OPERATIVS- 
NE8B  OF  THE  DEVICE  OF  One  OF  THE  PARTIES. 

Where  after  hearing  a  motion  to  dissolve  the  Primary  Examiner  ac- 
qtilred  jarisdiction  of  the  interference  for  the  purpose  of  considering  the 
opera tiveness  of  the  device  of  one  of  the  parties  and  gave  notice  that  on'a- 
certain  day  practical  demonstration  of  this  matter  might  be  presented  by 
either  or  both  of  the  parties,  Held  that  a  petition  that  the  Jurisdiction  of 
the  Examiner  be  withdrawn  was  premature^  ugmzeaoy  ^wv.^l 


C  L-*^ 
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On  Pbtitiok. 

CLBCTBOBTATIO  BBPAXATOI. 

Mt.  Odin  Roberts  and  Messrs.  Meyers^  Cushman  dk  Rea  tor  Went- 
worth. 

Mr.  E.  B.  Stocking  for  Sutton,  Steele  ft  Steele. 
MooBE,  Commissioner: 

This  is  a  petition  by  Wentworth  requesting  that  the  jurisdiction  of 
the  Primary  Examiner  in  the  matter  of  a  motion  to  dissolve  be 
withdrawn  or  modified. 

It  appears  from  the  record  that  a  motion  to  dissolve  was  brought 
by  Wentworth  and  was  heard  by  the  Primary  Examiner  about  Feb- 
ruary 18,  1910.  Thereafter,  and  before  rendering  any  decision,  the 
Primary  Examiner  of  his  own  motion  asked  for  and  was  given  juris- 
diction of  the  case  for  the  further  purpose  of  considering  the  oper- 
ativeness  of  the  device  shown  by  Sutton  et  al.  to  perform  the  process 
constituting  the  subject-matter  of  the  issue.  The  Examiner  then 
informed  the  parties  that  on  a  oertain  day  practical  demonstration 
of  the  matter  to  be  considered  might  be  presented  by  either  or  both 
parties.  This  petitioner  then  brought  a  motion  before  the  Primary 
Examiner  to  exclude  any  demonstration  by  apparatus  in  the  nature 
of  a  model  to  prove  that  the  device  shown  by  Sutton  et  al.  was 
capable  of  performing  the  process  in  issue.  It  appears  that  the  Pri- 
mary Examiner  refused  to  consider  this  motion  and  informed  the 
parties  that  at  the  hearing  to  be  had  he  would  consider  the  admissi- 
bility of  matter  presented  by  either  party.  This  petition  was  then 
taken. 

As  appears  from  the  above  facts  this  is,  in  effect,  a  request  that 
the  Primary  Examiner  be  instructed  that  oertain  evidence,  which  it 
is  supposed  will  be  presented,  is  inadmissible. 

Wentworth  points  out  that  his  motion  to  dissolve  is  based  upon 
the  ground  that  the  application  of  Sutton  et  al.  does  not  disclose  the 
process  in  issue  and  that  it  is  immaterial  whether  the  apparatus 
shown  in  that  application  can  by  oertain  manipulation  be  made  to 
perform  that  process.  He  insists,  with  some  force,  that  the  right  of 
Sutton  et  al.  to  make  the  claim  must  be  decided  solely  upon  the  rec- 
ord of  their  case.  These  are  questions,  however,  which  relate  to  the 
merits  of  the  motion  now  pending  before  the  Examiner.  The  pres- 
ent petition  is,  in  effect,  an  attempt  to  review  his  ruling  before  he  has 
rendered  a  decision. 

It  is  not  apparent  why  the  Examiner  desires  a  demonstration  by 
means  of  a  model;  but  his  right  to  call  for  or  admit  any  evidence 
which  he  considers  pertinent  to  the  question  pending  before  him 
cannot  be  disputed  at  this  time.  It  is  possible  that  his  request  for 
such  a  demonstration  was  prompted  by  the  allegaticm  contained  in 
Wentwortb's  motion  to  dissolve  to  the  effect  that  an  apparatus  oon- 
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stracted  as  described  in  the  Sutton  et  al.  application  cannot  develop 
or  produce  certain  actions  essential  to  the  process  in  issue. 

However  that  may  be  petitioner  cannot  be  injured  by  the  con- 
sideration of  any  evidence  which  the  Examiner  thinks  pertinent 
unless  a  decision  adverse  to  him  is  based  upon  such  testimony,  and  in 
that  event  he  will  have  an  opportunity  to  review  the  action  of  the 
Examiner  in  this  matter  at  final  hearing.  A  decision  admitting  evi- 
dence is  interlocutory  and  not  appealable  independently  of  a  decision 
on  the  merits,  and  this  petition  is  premature  in  any  event,  since  it 
seeks  to  exclude  evidence  which  has  not  yet  been  submitted  to  the 
Examiner. 

The  petition  is  dismissed. 


HOLLIPIELD  V.   CUMMINGS. 

Decided  March  1^5,  1910. 

164  O.  G.,  1107. 

1.  IirTEBFEBSNCE — MOTIOlf    TO    AMEND — ^TBANBlflSSION — OPPOSITION    RAIBSD    VOB 
FiBST  TiMB  ON  APPEAL. 

The  fact  that  transmission  of  a  motion  to  amend  under  Rule  109  was  not 
opposed  before  the  Examiner  of  Interferences  is  a  sufficient  reason  for  the 
dismissal  of  an  appeal  from  his  decision  transmitting  such  motion. 
f.  Same — Same — Claims  Not  Patentablt  Dipfebbnt  fbom  the  Issxtb. 

Where  the  Primary  Bxaminer  finds  that  claims  proposed  under  Rule  109 
do  not  difTer  in  a  patentable  sense  from  the  claims  already  constituting  the 
issue  of  the  interference,  th^  should  not  be  admitted,  since  to  admit  them 
would  permit  the  filing  of  new  preliminary  statements  without  sufficient 
excuse  therefor. 

Appeal  on  Motion. 

tabobt-practice  apparatus. 

Mr.  Wallace  Greene  for  Hollifield. 

Messrs.  Emery  dk  Booth  for  Cummings. 
Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Hollifield  from  the  decision  of  the  Examiner 
of  Interferences  transmitting  a  motion  filed  by  Cummings  to  amend 
the  issue  of  the  interference  under  Rule  109. 

Times  were  set  for  taking  testimony  on  January  15,  1910.  On 
February  14  Cummings  filed  a  motion  to  dissolve  the  interference 
as  to  count  2  thereof  and  to  amend  the  issue  of  the  interference  by  the 
addition  of  twelve  counts.  On  February  23, 1910,  these  motions  were 
both  transmitted  by  the  Examiner  of  Interferences,  who  stated  in 
his  decision  that  their  transmission  was  not  opposed. 

Transmission  of  motions  to  dissolve  and  motions  to  amend  under 
Bule  109  is  left  largely  to  the  discretion  of  the  Examiner  of  Inter- 
62746*— U 1 
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ferences,  and  his  decisions  transmitting  such  motions  will  not  be  re- 
viewed in  the  absence  of  a  showing  that  such  discretion  has  been 
abused.  The  mere  fact  that  the  transmission  of  the  motion  to  amend 
was  not  opposed  before  the  Examiner  of  Interferences  would  of 
itself  be  sufficient  ground  for  the  dismissal  of  this  appeal.  Opposi- 
tion to  the  transmission  of  a  motion  should  not  be  raised  for  the  first 
time  on  appeal. 

The  question  of  the  admissibility  of  the  claims  presented  in  the 
amendment  is  one  which  must  be  considered  by  the  Primary  Ex- 
aminer. Cummings's  motion  was  brought  strictly  in  accordance  with 
Rule  109.  Whether  the  proposed  counts  are  patentable  over  the 
issue  of  the  interference  and  should  be  added  to  the  issue  is  a  question 
to  be  decided  by  the  Primary  Examiner  in  the  first  instance. 

It  may  be  said  that  if  the  Examiner  finds  that  the  proposed  daims, 
or  any  of  them,  do  not  differ  in  a  patentable  sense  from  the  claims 
already  constituting  the  issue  they  should  not  be  admitted,  for  to 
admit  them  would  merely  have  the  effect  of  permitting  new  pre- 
liminary statements  to  be  filed  without  sufficient  justification  therefor. 

The  appeal  is  dismissed. 


Ex  PASTE  HOLZ. 

Decided  Map  P,  1910. 

164  O.  a.  1411. 

Amendment  TTndeb  Ruu  78. — ^Discbetion  of  Examinee. 

The  question  of  admitting  amendments  presented  under  the  iiroylslons 
of  Rule  78  rests  largely  in  the  discretion  of  the  Examiner,  and  his  recom- 
mendations as  to  su<5h  amendments  will  not  be  overruled  except  und» 
unusual  circumstances. 

On  PBTrrioN. 

BOTTLX-HANDLINO   DEYICB, 

Mr.  Curt  B.  Mueller  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  not  to  persist 
in  recommending  adversely  on  a  proposed  amendment  under  Rule  78. 

Before  bringing  this  petition  applicant  has  twice  presented  the 
amendment,  and  in  each  instance  the  Examiner  has  recommended 
that  it  be  not  admitted,  which  recommendations  were  adopted  by  the 
Assistant  Commissioner.  The  petition  is,  in  effect,  a  request  for  the 
exercise  of  supervisory  authority. 

Rule  78  provides  that  amendments  may  be  made  while  a  case  is 
in  issue — 

on  the  recommendation  of  the  Primary  Examlner»  o^ppripyed  hy  the  Commia- 
slooer.  "^ 
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The  wording  of  the  rule  is  sudi  as  to  give  the  Examiner  a  large 
discretion  in  the  admission  of  amendments  of  this  character.  He 
is  peculiarly  in  a  position  to  judge  of  the  propriety  of  admitting 
them,  and  his  judgment  in  the  matter  will  not  be  overruled  except 
under  unusual  circumstances.  It  is  well  settled  that  an  amendment 
will  not  be  admitted  after  allowance  where  it  requires  a  reexamina- 
tion of  the  case. 

In  the  present  case  the  proposed  amendment  consists  of  a  substi- 
tute specification,  claims,  and  drawing.  As  pointed  out  by  the  Ex- 
aminer the  proposed  drawing  clearly  differs  from  the  original  one  in 
many  particulars.  To  admit  this  amendment  would  practically 
necessitate  a  reexamination  of  the  case  to  determine  whether  it  in- 
cluded new  matter  and  if  the  case  were  otherwise  in  proper  cojidition 
for  allowance. 

I  find  no  circumstances  which  justify  overruling  the  recommenda- 
tion of  the  Examiner  in  this  instance. 

The  petition  is  denied. 


Ex  PARTE  MOTERS. 
Decided  February  24, 1910. 

154  O.  G.,  1411. 
ExAifiHATioN  or  Appucation — Explanation  of  the  Refebences— Final  Rk- 

JECnON. 

Where  in  rejecting  the  clafms  in  an  application  dlflcloBing  a  very  simple 
device  the  Examiner  states  that  the  claims  present  no  invention  over  the 
references  and  in  response  to  the  statement  by  the  appUcant  as  to  certain 
differences  between  the  device  of  the  application  and  those  disclosed  in 
the  references  the  Examiner  makes  his  rejection  final,  Held  that  in  view 
of  the  simple  character  of  the  device  the  Examiner's  statement  that  the 
claims  present  no  invention  over  the  references  gave  applicant  all  the  in- 
formation necessary  to  intelligently  prosecute  his  case  and  that  the  final 
rejection  was  proper. 

Ox  Petition. 

riBB-ESCAPB. 

Messrs.  OWeara  dk  Brock  for  the  applicant. 

BiLUNos,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  withdraw  the 
final  rejection  in  this  case  as  being  premature. 

The  invention  is  a  very  simple  one  and  in  the  first  Office  letter 
the  claims  were  rejected  in  view  of  three  patents,  the  following 
statement  being  made: 

The  claims  are  not  Jwen  to  present  invention  over  Grlswold  in  the  provision 
of  a  hnnd-guard  as  in  Gleason  or  in  forming  the  device  in  detachable  sections 
luch  as  shown  in  Pitney. 
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In  resfponse  to  this  action  the  applicant  pointed  out  that  certain 
features  of  the  device  which  were  claimed  were  not  shown  in  the 
references.  The  Examiner  then  stated  that  claim  2  presented  no  in- 
vention over  the  patent  to  Gleason  in  merely  placing  the  hand- 
guard  on  the  other  side  of  the  sleeve  and  that  claim  8  presented  no 
invention  over  Gleason  in  view  of  Pitney.  Thereupon  applicant 
canceled  claim  1  and  asked  for  reconsideration  as  to  claims  2  and  8, 
pointing  out  again  that  certain  features  of  his  device  were  not 
shown  in  the  references.  The  Examiner  repeated  his  rejection, 
stating  that  the  claims  did  not  present  invention  over  the  references, 
and  in  response  to  another  request  that  the  references  be  applied  in 
detail  he  made  the  rejection  final. 

As  stated  above  the  devices  disclosed  in  this  application  and  in 
the  references  are  exceedingly  simple.  It  is  apparent  from  the  in- 
spection of  the  references  that  applicant's  device  differs  therefrom 
in  certain  respects,  as  pointed  out  by  him.  While  in  his  second  letter 
the  Examiner  might  have  said  that,  admitting  these  differences,  the 
claims  stated  nothing  requiring  invention  over  the  references,  it 
is  not  seen  that  this  was  necessary,  since  in  view  of  the  simple  char- 
acter of  the  device  the  Examiner's  statement  that  the  claims  pre- 
sented no  invention  thereover  is  believed  to  have  given  applicant  all 
the  information  necessary  in  order  that  he  might  intelligently  prose- 
cute his  case.  Applicant  having  pointed  out  wherein  he  considered 
that  the  claims  possessed  patentable  novelty  over  the  references  and 
the  Examiner  having  stated  that  the  claims  did  not  present  inven- 
tion thereover,  thereby  admitting  that  there  were  certain  differences, 
a  dear  issue  was  reached  and  the  final  rejection  was  in  order. 

The  petition  is  denied. 


Ex  PARTB  StBPHENS. 

Decided  AprU  5,  1910. 

154  O.  O.,  141Z 

BzAif iNATioH  or  Afplication — Final  Rejcction. 

Where  in  a  letter  finally  rejecting  the  claims  of  an  application  the 
Examiner  states  that  his  previous  action  was  a  request  for  information  and 
not  a  rejection  and  It  appears  that  the  claims  as  amended  were  not  twice 
rejected  by  the  Examiner  on  the  same  ground*  Held  that  the  final  rejection 
was  premature. 

On  PBTrrioN. 

▲TTACHMEHT  FOB  AXTTOMOBnAS. 

Mr.  Victor  J.  Evans  for  the  applicant. 

Billings,  First  Assistant  Corwmissioner: 

This  is  a  petition  that  the  action  of  the  Examiner  finally  rejecting 
the  claims  of  the  above-entitled  application  be  set  aside  as  premature 
and  that  the  Examiner  be  instructed  to  withdraw  certain  criticisms 
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which  he  has  made  of  the  invention  for  alleged  inoperativeness  and 
inutilitj. 

The  record  shows  that  in  the  first  Office  action  the  Examiner 
rejected  the  claims.  The  applicant  then  amended  the  claims  and 
submitted  an  argmnent.  The  next  action  of  the  Office  contained 
suggestions  that  the  device  might  be  inoperative  under  certain  con- 
ditions and  that  it  was  not  useful  in  a  patentable  sense.  It  was 
further  stated  that  unless  these  criticisms  were  explained  away  four 
of  the  claims  must  stand  rejected  on  references  and,  further,  that 
if  the  criticisms  should  be  shown  to  be  without  force  another  daim 
might  be  allowed.  Applicant  responded  to  this  action  by  a  state- 
ment of  his  understanding  of  the  law  applicable  to  the  case,  in  view 
of  which  he  requested  a  reconsideration.  The  Examiner  then  wrote 
a  letter  which  began  with  the  following  statement:  ^The  Examiner's 
last  action  was  a  request  for  information."  The  letter  also  contains 
a  statement  of  the  Examiner's  views  upon  the  questions  of  inutility 
and  inoperativeness  and  concludes  as  follows: 

Tbe  dalms  are  rejected  on  three  grounds;  first,  on  the  references  Robinson 
and  Steffens  of  record;  second*  for  InoperatlTenesa  and,  third,  for  Inutility. 
This  rejection  is  final. 

In  view  of  the  Examiner's  statement  in  the  last  letter  that  the 
previous  action  was  a  request  for  information  it  is  apparent  from 
the  record  that  the  claims  as  amended  have  not  been  twice  rejected 
by  the  Examiner  on  the  same  ground,  and  therefore  the  final  re- 
jecticm  is  premature.  The  petitioner  urges  that  the  rejection  on  the 
ground  of  inoperativeness  and  inutility  for  the  reasons  advanced  by 
the  Examiner  is  not  valid.  This  is  a  matter,  however,  which  qannot 
be  passed  upon  at  this  time,  for  clearly  to  do  so  would  require  judg- 
ment on  the  merits  prior  to  a  consideration  by  the  Examiners-in- 
Chief  on  appeal.  It  may  be  said,  however,  that  the  reasons  for  the 
rejection  on  the  grounds  of  inoperativeness  and  inutility  are  not 
stated  witH  sufficient  definiteness  to  comply  with  the  rules  in  such 
cases. 

The  petition  is  granted  to  the  extent  indicated^ 


Ex  PABTf.  Kadow. 

Decided  March  SI,  1910. 

164  O.  G.,  1412. 

1  Claims — MuLTinjciTT  or. 

The  practice  of  presenting  a  needless  multiplicity  of  claims  of  substan- 
tially the  same  scope  Is  to  be  condemned.  ^,g,^,,  ,y  ^  wv.;.  l^ 
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2.  SAin— Samk. 

Where  an  Bxamlner  requires  that  the  claims  of  an  application  be  re- 
stricted to  a  reasonable  number,  he  should  point  out  the  claims  which  he 
believes  to  be  of  substantially  the  same  scope. 

On  Petition. 

WATBR-T&AP. 

Messrs.  Bates^  Fonts  dk  Hull  for  the  applicant. 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  that 
the  fifteen  claims  presented  in  this  case  constitute  an  unreasonable 
and  needless  multiplicity  of  claims. 

This  case  is  similar  in  all  material  respects  to  the  case  of  ex  parte 
Chajnnan,  (C.  D.,  1906,  79;  120  O.  G.,  2446,). in  which  it  is  pointed 
out  that  the  action  of  the  Examiner  holding  that  the  claims  are  un- 
necessarily multiplied  is  to  be  regarded  as  a  rejection,  and  therefore 
appealable  to  the  Examiners-in-Chief  and  not  reviewable  upon  peti- 
tion. The  only  manner  in  which  the  present  case  differs  from  ex 
parte  Chapman^  supra^  is  that  in  this  case  the  Examiner  has  not 
grouped  the  claims  which  are  in  his  opinion  of  substantially  the  same 
scope.  The  applicant  and  also  the  appellate  tribunals  should  have 
the  benefit  of  the  Examiner's  opinion  as  to  the  identity  of  the  claims. 

The  practice  of  presenting  a  needless  multiplicity  of  claims  of 
substantially  the  same  scope  has  been  repeatedly  condemned  by  the 
courts,  {Carlton  v.  Bokee,  2  O.  G.,  520;  17  Wall.,  468;  The  Brush 
Electric  Company  v.  The  Electric  Accumulator  Compant/j  C.  D., 
1891,  477;  56  O.  G.,  1334;  Thomson-Houston  Electric  Company  v. 
Elmdra  amd  Horseheads  Railway  Company^  C.  D.,  1896,  122;  74 
O.  G.,  144;  Computing  Scale  Company  v.  Automatic  Scale  Com/pany^ 
C.  D.,  1905,  704;  119  O.  G.,  1586;  26  App.  D.  C,  238;  in  re  Car- 
penter,  C.  D.,  1904,  669;  112  O.  G.,  503;  24  App.  D.  C,  110;  in  re 
Thomson,  C.  D.,  1906,  566;  120  O.  G.,  2756;  26  App.  D.  C,  419,)  as 
well  as  by  successive  Commissioners  of  Patents,  {ex  parte  Woodruffs 
C.  D.,  1880,  90;  17  O.  G.,  453;  ex  parte  Johnson,  C.  D.,  1891,  16;  54 
O.  G.,  505;  ex  parte  Sawn,  C.  D.,  1891,  44;  54  O.  G.,  1561;  ex  parte 
Griffith^  C.  D.,  1898,  233;  85  O.  G.,  936;  ex  parte  Hoegh,  C.  D.,  1902, 
254;  100  O.  G.,  453;  ex  parte  Jacohson,  C.  D.,  1903,  474;  107  O.  G., 
1378;  ex  parte  Chapman,  C.  D.,  1906,  79;  120  O.  G.,  2446.)  The  re- 
quirement that  applicants  should  restrict  their  claims  to  a  reasonable 
number  is  a  salutary  one  and  should  be  insisted  upon,  the  Examiner 
pointing  out  the  claims  which  he  believes  to  be  of  substantially  the 
same  scope. 

The  petition  is  dismissed. 

Digitized  by  VjOOQ IC 
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Ex  PASTE  McCULLOUGH. 

Decided  May  14,  1910. 
166  O.  G.,  a06. 

IllTEBrKBENOB — ^RBQUMT  rOB  INTEBTEIIBNCE — PATENTABILITY  OF  CLAIM — ^APPEAL. 

Where  an  applicant  copies  a  claim  from  a  patent  for  tbe  purpose  of  inter- 
ference and  the  Examiner  holds  that  such  claim  is  not  patentable  in  view 
of  the  prior  art,  Held  that  from  this  action  of  the  Examiner  appeal  lies  to 
the  Bxaminers-in-Chief  and  that  the  question  of  the  patentability  of  the 
clahn  will  not  be  reviewed  on  petition. 

On  Petition. 

eBAIN-OBUSHBB. 

Mewrs.  Barthel  (6  Barthel  for  the  applicant 

MooBE,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  declare  an 
interference  between  this  application  and  a  certain  patent. 

The  Examiner's  reason  for  refusing  to  declare  the  interference  is 
that  the  claim  corresponding  to  the  proposed  issue  of  the  interference 
is  under  rejection  in  view  of  the  prior  art. 

Since  the  declaration  of  the  interference  turns  solely  upon  the  pat- 
entability of  the  proposed  issue,  applicant's  only  recourse  is  to  appeal 
from  the  action  of  the  Examiner  in  rejecting  the  claim.  Such  an 
appeal  lies  to  the  Examiners-in-Chief  in  the  first  instance,  and  the 
question  of  patentability  cannot  be  reviewed  collaterally  upon  a  peti- 
tion of  this  character. 

ApplicatU  has  mistaken  his  remedy^  and  the  petition  is  accordingly 
dismissed* 


HoRTON  V.  Leonard. 

Bedded  May  27,  1910. 

106  O.  G.,  306. 

InmnsKHCE — ^Motion  to  Dissolyb — Right  to  Make  the  Claims — ^ArpiDATiTS. 

Motions  to  dissolve  alleging  that  the  adverse  party  has  no  right  to  make 

the  plaima*  which  allegation  is  supported  by  or  based  upon  affidavits,  should 

not  be  transmitted,  nor  should  affidavits  in  support  of  a  motion  to  dissolve 

be  considered  by  the  Primary  Bxaminer  at  the  hearing  of  the  motion. 

Appeal  on  Motion. 

M0T0R-8TABTER. 

Messrs.  Jones  dk  Addington  and  Mr.  Edwin  B.  H.  Tower  for 
Horton. 
Messrs.  Edwards^  Sager  dk  Wooster  for  Leonard,  ized  by  Googlc 
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Tennant,  Assistant  OomnUsaioner: 

This  is  an  appeal  by  Horton  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  for  dissolution. 

The  record  shows  that  upon  the  approval  of  the  preliminary  state- 
ments an  order  was  issued  against  Horton  to  show  cause  why  judg- 
ment should  not  be  rendered  against  him  for  the  reason  that  the  date 
of  conception  alleged  in  his  preliminary  statement  did  not  overcome 
the  filing  date  of  Leonard,  the  senior  party.  In  response  to  this  prder 
Horton  filed  a  motion  for  dissolution,  alleging,  first: 

1.  That  Leonard  I0  not  entitled  to  make  claims  corresponding  to  any  of  tbe 
counts  for  the  reason  that  each  count  contains  limitations,  which,  when  given 
a  fair  interpretation,  do  not  read  upon  Leonard's  application.    ^    ^    ^ 

2,  That  Leonard  is  not  entitled  to  make  claims  corresponding  to  any  of  the 
counts  for  the  reason  that  if  the  obyious  and  true  meaning  of  said  counts  is 
disregarded  and  said  counts  are  given  an  interpretation  sufficiently  broad  to 
read  on  Leonard's  application,  then  said  counts  are  unpatentable  to  Leonard  in 
view  9f  the  following  patents,  (citing  certain  patents.)     ^    ^    ^ 

8.  That  there  was  irregularity  in  the  declaration  of  this  interference.    ^    •    • 

Under  the  last  ground  it  is  alleged,  first,  that  in  order  to  construe 
the  counts  upon  Leonard's  application  it  is  necessary  to  read  into  his 
specification  certain  new  matter  to  produce  an  operative  device; 
second,  that  Leonard  is  not  entitled  to  the  date  of  an  earlier  applica- 
tion involved  in  this  interference,  for  the  reason  that  the  applica- 
tion involved  in  interference  is  not  a  true  division  of  the  latter; 
third,  that  the  counts  of  the  different  parties  have  different  meanings 
upon  the  structures  of  the  respective  parties. 

The  Examiner  of  Interferences  transmitted  the  motion  as  to  the 
first  and  second  grounds,  but  denied  it  as  to  the  third,  which  alleges 
irregularity  in  the  declaration  of  the  interference,  stating  that — 
the  question  of  new  matter  is  one  of  merits  and  cannot  therefore  be  raised 
under  the  head  of  irregularity,  which  head  covers  matters  of  form  merely. 
Wliether  Leonard's  application  in  interference  is  a  true  division  of  his  earlier 
application,  now  a  patent,  raises  no  questV>n  of  dissolution. 

Subsequently,  within  the  limit  of  appeal,  Horton  presented  a  pro- 
posed amendment  to  his  motion  for  dissolution,  alleging,  Qrst,  that 
the  structure  shown  and  described  in  Leonardos  three  applications 
is  not  intended  to  operate  in  the  same  manner  as  the  structure  cov- 
ered by  the  counts-;  second,  that  the  structure  shown  and  described 
in  Leonard's  three  applications  is  inoperative  so  far  as  counts  of 
this  interference  are  concerned,  in  support  of  which  affidavits  of 
certain  experts  were  submitted;  third,  that  to  construe  Leonard's 
applications  to  include  the  invention  in  issue  would  involve  the  in- 
troduction of  new  matter;  fourth,  that  Leonard  is  estopped  from 
claiming  the  benefit  of  his  original  application  by  reason  of  the  fact 
that  he  did  not  claim  therein  the  inventions  covered  by  the  counts  of 
this  interference  and,  in  fact,  did  not  claim  or  set  forth  the  invention 
in  issue  until  after  learning  of  the  Horton  patent. 
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The  Examiner  of  Interferences  refused  to  transmit  this  motion, 
stating  that — 

mottoiu  for  dissolution  founded  upon  affldayits  are  not  transmissible.    (Barratt 
T.  Bwinolehurtt,  a  D^  1909,  121;  144  O.  O.,  818.) 

It  is  contended  in  behalf  of  Horton  that  the  proposed  amended 
motion  is  merely  supplemental  to  the  original  motion,  which  has 
already  been  transmitted,  and  that  said  amended  motion  should  be 
transmitted  in  order  that  the  Examiner  may  have  all  necessary  facts 
before  him  at  the  hearing  upon  the  moti<m.  It  is  pointed  out  that 
the  authority  upon  which  the  decision  of  the  Examiner  of  Interfer- 
ences is  based  relates  to  affidavits  presented  in  support  of  the  allega- 
tion that  the  issue  is  not  patentable  and  that  such  affidavits  are  not 
for  the  purpose  of  contesting  the  right  of  an  adversary  to  make  the 
claims,  as  in  the  present  case. 

In  support  of  his  contention  that  affidavits  in  support  of  a  motion 
for  dissolution  of  the  character  herein  should  be  transmitted  reliance 
is  placed  upon  the  case  of  Dickinsons.  Thihodeau  v.  HUdreth^  (C.  D., 
1902, 202;  99  O.  G.,  2550,)  in  which  the  Commissioner  said: 

In  tbe  edP  parte  prosecution  of  an  application  affldayits  supporting  or  trayers- 
Ing  a  rejection  on  the  ground  that  a  device  is  inoperative  may  be  received  under 
Uie  provisions  of  Rule  76,  and  there  appears  to  be  no  good  reason  why  such 
affidavits  should  not  be  received  when  the  question  of  operativeness  is  raised 
In  inter  partes  proceedings. 

Attention  is  also  called  to  the  case  of  Greeruuwdlt  v.  Markj  (C.  D., 
1903, 135;  103  O.  G.,  1918,)  in  which  the  case  was  remanded  to  the 
Primary  Examiner  for  consideration  under  Rule  126  on  the  question 
of  the  operativeness  of  Mark's  invention  and  in  which  the  Examiner 
was  authoriEed  to  consider  certain  affidavits,  it  being  held  that — 

When  a  case  is  remanded  for  consideration  under  Rule  126,  the  question  is  not 
whether  the  testimony  taken  proves  one  party's  case  or  the  other's,  but  is 
whether  the  Office  made  a  mistake  in  declaring  the  interference.  It  id  not  the 
Interference  which  is  to  be  decided,  but  the  preliminary  question  whether  there 
iB  in  tsLCt  any  proper  interference  in  existence.  The  testimony  already  taken 
may  throw  light  upon  the  subject  and  may  be  used  for  that  purpose;  but  no 
reason  is  seen  for  confining  the  consideration  to  that  testimony  and  ignorifag 
all  else  which  may  assist  in  reaching  a  proper  conclusion.  It  is  the  question, 
not  the  evidence,  which  is  transmitted  for  consideration  and  determination.  In 
passing  upon  a  question  so  transmitted  the  Examiner  may  avail  himself  of  any 
information  which  he  may  obtain  throwing  light  upon  the  question. 

It  is  urged  in  behalf  of  Horton  that  for  the  reasons  set  forth  in 
the  decisions  above  quoted  the  motion  and  the  affidavits  in  support 
of  the  same  should  be  transmitted  to  the  Primary  Examiner.  It  is 
farther  urged  that  such  affidavits  should  bc'placed  before  the  Primary 
Examiner  even  though  they  be  given  no  more  consideration  than 
would  be  accredited  to  a  sworn  brief.  ugizea oy  %^ wv/^l 
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It  is  to  be  noted  that  the  decisions  relied  upon  by  the  appellant  were 
rendered  prior  to  the  date,  of  the  decision  of  the  Court  of  Appeals 
of  the  District  of  Columbia  in  Podlesak  and  Podleadk  v.  Mcltmemey^ 
(C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  899,)  in  which  it 
was  for  the  first  time  stated  that  the  question  of  the  right  of  one  of 
the  parties  to  an  interference  to  make  the  claims  in  issue  was  ancillary 
to  the  question  of  priority  and  would  be  considered  on  appeal  fr<Mn 
the  final  decision  in  the  interference.  Prior  to  that  date  the  holding 
that  one  of  the  parties  had  no  right  to  make  the  claims  was  con- 
sidered only  as  an  interlocutory  matter,  which  might  result  merely 
in  a  rejection  upon  the  merits  of  such  party's  claim,  and  therefore 
not  as  a  question  of  priority,  as  clearly  appears  from  the  decision  in 
the  case  of  Dickinson  v.  Thibodeau  v.  Hildreth^  supra. 

Under  the  present  practice,  in  which  the  question  of  the  right  of  one 
of  the  parties  to  an  interference  to  make  the  claim^i  in  issue  may  be 
considered  .as  ancillary  to  and  a  part  of  the  question  of  priority,  the 
same  reasons  do  not  apply  for  accepting  ex  parte  affidavits  in  support 
of  the  motion  alleging  that  an  adverse  party  has  no  right  to  make  the 
claims.  This  question  can  be  raised  under  the  provisions  of  Rule  130 
at  the  final  hearing  of  the  interference  if  a  motion  for  dissolution 
based  upon  this  ground  has  been  denied  by  the  Primary  Examiner  or 
upon  good  showing  why  a  motion  for  dissolution  was  not  presented 
within  the  time  allowed  by  Rule  122.  The  party  may,  under  proper 
circumstances,  be  accorded  the  right  to  present  testimony  to  show 
that  his  adversary's  device  is  inoperative.  {Browne  v.  Stroiul^  C.  D., 
1906,  226;  122  O.  G.,  2688;  Lowry  et  al.  v.  Spoon,  C.  D.,  1906,  224; 
122  O.  G.,  2687;  Clement  v.  Browne  v.  Stro^id,  C.  D.,  1906,  461;  125 
O.  G.,  992 ;  Pym  v.  Hadaway,  C.  D.,  1906,  488 ;  125  O.  G.,  1702.) 

In  view  of  these  facts  there  is  obviously  no  sufficient  reason  wnich 
would  warrant  the  presentation  of  either  affidavits  or  fact  or  expert 
affidavits  before  the  Examiner  upon  a  motion  for  dissolution.  If  the 
alleged  inoperative  device  or  disclosure  in  the  application  for  patent 
upon  such  device  is  so  obvious  as  to  preclude  the  right  of  the  party 
to  make  the  claim,  there  is  no  need  for  the  presentation  of  affidavits 
before  the  Examiner,  who  is  skilled  in  that  particular  art.  If,  on  the 
other  hand,  it  is  necessary  to  present  expert  testimony  in  support  of 
such  contention,  it  should  obviously  be  postponed  until  the  final  hear- 
ing of  the  case,  when  the  witness  giving  such  testimony  may  be  sub- 
jected to  cross-examination.  It  is  true  that  in  some  cases  which  have 
been  recorded  motions  for  dissolution  supported  by  affidavits  of  this 
character  have  been  transmitted.  In  one  of  such  cases,  {Browne  t. 
Strottdy  supra,)  however,. the  Commissioner  said: 

Ck)nBideration  of  affldnvlts  upon  motion  to  dissolve  is  not  a  right  which  partiea 
are  entitled  to  demand.  The  rights  of  parties  upon  such  motions  extend  no 
further  than  is  expressly  provided  by  the  rules  of  practice,    ♦^j^./x^^i^ 
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Sw  porte  alBdaYlts  such  as  hare  been  filed  in  this  cam  are  not  the  eqalyalent 
of  testimony,  and  the  Office  Is  not  bound  to  give  effect  to  the  same  in  determin- 
ing questions  of  patentability,  even  though  they  are  received.  It  is  doubtful 
whether  such  affidavits  serve  any  useful  purpose  in  contested  cases,  whereas  it  is 
certain  that  their  consideration  is  a  great  burden  upon  the  Office  and  upon  the 
parties  wh^  they  are  filed  in  such  volume  as  in  the  present  case.  It  will  not  be 
held  here  that  such  affidavits  should  not  be  accepted  and  considered  when  of  a 
proper  character  and  when  filed  under  proper  conditions,  as  neither  this  petition 
nor  the  appeals  to  which  It  refers  call  for  decision  upon  this  point.  It  is  perti- 
nent here,  however,  to  state  that  all  proper  rules  for  the  exclusion  of  such  affi- 
davits will  be  applied  strictly. 

In  the  later  case  of  Pym  v.  Hadceway^  supra^  the  moving  party 
sought  to  take  testimony  to  be  used  before  the  Primary  Examiner  in 
support  of  a  motion  to  dissolve  on  the  ground  that  one  of  the  par- 
ties had  no  right  to  make  the  claims  in  issue.  In  that  case  the  motion 
to  take  testimony  for  that  purpose  was  denied,  it  being  held  that — 

if  Pym  desires  to  talce  testimony  relative  to  the  matter  above  referred  to,  he 
should  proceed  in  accordance  with  Rule  130  and  the  decisions  above  referred 
to.  {Lotcry  and  Cowley  v.  Spoon,  G.  D.,  1006,  224;  122  O.  G.,  2687;  Brotone  v. 
Stroud^  G.  D.,  1906,  226;  122  O.  G.,  2688,)  first  prosecuting  his  motion  to  dissolve 
before  the  Primary  Examiner  and  subsequently,  if  necessary,  bringing  his  motion 
tiefore  the  Examiner  of  Interferences  for  leave  to  take  testimony. 

The  decision  in  the  case  of  Gibson  v.  Kitsee  (C.  D.,  1909, 146;  145 
0.  G.,  1249)  is  to  the  same  effect. 

Furthermore,  a  rejection  cannot  properly  be  based  upon  affidavits, 
for  reasons  fully  set  forth  in  eop  parte  Van  Heffner-Alteneck^  (C.  D., 
1883,  33;  23  O.  G.,  2228;)  ex  parte  Van  Ausdal,  (C.  D.,  1900,  74;  91 
0.  G.,  1617;)  McKemie  v.  GUleapie  et  al.,  (C.  D.,  1900, 188;  93  O.  G. 
2103,)  and  Barratt  v.  Swinglehursty  supra. 

For  the  reasons  above  stated  and  in  view  of  these  rulings  I  am 
convinced  that  motions  to  dissolve  alleging  the  inoperativeness  of  an 
opponent's  device,  which  allegation  is  supported  by  or  based  upon 
affidavits  relating  to  this  question,  should  not  be  transmitted,  nor 
should  affidavits  in  support  of  a  motion  to  dissolve  be  considered  by 
the  Primary  Examiner  at  the  hearing  of  the  motion. 

It  is  manifestly  unjust  that  statements  of  experts  who  have  not  been 
subject  to  cross-examination  by  the  party  against  whose  construction 
they  testify  should  be  placed  before  the  Primary  Examiner  upon  a 
motion  for  dissolution  when  evidence  of  this  character  would  not 
be  accepted  at  the  final  hearing  of  the  case.  The  argument  that  such 
affidavits  are  merely  in  the  nature  of  sworn  briefs  is  believed  to  be 
fallacious.  If  the  verification  of  such  arguments  confers  upon  them 
no  greater  weight  than  a  statement  of  counsel  not  sworn  to,  there  is 
no  reason  for  the  acceptance  of  such  affidavits.  If  the  "sworn 
briefs "  are  entitled  to  greater  weight  than  unverified  statements  of 
counsel,  it  must  be  because  the  statements  contained  therein  are,  in 
fact,  expert  testimony.    I  am  clearly  of  the  opinion  that  the  decision 
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of  the  Examiner  of  Interferences  refusing  to  transmit  the  motion, 
for  the  reasons  stated  by  him,  is  right. 

It  is  urged  that  the  present  motion  consists  merely  of  an  amplifica- 
tion of  the  original  moticm.  In  so  far  as  it  appears  to  be  such  an  am- 
plification no  reason  appears  why  the  original  motion  is  not  sufBdent 
to  warrant  the  presentation  of  the  same  arguments  as  might  be  pre- 
sented should  the  amended  motion  be  transmitted.  It  is,  however, 
obviotis  that  the  amended  motion  goes  much  farther  than  a  mere 
amplification  of  the  original  motion,  including,  as  it  does,  under  the 
allegati<m  that  Leonard  has  not  right  to  make  the  claims,  the  points 
set  forth  in  the  previous  motion  under  the  allegation  of  irregularity 
in  the  declaration  of  the  interference.  No  sufficient  excuse  appears  for 
the  failure  to  properly  present  such  grounds  in  the  original  motion. 
Furthermore,  the  Examiner  of  Interferences  pointed  out  in  his  d^ 
cision  on  the  original  motion  good  and  sufficient  reasons  why  certain 
of  such  grounds  are  immaterial  to  the  determination  of  the  questi<m 
of  priority  of  invention. 

/  find  no  error  in  the  decigion  of  the  Examiner  of  Interferences 
and  it  is  accordingly  affirmed. 


Ex  PARTS  The  Auto  Oband  Piano  Co. 

Decided  May  11,  1010. 

106  O.  O.,  807. 

Tiadb-Mabks— Anticipation — **  Piano-Auto,"  "Autopiano.** 

The  compound  word  "  Piano- Auto  "  Held  not  registrable  as  a  trade-mark 
for  piano-players  and  combination  pianos  and  piano-players  in  view  of  the 
prior  registration  of  the  word  "Antopiano  "  for  the  same  merchandise. 

On  Appeal, 
tbadb-mabk  vob  piano-platkbs  and  oombinatioll  pianos  and  piano-platxm. 

Messrs.  Southgate  dk  Southgate  for  the  applicant. 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  compound  word  ^^  Piano- Auto  **  as  a 
trade-mark  for  piano-players  and  combination  pianos  and  piano- 
players. 

Registration  is  refused  in  view  of  the  following  trade-marks: 
^^Autopiano,"  registered  by  Kohler  and  Campbell  under  the  act  of 
1881,  No.  42,356,  April  12,  1904,  for  self-playing  pianos  and  piano- 
players;  The  same  mark,  "Autopiano,''  registered  under  the  act  of 
1905  by  The  Autopiano  Co.,  successors  to  Kohler  and  Campbell,  No. 
45,409,  August  15,  1905,  and  '^  Pianola,"  registered  by  The  Aeolian 
Company,  No.  45,718,  August  29, 1905,  for  the  same  merchandise. 
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The  particalar  mark  sought  to  be  registered  comprises  obviously 
sabstantially  the  reversal  of  the  syllables  ^^  auto  "  and  ^'  piano  "  of  the 
registered  mark  ^^Autopiano."  The  suggestion  conveyed  by  each  of 
these  marks  is  the  same,  indicating  an  automatically-operated  piano. 
A  mere  reversal  of  syllables  or  words  is  clearly  insufficient  to  avoid 
the  likelihood  of  confusion  in  the  mind  of  the  public. 

It  is  to  be  observed  that  the  mark  sought  to  be  registered  is  not 
aUeged  to  have  been  adopted  until  June,  1907,  which  is  more  than 
three  years  after  the  original  date  of  registration  of  the  word  ^^Auto- 
piano."  Under  such  circumstances  the  following  quotation  from  the 
decision  of  the  court  of  appeals  in  Wayne  County  Preserving  Com- 
pany  v.  Burt  Olney  Canning  Company  (C.  D.,  1909,  318;  140  O.  Q., 
1003;  32  App.  D.  C,  279)  is  particularly  applicable  to  this  case: 

These  marks,  when  appearing  on  the  canned  goods  of  the  respectiye  parties, 
exposed  to  the  public  on  the  shelves  of  the  retailer,  are  so  similar  as  to  be 
Ukelj  to  cause  confusion;  and  where,  as  in  this  case,  there  is  no  evidence  on 
that  subject  except  the  marks  themselves,  It  is  the  duty  of  the  court  to  protect 
the  prior  registrant  and  user  from  the  probability  of  any  such  occurrence.  It  is 
itrangely  coincident  that  appellee,  engaged  in  the  same  business  as  appellant 
and  located  in  the  adjoining  county  to  where  the  appellant  has  used  his  mark 
for  many  years,  should  select  a  mark  so  similar.  The  property-right  in  trade- 
marks is  a  valuable  one,  and  is  entitled  to  protection  from  those  who  would 
profit  by  its  imitation,  and  the  courts  should  resolve  the  doubt,  if  any  exists,  in 
f^vor  of  the  prior  registrant  and  user  in  good  fkith. 

In  view  of  the  above  conclusion  it  is  unnecessary  to  discuss  the 
similarity  between  the  word  ^'  Pianola  "  and  the  mark  sought  to  be 
registered. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PABTE  FaDEM  and  BeRMAN. 

Decided  May  24, 1910. 

166  O.  G.,  668. 

New  IfATTnH-AvrKCTiNG  Requibement  vob  Division — ^Appeal  to  the  Exam- 
nixag-iN-CHiEF. 
Where  a  certain  change  in  the  specification  held  to  constitute  new  mat- 
ter is  Involved  in  a  requirement  for  division,  such  question  will  not  be 
reviewed  on  petition,  but  is  appealable  to  the  Bxaminers-in-Chief. 

ONPrnnoN. 

OOMPOSinON   or   MATTEB  to   be   used  fob   BEMOVING   the   GtOBB   OB   SHINE  FBOM 

CLOTHES. 

Messrs.  8m/xU  dk  Sm^l  for  the  applicants. 
Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  holding 
that  a  certain  change  in  the  specification  made  by  amendment  con- 
stitutes new  matter. 
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The  invention  disclosed  is  a  composition  of  matter  containing 
twelve  ingredients.  The  specification  as  filed  stated  that  four  of  these 
were  not  essential  and  might  be  omitted  if  it  were  desired  to  do  so. 
The  change  which  has  been  held  to  constitute  new  matter  is  the 
addition  to  these  non-essential  elements  of  one  of  the  other  eight. 
The  case  now  contains  two  claims,  one  of  which  includes  and  one  of 
which  omits  the  element  inserted  by  amendment  in  the  non-essential 
list.  The  Examiner  has  required  division  on  the  ground  that  the  two 
claims  cover  essentially  different  compounds.  It  is  clear,  therefore, 
that  the  question  of  new  matter  affects  the  merits  of  the  case.  Under 
these  circumstances  the  question  will  not  be  reviewed  upon  petition, 
but  is  appealable  to  the  Examiners-in-Chief.  {Ex  parte  Welchj  C.  D., 
1900, 193;  93  O.G.,  2105.) 

The  petition  is  dismissed. 


Ex  PARTE  NeWBOLD. 

Decided  May  20, 1910. 

166  O.  G.»  653. 

flZAMINATION  OP  APPLICATION — ABANDONMENT. 

Where  the  Bzaminer  rejected  certain  claims  a  second  time  on  a  sini^e 
reference  and  rejected  other  claims  on  an  additional  reference  cited  for  the 
first  time  and  applicant,  within  a  year,  canceled  one  of  the  two  claims 
against  which  the  new  reference  was  cited,  filed  an  argument  as  to  the 
allowance  of  the  other,  but  made  no  reference  to  the  rejection  of  the  other 
claims,  Held  that  the  application  was  not  abandoned,  since  applicant  having 
once  presented  his  argument  as  to  these  claims  it  was  not  necessary  for 
him  to  repeat  it 

On  Petition. 

BBGULATOB  POB  DTNAM0-MAGHINB8  AND  BLBCTBIC  CIBCUITa. 

Messrs.  OUlson  dk  OiUson  for  the  applicant 
Bnjj[Nas,  First  Assistant  CamnUssumer: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  abandoned  for  lack  of  proper  prosecution. 

The  record  shows  that  on  November  28,  1908,  the  Examiner 
rejected  certain  claims  a  second  time  on  a  single  reference,  but  not 
finally,  for  the  apparent  reason  that  there  were  two  other  claims 
against  which  it  was  necessary  to  cite  a  new  reference. 

In  addition  to  the  rejection  certain  criticisms  were  made  to  several 
claims.  The  applicant  on  November  26,  1909,  (within  one  year,) 
filed  an  amendment  replying  to  the  criticisms  of  the  claims,  canceling 
one  of  the  two  claims  against  which  the  new  reference  was  cited,  and 
filing  an  argument  for  the  allowance  of  the  other,  but  did  not  refer 
to  the  nrst-mentioned  rejection.  ^ 
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Inasmuch  as  the  applicant  did  not  again  treat  of  the  claims  which 
hid  been  a  second  time  rejected  on  the  single  reference,  the  Examiner 
hdd  the  application  to  be  abandoned,  for  the  reason  that^  in  his 
opinion,  the  applicant  had  not  completely  responded  to  the  previous 
Office  letter.  It  appears  from  the  record  that  the  applicant  had  pre- 
viously filed  an  argument  for  the  allowance  of  the  said  claims.  This 
being  the  case,  there  was  nothing  more  for  the  applicant  to  do  other 
than  to  cancel  the  previously-rejected  claims,  except  to  prosecute  those 
claims  against  which  the  new  reference  had  been  cited  and  those 
against  which  the  objections  had  been  made.  The  applicant  did  not 
wish  to  cancel  the  claims  rejected,  and  as  he  could  not  appeal  these 
diims  until  the  Examiner  entered  the  final  rejection  in  the  case  I  am 
of  the  opinion  that  the  applicant's  amendment,  which  was  filed  within 
a  year,  was  as  complete  as  he  could  have  made  it  without  repetition. 

Of  course  if  the  applicant  had  seen  fit  to  present  further  reasons 
why  the  rejected  claims  should  be  allowed  it  was  his  privilege  to  do 
80 ;  but  it  is  presumed  that  he  had  no  further  reasons  to  present  other 
than  those  of  record,  inasmuch  as  he  presented  none.  Having  once 
presented  his  argument,  it  was  not  incumbent  upon  him  to  repeat  it. 

The  application  if  held  not  to  be  abandoned^  and  the  petition  ie 
granted. 


In  re  Wetmore  and  JsirNSfe. 

Deotded  May  28,  1910. 

166  O.  G.,  700. 

AanonMEHi^— No  Baquwn  that  Patkiit  Issue  to  AssxeiriB— Oontml  ev  Pbosb- 
cmnoif. 
The  admlnlstratrlz  of  a  deceased  applicant  Held  to  be  entitled  to  control 
tbe  prosecution  of  the  application  to  the  exclusion  of  the  assignee  where 
the  assignment  does  not  contain  a  request  that  the  patent  issue  to  the 
assignee,  notwithstanding  the  fttct  that  the  petition  accompanying  the  appli- 
cation contains  such  a  request 

On  Pbhtion. 

Mesera.  Wetmore  and  Jenner  pro  ee. 
Moose,  Commissioner: 

This  is  a  petition  presented  by  the  attorneys  of  record,  Messrs. 
Wetmore  and  Jenner,  requesting  that  they  be  allowed  to  continue 
the  prosecution  of  the  case  in  behalf  of  the  assignee. 

It  appears  from  the  record  that  the  petition  accompanying  the  ap- 
plication contained  a  request  that  the  patent  issue  to  one  J.  W.  Can- 
non, and  the  power  of  attorney  to  Wetmore  &  Jenner  was  concurred 
in  by  him.  The  re<^rds  of  the  Assignment  Division  show  a  ^^  con- 
tract^ between  the  applicant,  George  W.  Maurie,  and  J.  W.  Cannon, 
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purporting  to  convey  to  the  latter  the  entire  interest  in  an  invention 
in  thread-cutters  to  be  attached  to  looms.  This  "  contract "  was  exe- 
cuted prior  to  the  filing  of  the  application,  and  therefore  contains 
no  reference  to  the  serial  number  or  filing  date  of  this  case,  and  does 
not  contain  a  request  that  the  patent  issue  to  the  assignee. 

Since  filing  the  application  the  inventor  has  died,  and  Ethel  Li. 
Maurie  has  been  appointed  administratrix  of  the  decedent's  estate  and 
desires  to  intervene  in  the  prosecution  of  this  application. 

It  is  urged  by  the  petitioners  that  the  assignment  of  record,  taken 
in  connection  with  the  petition  forming  part  of  this  application,  is 
sufficient  to  give  the  assignee  legal  title' and  to  warrant  his  prosecu- 
tion of  the  application  to  the  exclusion  of  the  administratrix.  It  is 
well  settled  that  an  assignment  which  does  not  contain  a  request  that 
the  patent  issue  to  the  assignee  conveys  merely  an  equitable  interest, 
and  not  the  legal  title.  On  such  an  assignment  the  patent  issues  to 
the  inventor,  and  not  the  assignee.  Where  it  is  desired  to  have  a 
patent  issue  to  the  assignee,  the  assignment  itself  must  contain  sudi 
a  request.  (Kule  26  of  the  Rules  of  Practice.)  It  is  believed,  there- 
fore, that  applicant's  contention  that  the  request  to  issue  to  the 
assignee  contained  in  the  petition  is  sufficient  is  unsound. 

It  was  held  in  the  case  of  ex  parte  Stanford  (C.  D.,  1909,  7;  138 
O.  G.,  527)  that  the  assignee  of  an  entire  interest  in  an  invention 
may  not  revoke  a  power  of  attorney  given  by  the  applicant  and  ap- 
point one  of  his  own  selection  where  the  assignment  does  not  request 
that  the  patent  shall  issue  to  the  assignee.  It  is  clear,  therefore,  that 
the  adihinistratrix  of  the  deceased  inventor  may  prosecute  the  case 
and  be  represented  by  an  attorney  of  her  own  selection  in  this  case. 
Furthermore,  there  seems  to  be  some  room  for  doubt  as  to  whether 
the  assignment  of  record  refers  to  the  invention  disclosed  in  this  par- 
ticular application. 

The  petition  is  denied. 


In  re  Bolfb. 

Decided  May  9,  1910. 

155  O.  G..  799. 
Public  Use. 

Where  the  testimony  taken  in  an  interference  which  Is  relied  on  to 
establish  the  statutory  bar  of  public  use  or  sale  against  the  iBsiiAnce  of  a 
patent  on  the  application  of  the  successful  party  to  such  interferoice 
does  not  show  that  certain  samples  or  test  devices  made  by  the  other  party 
were  offered  for  sale,  or  that  if  they  were  shown  to  prospective  customers 
more  than  two  years  prior  to  the  filing  of  said  application  preparation 
had  then  been  made  to  manufacture  the  device  or  place  it  on  the  market. 
Held  that  if  prima  facie  case  of  public  use  is  not  made  oat 

uigiiizea  oy  %_j  v^v/pj.  lv^ 

On  Petition. 
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Mr.  A.  M.  Bel  field  and  Messrs.  Bacon  dk  Milans  for  Rolfe. 
Mr.  Frank  B.  Cook  and  Messrs.  Jones^  Addington  dk  Ames  for 
Leeper. 

BnuNGS,  First  Assistant  Commissioner: 

This  is  a  renewal  of  a  petition  by  Rolfe  for  the  institution  of  a 
proceeding  for  the  purpose  of  establishing  the  existence  of  a  statu- 
tory bar  against  the  issuance  of  a  patent  on  Leeper's  application,  No. 
210,308,  filed  May  28,  1904. 

The  former  petition  of  Rolfe  was  dismissed  in  view  of  the  report 
of  the  Primary  Examiner  that  he  was  clearly  of  the  opinion  that  a 
prima  facie  case  of  the  existence  of  a  statutory  bar  had  not  been  made 
out  Rolfe  then  renewed  his  petition  and  pointed  out  that  the 
Examiner  of  Interferences  in  his  decision  in  interference  No.  24,726, 
inyolying  the  applications  of  Rolfe  and  Leeper,  expressed  the  opinion 
that  the  testimony  filed  in  the  interference  proceeding  indicated  that 
the  Rolfe  device  was  offered  for  sale  more  than  two  years  prior  to  the 
date  of  filing  of  the  Leeper  application.  On  account  of  this  conflict 
in  the  opinions  of  the  Primary  Examiner  and  the  Examiner  of  Inter- 
ferences the  petition  was  set  down  for  hearing. 

Jones,  the  president  of  the  American  Electric  Fuse  Company,  the 
assignee  of  the  Rolfe  invention,  testified  that  the  first  actual  sale  of 
the  invention  was  made  in  November  or  December,  1902. 

He  stated  that  (Q.  39)— 
during  the  fall  of  1902,  as  I  recall  it,  negotiations  were  opened  with  the  Oltl- 
MDs'  Telephone  Company,  of  Grand  Rapids,  Mich.,  for  the  installation  of  an 
equipment  of  about  one  thousand  pairs  (I  think  it  was  eight  hundred  pairs 
to  be  exact)  of  self-soldering  protectors,  to  be  used  in  the  exchange  at  Holland, 
Mich.  After  considerable  negotiation  the  Gitiaens*  Telephone  Ck>mpany,  of 
Orand  Rapids,  placed  with  the  American  Electric  Fuse  Company  an  order  for 
tills  protector  equipment  for  Holland,  Mich.,  and  I  think  it  was  in  November 
or  December  of  1902.  This,  as  I  recall  it,  was  the  first  actual  sale  of  self-sol- 
dering protectors  for  actual  exchange  use,  made  by  the  American  Electric  Fuse 
Company,  although  various  small  samples  had  been  made  up  and  shown  to 
various  telephone  men  six  months  previous  or  more.  The  Grand  Rapids  order 
for  Holland  was  begun  to  be  manufactured  in  November  or  December,  1902; 
bat  I  think  was  not  actually  delivered  until  January  or  February,  190S. 

It  is  contended  by  petitioner  that  the  testimony  shows  that  more 
than  two  years  prior  to  May  28, 1904,  the  date  of  the  Leeper  applica- 
tion, sample  devices  were  made  up,  exhibited,  and  orders  solicited. 
This  contention  is  based  on  the  testimony  of  Jones,  (Q.  87,)  Kenny, 
(Qs.  29-^1,)  and  Stein,  (Q.  12,)  referred  to  in  the  decision  of  the 
Examiner  of  Interferences. 

From  a  consideration  of  the  whole  record  of  Rolfe,  however,  and 

particularly  the  testimony  of  Jones,  (Record,  pp.  16,  23,  87,  38,  and 

W,)  it  appears  that  certain  test  sample  devices  were  first  made  by 

hand  and  shown  to  a  number  of  telephone  people  to  see  what  the 

6274»*--U 8 
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trade  thought  of  them,  and  possibly  with  the  idea  of  obtaining  fatnre 
orders.  The  testimony  is  indefinite  and  conflicting  as  to  exactly 
when  this  was  done. 

Bolf e,  the  inventor,  did  not  testify  in  the  above-mentioned  interfer- 
ence, but  in  interference  No.  23,619  {Rolfe  v.  Hodman)  he  testi- 
fied as  follows : 

Q.  do.  During  the  time  you  were  connected  with  the  American  Electric  Fuse 
Company  has  that  company  attempted  to  introduce  your  protectors,  inclnding 
the  self-soldering  protectors,  on  the  market? 

A.  Yes;  they  commenced  to  offer  our  self -soldering  heat-colls  early  in  the 
fiiU  of  1902. 

It  does  not  appear  that  these  samples  or  test  devices  were  offered 
for  sale,  nor  that,  even  if  they  were  made  and  shown  to  prospective 
customers  prior  to  May  28,  1902,  the  company  was  prepared  until 
after  that  date  to  manufacture  the  device  or  place  it  upon  the  market 
Jones  states,  (Record,  p.  60:) 

I  recall  the  names  given,  but  would  say  that  in  addition  there  were  quite  a 
number  of  visitors  at  the  office  of  the  American  Electric  Fuse  Oompany  from 
time  to  time  during  the  spring  of  1002,  and  these  samples  were  shown  to  scMne  of 
them.  These  samples  were  first  shown,  with  the  statement  that  the  dies  were 
not  done,  and  that  protectors  could  not  be  furnished  for  probably  six  montha 

It  thus  appears  that  the  dies  for  making  the  device  were  not  com- 
pleted until  some  months  after  the  alleged  disclosures  and  offer  for 
sale.  The  testimony  does  not  show  that  any  prices  at  which  the 
device  would  be  furnished  were  quoted  or  that  the  company  were  at 
that  time  prepared  to  quote  prices. 

The  circumstances  of  this  case  do  not  bring  it  in  the  class  with 
Plimpton  V.  y^indow  (C.  D.,  1882,  430;  22  O.  G.,  1207;  14  Fed. 
Eep.,  921)  and  CoveH  v.  Covert^  (106  Fed.  Rep.,  183,)  where  the 
actual  existing  device  was  offered  for  sale.  If  there  was  any  solicit- 
ing of  orders  prior  to  May  28, 1902,  it  was  for  future  delivery  of  de- 
vices not  yet  manufactured,  which  would  bring  the  case  in  the  class 
with  CampheU  v.  N.  T.  (C.  D.,  1888, 473 ;  44  O.  G.,  1185 ;  86  Fed.  Rep., 
261)  and  Ruddick  v.  Milliken,  (C.  D.,  1896,  69;  72  O.  G.,  1651,) 
where  it  was  held  that  the  device — 

built  or  made  .to  order  is  not  "on  sale"  till  it  is  completed,  deUvered,  and 
accepted.     {Walker  fm  Patetits,  sec.  96.) 

The  petition  is  denied. 


Ex  PARIS  Carteb,  Jr. 

Decided  May  27,  1910. 
165  O.  G.,  800. 

TEADE-MaBKS — ^'^  Ck>KBTTE8 '*   NOT   DEBCBIFriVS   OF   BBIQTTETS  lOB   FUBi. 

The  word  "Ck>kette8'*  Held  registrable  as  a  trade-mark  for  briqnets, 
for  although  this  term  might  serve  to  indicate  a  briquet  made  of  coke  its 
suggestiveness  is  so  remote  that  it  does  not  fall  within  the  class  of  marks 
whose  registration  is  prohibited  because  of  their  descriptlTe  character. 
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On  Appeal. 

T&ADE-ICABK  FOB  BBIQUXTS. 

Mr.  Alan  M.  Johnson  for  the  applicant 
Tennakt,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  ^^  Cokettes  "  as  a  trade-mark  for 
briquets  for  fuel  and  also  from  his  ruling  that  the  class  of  merchan- 
dise should  be  designated  as  in  ^^  Class  1,  Raw  or  partly-prepared 
materials." 

The  Examiner  held  the  word  ^^  Cokettes  "  to  be  descriptive  of  the 
character  or  quality  of  the  goods,  the  reasons  being  set  forth  in  his 
statement  in  answer  to  this  appeal  as  follows: 

The  word  "  coke,"  of  course,  means  the  solid  product  of  the  carbonlsatloii  of 
coal,  and  one  of  the  common  uses  of  this  article  is  for  fuel.  The  suffix  "  -ette  '* 
is  the  feminine  of  "  -et,"  which  is  diminutive  In  force.  (See  the  Century  Dic- 
tionary and  Cyclopedia,)  The  applicant's  goods,  briquets,  are  defined  as  "  coal- 
dust  molded  for  fuel  into  the  shape  of  bricks  or  balla" 

It  is  believed  that  the  word  "  Ck>kettes,"  as  applied  to  a  fuel,  has  a  signifi- 
cance which  prevents  its  registration  in  view  of  the  ruling  in  the  case  of  in  re 
Central  Consumers  Oompony,  (C.  D.,  1909,  829;  140  O.  G.,  1211.)     «    «    « 

The  applicanfs  mark  is  regarded  as  having  an  inherent  signification  as 
applied  to  a  fuel  Whether  the  fuel  upon  which  the  applicant  uses  the  mark 
is  or  Is  not  made  of  coke  is  regarded  as  immaterial.  If  it  is  made  of  coke,  it 
is  descriptive;  and  if  not,  it  is  believed  to  be  deceptive.  The  ordnary  purchaser 
would,  it  is  submitted,  regard  the  applicant's  briquets  as  some  product  of  the 
well-known  fuel,  coke. 

I  cannot  agree  with  the  Examiner  of  Trade-Marks  that  the  word 
^  Cokettes  "  is  merely  descriptive  in  the  sense  contemplated  by  the 
statute.  It  is  not  a  word  in  ordinary  use  in  the  English  language, 
and  although  this  term  might  serve  to  indicate  a  briquet  made  of 
coke  its  suggestiveness  is  so  remote  that  in  my  opinion  it  does  not 
fall  within  the  class  of  marks  prohibited  registration  because  of  their 
descriptive  character.  The  decision  of  the  Examiner  as  to  this 
ground  of  his  decision  is  therefore  reversed. 

In  respect  to  the  question  of  classification  it  is  well  settled  that 
the  decision  of  the  Examiner  of  Trade-Marks  upon  questions  of 
classification  will  be  overruled  only  in  case  of  obvious  error. 

As  stated  in  ex  parte  Nestle  and  Anglo-Swiss  Condensed  Milk 
Company,  (C.  D.,  1907,  227:  129  O.  G.,  3160:) 

The  scope  of  the  classes  of  merchandise  established  under  section  2  of  the 
act  of  Slay  4,  1908,  is  peculiarly  within  the  knowledge  of  the  Examiner  iof 
Trade-Marks,  and  his  conclusions  upon  questions  of  classification  will  not  be 
disturbed  except  In  cases  of  obvious  error. 

The  ruling  in  the  case  of  ex  parte  The  American  Wringer  Co. 
(C.  D.,  1908, 145 ;  184  O.  G.,  1803)  is  to  the  same  effect.  !,> 

The  decision  of  the  Examiner  of  Trade-Marks  is  afflrmed  as  to  this 
ground. 
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N0BRI8  V.  Johnson. 

Decided  June  7,  1910. 

155  O.  G.,  801. 

Intebfebence— Motion  to  Dissolve — ^Res  Adjudicata — Merits. 

A  decision  of  the  Primary  Examiner  dissolving  an  interference  on  tlie 
ground  that  the  question  in  issue  is  res  adjudicata  relates  to  the  merits  and 
is  reviewable  in  the  first  instance  by  the  Examiners-in-Chief. 

Appeal  on  Motion. 

HOISTING  AND  CONVEYING  APPABATUS. 

Messrs.  Emery  <&  Booth  for  Norris. 

Messrs.  Benedict^  Morsell  <&  Caldwell  for  Johnson. 
Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Norris  from  a  decision  of  the  Primary  Exam- 
iner rendered  May  14,  1910,  dissolving  the  interference,  on  a  motion 
by  Johnson,  on  the  ground  that  the  question  at  issue  is  res  adjudicata. 

The  decision  of  the  Examiner  shows  that  the  interference  was 
dissolved  in  view  of  an  award  of  priority  to  Johnson  in  interference 
No.  28,351,  involving  the  same  parties  as  the  present  interference,  on 
the  ground  that  the  issue  of  the  present  interference  is  upon  the  same 
identical  subject-matter  of  invention  as  the  former. 

The  question  involved,  therefore,  is  one  of  merits  and  reviewable 
in  the  first  instance  by  the  Board  of  Examiners-in-Chief.  {Eschin- 
ger  v.  Drummond  et  ah,  C.  D.,  1906,  121;  121  O.  G.,  1348;  Corey  v. 
EisewAxn  et  al.^  C.  D.,  1906,  201;  122  O.  G.,  2063;  Booth  et  al.  v. 
Hanan  et  al.,  C.  D.,  1906,  238;  123  O.  G.,  319.) 

The  appeal  is  dismissed. 


The  Geo.  B.  Sprague  Cigar  Co.  and  The  Wing  Cigar  Co.  v.  T.  M. 
KiLDOW  Cigar  Company. 

Decided  January  11,  1910. 

165  O.  G.,  1041. 

1.  Judicial  Notice— Census  Reports. 

The  United  States  Census  Reports  constitute  mntter  of  which  judicial 
notice  may  properly  be  talcen,  and  such  judicial  notice  may  be  talcen  00 
appeal  when  the  lower  tribunals  fail  to  do  so. 

2.  Tbade-Mabks — "  Half  Spanish  "  as  Applied  to  Cigabs  Descriptive  or  De- 

ceptive. 
"  Spanish "  or  "  Zimmer   Spanish "  being  the  name  of  a  welMcnown 
variety  of  tobacco,  Held  that  the  term  "  Half  Spanish  "  as  applied  to  cigars 
would  t>e  either  descriptive  or  deceptive  and  is  therefore  not  registrable  as 
a  trade-mark, 
a  Same— '*  Spanish  "—Geographical.  CZr^r^n]^ 

The  word  "  Spanish "  is  geographical,  and  therefore  the  term  "  Half 
Spanish  *'  Is  not  registrable  as  a  tr^de-mark. 
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Affeal  from  Examiner  of  Interferences; 

.  TIADE-MABK  FOB  BT00IE8  AHD  OIOABS. 

Meagn.  Finckel  dk  Finckel  for  The  Geo.  B.  Sprague  Cigar  Co.  and 
The  Wing  Cigar  Co. 
Mr.  H.  E.  Dufdap  for  the  T.  M.  Kildow  Cigar  Company. 

Billings,  First  Assiitant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences dismissing  the  opposition  and  holding  that  the  applicant  is 
entitled  to  register  the  mark  for  which  it  has  made  application. 

Opposition  was  filed  by  The  Geo.  B.  Sprague  Cigar  Co.,  which  is 
the  owner  of  and  does  part  of  its  business  under  the  name  of  The 
Wing  Cigar  Co.,  against  the  registration  by  T.  M.  Kildow  Cigar 
Company  of  the  words  "  Half  Spanish  "  as  a  trade-mark  for  cigars. 

The  declaration  forming  part  of  the  application  alleged  ten  years' 
exclusive  use  of  the  mark  prior  to  the  passage  of  the  act  of  February 
20, 1905,  and  the  application  was  promptly  passed  for  publication  by 
the  Examiner  of  Trade-Marks. 

Testimony  was  filed  in  the  opposition  proceeding  by  both  parties. 

The  Examiner  of  Interferences  held  that  the  testimony  established 
that  the  applicant  and  its  predecessor  had  not  had  sole  and  exclusive 
use  of  the  mark  during  the  ten  years  next  preceding  the  passage  of 
the  Trade-Mark  Act  of  1905  and  that  the  mark  was  not  therefore 
registrable  under  the  ten-year  proviso  of  that  act.  He  further  held 
that  it  does  not  appear  from  the  record  that  the  mark  was  descriptive 
at  the  time  of  its  adoption  by  applicant's  predecessor  or  that  the 
mark  was  geographical  in  character,  but  that  on  the  contrary  the 
testimony  established  that  the  mark  as  originally  adopted  and  used 
by  applicant's  predecessor  constituted  at  that  time  a  valid  technical 
trade-mark,  that  the  use  of  the  mark  of  applicant  and  its  predecessor 
has  been  continuous,  and  that  for  these  reasons  applicant  is  entitled 
to  register  the  mark. 

The  testimony  clearly  shows  that  the  mark  was  used  by  the  opposer 
and  also  by  Palmer  Bros.,  of  Lima,  Ohio,  during  a  portion  of  the  ten- 
year  period  prior  to  the  passage  of  the  Trade-Mark  Act.  It  follows 
that  there  is  no  error  in  that  portion  of  the  decision  of  the  Examiner 
of  Interferences  in  which  he  held  that  applicant  is  not  entitled  to 
register  the  mark  under  the  ten-year  proviso. 

It  remains  to  consider  the  holding  of  the  Examiner  of  Interferences 
that  applicant  is  entitled  to  register  the  mark  as  a  technical  trade- 
mark. 

Applicant  contends  that  the  mark  is  descriptive  and  geographical 
and  was  such  at  the  time  of  its  appropriation  by  applicant's  predeces- 
sor and  that  consequently  it  does  not  constitute  a  val|4  teph^li^lvt^de- 
mart  *^ 
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It  clearly  appears  from  the  witnesses  of  both  parties  that  a  variety 
of  tobacco  is  grown  in  Ohio  commonly  known  as  ^^  Spanish  "  or  ^  Zim- 
mer  Spanish"  tobacco.  Even  Kildow  admits  (Q.  23)  that  there  is  a 
brand  of  tobacco  sometimes  called  ^^  Spanish  "  and  sometimes  called 
^^Zimmer  Spanish."  In  answer  to  the  questicm  (Q.  25)  whether  any 
of  this  tobacco  was  used  by  him  in  the  cigars  manufactured  under  the 
name  ^^  Half  Spanish  "  he  said : 

Ye8»  I  did  finally  use  "Zimmer  Spanish/*  but  did  not  originally. 

Hunt,  a  witness  for  applicant,  testifies  that  he  knew  of  the  "  Zim- 
mer  Spanish  "  tobacco  at  least  twenty-five  years  ago.  Foerster,  a  wit- 
ness for  the  opposer,  testified  that  cigars  were  put  up  and  sold  in 
packages  branded  ^^Half  Spanish"  thirty-eight  or  forty  years  ago 
by  Noyes  Worstal  and  that  witness  finished  part  of  his  trade  with 
the  said  Worstal  and  made  cigars  that  were  so  packed  and  labeled. 
He  further  testified,  however,  (X-Qs.  28  and  29,)  that  Worstal  is 
deceased  and,  so  far  as  he  knows,  has  no  successor  in  the  business.  It 
does  not  appear  from  the  testimony  how  long  the  use  of  the  mark  by 
Worstal  continued  or  whether  he  was  using  it  at  the  time  Ealdow 
adopted  the  mark. 

In  the  statement  of  the  application  it  is  said  that  the  mark  has 
been  continuously  used  in  the  business  of  applicant's  predecessor, 
T.  M.  Kildow,  since  January  1, 1880.  In  his  testimony  given  in  Jan- 
uary, 1909,  T.  M.  Kildow  states  (Q.  14)  that  he  began  to  manufacture 
cigars  under  the  name  "  Half  Spanish  "  some  twenty-seven  or  twenty- 
eight  years  ago.  Van  Fossen  testifies  that  he  began  to  work  for  Kil- 
dow in  1880,  that  he  moved  to  Iowa  in  1888,  and  that  Kildow  adopted 
the  name  '^  Half  Spanish  "  between  said  dates.  It  thus  appears  that 
Kildow  does  not  allege  a  date  of  adoption  prior  to  January  1,  1880, 
and  that  the  earliest  date  applicant  can  be  said  to  have  established 
is  some  two  or  three  years  later. 

Concerning  the  testimony  the  Examiner  of  Interferences  held : 

The  testimony  on  behalf  of  the  applicant  is  sufficient  to  establish  that  the 
words  "  Half  Spanish  "  as  originally  adopted  and  used  by  its  predecessor  con- 
stituted at  that  time  a  valid,  technical  trade-mark,  neither  descriptive  nor  decep- 
tive of  the  goods  to  which  it  was  applied.  This  conclusion  could  probably  not  be 
reached  did  the  testimony  of  either  party  show  that,  at  the  time  of  such  adoption 
of  the  mark  by  the  applicant's  predecessor,  a  tobacco  known  as  "  Zimmer  Span- 
ish "  or  "  Spanish  "  was  known  to  the  trade.  However,  as  the  testimony  stands, . 
it  appears  that  the  tobacco  now  designated  by  these  names  was  not  known  until 
two  or  three  years  after  the  stated,  technical  use  of  the  mark  began. 

Within  a  month  after  the  decision  of  the  Examiner  of  Interfer- 
ences opposer  filed  motions  for  a  rehearing  and  for  a  reopening  of 
the  case  and  called  attention  to  the  fact  that  the  United  States  Cen- 
sus Reports  of  1880  contained  numerous  references  to  the  Spanish 
variety  of  tobacco.  These  motions  were  denied  by  the  Examiner  of 
Interferences  on  the  ground  that  they  were  not  supported  by  sufficient 
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showing  in  excuse  of  the  failure  to  ^call  attention  to  said  census  re- 
ports prior  to  the  final  hearing. 

Oppoeer  contends  that  this  is  a  matter  of  which  judicial  notice 
should  be  taken. 

The  matter  to  which  attention  is  called  is  the  report  of  special 
agent  J.  B.  Killedrew,  published  in  volume  8,  pages  588  to  880  (bot- 
tom paging)  of  the  1880  United  States  Census  Reports.  The  letter 
of  transmittal  to  the  Superintendent  of  the  Census  accompanying  the 
report  is  dated  October  15, 1881,  but  the  report  states  that  it  is  based 
on  the  tobacco  crop  of  1879.  Among  the  references  to  Spanish  to- 
bacco contained  in  said  report  are  the  following: 

In  the  West  It  Is  called  Spanish  or  sweet-scented,  and  in  Connecticut,  New 
York  and  Pennsylvania  it  It  called  Havana  seed.     (P.  611.) 

Many  years  ago  a  variety  called  the  Spanish  was  extensively  grown.  It  is 
reported  to  have  had  great  slickness  and  elasticity  as  a  wrapper.     (P.  624.) 

With  reference  to  tobacco  grown  in  Illinois  it  is  stated : 

The  Oonnecticut  and  the  Pennsylvania  seed-leaf,  and  a  variety  known  as 
ivreet-scented,  or  Spanish,  are  planted  throughout  the  district.     (P.  628.) 

It  is  understood  that  about  one-third  of  the  tobacco  of  the  district  Is  sweet- 
Bcented  Spanish  or  Cuba  seed,  as  it  is  variously  called,  and  the  remainder  seed- 
leal    (P.  629.) 

To  the  inquiry  made  as  to  the  relative  proportions  of  the  two  varieties 
planted,  no  definite  answer  was  returned,  but  about  one-third  of  the  acreage  is 
of  the  Spanish  varieties.     (P.  630.) 

Concerning  tobacco  raised  in  Ohio  it  states: 

It  is  again  suckered  Just  before  cutting,  which  for  the  seed-leaf  varieties  is 
from  two  to  three  weeks  after  it  is  topped ;  but  the  Little  Dutch  and  the  Span- 
iah  varieties  improve  in  flavor  by  standing  a  week  longer.     (P.  731.) 

The  Spanish  varieties  yield  about  1,000  to  1,G00  ponnda     (P.  733.) 

In  the  report  Spanish  tobacco  is  classified  on  page  640  under  Class 
m.  Additional  references  to  the  "  Spanish  "  variety  of  tobacco  are 
found  on  pages  618  and  628.  This  report  plainly  shows  that  at  the 
time  of  Kildow's  adoption  of  his  mark  "  Spanish  "  was  a  well-known 
variety  of  tobacco. 

That  the  United  States  Census  Reports  constitute  matter  of  which 
judicial  notice  may  properly  be  taken  is  well  settled.  {Encyclopedia 
of  Evidence^  vol.  7,  p.  986,  and  cases  there  cited ;  Cyc,^  vol.  16,  p.  870, 
and  cases  cited ;  see  also  Cain  v.  Park,  C.  D.,  1899, 278 ;  86  O.  G.,  797 ; 
14  App.  D.  C,  42 ;  Ball  v.  Flora,  C.  D.,  1906,  618 ;  121  O.  G.,  2668 ;  26 
App.  D.  C.,  394;  Charles  Dennehy  <b  Co,  v.  Robertson,  Sanderson 
(fe  Co.,  Ltd.,  C.  D.,  1909,  323;  140  O.  G.,  1005;  32  App.  D.  C,  355; 
Baker  v.  Duncombe  Mfg.  Co.,  146  Fed.  Rep.,  744r-746.)  Such  judi- 
cial notice  may  be  taken  on  appeal  where  the  lower  tribunal  fails  to 
do  so.     {Encyclopedia  of  Evidence,  vol.  7,  p.  882,  and  cases  cited.). 
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It  is  farther  noted  that  the  Qensas  Office  in  1880  was  under  the 
Interior  Department,  so  that  this  is  a  case  not  only  of  the  QOvemment 
taking  cognizance  of  its  reports,  but  of  one  department  of  the  Oovem- 
ment  taking  notice  of  its  own  records. 

From  the  foregoing  it  clearly  appears  that  cigars  formed  of  tobacco 
one-half  of  which  is  of  the  Spanish  variety  would  properly  be  de- 
scribed as  ^^  Half-Spanish  "  cigars.  Although  the  evidence  tends  to 
show  that  the  Kildow  cigars  marked  ^^  Half  Spanish  "  were  sold  at  a 
price  too  low  to  warrant  making  them  of  tobacco  containing  a  con- 
siderable portion  of  the  relatively  high-priced  Spanish  tobacco,  it 
shows  that  at  various  times  Kildow  put  more  or  less  Spanish  tobacco 
in  his  ^^  Half -Spanish  '^  cigars  or  stogies.  Whether  as  a  matter  of 
fact  the  cigars  marked  "  Half  Spanish  "  contain  little  or  no  Spanish 
tobacco  is  believed  to  be  immaterial  of  the  question  of  applicant's 
right  to  a  monopoly  of  the  term,  since  if  the  mark  as  used  is  not 
descriptive  it  is  then  deceptive. 

An  additional  reason  why  applicant  is  not  entitled  to  register  the 
mark  is  found  in  the  fact  that  the  word  ^'  Spanish  "  is  geographical, 
and  therefore  comes  within  the  prohibition  of  section  5  of  the  Trade- 
Mark  Act.  While  the  evidence  shows,  as  pointed  out  by  the  Exam- 
iner of  Interferences,  that  applicant's  cigars  are  made  in  Ohio  and 
not  in  Spain,  it  was  well  known  at  the  time  Kildow  adopted  his  mark 
that  Spain  and  the  Spanish  colonies  were  noted  manufacturers  of 
cigars  and  that  these  were  largely  imported  into  the  United  States. 
Clearly  applicant  is  not  entitled  to  the  exclusive  use  in  this  country 
of  the  term,  thereby  preventing  dealers  from  properly  describing  the 
origin  of  the  cigars  thus  imported. 

This  case  is  similar  in  many  respects  to  that  of  CancH  Company  v. 
Clark,  (1  O.  G.,  279;  13  Wal.,  311-324,)  where  the  United  States 
Supreme  Court  said  concerning  the  words  ^'  Lackawanna  Coal "  as  a 
trade-mark : 

He  has  no  right  to  appropriate  a  sign  or  a  symbol,  which,  from  the  nature  of 
the  fact  it  is  used  to  signify,  others  may  employ  with  equal  truth,  and  therefore 
have  an  equal  right  to  employ  for  the  same  purpose. 

For  the  reasons  stated  the  decision  of  the  Examiner  of  Interfer- 
ences is  reversed. 


Langslow  v.  Maloosat. 

Decided  May  28,  1910. 

165  O.  G.,  1043. 

1.  iNTianeuivcr— Motion   to   Dissolvi^No  Appeal  raoM   Aftibmatiti  f^ 

CI8I0N  or  THE  EzAMI1VEB8-I17-ChIEF. 

Appeal  does  not  lie  to  the  Commissioner  from  a  decision  of  the  Bx- 
amlners-in-Chlef  holding,  on  a  motion  to  dissolve,  that  certain  counts  of 
the  issue  are  patentable. 


1ACI8I0K8  Olr  THfi  OOMMtdSIOKfiE  OF  PATENTS.  99 

1  fiUm— Sams— IBUGULABLT  Pbesbnted. 

Where  In  connection  with  an  appeal,  on  a  decision  upon  a  motion  to  dia- 
■olve,  another  motion  to  dissolve  is  presented  which  is  not  accompanied  by 
a  motion  to  restore  the  Jurisdiction  of  the  Examiner  of  Interferaiices  and 
gives  no  reason  why  the  grounds  set  forth  therein  were  not  urged  at  the 
time  the  original  motion  was  presented.  Held  that  such  motion  is  without 
standing. 

Afpbal  from  Examiners-in^Chief. 

CAB-DOOB. 

Mr.  William  H.  Cooley  for  Langslow. 

Mr.  Joseph  L.  Levy  and  Mr,  Alexander  M.  Bunn  for  Malocsay. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
upon  a  motion  for  dissolution. 

The  record  shows  that  after  the  approval  of  the  preliminary  state- 
ment a  motion  was  filed  by  Langslow  for  dissolution  of  the  interfer- 
ence upon  the  ground  that  all  the  claims  corresponding  to  the  counts 
of  the  issue  were  not  patentable,  in  view  of  certain  references.  The 
Examiner,  in  a  decision  rendered  December  10,  1909,  granted  the 
motion  for  dissolution.  Appeal  was  taken  to  the  Examiners-in-Chief, 
who  affirmed  the  decision  of  the  Examiner  as  to  count  1,  but  reversed 
th^  same  as  to  counts  2,  8, 4^  and  5. 

The  preamble  to  the  appeal  to  the  Commissioner  is  as  follows : 

I  hereby  appeal  to  you  in  person  from  the  decision  of  the  Examiners-in- 
Chief  made  April  8,  1010,  affirming  the  action  of  the  Primary  Examiner  In  dis- 
lolving  the  above-entitled  Interference  as  to  count  1  but  reversing  the  decision 
of  the  said  Examiner  as  to  the  remaining  counts  of  the  issue. 

The  specific  grounds  of  error  alleged,  however,  relate  to  counts  2, 
3, 4,  and  5  of  the  issue,  which  the  Examiners-in-Chief  held  to  be  pat- 
entable. 

Rule  124  provides  that — 

no  appeal  will  be  permitted  from  a  decision  rendered  upon  motion  for  dissolu- 
tion affirming  the  patentability  of  a  claim  or  the  applicant's  right  to  make  the 
lame  or  the  Identity  of  meaning  of  counts  in  the  cases  of  different  partie& 

Counsel  for  Langslow  urged  at  the  hearing  that  this  provision  of 
Rule  124  had  application  to  appeals  from  the  decision  of  the  Primary 
Examiner  only  and  endeavored  to  distinguish  the  present  case,  in 
which  appeal  from  a  decision  of  the  Examiner  holding  the  clkims 
unpatentable  had  been  taken  to  the  Examiners-in-Chief  under  the 
provisions  of  .the  rule,  arguing  that  the  terms  of  the  rule  did  not 
prohibit  an  appeal  from  a  favorable  decision  of  the  Examiners-in- 
Chief  reversing  the  decision  of  the  Examiner.  This  contention  is 
clearly  not  well  founded.  In  the  case  of  Sharer  v.  McHenry  (C.  D., 
1900,  65;  91  O.  G.,  1034)  substantially  the  same  question  was  pre- 
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sented,  and  it  was  held  that  the  appeal  had  no  standing.  For  reasons 
set  forth  in  that  decision  the  present  appeal  must  be  dismissed. 

It  is  urged  also  that  iixe  supervisory  authority  of  the  Commis- 
sioner should  be  exercised  to  dissolve  the  interference.  It  is  well 
settled  that  the  supervisory  authority  of  the  Commissioner  will  be 
exercised  only  in  cases  where  manif^  error  has  been  committed  by 
a  lower  tribunal.  In  the  present  case  no  such  error  appears.  The 
question  of  patentability  is  fully  discussed  in  the  decision  of  the 
Examiners-in-Chief,  and  I  find  no  reason  whatever  to  differ  with 
the  conclusions  expressed  therein. 

There  was  also  presented,  in  connection  with  the  appeal,  a  motion 
for  dissolution  based  upon  another  ground.  This  motion  is  irregu- 
larly presented  in  that  it  is  not  accompanied  by  a  motion  to  restore 
the  jurisdiction  to  the  Examiner  of  Interferences  or  by  a  motion  to 
transmit  the  same.  Fufthermore,  no  excuse  is  given  why  the  grounds 
set  forth  in  the  present  motion  were  not  urged  at  the  time  the  origin 
nal  motion  for  dissolution  was  presented. 

Under  these  circumstances  the  motion  is  absolutely  without  stand' 
ing  and  is  dismissed. 


Ex  PARTE  LaNTZKS. 

Decided  May  24,  1910. 

166  O.  O.,  267. 

L  Bequibement  fob  Division — ^Appeal  to  the  ExAifiHEBS-iif-CHiEr. 

A  requirement  by  the  Primary  Examiner  for  division  is  appealable  to  the 
Examlners-ln-Chlef  and  will  not  be  reviewed  on  petition. 

2.  Same—Action  on  the  Mebits. 

Where  a  requirement  for  division  Is  made,  there  Is  no  objection  to  the 
Bzamlner  acting  on  the  merits  of  all  the  claims. 

On  Petition. 

COMPOSITION  BOARD. 

Mr.  Charles  N,  Butler  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner's  letter  of  December  29,  1909, 
be  stricken  from  the  files  of  this  application  and — 
that  applicant  be  ^ven  such  further  relief  as  the  condition  of  the  case  requires. 

In  the  first  action  on  this  case  it  was  held  that  the  claims  were  not 
patentable  over  three  patents  cited.  The  applicant  replied  with  an 
argument  and  the  Examiner  then  required  division  between  claims 
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1  to  S,  indusiye,  and  4  to  6,  inclusiye,  slating  that  claims  1  to  8  were 
drawn  to  a  composition  of  matter  and  that  claims  4  to  6  were  objec- 
tionable in  that  they  were  drawn  both  to  a  structure  and  to  a  composi- 
tion of  matter  and  stating  further  that — 

If  applicant  baa  any  novelty  in  tbia  application  it  mnat  neceMarily  reside  in  tbe 
specific  Gompoaition  of  tlie  plastic  material,  and  tbe  claima  ahould  accordingly 
be  drawn  to  thia  compoaition  of  matter. 

The  Examiner  also  stated  that  no  further  action  would  be  taken 
until  the  applicant  had  complied  with  the  requirement  for  division. 
Applicant  replied  with  an  argument  against  rejection  and  the  re- 
quirement for  division  and  also  made  the  following  statement : 

Ab  tbe  applicant's  action  of  July  24,  1909,  was  responsiye  to  tbe  Bzaminer's 
previoas  action  on  tbe  question  of  invention,  it  is  requested  tbat  sucb  former 
tction  be  conaidered,  so  tbat,  if  in  response  to  tbe  argument  upon  tbe  question  of 
dlTlsion  it  sball  be  necessary  to  appeal,  tbe  wbole  (ase  can  be  taken  up  and  con* 
lidered  upon  tbe  aiq;)eal. 

The  case  was  then  transferred  to  another  division  and  on  December 
29, 1909,  the  requirement  for  division  was  repeated.  The  Examiner 
also  made  the  following  statement: 

Tbe  present  Examiner  belieyes  tbat  claims  1,  2  and  8  present  no  invention 
whatever  over  pat^it  to  Carey  but  be  is  not  tbe  Examiner  wbo  is  autborised  to 
pen  on  tbe  question  of  cbemical  composition  wbicb  is  tbe  only  queation  over 
Carey  so  far  as  concerns  claims  1,  2  and  3,  and  tbe  public  as  well  as  applicant  is 
entiUed  to  bave  tbe  question  of  patenability  on  tbese  points  determined  by  tbe 
fixaminer  wbose  duty  it  is  to  pass  on  sucb  questiona 

He  also  stated  that  claims  4,  5,  and  6  were  not  patentable  and  that 
this  action  would  be  made  final  when  the  question  of  division  had 
been  settled.  Applicant  then  requested  that  this  letter  be  modified  in 
view  of  the  Examiner's  statement  that  claims  1,  2,  and  8,  in  his  opin- 
ion, were  not  patentable,  and  upon  the  Examiner's  refusal  to  do  this 
the  present  petition  was  taken.  The  ground  of  the  present  petition  is 
that  the  statement  of  the  Examiner  that  claims  1,  2,  and  3  are  not 
patentable  was  improper  and  prejudicial  to  applicant's  right  in  view 
of  the  fact  that  the  Examiner  himself  stated  that  he  had  no  jurisdic- 
tion over  these  claims. 

In  his  brief  applicant  also  requests  a  ruling  upon  the  question  of 
the  correctness  of  the  Examiner's  requirement  for  division.  In  the 
decision  in  Steinmetz  v.  Allen  (C.  D.,  1904,  703;  109  O.  G.,  649;  192 
U.  S.,  543)  the  Supreme  Court  of  the  United  States  held  that  the 
question  of  division  was  one  of  merits  and  that  a  ruling  by  the  Exam- 
ber  on  that  question  is  reviewable  by  the  Examiners-in-Chief  on 
appeal,  and  the  Rules  of  Z^actice  especially  provide  for  an  appeal 
on  this  subject.  No  opinion  will  therefore  be  expressed  upon  the 
propriety  of  the  action  of  the  Examiner  in  requiring  division. 
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So  far  as  the  Examiner's  action  in  expressing  his  opinion  as  to  the 
patentability  of  claims  1,  2,  and  3  is  concerned  it  is  not  believed  that 
applicant  is  entitled  to  any  relief.  As  pointed  out  above,  applicant 
himself  expressly  requested  action  upon  the  merits  of  the  case.  As 
stated  in  the  Commissioner's  decision  in  ex  parte  Goldman^  (C.  D., 
1902,  238;  100  O.  G.,  234,)  it  is  not  the  usual  practice  to  act  upon  the 
merits  of  an  application  where  division  is  required;  but  if  the  Ex- 
aminer desires  to  make  a  complete  action  on  the  merits  there  is  no 
objection  to  his  doing  so.  Applicant  having  requested  action  upon 
the  merits  of  the  case  it  was  proper  for  the  Examiner  to  have  stated 
that  in  his  opinion  none  of  the  claims  were  patentable  in  view  of  the 
references  cited. 

Appeal  lies  from  the  requirement  of  the  Examiner  for  division,  and 
should  the  Examiner's  action  be  affirmed  applicant  will,  upon  comply- 
ing with  the  requirement  for  division,  be  entitled  to  action  upon  whidi- 
ever  set  of  claims  he  elects  to  prosecute.  On  the  other  hand,  if  the 
Examiner  should  be  reversed  applicant  is  then  in  possession  of  a  com- 
plete statement  of  the  Examiner's  opinion  as  to  the  patentability  of 
Ihe  claims. 

The  petition  is  denied. 


LaTOUB  v.  WiNTBB  and  ElCHBBSa 

Decided  November  26,  1910. 
156  O.  G..  587. 

1.  iNTiaiFEBBlfCB — FOBEIGN  LaWS — JUDICIAL   NonCK. 

Judicial  notice  wlU  not  be  talcen  of  the  laws  of  foreign  countries. 

2.  Same— Pbiobity — ^Application  Filed  in  Fbance. 

Since  both  France  and  the  United  States  had  adhered  to  the  International 
Oonvention  for  the  Protection  of  Industrial  Property,  Held  priority  was 
properly  awarded  to  L.  wh«i  it  appeared  that  his  French  application  was 
filed  prior  to  any  date  which  could  be  awarded  to  W. 

Appeal  from  Examiners-in-Chief. 

ALTEBNATING-CUBBENT  DYHAlfO. 

Afr,  Albert  G,  Davis  for  Latour. 

Mr.  A.  G.  Davis  and  Mr.  John  C.  Pennie  for  Winter  and  Eichberg. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Examiner  of  Interfer^ices  awardioff 
priority  of  invention  to  Latour.  ^ 
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Both  applications  for  patent  involved  herein  are  assigned  to  the 
General  Electric  Company  and  the  case  has  been  submitted  on  an 
agreed  state  of  facts.  Both  applicants  are  foreigners  and  have  filed 
foreign  applications  corresponding  to  their  respective  applications 
involved  in  this  interference. 

It  is  stipulated  that  Winter  and  Eichberg  made  the  invention  in 
issue  in  Austria  in  November,  1902,  and  reduced  it  to  practice  in 
December,  1902 ;  that  it  was  disclosed  to  E.  J.  Berg,  an  employee  of 
the  General  Electric  Company,  early  in  January,  1902,  and  that  Berg 
on  January  10,  1903,  transmitted  a  written  description  of  the  inven- 
tion to  the  officials  of  the  General  Electric  Company,  which  was  re- 
ceived at  Schenectady,  N.  Y.,  by  E.  W.  Rice,  Jr.,  and  read  by  him  on 
January  24,  1903.  It  is  also  stipulated  that  on  January  14,  1903, 
Wmter  and  Eichberg  filed  an  application  for  patent  upon  the  same 
invention  in  Germany  and  that  subsequently  other  applications  for 
patent  were  filed  in  various  other  countries.  It  appears,  however, 
from  the  stipulation  that  Germany  did  not  adhere  to  the  Interna- 
tional Convention  for  the  Protection  of  Industrial  Property  until 
May  1,  1903,  which  is  subsequent  to  the  filing  of  the  Winter  and 
Eichberg  application.  It  must  therefore  be  held  that  Winter  and 
Eichberg  are  not  entitled  to  the  benefit  of  the  filing  date  of  the  Ger- 
man application.  There  is  no  question  that  they  are,  however,  entitled 
to  the  date  of  January  24, 1903,  when  knowledge  of  the  invention  was 
communicated  to  Rice  in  this  country. 

It  is  stipulated  in  behalf  of  Latour,  inter  alia^  that  an  application 
for  the  same  invention  was  filed  by  him  in  France  on  January  21, 

1903,  and  that  applications  were  also  filed  in  other  foreign  countries 
at  later  dates.  It  is  also  stipulated  that  in  1902  the  Republic  of 
France  adhered  to  the  International  Convention  for  the  Protection 
of  Industrial  Property  and  that  the  provisions  of  that  convention 
were -made  a  part  of  the  laws  of  France  from  and  after  the  14th  of 
September,  1902.  As  before  stated,  the  act  of  March  3,  1903,  in  the 
United  States  gave  effect  in  this  country  to  the  provisions  of  the  in- 
ternational convention.    Latour's  application  was  filed  January  19, 

1904,  which  is  subsequent  to  the  date  upon  which  the  international 
convention  became  effective  in  the  United  States  and  is  within  twelve 
months  of  the  date  of  filing  of  his  French  application. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  held 
that  under  these  circumstances  Latour  was  entitled  to  the  date  of 
filing  of  his  French  application  with  the  same  force  and  effect  as  if 
the  application  had  been  filed  in  the  United  States  upon  the  same 
day,  January  21,  1903.  This  being  prior  to  the  earliest  date  which 
can  be  granted  to  Winter  and  Eichberg,  which  is  January  24,  1908, 
Diioritv  of  invention  was  awarded  to  Latour. 
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It  is  ccmtended  in  behalf  of  Winter  and  Eichberg  that  Latour  is 
not  entitled  to  the  benefit  of  the  filing  date  of  his  French  application 
for  the  reason  that  under  the  circumstances  of  the  present  case  France 
did  not  afford  ^  similar  privileges  to  citizens  of  the  United  States  " 
in  the  sense  contemplated  in  section  4887,  Bevised  Statutes.  As  a 
basis  for  this  contention  it  is  pointed  out  that  the  French  applicaticm 
relied  upon  was  filed  as  a — 

patent  on  improyement  upon  the  French  patent  of  December  13,  1900,  self- 
exciting  alternator,  and  its  additions.    (Latour's  record,  p.  14.) 

It  is  asserted  that  one  of  the  additions  referred  to  in  the  French 
application  is  a  certificate  of  addition  dated  September  12,  1901, 
which  became  effective  April  18, 1902.  It  is  urged  that  inasmuch  as 
the  French  application  relied  upon  was  filed  within  one  year  after 
April  18, 1902,  no  one  except  the  original  patentee  could  legally  ob- 
tain a  patent  in  France  for  any  alteration,  improvement,  or  addition 
to  the  invention  described  in  the  certificate  of  addition  witiiin  that 
year,  and  since  no  ^^ citizen  of  the  United  States"  could  obtain  a 
patent  during  that  time  France  did  not  afford  the  same  privil^;es  to 
citizens  of  the  United  States  in  the  sense  contemplated  by  section 
4887,  Revised  Statutes. 

The  Examiner  of  Interferences  and  the  Examiners-in*Chief  held 
that  inasmuch  as  the  provisions  of  the  French  law  relied  upon  had 
not  been  proven  this  contention  could  not  be  considered. 

It  is  urged  that  the  Patent  Office  as  an  executive  bureau  of  the 
Government  should  take  judicial  notice  of  the  laws  of  foreign  coun- 
tries. No  authority  has,  however,  been  cited  in  support  of  this  con- 
tention, and  I  am  unable  to  perceive  any  ground  upon  which  an  ex- 
ception to  the  general  rule  can  be  based.  This  rule  is  stated  by  the 
Supreme  Court  of  the  United  States  in  Liverpool  Steel  Co.  v.  Phenix 
Ins.  Co.  (129  U.  S.,  897,  446)  as  follows: 

The  rale  that  the  courts  of  one  country  cannot  take  cognisance  of  the  law  of 
another  without  plea  and  proof  has  been  constantly  maintained,  at  law  and  In 
equity,  in  England  and  America.  {Church  y.  Huhhart,  2  Cranch,  187,  236;  BnmU 
T.  Smith  .  How.,  400,  426,  427;  Dainese  y.  Hale,  91  U.  S.,  13,  20,  21;  Pierce 
T.  Indseth,  106  U.  S.,  546;  ew  parte  Cridland,  3  Yes.  &  B.,  94,  99;  Lloyd  t. 
Guihert,  L.  R.  1  Q.  B.,  115, 129;  S.  C.  6  B.  &  S.,  100, 142.) 

In  the  present  case  appellant  is  not  only  asking  that  judicial  notice 
be  taken  of  the  patent  laws  of  France,  but  that  a  construction  be 
given  to  the  terms  of  such  laws.  Manifestly  it  is  incumbent  upon  any 
person  who  desires  to  take  advantage  of  a  particular  construction  of 
a  foreign  law  to  present  proof  that  the  law  has  been  so  interpreted 
in  the  country  in  which  the  law  is  in  force.  In  the  present  case  the 
appellant  has  not  only  failed  to  prove  the  law,  but  if  judicial  notice 
should  be  taken  of  the  law  itself  has  failed  to  show  that  the  law  was 
ever  construed  in  France  in  the  manner  in  which  it  is  urged  it  should 
be  interpreted  in  this  case. 
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The  Examiners-in-Chief  also  held  that — 

if  the  law  is  as  contended,  yet  no  distinction  is  made  l>etween  citizens  of  France 
and  dtizens  of  this  country,  so  that  it  cannot  be  said  that  France  does  not 
afford  **  similar  privileges  to  citizens  of  the  United  States "  contemplated  by 
iecUon  4887  of  the  Revised  Stotntes. 

In  my  opinion  this  conclusion  is  well  founded.  The  provisions  of 
the  laws  of  France  to  which  attention  has  been  directed  are  as  follows : 

Abt.  la  The  patentee  or  parties  entitled  under  the  patent  shall  during  the 
whole  term  of  the  patent  be  entitled  to  make  alterations,  improvements,  or  addi- 
tions to  the  invention  by  complying,  in  the  deposit  of  the  petition,  with  the  for- 
malities prescribed  by  articles  5,  8,  and  7. 

These  alterations,  improvements,  and  additions  shall  be  authenticated  by  cer- 
tificates, delivered  in  the  same  form  as  the  principal  patent,  and  having,  from 
the  req;>ective  dates  of  the  petition  and  the  delivery,  the  same  effect  as  the  said 
principal  patents,  with  which  they  will  expire. 

Ev^y  application  for  a  certificate  of  addition  shall  be  subject  to  the  payment 
of  a  tax  of  twenty  francs. 

Certificates  of  addition  taken  by  one  of  the  persons  entitled  inures  to  the 
benefit  of  all  the  others. 

Abt.  17.  Ehrery  patentee  who,  for  an  alteration,  improvement,  or  addition, 
Wishes  to  take  a  principal  patent  of  five,  ten,  or  fifteen  years,  instead  of  a  cer- 
tificate of  addition  expiring  with  the  original  patent,  must  comply  with  the 
formalities  prescribed  by  articles  6^  6  and  7,  and  pay  the  tax  mentioned  In 
article  4. 

An.  18.  None  but  the  patentee  or  persons  entitled  through  him,  acting  as 
above  mentioned,  can  during  one  year  legally  obtahi  a  patent  for  an  alteration, 
improvement  or  addition  to  the  invention  which  forms  the  subject  of  the  original 
patent 

Nevertheless,  any  person  who  shall  wish  to  obtahi  a  patent  for  an  alteration, 
addition,  or  improvement  in  the  discovery  already  patented,  may  during  the 
iaid  year  make  an  application,  which  shall  be  transmitted  to  and  remain  de- 
posited under  seal  at  the  Ministry  of  Agriculture  and  Ck>mmerce. 

At  the  expiration  of  that  year  the  seal  shall  be  broken,  and  the  patent 
delivered. 

Nevertheless,  the  original  patentee  shall  have  the  preference  for  all  alterations, 
improvements,  and  additions  for  which  he  shall  have  demanded  during  that  year 
a  certificate  of  addition  or  a  patept 

AST.  19.  Whoever  has  taken  a  patent  for  a  discovery,  invention,  or  applica- 
tion connected  with  the  subject  of  another  patent  shall  have  no  right  to  work 
the  invention  already  patented;  and,  *  reciprocally,  the  owner  of  the  original 
patent  cannot  work  the  invention  which  forms  the  subject  of  the  new  patent 

It  would  appear  that  under  the  terms  of  this  act  if  Latour  had 
been  a  citizen  of  the  United  States  and  the  patent  in  France  had  been 
granted  to  him  he  would  have  been  entitled  to  the  same  advantage 
which  was  accorded  him  as  a  citizen  of  France.  It  cannot  therefore 
be  maintained  that  France  does  not  a^ord  similar  privileges  to  citi- 
zens of  the  United  States  as  are  granted  to  its  own  citizens. 

However,  the  above  consideration  is  believed  to  be  inmiaterial  to 
the  disposition  of  this  case,  since  by  virtue  of  the  adherence  of  France 
ind  the  United  States  to  the  international  convention  and  their  in- 
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corporation  of  the  provisions  of  that  convention  into  their  respective 
laws  reciprocal  privileges  of  protection  are  accorded  to  dtizeDS  of 
the  contracting  states  in  respect  to  the  term  of  priority  specified  in 
article  4  of  the  international  convention  as  modified  by  the  additional 
act  signed  at  Brussels  December  14,  1900,  which  is  as  follows: 

Abt.  IV.  Any  person  who  has  duly  applied  for  a  patent,  industrial  design  or 
model  or  trade>mark  in  one  of  the  contracting  states  shall  enjoy  as  regards 
registration  in  the  other  states  and  reserving  the  rights  of  third  parties,  a  right 
of  priority  during  the  periods  hereinafter  stated. 

Consequently,  subsequent  registration  in  any  of  the  other  States  of  the  Union 
before  expiry  of  these  periods  shall  not  be  invalidated  through  any  acta  accom- 
Qfished  in  the  interval,  either,  for  instance,  by  another  registration,  by  publica- 
tion of  the  invention,  or  by  the  working  of  it,  by  the  sale  of  copies  of  the  design 
or  model,  or  by  use  of  the  trade-mark. 

The  above-mentioned  terms  of  priority  shall  be  twelve  months  for  patents 
and  four  months  for  industrial  designs  and  models  and  trade-marks. 

It  therefore  follows  that  since  France  wonld  have  accorded  to 
Latour  the  benefit  of  an  application  for  patent  for  the  same  invention 
filed  in  the  United  States  within  twelve  months  next  preceding  the 
filing  of  his  application  in  France  he  should  be  accorded  the  benefit  of 
the  date  of  filing  of  his  French  application  above  referred  to,  which 
was  filed  less  than  twelve  months  prior  to  the  date  of  filing  of  his 
application  involved  in  this  interference. 

T?ie  decision  of  the  Examinera-in-Chief  is  affirmed. 


Ex  PABTE  BrAKST. 

Decided  Apt-a  29, 1910. 

156  O.  G.,  797. 

Intebferbncb — Suggestion  of  Claims. 

Where  the  claims  of  an  application  are  allowable  and  the  case  ready  te 
be  passed  to  issue  except  for  a  probable  interference  with  certain  claims 
of  a  pending  application  of  another  party,  C,  now  involved  In  an  inter- 
ference with  a  third  party  upon  other  claims  for  an  entirely  independent 
subject-matter.  Held  that  the  Examiner  should  request  jurisdiction  of  the 
application  of  C.  for  the  purpose  of  suggesting  therein  the  claims  of  the 
prospective  interfer^ice  and  for  the  purpose  of  entering  the  amendment  and 
of  declaring  the  interference  if  G.  makes  the  suggested  claims. 

On  Petition, 

WATK-MOTOB, 

Messrs,  Munn  dk  Co.  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  suggest  peti- 
tioner's claims  in  the  application  of  another  party  now  involved  in 
interference  without  waiting  the  termination  of  said  interference. 
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The  record  shows  that  the  Examiner  holds  the  petitioner's  claims 
allowable  and  the  case  ready  to  be  passed  to  issue  except  for  a  prob- 
able interference  with  a  pending  application  of  C.  now  involved  in 
an  interference  with  a  third  party.  The  Examiner  states  that  the 
sabject-matter  of  the  issue  of  the  proposed  interference  will  be  peti- 
tioner's first  two  claims  and  that  it  relates  to  subject-matter  entirely 
independent  of  the  subject-matter  of  the  issue  of  the  existing  inter- 
ference in  which  the  application  of  C.  is  now  involved.  The  Ex- 
aminer has  suspended  action  on  petitioner's  application  until  the 
interference  involving  the  application  of  C.  is  decided,  upon  the 
ground  that  if  petitioner's  claims  were  suggested  in  the  application 
of  C.  and  made  by  him  they  could  not  be  incorporated  therein  except 
by  amendment  and  that  such  an  amendment  is  inadmissible  during  a 
pending  interference  under  the  last  clause  of  Bule  109. 

The  Examiner  has  misconstrued  Rule  109.  The  last  clause  of  this 
rule  is  as  follows: 

Amendments  to  the  specification  will  not  be  received  during  the  pendency  of 
the  interference,  without  the  consent  of  the  Commissioner,  except  as  provided 
herein,  and  in  Rules  106  and  107. 

In  other  words,  the  rule  does  not  state  that  an  amendment  such  as 
would  be  required  in  the  application  of  C.  to  place  it  in  condition  for 
the  proposed  interference  cannot  be  made,  but  that  it  cannot  be 
received  ^  without  the  consent  of  the  Conmiissioner/' 

Under  the  circumstances  of  petitioner's  case  there  is  no  good  rea- 
son why  action  on  his  application  should  be  suspended  indefinitely  to 
await  the  termination  of  an  interference  not  involving  petitioner's 
application  and  based  upon  matter  entirely  independent  of  the  inven- 
tion common  to  the  application  of  petitioner  and  that  of  the  party  C. 
Petitioner's  case  is  in  the  condition  contemplated  by  Rule  96,  which 
provides: 

Whenever  the  claims  of  two  or  more  applications  differ  in  phraseology,  but 
cover  substantiaUy  the  same  patentable  subject-matter,  the  Examiner,  when 
one  of  the  applications  is  ready  for  allowance,  will  suggest  to  the  parties  such 
daims  as  are  necessary  to  cover  the  common  invention  in  substantially  the  same 
language. 

In  his  answer  to  the  petition  the  Examiner  states  that  in  his  opin- 
ion petitioner's  request  is  entirely  reasonable  and  safe,  and  he  requests 
authority  to  proceed  in  accordance  with  petitioner's  desire. 

The  practice  in  this  case  should  follow  that  set  forth  in  the  last 
portion  of  the  Commissioner's  decision  in  Moore  v.  Hewitt  v.  Potter^ 
(G.  D.,  1905,  89;  115  O.  O.,  509)— that  is,  the  Examiner  should 
request  jurisdiction  of  the  application  of  C.  for  the  purpose  of  sug- 
gesting therein  the  claims  of  the  prospective  interference  and  for  the 
purpose  of  entering  the  amendment  and  of  declaring  the  interference 
if  C.  makes  the  suggested  daims,  „g,,,,^ .^  ^ wv.^.^ 

The  petUian  is  granted. 
08746*— 11 0 
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ElSITH,     EbIGKSON,   and     EkICKSOK    V.   LXIKDQUIST   9.   LoKDOBt    AND 

LORIMES. 

Decided  June  16,  1919. 

106  O.  O.,  708. 

1.  IXTTESmXirOV— TC8TIM0NT — REBUTTAL— ATTACKING    OOFENDINQ    APPUGATIOIT. 

Where  an  application  of  one  of  the  parties  is  referred  to  In  his  testimonj- 
in-chief  as  a  means  of  describing  certain  apparatus  claimed  to  have  been  set 
up  and  used  and  it  does  not  appear  that  the  diadosure  of  this  application  Is 
the  same  as  that  of  his  case  inrolved  in  the  interference,  Beld  that  the  co- 
pending application  will  not  be  shielded  from  attack  as  to  its  operativeness 
on  the  rebuttal  testimony. 

2.  Samb — Samb — Samb— Attacking  Case  in  Intebtebencb. 

Where  the  operativeness  of  the  apparatus  disclosed  in  a  case  inyolved  In 
interference  is  attacked  in  the  rebuttal  testimony  on  the  ground  tliat  It  was 
referred  to  as  a  means  of  describing  certain  apparatus  made  and  it  does  not 
appear  from  a  cursory  reriew  whether  the  circumstances  and  the  nature  of 
the  testimony  are  sufficient  to  warrant  tlie  attack,  Heid  tliat  a  motion  to 
strike  out  such  rebuttal  testimony  will  be  denied,  with  leare  to  raise  the 
question  at  final  hearing. 
8,  Same — Samb— Gonsideeation  of  at  Final  Heabing. 

A  ruling  by  the  Examinel'  of  Interferences  tliat  certain  testimony  wW  be 
disregarded  by  him  at  final  hearing  will  not  be  reviewed  upon  petition. 

4.  Same — Samb— Taken  Without  Authobibation. 

Where  there  are  two  companion  interferences,  one  two-party  and  the 
other  tliree-party,  in  which  the  testimony  is  taken  as  a  single  record  by 
stipulation  of  all  parties  and  one  of  the  parties  runs  over  the  time  set  for 
taking  his  testinx>ny,  obtaining  a  stipulation  extending  the  time  from  his 
opponent  in  the  two-party  case,  but  not  from  the  one  who  is  involved  in  the 
three-party  case  only,  HeM  that  the  testimony  taken  under  such  extension 
of  time  must  be  separated  from  the  common  record  and  entitled  only  In  the 
two-party  interference. 

5.  Sam»— Samb— Witness  Not  Named  in  Notice. 

Where  it  is  admitted  that  it  has  been  the  practice  of  all  parties  to  the 
interference  to  call  witnesses  not  named  in  the  notices  of  taking  testimony. 
Held  that  a  motion  to  strike  out  the  testimony  of  such  a  witness  was 
properly  denied. 
0.  Same — Samb— Opfobtunitt  fob  Cboss-Bxamination. 

Where  a  party  wishes  to  cross-examine  a  witness  before  an  exhibit 
nwchine  in  another  city,  Held  that  it  is  incumbent  upon  him  either  to  trans- 
port the  exhibit  to  the  witness  or  the  witness  to  the  exhibit  atd  that  the 
testimony  of  such  witness  will  not  be  struck  out  because  of  the  refusal  of 
the  opposing  party  to  iffoduce  the  witness  for  cross^xamination  in  the 
presence  of  the  exhibit. 

AppBAii  UN  Motion. 

automatic  exchange. 

Mr.  A.  MiUer  Belfield  and  Meeere.  Bulkley,  Durand  <t  Drury  for 
Keith,  Erickson,  and  Erickson. 
Mr.  C.  L.  Rediield  for  Lundquist  -  ^OOgle 

Mr.  Henry  C.  Tovmeend  for  Lorimer  and  Lorimer. 
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BiLLiNOS,  Acting  OommUasumer: 

This  case  c(Hnes  before  me  on  appeals  by  all  the  parties  from  the 
decision  of  the  Examiner  of  Interferences,  rendered  April  23,  1910, 
on  certain  motions  for  the  suppression  of  testim^my  brought  by  Lund- 
quist  and  by  Lorimer  and  Lorimer. 

Lundquist  has  appealed  from  that  part  of  the  decision  refusing  to 
strike  out  certain  testimony  taken  by  Keith,  Erickson,  and  Erickson 
attacking  the  operativeness  of  the  apparatus  shown  in  a  Lundquist 
application  which,  it  is  alleged,  once  contained  certain  of  the  claims 
embraced  in  the  present  issue.  These  claims  were  afterward  trans- 
ferred to  the  application  which  eventuated  in  the  patent  now  actu- 
ally involved  in  the  interference.  It  is  contended  by  Lundquist  that 
such  an  attack  on  the  operativeness  of  the  apparatus  of  an  application 
IB  not  proper  in  rebuttal  proofs  and  should  have  been  made,  if  tt  all, 
after  a  motion  to  dissolve,  based  on  inoperativeness,  and  leave  duly 
obtained  for  the  taking  of  such  testimony,  in  accordance  with  the 
decision  in  Browne  v.  Straudj  (C.  D.,  1906,  226;  122  O.  O.,  2688.) 

It  is  to  be  observed,  however,  that  the  application  which  is  thus 
attacked  is  not  in  the  interference.  It  is  not  even  claimed  that  its 
disclosure  is  the  same  as  that  of  the  patent  which  is  in  interference. 
Keith,  Erickson,  and  Erickson  allege  that  they  had  no  knowledge  of 
the  application  in  question  during  their  testimony-in-chief.  It  was 
introduced  into  evidence  by  Lundquist  during  his  proofs  and  was 
used  particularly  as  a  means  of  describing  certain  apparatus  claimed 
to  have  been  set  up  and  used  at  Pawnee  City,  Nebr.  Under  these 
circumstances  Lundquist  has  no  right  to  ask  that  the  application  be 
ahielded  fr<Mn  attack  on  the  rebuttal  testimony.  The  decision  of  the 
Examiner  of  Interferences  on  this  point  was  clearly  right  and  is 
affirmed. 

Keith,  Erickson,  and  Erickson  have  appealed  (1)  from  the  holding 
that  that  part  of  their  rebuttal  testimony  which  attacks  the  operative- 
ness of  structure  of  Lundquist's  patent  should  be  struck  out  and  (2) 
from  the  ruling  that  testimony  taken  by  Keith,  Erickson,  and  Erick- 
son after  Februaxy  12, 1910,  would  be  disregarded  at  the  final  hearing 
in  so  far  as  it  relates  to  the  case  of  L<Nrimer  and  Lorimer. 

Referring  to  these  points  in  the  order  mentioned,  it  is  contended 
by  Keith,  Erickson,  and  Erickson  that  the  attack  on  the  operative- 
ness of  the  system  shown  in  Lundquist's  patent  is  justified  by  the 
fact  that  Lundquist  referred  to  the  patent  as  a  means  of  describing 
a  certain  device  upon  which  he  was  working  during  the  winter  of 
1897  and  1898,  that  no  other  means  of  describing  the  device  was 
adopted,  and  that  therefore  Keith,  Erickson,  and  Erickson  had  no 
other  course  open  by  which  the  operativeness  of  such  device  could  be 
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attacked.    The  testimony  upon  which  this  contention  is  based  is  as 
follows  (p.  43,  Lundquist's  type- written  record:) 

Q.  d9.  Was  the  system  employing  those  rectangular  switches,  on  which  yon 
were  working  at  that  time,  thei  same  i^em  that  is  shown  in  your  patent  here 
In  interference? 

A.  It  was  practically  the  sama 

A  cursory  review  of  the  testimony  immediately  preceding  and  fol- 
lowing this  seems  to  indicate  that  no  claim  is  made  to  having  con- 
structed a  c(Hnplete  and  operative  system  at  that  time,  but  that  this 
testimony  was  only  to  show  diligence  in  attempting  to  p^ect  the 
invention.  The  mere  statement  that  a  party  was  before  his  filing 
date  working  upon  a  system  like  that  disclosed  in  his  case  in  inter- 
ference, while  perhaps  of  small  value  as  proof  of  diligence,  would 
not,  it  is  believed,  warrant  his  opponent  in  attacking  the  operative- 
ness  of  his  disclosure  in  the  rebuttal  proofs  and  after  failure  to  do  so 
in  the  orderly  manner  indicated  by  Rule  180  and  the  decision  in  the 
case  of  Pym  v.  Hadaway  (C.  D.,  1906, 488 ;  125  O.  G.,  1702.) 

However,  it  appears  that  the  propriety  of  suppressing  this  testi- 
mony cannot  finally  be  determined  properly  without  a  more  exten- 
sive and  careful  consideration  of  the  testimony  than  it  is  possible  to 
give  at  this  time,  and  the  question  will  accordingly  be  postponed  until 
final  hearing.  {Dyson  v.  Land  v.  Dunbar  v.  Brovme^  C.  D.,  1907, 292 ; 
180  O.  G.,  1690.)  The  decision  of  the  Examiner  of  Interferences  is 
therefore  reversed  without  prejudice  to  the  right  of  Lundquist  to 
raise  the  question  at  final  hearing. 

The  second  point  of  the  appeal  by  Keith,  Erickson,  and  Erickson 
is  an  attempt  to  compel  the  Examiner  of  Interferences  to  consider  in 
interference  No.  25,784  certain  testimony  taken  after  February  12, 
1910,  which  he  states  he  would  disregard  at  the  final  hearing,  because 
not  properly  taken.  His  failure  to  consider  testimony  may  be  urged 
as  error  on  appeal ;  but  his  discretion  in  this  regard  will  not  be  con- 
trolled in  the  manner  now  asked.  The  appeal  is  accordingly  dis- 
missed as  to  this  point 

The  first  point  in  the  appeal  of  Lorimer  and  Lorimer  relates  to 
this  same  testimony  taken  by  Keith,  Erickson,  and  Erickson  in  re- 
buttal after  February  12,  1910.  It  seeks  to  have  such  testimony 
actually  eliminated  from  this  interference,  (No.  25,784,)  on  the 
ground  that  it  was  taken,  without  authority,  after  the  time  for  taking 
testimony  had  expired.  This  interference  and  interference  No.  25,786 
are  companion  cases,  the  latter  being  a  two-party  case  not  involving 
Lorimer  and  Lorimer.  Early  in  the  proceeding  the  following  stipula- 
tion was  entered  into  by  all  the  parties: 

It  Is  hereby  stipulated  and  agreed  by  and  between  counsel  for  the  respective 
parties  hereto,  that,  subject  to  the  approval  of  the  Oommissioner  of  Patents^ 
testimony  may  be  taken  in  both  the  above-entitled  interferences  as  one  record. 
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Before  the  taking  of  that  part  of  the  testimony  now  objected  to 
counsel  for  Keith,  Erickson,  and  Erickson  obtained  a  stipulation  from 
oonnsel  for  Lundquist  extending  the  time  which  expired  on  February 
11, 1910.  It  is  admitted  that  this  stipulation  was  not  signed  by  coun- 
sel for  Lorimer  and  Lorimer;  but  it  is  contended  by  Keith,  Erickson, 
and  Erickson  that  the  original  stipulation  is  sufficient  to  bring  this 
testimony  into  the  common  record  of  the  two  interferences.  Obvi- 
ously,  however,  the  original  stipulation  cannot  be  extended  to  include 
testimony  taken  improperly  and  without  authority,  as  this  testimony 
was  in  so  far  as  it  relates  to  the  three-party  interference. 

It  is  therefore  ordered  that  so  much  of  the  Keith^  Erickson^  and 
Erickson  rebuttal  testimonjf  as  was  taken  after  the  expiration  of  the 
allowed  time  be  separated  from  the  record  common  to  the  two  inter- 
ferences and  entitled  in  interference  No.  66^786  only^  both  in  the  type- 
written and  printed  records. 

The  second  point  of  appeal  by  Lorimer  and  Lorimer  takes  excep- 
tions to  the  refusal  of  the  Examiner  of  Interferences  to  strike  out  the 
deposition  of  A.  E.  Campbell  qu  the  ground  that  his  name  was  not  in- 
cluded in  the  notice  of  taking  testimony,  as  required  by  Rule  154. 
It  was  admitted  by  counsel  for  Lorimer  and  Lorimer  at  the  hearing 
that  throughout  the  taking  of  testimony,  which  has  been  vexy  ex- 
tended in  this  case,  it  has  been  the  practice  of  all  the  parties  to  call 
witnesses  not  mentioned  by  name  in  the  notices. 

In  view  of  this  fact  it  is  thought  that  the  Examiner*s  refusal  to 
strike  out  the  testim,ony  was  proper^  and  his  decision  is  affirmed. 

The  third  point  of  Lorimer  and  Lorimer's  appeal  b  from  the  re- 
fusal of  the  Examiner  of  Interferences  to  strike  out  the  deposition  of 
Fales.  It  is  alleged  that  a  full  and  fair  opportunity  for  cross- 
examination  of  this  witness  was  not  afforded  counsel  for  Lorimer 
and  Lorimer  because  counsel  for  Keith,  E)rickson,  and  Erickson  re- 
fused to  produce  the  witness  in  Piqua,  Ohio,  where  an  exhibit  was 
located,  in  the  presence  of  which  it  was  desired  to  cross-examine  him. 
The  exhibit  is  said  to  be  large  and  fragile,  so  that  it  could  have  been 
transported  to  Chicago,  where  the  witness  was  testifying,  only  with 
the  greatest  difficulty,  if  at  all.  It  was  incumbent,  however,  on  coun- 
sel for  Lorimer  and  Lorimer  either  to  transport  the  exhibit  to  the  wit- 
ness or  the  witness  to  the  exhibit,  and  since  it  is  admitted  that  no 
traveling  expenses  were  tendered  by  them  they  cannot  be  heard  to 
complain  that  their  opportunity  of  cross-examination  was  curtailed. 
The  decision  of  the  Examiner  of  Interferences  on  this  point  is 
vfjirmed. 
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Ex  PASTE  AUAN  &  Co. 
Decided  AprU  t,  1910. 
106  O.  Q.,  1066. 

!•  PbINT — RBOISnABIUTT. 

The  print  to  be  regiBtrable  must  describe  the  article  of  manaftictnre 
with  which  it  is  connected  or  which  it  is  intended  to  advertise,  (ev  parte 
Royal  Medicine  Company,  G.  D.,  1902,  337 ;  100  O.  G.,  2775,  ex  parte  Regina 
JUusic  Bow  Company,  C.  D.,  1902,  286;  100  O.  G.,  1112,  and  ex  parte  The 
Hon  Fig  and  Date  Company,  C.  D.,.1903,  85;  102  O.  Q.,  823,)  and  the 
article  must  be  separate  and  Independent  of  the  print  itself.  {Bx  parte 
Bamhart  Bros,  d  Spindler,  C.  D.,  1899,  125;  87  O.  G.,  21ia) 

2,  Same — ^Rboistbation  or  GAifSLfNo  ob  Lottbst  Dkvices. 

Where  the  alleged  print  is  a  device  employed  to  further  a  lottery  scheme 
or  game  of  chance.  Held  that  if  it  would  not  be  a  violation  of  the  Federal 
laws  respecting  lotteries  and  similar  devices  for  a  bureau  of  an  executive 
department  of  the  United  States  Government  to  give  its  approval  to  appel- 
lant's device  by  registering  the  same  it  is  certainly  against  public  policy 
to  do  so. 

On  AppEAii. 

PBINT  FOB  DBINKS  AND  CIGAB8. 

Mr.  Russell  M.  Everett  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  to  register  what 
is  alleged  to  be  a  print. 

The  alleged  print  contains  at  the  top  thereof  the  following  state- 
ment: 

Dbinks  and  Cigabs  Only.  Dbinks  and  Cioabs  Only. 

BvBSTBODT  Gets  Something! 

NATIONAL  LBAQUa 

BASB  BALL 

Patent  Applied 

New  Yobk  Pats  10  Dbinks 


Chicago          Pays  6 

This  card 

Brooklyn  Pays  2 

Philadelphia     "     4 

contains 

Boston         "     1 

Pittsburg          -     8 

no  blanks 

Cincinnati 

Pay  one 

St  Louis 

cigarette 
each 

Five  Cents  Peb  Slip 

Below  the  above  printed  matter  are  attached  two  hundred  and 
forty  ^'  slips.''  Each  slip  has  printed  upon  the  side  which  is  folded 
within  and  sealed  from  view  the  name  of  one  of  the  above-mentioned 
cities  or  ball-clubs,  or  are  ^^  special  premium  "  slips.  Below  these  two 
hundred  and  forty  folded  slips  are  the  words : 

This  card  contains  8  or  more  special  slips.  E<ach  one  entitles  you  to  one 
chance  on  our  special  premium.  <-> 
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Eyidently  the  scheme  is  for  the  dealer  to  sell  the  above  slips  for 
five  oents  each,  while  the  purchaser  is  to  receive  the  drinks  or 
cigarettes  or  a  chance  on  a  special  premium  corresponding  to  the 
name  of  the  city  or  club  whidi  he  finds  printed  upon  the  interior  of 
his  slip  upon  unfolding  it. 

Registration  was  refused  by  the  Examiner  upon  two  grounds — ^first, 
Uiat  the  alleged  print  is  not  a  print  as  d^ned  by  Rule  30  for  the 
registration  of  prints  and  labels,  and,  second,  that  it  is  in  the  nature 
of  a  lottery  or  game  of  chance,  registration  of  which  is  against  public 
pohcy. 

Section  3  of  the  act  of  June  18, 1874,  under  which  the  Commissioner 
received  his  authority  for  the  registration  of  prints  and  labels,  con- 
tains the  following  provision : 

That  in  the  congtmction  of  this  act  the  words  "  engraving,  cut*  and  print  ** 
shall  be  applied  only  to  pictorial  illustrations  or  works  connected  with  the  fine 
arts,  and  no  prints  or  labels  designed  to  be  used  for  any  other  article  of  manu- 
facture shaU  be  Altered  under  the  copyright  law,  but  may  be  registered  in  the 
Patoit  Office. 

A  print  is  defined  by  the  rules  of  the  Patent  Office  relating  to  the 
re^stration  of  prints  and  labels  as  follows,  (Rule  28  of  the  edition  of 
March  1, 1910,  Rule  30  of  the  former  rules:) 

The  word  "  print,"  as  used  in  section  3  of  the  Copyright  Act,  so  far  as  it 
relates  to  registrati<)a  in  the  Patent  Office,  is  defined  as  an  artistic  and  intel- 
lectual production  designed  to  be  used  for  an  article  of  manufacture  and  in  some 
fkshion  pertaining  thereto,  but  not  borne  by  it ;  such,  for  instance,  as  an  adver^ 
tisement  thereof. 

It  is  further  provided  in  Rule  30  (formerly  Rule  32)  that — 

no  print  or  label  can  be  registered  unless  it  properly  belongs  to  an  article  of 
nuinufacture  and  is  descriptive  thereof  and  is  as  above  defined. 

The  position  taken  by  the  Examiner  in  his  first  ground  of  refusal 
is  that  this  card,  which  is  approximately  two  and  one-half  feet  long 
and  two  feet  wide,  is  not  ^^used  for  any  other  article  of  manufac- 
ture ^ — does  not  pertain  thereto  or  describe  or  advertise  the  same,  as 
required  by  the  statute  and  rules;  that  the  alleged  print  states  that 
those  who  buy  the  slips  will  receive  a  cigarette  or  drinks  in  accord- 
ance with  the  plan  indicated,  but  it  in  no  sense  describes  or  adver- 
tises to  the  public  any  kind  or  brand  of  drink,  cigarette,  or  "  any 
other  article  of  manufacture; "  that,  on  the  contrary,  the  card  itself 
is  sold  to  purchasers  and  is  the  article  of  manufacture  forming  the 
subject-matter  of  the  alleged  print. 

The  position  taken  by  the  Examiner  is  thought  to  be  right  and  is 
in  accord  with  the  holding  of  the  Commissioner  that  the  print  to  be 
registrable  must  describe  the  article  of  manufacture  with  which  it 
is  connected  or  which  it  is  intended  to  advertise,  made  in  ex  parte 
Rayd  Medicine  Company,  (C.  D.,  1902,  887;  100  O.  G.,  2775,)  in 
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M  parU  Beffina  Mwio  Bote  Company,  (C.  D.,  1902,  286;  100  O.  G^ 
1112,)  and  in  ea  parte  The  Lion  Fig  and  Date  Oompanjf  (C.  D., 
1908,  85;  102  O.  O.,  828)  and  that  the  article  must  be  separate  and 
independent  of  the  print  itself,  made  in  ea  parte  Bamhart  Bros,  db 
Spindler,  (C.  D.,  1899, 126;  87  O.  G.,  2118.) 

The  second  ground  upon  which  the  Examiner  refused  the  registra- 
tion is  that  the  appellant's  alleged  print  is  a  device  employed  to  fur- 
ther a  lottery  scheme  or  game  of  chance  and  that  if  it  would  not  be 
a  violation  of  the  Federal  laws  respecting  lotteries  and  similar  de- 
vices for  a  Bureau  of  an  executive  department  of  the  United  States 
Government  to  give  its  approval  to  appellant's  device  by  registering 
the  same  it  is  certainly  against  public  policy  to  do  so. 

Section  8894  of  the  Revised  Statutes  as  amended  by  the  act  of 
September  19, 1890,  (26  Stat  L.,  465,)  prohibits  the  use  of  the  mails 
to  further  lottery  or  other  similar  enterprises.  The  act  of  March  2, 
1895,  (28  Stat  L.,  968,)  prohibits  the  carriage  by  independent  inter- 
state carriers  of  lottery-tickets.  These  statutes  were  respectively 
upheld  by  the  United  States  Supreme  Court  in  Homer  v.  United 
States  (147  U.  S.,  499)  and  Champion  v.  Ames,  (lottery  case,)  (188 
U.  S.,  821.)  In  the  case  of  Homer  v.  United  States,  supra,  the  Court 
quoted  with  approval  the  following  definition  from  the  Century 
Dictionary  of  the  term  "  lottery : " 

A  scheme  for  raising  money  by  selUng  chances  to  share  In  a  distribution  of 
prises;  more  specifically,  a  scheme  for  the  distribution  of  prices  by  chance 
among  persons  purchasing  tickets,  the  correspondingly-numbered  slips  or  lots, 
representing  prizes  or  blanks,  being  drawn  from  a  wheel  on  a  day  preyioosly 
announced  in  connection  wfth  the  scheme  of  intended  prises.  In  law  the  tenn 
lottery  embraces  aU  schemes  for  the  distribution  of  prises  by  chance,  sadti  as 
policy-playing,  gift-exhibitions,  prise-concerts,  raffles  at  fairs,  etc^  and  indades 
yarlous  forms  of  gambling. 

According  to  appellants's  scheme  every  purchaser  of  a  slip  for 
five  cents  takes  his  chance  of  receiving  theref (nt  something  which  he 
considers  worth  more  or  less  than  five  cents.  The  fact  that  there 
are  no  blanks  in  appellant's  scheme  does  not  prevent  it  frdm  being 
a  lottery,  independently  of  the  fact  that  the  special  slip  merely 
entitles  the  holder  to  one  chance  on  a  special  premium. 

The  contention  of  appellant  that  the  fact  that  its  device  may  be 
used  in  a  lottery  scheme  affords  no  proper  ground  for  refusing  its 
application  in  view  of  the  alleged  practice  of  the  Office  of  granting 
patents  on  devices  used  for  similar  purposes  is  unsound. 

In  the  case  of  Schultze  v.  Holtz  (C.  D.,  1897, 781 ;  81  O.  G.,  2249) 
the  United  States  Circuit  Court  for  the  Northern  District  of  Cali- 
fornia held  invalid  certain  patents  for  coin-controlled  spparatus  on 
the  ground  that  the  only  use  to  which  the  invention  had  been  put  or 
applied  was  for  gambling  purposes.    In  conformity  with  the  holding 
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of  the  court  in  that  case  it  has  l<»ig  been  the  practice  of  this  Office  to 
refuse  patents  upon  devices  for  that  purpose. 

Both  grounds  for  refusing  registration  urged  by  the  Examiner  are 
believed  to  be  right,  and  his  decision  is  accordingly  affirmed. 


Ex  PARTE  LlNDSBT. 

Decided  July  U,  191$. 

156  O.  G.,  1067. 

AlCBNDMENT — CLAIMS  RBCOMMENDED  BT  EZAMINEBS-IN-GHnEF  RSJKOTED  ON  NlW 
REnCBXIfOES. 

Wliere  claims  which  were  recommended  by  the  Examiners-in-Chief  are 
r^ected  by  the  Primary  Examiner  on  new  references,  the  applicant  is  en- 
titled to  amend  the  same  or  sabstitute  new  claims  therefor,  provided  they 
are  directed  to  tlie  same  invention  as  that  covered  by  the  rejected  claims. 

On  Petitiok. 

WINDOW  OONSTBUCnoN. 

Mr.  W.  N.  Moore  for  the  applicant 

Billings,  Acting  Convmissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  retusing  to 
admit  additional  claims  for  consideration  after  rejection  has  been 
entered  of  record  of  a  claim  suggested  by  the  Examiners-in-C!hief. 

The  record  shows  that  all  the  claims  in  the  above-entitled  applica- 
tion were  finally  rejected,  and  on  appeal  the  Examiners-in-Chief 
aiErmed  the  decision  of  the  Primary  Examiner,  but  suggested  that  if 
one  of  the  claims  was  amended  in  a  certain  particular  it  would,  in 
their  opinion,  define  patentable  subject-matter,  and  recommended  that 
such  amendment  be  made. 

The  applicant  responded  by  filing  an  amendment  canceling  all  the 
daims  in  the  case  held  by  the  Examiners-in-Chief  not  to  be  allowable 
and  presenting  the  amendment  to  the  single  claim,  as  suggested. 

The  Examiner  rejected  this  amended  claim  upon  a  new  reference. 
The  applicant  responded  by  presenting  an  amendment  containing  two 
new  claims  and  directing  the  amendment  of  one  claim  and  the  can- 
celation of  others.  The  Examiner  refused  to  admit  this  amendment, 
citing  the  decision  of  ex  parte  Myers,  (C.  D.,  1906,  159;  122  O.  G., 
851.) 

It  is  to  be  noted  with  respect  to  the  amendment  last  referred  to  that 
there  was  but  a  single  claim  in  the  application  prior  to  the  filing  of 
the  amendment.  The  amendment  directs  that  a  certain  phrase  be 
entered  after  the  word  ^  chamber  ^  in  line  8  of  claim  1,  cancels  claims 
2,  8,  4,  5,  and  6,  and  inserts  two  additional  daims.    In  view  of  the 
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fact  that  the  word  ^  chamber  "  does  not  appear  in  the  single  claim  in 
the  case  the  amendment  submitted  clearly  does  not  fit  the  conditions 
of  the  case  and  could  not  be  entered  in  any  event 
In  the  case  of  ex  parte  Myers^  supra^  it  was  stated — 

tbat  the  petitioner  sought  to  substitute  new  claims  for  the  claims  recommended 
by  the  Bzaminers-ln-Chief  and  subsequently  rejected  by  the  Examiner  upon 
new  references. 

It  was  further  stated  therein: 

He  urges  that  he  is  entitled  to  amend  because  new  references  are  cited ;  but  if 
his  contention  were  sustained  it  would  follow  that  the  recommendation  of  a 
claim  by  the  Examiners-in-Chlef  would  result  in  an  entire  reopening  of  the  case 
in  eveij  instance.  Such  is  clearly  not  the  intent  or  meaning  of  the  rule.  The 
proper  view  seems  to  be  that  If  the  claim  recommended  is  found  to  be  unpatent- 
able it  was  a  mistake  by  the  Examiners-in-Ohief  to  have  recommended  it.  That 
mistake  does  not  entitle  the  applicant  to  a  reopening  of  the  case  for  the  prosecu- 
tion of  other  claims. 

I  am  not  able  to  agree  with  the  conclusion  reached  in  that  case. 
When  a  suggestion  is  made  by  the  £xaminers-in-Chief  that  a  claim 
if  amended  in  a  specified  way  would  be  allowable  and  the  Examiner 
upon  the  entry  of  such  an  amendment  rejects  the  claim  upon  a  new 
reference  or  for  new  reasons,  I  can  see  no  reason  why  the  applicant 
is  not  entitled  to  amend  that  claim  in  the  light  of  the  new  references 
cited  against  it.  To  justify  an  amendment  it  is  immaterial  at  what 
time  in  the  prosecution  of  the  case  the  new  claim  is  presented  just  so 
long  as  it  is  presented  in  the  regular  way  permitted  by  the  rules. 
Bule  139  distinctly  recognizes  the  fact  that  the  claim  presented  on 
appeal  may  be  regarded  as  unpatentable,  although  the  appellate 
tribunal  may  regard  the  invention  disclosed  as  patentable  when  prop- 
erly claimed,  and  authorizes  the  Examiners-in-Chief  to— 

annex  to  their  decision  a  statement  to  that  effect  with  such  recommendation  as 
they  may  deem  proper. 

The  principles  affecting  the  right  of  prosecution  after  the  rejection 
of  a  claim  which  has  been  favorably  recommended  by  the  Examiners- 
in-Chief  are  the  same  as  those  governing  the  right  of  prosecution  of 
an  application  after  claims  have  been  rejected  in  accordance  with  the 
reccHumendations  of  Examiners-in-Chief.  The  practice  to  be  followed 
in  the  latter  class  of  cases  is  stated  in  ex  parte  Dietrich^  (C.  D.,  1909, 
82;  142  O.  O.,  568,)  where  it  was  held  that  the  application  under  con- 
sideration is  not  reopened  for  general  prosecutioif,  but  that  the  ap- 
plicant was  entitled  to  amend  the  claims  to  avoid  the  references,  if 
possible,  or  present  another  claim  or  claims  in  view  thereof.  It  was 
also  held  that  when  more  than  one  amendatory  claim  was  presented 
after  such  rejection  the  sole  question  to  be  determined  with  respect 
to  the  entry  of  the  amendment  was  whether  or  not  the  new  claims 
were  directed  to  the  same  inventicm  as  that  covered  by  the  claim  re- 
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jected  by  the  Examiner  in  aocOTdance  with  the  rec<Hnmendation  of 
the  Ezaminers-in-Chief  . 

So  in  a  case  such  as  this  one  before  me,  where  the  Examiner  rejects 
a  claim  which  has  been  recommended  by  the  Examiners-in-Chief  as 
allowable,  the  application  is  not  reopened  for  general  prosecution, 
but  the  applicant  is  entitled  to  amend  the  claim  so  rejected,  and  if  he 
finds  it  necessary,  in  his  opiiiion,  to  present  more  tlum  one  claim  in 
sach  an  amendment  it  should  be  entered  and  considered,  provided 
it  is  found  that  the  new  claim  is  directed  to  the  same  invention  as  that 
covered  by  the  rejected  claim. 

Should  a  new  claim  be  presented  for  inventi<»i  differing  from  the 
rejected  claim,  the  amendment  should  not  be  entered,  for  the  reason 
that  the  application  is  not  reopened  for  general  prosecution  either 
after  the  entry  of  a  rejecti^m  suggested  by  the  Examiners-in-Chief 
or  the  filing  of  an  amendment  in  view  of  a  recommendation  of  that 
tribunaL 

The  petUian  to  enter  the  amendment  presented  in  thie  ease  is 
denied.  Prosecution  of  the  case^  however^  may  he  continued  in  aith 
eordanee  with  the  practice  herein  set  forth. 


Ex  PAXTB  EaUERMAKN. 

Decided  Apra  tS,  1910. 

157  O.  On  207. 

ArruoAxnm — ^Datb  of  Filhto. 

Wliere  Is  was  necessary  for  applicant  to  file  his  appUcatUm  in  this  coun- 
try not  later  tban  January  28, 1900,  and  the  application  papers  were  posted 
abroad  on  January  lit  1900,  but  the  steamer  carrying  said  maU,  which 
riiould  have  reached  New  York  on  January  21,  1909,  was.  delayed  and  did 
not  arrive  until  January  25^  190U,  with  the  result  that  the  ai^Ucatlon  was 
not  filed  In  the  Patent  Ofllce  until  January  28, 1909,  Held  that  the  Oonunls- 
sloner  Is  without  authority  to  give  the  appUcatlon  the  filing  date  of  Janu- 
ary 23,  1909. 

Ok  PETmoK. 

naiviNo-oBAB  poa  oohtbtds. 

Mr.  WQUam  E.  Evans  and  Mr.  F.  8.  Appleman  for  the  applicant 

MooRB,  Commissioner: 

Thb  is  a  petition  that  the  filing  date  of  the  above-entitled  appli- 
cation be  advanced  from  January  28, 1909,  to  January  23, 1909. 

It  appears  that  applicant  has  a  (German  patent  for  the  invention 
issued  on  an  application  filed  January  23,  1908.  It  was  therefore 
necessary  f  (nt  him  to  file  his  application  in  this  Ofllce  not  later  than 
January  28|  1909,  in  order  that  his  German  patent  may  not  constitute 
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a  bar  to  the  grant  of  a  patent  in  this  country  under  the  provisions  of 
section  4887  of  the  Bevised  Statutes. 

In  the  affidavits  filed  in  support  of  the  petition  it  is  alleged  that  a 
registered  letter  containing  the  application  papers  was  posted  at 
Benrath  on  January  11,  1909,  and  left  Breman  by  the  White  Star 
liner  BalHc  on  January  12, 1909,  and  that  the  said  liner  should  have 
reached  New  York  by  January  21,  1909,  but  was  delayed  in  conse- 
quence of  heavy  storms  and  in  giving  assistance  to  the  steamer  Re- 
public and  did  not  reach  New  York  until  January  25, 1909. 

This  case  is  sunilar  to  ex  parte  Ba/veUi  (C.  D.,  1907, 260;  180  O.  G., 
982)  and  ex  parte  Meier,  (C.  D.,  1908,  207;  186  O.  G.,  667,)  in  which 
it  was  held  that  the  Commissioner  has  no  authority  to  extend  the 
statutoxy  year  provided  in  section  4887  of  the  Bevised  Statutes,  also 
that  the  postal  authorities  are  not  the  agents  of  the  Patent  Office  and 
that  papers  in  the  hands  of  the  postal  authorities  are  not  on  file  in  the 
Patent  Office. 

Far  reasons  similar  to  those  given  in  the  cases  cited  above  the  peti- 
tion should  be  denied. 


Stauft  V,  Beedeb. 

Decided  July  6,  1910. 

157  O.  a,  208. 

IirmraRBNoi — Inspection  of  Caveat  Refebbed  to  in  PBEUifiNABT  Statbmbht. 
Where  in  his  preliminary  statement  the  junior  party  to  an  interference 
aUeges  the  filing  of  a  caveat  disclosing  the  invention  in  issne,  Held  that  the 
senior  party  is  not  entitled  to  Inspect  such  caveat,  since  it  is  optional  with 
the  junior  party  whether  he  will  introduce  such  caveat  in  evidence  or  rely 
on  other  evldoice  of  disclosure.  (OlaoBsen  ▼•  Bteffen,  C.  D.,  1904,  578;  113 
O.  G.,  2607,  distinguished.) 

Ok  MonoN* 


Messrs.  Muwn  dk  Co.  for  Stauft 
Mr.  Jas.  L.  N orris  for  Reeder. 

BiLLiKOSy  Acting  Commissioner: 

This  is  a  motion  by  Reeder  for  leave  to  inspect  the  file  and  drawings 
of  a  caveat  filed  by  Stauft  on  the  24th  day  of  July,  1908. 

It  appears  from  the  record  that  Reeder  is  the  senior  party  and  that 
Stauft,  the  junior  party,  made  the  following  allegation  in  his  pre- 
liminary statement: 

A  caveat  was  filed  in  the  United  States  Patent  OlBce  on  the  24th  day  of  July, 
1908,  and  disclosing  the  invention.  '  ugmzeaDy  %^wv/;iL^ 
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Stauft's  preUmiiiary  statement  oontains  also  all  the  other  essential 
allegations  provided  by  the  rules.  It  is  stated  in  the  brief  for  Beeder 
that  the  motion  is  baaed  upon  the  ruling  in  the  case  of  Claofsen  v. 
Steffen,  (C.  D.,  1904,  578 ;  113  O.  O.,  2507.)  In  that  case  Steffen,  the 
senior  party,  referred  in  his  preliminary  statement  to  a  certain  appli- 
cation filed  by  him  in  this  OflSice.  It  was  observed  that  Claassen, 
being  the  junior  party,  was  required  to  take  his  testimony  first,  and 
that  it  might  well  be— 

^  •  •  tbat  this  earlier  application  of  Steffen'a  may  entitle  him  to  sach  an 
early  date  tbat  if  Claassen  now  obtains  copy  of  it  it  may  conrince  bim  tbat  it 
would  be  fatile  for  bim  to  go  to  tbe  expense  of  presenting  bis  testimony  and 
fnrtbw  contest  tbe  interference. 

When,  as  in  the  case  cited,  a  senior  party  alleges  in  his  preliminary 
statement  the  filing  of  an  application  by  him  in  this  Office  dfsclosing 
the  invention,  it  is  right  that  the  junior  party  should  be  permitted  to 
inspect  that  application  prior  to  taking  testimony,  for  upon  inspection 
he  may  ciMiclude  not  to  take  testimony,  and  the  consequent  loss  of  time 
and  money  would  be  saved  to  him.  In  any  event  an  inspection  of  the 
record  by  the  junior  party  might  substantially  affect  the  presentation 
of  his  case. 

In  the  present  case,  however,  it  is  the  junior  party  who  alleges  the 
filing  of  a  caveat  He  has  also  alleged  other  disclosures  in  his  pre- 
liminary statement,  and  it  is  optional  with  him  whether  to  rely  upon 
his  caveat  for  proof  of  disclosure  or  not  It  is  clear  that  if  he  is  to 
use  his  caveat  at  all  he  must  do  so  when  taking  his  testimony-in-chief. 
If  he  does  not  wish  to  rely  upon  his  caveat,  he  is  justified  in  with- 
holding it  from  the  inspection  of  the  senior  party.  If  he  does  rely 
upon  his  caveat  and  offers  it  in  evidence,  the  senior  party  will  then 
have  ample  opportunity  to  inspect  the  same. 

The  ruling  in  the  case  of  Claaasen  v.  Stefen  is  not  applicable  to 
this  case,  tor  the  reason  that  the  facts  in  the  two  cases  are  substan- 
tially different 

The  motion  i$  denied. 


Ex  PABTE  Krusb. 

Decided  AnrU  S,  1910. 

107  O.  G.,  206. 

L  Pimiov— Qcnarnoir  OoNsnwaiD  bt  Exam ikbl 

It  is  weU  settled  tbat  only  matters  wbicb  bave  been  passed  npon  bj  tbe 
iBr^nittM*!'  can  be  brougbt  to  tbe  Commissioner  for  review  on  petition. 

1  Divisional  ArPLiCATioir — ^Depabtubb  noic  Obiginal  Dxsolosubb. 

Wbere  tbere  is  any  departure  from  tbe  disclosnre  of  tbe  allege^^iM^nt 
eassk  tbe  application  cannot  be  referred  to  as  a  division  tbereot 
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8.  CoHTmuiwq  Afpugation— Ctesv-RnronfCB  io  OnonvAi.  Gasb. 

Where  a  sobBtantlal  part  of  tbe  diaclosore  in  an  ai^llcatlon  Is  the  aanie 
as  tbat  of  an  earlier  case,  Hei4  tbat  the  application  may  be  termed  a  con- 
tinuation of  SDch  case  to  all  subject-matter  which  is  common  to  the  two. 

On  Petition. 

FACKnfO-€AS& 

Mr.  Obed  C.  BiUman  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 
This  is  a  petition — 

First;  that  the  Examiner  in  charge  of  said  application  be  required  to  treat 
the  same  as  a  divisional  part  of  Patent  No.  942,906,  and  that  he  be  required  to 
waive  the  requirement  that  all  r^erence  to  Patent  No.  942,906,  as  the  iHirent 
application  be  erased  from  the  present  case. 

Second ;  that  if  said  prayer  be  refused,  that  the  Examiner  be  required  to  per- 
mit the  applicant  to  amend  the  drawings,  specifications,  and  claims,  so  as  to 
eliminate  the  disclosure  of  a  plurality  of  sopporting4Mrs  12,  thus  making  tbe 
present  application  correspond  exactly  with  the  disclosure  in  said  parent  appli- 
cation, and  giving  to  the  applicant  the  benefit  of  the  filing  date  of  the  latter 
with  respect  to  the  patentable  subject-matter  now  embodied  in  the  claims  deemM 
allowable. 

The  Examiner  states  as  to  the  second  prayer  of  the  petition  that 
the  question  involved  therein  has  never  been  presented  to  him  for 
determination  and  recommends  that  this  request  be  dismissed,  for  the 
reason  that  it  is  brought  contrary  to  the  provisions  of  Bule  145. 

It  is  well  settled  that  only  matters  which  have  been  passed  upon  by 
the  Examiner  can  be  brought  to  the  Commissioner  for  review  on 
petitions  of  this  character. 

It  appears  that  the  record  shows  that  the  application  as  filed  con- 
tains the  following  statement : 

The  invention  relates  more  particularly  to  bottle>retaining  means  or  attach- 
ments for  what  are  knovm  as  "  millc-cases  '*  of  the  "  open-bottom  "  type  or  class 
of  paclting-cases,  such  for  example, — as  that  disclosed  in  the  applicati^m  of 
Alfred  T.  Knise,  filed  May  27, 1907.  Serial  No.  375.776,  of  which  this  applicatioQ 
is  a  divisional  part 

The  Examiner  first  made  the  following  ruling: 

Since  the  present  specification  includes  a  plurality  of  bars  12  this  case  can- 
not be  said  to  be  a  divisional  part  of  the  application  No.  376,776,  now  Patent  No. 
942,966,  which  shows  only  one  such  bar  "  28.'* 

In  a  subsequent  letter  the  Examiner  defined  his  positi<Mi  more 
specifically  and  stated: 

All  reference  to  Patent  No.  942,966  as  the  parent  application  must  therefdre  be 
erased  from  the  present  case. 

A  divisional  application  has  been  correctly  defined  as  one  which 
has  been  carved  out  of  the  parent  application,  so  that  the  divisional 
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application  will  idiow  and  describe  nothing  which  was  not  disclosed 
in  the  parent  application. 

A  subsequent  application  may,  however,  be  a  continuation  of  an 
older  application  when  the  two  have  ccmunon  subject-matter,  even 
though  the  later  application  may  contain  matter  whidi  is  a  departure 
from  that  shown  and  described  in  the  original  application.  In  such 
cases  the  applicant  is  entitled  to  the  date  of  the  original  application 
for  the  subject-matter  which  is  ccHtnmon  to  both  and  to  the  date  of 
the  later  application  only  for  that  matter  which  has  been  disclosed 
therein  for  the  first  time. 

It  is  clear  from  the  record  that  the  present  application  and  the 
patent  to  which  reference  has  been  made  contain  conmion  subject- 
matter,  but  that  in  some  respects  the  disclosure  in  the  later  applica- 
tion is  different  from  that  in  the  first  or  parent  application.  Under 
these  circumstances  it  is  not  proper  to  designate  the  later  application 
as  a  division  of  the  earlier  application,  but  it  is  correct  to  say  that  the 
later  application  is  a  continuation  of  the  first  as.to  all  subject-matter 
which  is  common  to  the  two. 

The  Becand  jfrayer  of  the  petition  is  dumiseed;  the  ftret  prayer  ia 
f^arUed  to  the  extent  indicated. 


Ex  PABTS  BOMUKDnU 

Decided  June  tS,  1910. 
107  O.  O.,  209. 

1.  Affidavits  uivdeb  Bulb  76— Admission  Afteb  Final  Rejection. 

Where  claims  have  been  rejected  on  references,  antedating  affldaylts  mider 
Rule  75  cannot  be  admitted  In  the  absence  of  a  good  and  snfllcleat  showing, 
duly  Terifled,  why  they  were  not  earlier  presented. 

2.  Same — Sufficiency  of  Such  Affidavits. 

Affidavits  which  state  merely  that  a  device  constructed  In  accordance  with 
the  application  hi  which  they  were  filed  was  completed  before  the  filing  date 
of  the  application  on  which  the  anticipating  patent  Issued  Held  Insnfllclent 
to  overcome  such  patoit  as  a  reference. 

Ok  PBTmoif. 

bhitpino-oasb; 

Mr.  George  W.  CoUes  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  appeal  to  the  Examiners-in-Chief  be 
temporarily  withdrawn  and  the  case  referred  to  the  Examiner  to  con- 

uigiiizeci  Dv  ■v^j"  vj-v/pi  l\^ 
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dder  certain  affidavits  filed  under  Bule  75  for  the  purpose  of  overcom- 
ing the  patent  to  Smith  cited  as  a  reference  against  the  ckims  of 
this  application.  It  is  asserted  in  the  petition  that  numerous  ref- 
erences were  cited  by  the  Examiner  in  his  successive  actions  up<xi  the 
case  without  special  reference  to  Smith  and  that — 

*  *  *  it  was  inevitable  that  the  date  of  the  Smith  patent  and  of  the  filing 
of  the  appUcation  therefor  should  have  been  overlooked  by  the  attorney;  that 
applicant  himself  being  unskilled  in  the  patent  law,  had  no  knowledge  of  the 
importance  of  this  date,  even  had  he  noted  it,  and  that  the  Examiner's  state- 
ment, in  which  the  previously  merely  incidental  or  casual  Smith  reference  leaps 
to  the  foremost  place  as  a  reference,  is  in  the  nature  of  a  surprise  to  applicant, 
and  that  he  should  be  permitted  an  opportunity  to  present  special  reasons  show- 
ing that  Smith  is  not  a  true  reference  because  of  its  date. 

It  is  well  settled  that  affidavits  under  Rule  75  tending  to  overcome 
references  will  not  be  accepted  after  the  claims  have  been  finally 
rejected,  in  the  absence  of  good  and  sufficient  showing,  duly  verified, 
why  such  affidavits  were  not  earlier  presented.  {Ex  parte  Berg^ 
C.  D.,  1906, 36^  120  O.  G.,  903.)  The  excuse  given  by  the  attorney  for 
applicant  in  his  petition  is  manifestly  inadequate.  The  record  shows 
that  the  patent  to  Smith  was  before  him  for  several  months  prior  to 
the  date  of  final  rejection.  No  reason  appears  why  steps  could  not 
have  been  taken  at  any  time  to  overcome  this  reference  if  deemed 
necessary. 

Furthermore,  it  may  be  mentioned  that  in  the  Examiner's  answar 
to  the  appeal  the  reference  to  Smith  is- used  alternately  with  the  ref- 
erence to  Dobas,  and  it  would  not  appear  that  the  elimination  of  the 
Smith  reference  would  be  material  to  the  applicant's  case. 

Finally,  it  may  be  stated  that  the  affidavits  which  are  presented  to 
overcome  this  reference  are  insufficient  to  accomplish  that  purpose,  for 
the  reason  that  they  do  not  state  facts  showing  the  completion  of  the 
invention  prior  to  the  filing  of  the  application  on  which  the  Smith 
patent  issued.  The  affidavits  are  merely  statements  of  the  opinion  of 
the  applicant  and  another  party  that  a  shipping-case  constructed  in 
accordance  with  the  invention  disclosed  in  this  application  was  con« 
structed  and  .shown  to  others.  Affidavits  under  Rule  75  should  so 
describe  the  devi^  relied  upon  to  show  the  completion  of  the  inven- 
tion, either  verbally  or  by  sketches,  that  the  Office  can  of  itself  deter- 
mine whether  the  device  so  constructed  constitutes  the  completion  of 
the  invention  at  the  date  upon  which  it  is  alleged  to  have  been  made. 

The  petition  is  denied. 
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Ex  PASTE  Fox. 

Bedded  July  ^8, 1910. 

167  O.  G.,  486. 
Examination  or  Application. 

Where  the  Examiner  after  fully  pointing  oat  why  the  claims  presented 
were  held  to  be  not  patentable  over  the  references  of  record  stated  that  In 
his  opinion  the  case  was  '^derold  of  any  patentable  merit  whatsoeTery** 
Heid  that  snch  statement  was  nnobjectlonabls^ 

On  Petition. 

HSDGK-TBIMMnro  MACHINE. 

Messrs.  C.  A.  Snow  dk  Go,  for  the  applicant. 

Bujlings,  Acting  CcrmmAssioner: 

This  is  a  petition  that  certain  language  in  the  Office  letter  of  June 
SO,  1910,  be  stricken  from  the  record  and  the  ease  be  assigned  to 
another  Examiner  for  further  examination. 

It  appears  that  in  the  letter  of  June  80,  1910,  the  Examiner  fully 
points  out  why,  in  his  opinion,  the  claims  were  not  patentable  over 
the  references  of  record.  In  addition  thereto  the  following  statement 
was  made: 

In  the  opinion  of  the  S2zamlner  the  case  Is  derold  of  any  patentable  merit 
whatsoeyer. 

Objection  is  taken  to  this  language  on  the  ground  that  it  shows 
that  the  Examiner  has  closed  his  mind  to  further  consideration  of 
the  case,  with  the  result  that  the  reconsideration  if  requested  would 
be  merely  perfunctory. 

The  action  of  the  Examiner  is  believed  to  have  been  entirely 
proper,  and  no  reason  is  seen  for  expunging  the  statement  from  the 
record.  It  is  the  duty  of  the  Examiner  in  examining  an  application 
to  consider  not  only  the  claims,  but  the  invention  disclosed.  If  he 
is  of  the  opinion  that  an  application  discloses  no  invention  over  the 
references,  it  is  perfectly  proper  for  him  to  so  state,  in  order  that  the 
proeecution  of  the  case  may  be  brought  to  a  speedy  conclusion.  It 
in  no  wise  follows  from  the  statement  of  the  Examiner  in  this  case 
that  nothing  patentable  over  the  reference  was  then  seen  in  the 
application  that  he  could  not  be  convinced  upon  argument  or  upon 
the  presentation  of  other  claims  that  he  was  mistaken. 

It  was  found  that  the  practice  of  continually  presenting  claims 
differing  but  slightly  and  immaterially  from  those  before  presented. 
WAS  developing  to  such  a  d^;ree  that  to  permit  the  same  to  continue 
when  it  could  be  legally  prevented  would  soon  bring  reproach  upon 
the  Patent  Office  and  those  practicing  before  it.  This  practice  re- 
§2746*— u — ^10 
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suited  in  no  good  to  the  inventor  and  was  a  hindrance  to  the  OiBoe 
in  the  performanoe  of  its  vast  amount  of  work  in  the  examination 
of  other  applications  of  deserving  inventor.  Furthermore,  it  became 
apparent  that  these  continually-presented  finely-drawn  amendments 
to  the  claims  in  an  application  disclosing  matter  which  was  obviously 
unpatentable,  and  which  make  the  claima  differ  from  each  other  only 
as  tweedledee  differs  from  tweedledum,  were  presented  not  for  the 
purpose  of  obtaining  an  allowance  of  the  claims,  but  for  the  purpose 
of  preventing  final  action  being  entered  in  the  application.  The 
reason  for  this  method  of  procedure,  which  results  only  in  the  indef- 
inite postponement  of  the  final  rejection,  is  apparent  when  it  is 
publicly  known  ihat  many  of  the  attorneys  so  prosecuting  their 
applications  advertise  to  return  the  fees  to  their  clients  when  the 
application  is  finally  rejected.  Under  such  circumstances  the  undue 
prolongation  of  the  prosecution  of  an  application  which  obviously 
presents  no  patentable  subject-matter  amounte  to  a  scandaL 

The  decisions  in  ex  parte  MiOer  (C.  D.,  1909,  28;  189  O.  O.,  730) 
and  ex  parte  Perry  (C.  D.,  1909,  49;  140  O.  G.,  1001)  were  rendered 
for  the  purpose  of  authorizing  the  final  rejection  of  claims  after  a 
clear  issue  had  been  reached  between  the  applicant  and  the  Examiner, 
although  the  claims  last  presented  might  not  be  identical  in  words 
with  those  which  had  been  previously  rejected,  and  are  supported  by 
the  stetutes  and  rules  of  practice  governing  the  prosecution  of 
applications  for  patent 

The  language  complained  of  is  almost  the  same  as  that  used  by  the 
Examiner  in  the  case  of  ex  parte  Perry ^  aupra^  the  attorneys  in  which 
were  the  same  as  in  the  present  case,  and  the  petition  in  that  case 
was  denied.  Unquestionably  if  new  claims  arQ  presented  or  if  recon- 
sideration of  the  present  claims  is  asked  and  an  argument  presented 
why  such  claims  are  patentable  the  Eaminer  will  carefully  recon- 
sider the  case.  The  request  that  the  Examiner  who  rend^ted  the 
action  complained  of  be  declared  disqualified  to  further  examine  this 
case  is  improper  and  an  unwarranted  reflection  upon  him. 

The  petition  is  denied. 


Ex  PABTB  PlEDOEB,  Jr.,  AND  CaMPBELZ«. 

Decided  JtUy  Z9,  1910. 

167  O.  G.,  48S. 

BzAMnrATioN  or  Atpuoation— Fm ax.  RajBonoir. 

In  his  first  action  the  Bxamlner  cited  certain  refwencas  as  lllnstratliif 
the  art  AppUcant  thereupon  canceled  the  clalsui  and  proseptod  one  new 
claim  In  Hen  thereof,  pointing  oat  wherein  It  was  supposed  to  avoid  the 
references.    Held  that  a  final  rejection  of  this  dalm  was  prematnre. 


DBOIHIOKB  OF  THB  COMlilSSIOKEE  OF  PATENTS.  125 

On  PEimoN. 

PITOTID  PLOW  STAITDABD  AND  BRACT. 

Mes8r$.  C.  A.  Snow  db  Oo.^  for  the  applicants. 

Billings,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  finally  rejecting 
the  claims  of  this  application. 

The  case  as  filed  contained  four  claims.  In  the  first  Office  action 
the  Examiner  called  attention  to  an  informality  in  applicant's  signa- 
ture and  then  cited  three  patents  which  it  was  stated  ^  illustrate  the 
arf  Applicant  canceled  the  claims  and  presented  one  new  claim, 
diflering  slightly  from  original  claim  1,  and  pointed  out  wl3^erein 
this  claim  was  supposed  to  avoid  the  references.  The  Examiner 
thereupon  finally  rejected  the  claim — 

In  Ylew  of  ew  parte  Miller,  (G.  D.,  1909,  28;  139  O.  G.,  780,)  ew  parte  Perry, 
(G.  D.,  1909,  49;  140  O.  G.,  1001,)  and  ew  parte  Lasanoe,  (G.  D.,  1907,  874;  131 
O.  G.,  1421.) 

It  was  also  stated  that  applicant  had  not  made  a  full  response  to 
the  last  Office  letter.  Applicant  filed  a  letter  stating  that  the  previous 
Office  letter  had  come  in  the  nature  of  a  surprise  and  asking  if  it  had 
not  been  written  under  a  misapprehension.  The  Examiner  then  wrote 
the  following  letter : 

The  Bauiminer  does  not  find  any  patentable  matter  In  this  appUcation,  and 
he  flees  no  ase  either  for  the  appUcant  or  Office  in  prolonging  the  communication 
pro  and  con. 

Should  applicant  desire  to  present  a  claim  for  the  purposes  of  appeal  coached 
In  diiferent  form,  it  will  under  Rule  68  receive  consideration. 

The  applicant  in  his  petition  asks  that  this  letter  be  stricken  from 
the  record  and  argues  that  the  decision  in  ex  parte  Miller^  supra^  is 
not  in  accord  with  the  statutes. 

The  decision  in  ex  parte  MUler^  which  was  approved  in  the  decision 
of  ex  parte  Perry ^  carefully  outlined  the  practice  to  be  followed  where 
a  clear  issue  had  been  reached  between  the  Office  and  the  applicant  as 
to  the  patentability  of  the  claims  presented,  and  the  practice  laid 
down  therein  is  believed  to  be  in  strict  accord  with  the  statutes  and 
the  rules.  In  the  decision  in  ex  parte  Miller^  after  stating  that  where 
the  amendments  or  reasons  presented  by  an  applicant  in  response  to 
an  action  by  the  Office  do  not  necessitate  the  citation  by  the  Examiner 
of  additional  references  or  reasons  the  applicant's  right  to  further 
prosecution  of  the  application  is  at  an  end,  the  Commissioner  said : 

It  is  recognized*  however,  that  it  would  in  many  instances  be  inequitable  for 
the  Office  to*  refuse  further  amendment  to  the  case,  especially  in  cases  contain- 
ing patentable  subject-matter,  where  the  question  of  the  scope  of  claims  neces- 
■ary  to  cover  the  appUcant's  real  invention  alone  remains  to  be  determined. 
For  this  reason  it  is  the  duty  of  the  Office  to  pursue  a  liberal  policy  in  permit- 
Ung  amendments,  in  order  that  an  applicant  may  obtain  the  full  protection  of 
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his  inyentioo  to  which  he  is  entitled  ander  the  law.  Where,  however,  the  Ebi- 
amlner  has  held  tliat  certain  claims  are  anpatentable-  and  has  folly  adviaed 
the  applicant  of  his  reasons  for  each  holding  and  the  latter,  after  reasonable 
prosecution  of  the  case,  has  failed  to  so  amend  the  claims  as  to  necessitate  the 
citation  of  new  references  and  has  been  unable  by  argument  to  convince  the 
ESzaminer  that  he  was  in  error  in  his  holding  in  respect  to  the  claims  presented, 
snch  an  issue  is  reached  that  there  is  no  need  of  further  discussion  of  the  case 
before  the  Bzaminer.  Under  such  circumstances  it  Is  believed  that  the  Ex- 
amine is  justified  in  refusing  to  accept  further  amendment  and  in  finally  re]ec^ 
ing  the  claims  then  of  record  In  the  case. 

The  decision  in  ex  paarte  Lasance^  supra^  is  clearly  inapplicable  to 
the  present  case,  for  it  was  there  held  that  where  a  narrow  claim  had 
been  rejected  and  a  broader  claim  was  presented  in  lieu  thereof  the 
rejection  of  such  claim  might  be  made  final. 

In  ex  parte  Perry,  suprCj  the  practice  was  condemned  of  repeatedly 
filing  amendments  which  can  serve  no  purpose  except  to  prolong 
the  life  of  the  case,  or  which  are  presented  in  the  hope  of  wearying 
the  Examiner  into  allowing  a  claim  upon  the  ground  that  because 
of  its  specific  character  it  can  do  no  harm. 

The  principles  announced  in  these  decisions,  which  are  relied  upon 
by  the  Examiner  to  justify  his  action,  are  not  applicable  to  this  case, 
for  the  reason  that  the  first  Ofiice  letter  does  not  even  purport,  as  it 
should  have  done,  to  reject  the  claims  if  they  were  deemed  not  pat- 
entable over  the  references;  nor  does  it  state  in  what  manner  the  ref- 
erences are  to  be  applied  to  the  claims,  whether  singly  or  in  combi- 
nation. It  is  true  that  applicant  amended  his  claims  in  view  of  these 
references;  but  the  new  claim  presented  differed  in  some  respects 
from  the  previous  claims,  and  it  was  pointed  out  wherein  these  differ- 
ences were  supposed  to  render  the  claim  patentable.  The  next  action 
therefore  should  certainly  not  have  been  a  final  rejection,  even  if  the 
claims  had  been  properly  rejected  in  the  first  Office  letter.  Appli- 
cant was  entitled  to  have  the  claims  considered  and  the  reasons  of 
rejection  fully  stated,  and  such  action  should  now  be  taken. 

The  petition  is  granted  to  the  extent  indicated. 


A.  F.  Beckmann.  and  Company  v.  B.  Fischer  A  Co. 

Decided  May  S,  1910. 

157  O.  G.,  486. 

1.  TaAOB-MAaKs — **  Honx  Aaroa  " — Nor  GeoaBAPHicAi.. 

The  words  "  Hotel  Astor  "  are  not  geographical  and  are  cannble  of  use 
as  a  valid  trade-mark. 

2.  Samk — Sams— Not  Ducbiptivb. 

The  words  "  Hotel  Astor  "  as  applied  to  coffee  are  not  descripttve,  even 
though  they  may  Incidentally  indicate  an  excellence  wMch  caused  this 
coffee  to  be  used  at  the  Hotel  Astor.  ^ 
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Affbal  from  Examiner  of  Interferences. 

TEADB-MARK  FOE  OOm. 

Mr.  Samuel  E.  Darby  for  A.  F.  Beckmann  and  Company. 
Mewrs.  C.  A.  Snow  dc  Co.  for  B.  Fischer  &  Co. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  A.  F.  Beckmann  and  Company  from  the 
decision  of  the  Examiner  of  Interferences  dismissing  the  application 
for  cancelation  of  trade-mark  No.  62,171,  consisting  of  the  words 
"  Hotel  Astor,"  for  coffee,  registered  April  23,  1907,  by  B.  Fischer 
&Co. 

The  ground  of  cancelation  set  forth  in  the  appellant's  brief  is — 

that  the  registrant  was  not  entitled  to  the  use  of  the  mark  at  the  date  of  its 
application  for  trade-mark. 

This  ground  of  cancelation  was  predicated  upon  the  following 
allegations:  First,  that  A.  F.  Beckmann  and  Company  had  pre- 
viously adopted  the  words  ^^ Crown  Aster"  as  a  trade-mark  for 
canned  peas,  pork  and  beans,  etc.,  and  that  under  the  doctrine  set 
forth  in  the  case  of  The  CoUins  Co.  v.  Oliver  Am>es  dk  Son  (18  Fed. 
Sep.,  661)  they  were  entitled  to  extend  the  scope  of  use  of  their  trade- 
mark to  analogous  articles,  including  coffee,  and  that  therefore  B. 
Fischer  &  Co.  had  no  right  subsequently  to  use  the  trade-mark 
•* Hotel  Astor"  upon  coffee;  second,  that  the  mark  "Hotel  Astor" 
as  applied  to  coffee  is  geographical  or  descriptive  and  advertising 
in  character,  and  therefore  not  capable  of  exclusive  appropriation, 
"  Hotel  Astor  "  being  the  name  of  a  hotel  well  known  in  New  York 
city. 

The  Examiner  of  Interferences  held  that  the  adoption  and  use  by 
A.  F.  Beckmann  and  Company  of  the  mark  "Crown  Aster"  on 
canned  fruits  and  vegetables  were  not  such  as  to  preclude  the  right 
of  B.  Fischer  &  Co.  subsequently  to  adopt  the  mark  "  Hotel  Astor  " 
for  coffee;  that  inasmuch  as  the  registrant  was  the  first  to  adopt  its 
trade-mark  as  applied  to  coffee  A.  F.  Beckmann  and  Company  was 
not  damaged  by  the  use  of  the  registrant's  mark,  and  therefore  dis- 
missed the  application  for  cancelation. 

The  history  of  the  mark  "  Crown  Aster  "  as  used  by  A.  F.  Beck- 
mann and  Company  is  briefly  as  follows :  It  was  applied  by  that  firm 
to  canned  corn,  canned  succotash,  canned  tomatoes,  peas,  and  canned 
fruits  in  the  latter  part  of  1903,  as  appears  from  the  testimony  of 
Beckmann  and  Otten,  members  of  the  firm,  and  Schaefer,  the  lithog- 
rapher who  made  the  "  Crown  Aster  "  labels.  In  1904  its  use  was 
extended  to  condensed  milk,  pork  and  beans,  beets,  spinach,  and  other 
vegetables,  and  also  preserves.    In  May,  1908,  Beckmann  began  its 
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use  upon  coffee.  It  is  also  alleged  that  as  early  as  1908  the  mark 
^  Crown  Aster  "  had  also  been  applied  to  tea;  but  the  testimony  with 
respect  to  such  use  is  exceedingly  unsatisfactory  and  is  insufficient,  in 
my  opinion,  to  establish  any  earlier  date  of  use  of  the  words  ^^  Crown 
Aster  "  upon  tea  than  the  date  upon  which  the  testimony  is  taken. 
On  September  30,  1907,  A.  F.  Beckmann  and  Company  applied  for 
the  registration  of  the  mark  "  Crown  Aster  "  as  applied  to  canned 
fruits,  canned  vegetables,  preserves,  and  marmalades. 

The  testimony  on  behalf  of  B.  Fischer  &  Co.  shows  that  the  mark 
"  Hotel  Astor  "  has  been  used  by  that  firm  upon  coffee  since  October, 
1905,  continuously  to  the  present  time.  It  is  stated  that  over  one  mil- 
lion eight  hundred  thousand  pounds  of  coffee  bearing  this  mark  have 
been  sold  and  about  one  hundred  and  ten  thousand  dollars  have  been 
spent  by  B.  Fischer  &  Co.  in  advertising  the  mark. 

It  appears  that  prior  to  this  date  William  C.  Munschenheim,  presi- 
dent of  the  Hotel  Astor,  had  bought  coffee  of  a  certain  blend  of 
B.  Fischer  &  Co.  This  coffee  had  been  used  by  him  in  the  Hotel 
Arena,  of  which  he  was  manager  prior  to  his  connection  with  the 
Hotel  Astor,  and  was  at  that  time  marked  by  him  as  '^ Arena  Coffee.'' 
Upon  becoming  associated  with  the  Hotel  Astor  in  1904  Munschen- 
heim supplied  his  ^'  clients  "  and  friends  with  this  same  kind  of  coffee. 
For  convenience  he  had  B.  Fischer  &  Co.  put  this  coffee  up  for  him  in 
five-pound  cans,  which  he  sold  for  a  slight  profit  to  his  ^  clients." 
This  use  of  the  words  "Hotel  Astor"  on  coffee  was  continued  by 
Munschenheim  until  about  October,  1905,  when  B.  Fischer  &  Co.  re- 
quested to  be  allowed  to  use  the  words  "  Hotel  Astor  "  as  a  trade-maik 
for  coffee.  Consent  was  given  by  Munschenheim  to  this  upon  the  con- 
dition— 

tbat  the  coffee  should  be  the  same  as  served  In  the  Hotel  Astor,  as  I  had  sold  It 
previously.    (Munschenheim,  X-Q.  70.) 

When  B.  Fischer  &  Co.  began  to  sell  coffee  under  this  brand,  Mun- 
schenheim discontinued  its  sale.    (Munschenheim,  X-Q.  82.) 
It  appears  that  for  a  considerable  time  prior  to  the  adoption  by 

A.  F.  Beckmann  and  Company  of  the  trade-mark  "  Crown  Aster " 
for  coffee  that  company  had  been  purchasing  ^^  Hotel  Astor  ^  coffee 
of  B.  Fischer  &  Co.  (Brewer,  X-Qs.  164-156;  Otten,  X-Qs.  46-48.) 
It  further  appears  that  A.  F.  Beckmann  and  Company  at  the  pres- 
ent time  sell  "  Hotel  Astor  "  coffee ;  but  both  Beckmann  and  Ott-m 
declined  to  state  from  whom  such  coffee  is  purchased  and  admit  that 

B.  Fischer  &  Co.  has  refused  to  sell  it  to  them  for  about  a  year  prior 
to  the  date  of  taking  testimony.  It  is  further  stated  by  Beckmann 
and  Otten  that  at  the  time  the  words  "  Crown  Aster  "  were  applied 
to  coffee  much  care  was  taken  to  select  the  blend  of  coffee,  which  was 
superior  to  the  "  better  grades  of  coffee,  including  the  '  Hotel  Astor ' 
brand,''    Under  such  circumstances  it  cannot  well  be  contended  that 
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B.  Fisdier  &  Co.  has  invaded  the  ri^t  of  A.  F.  Beckmaim  and 
Ccmpmnj  to  extend  the  use  of  its  trade-mark  ^^  Crown  Aster  "  from 
canned  vegetables,  fruits,  and  preserves  to  coffee. 

In  a  decision  in  a  similar  case  between  these  same  parties  (C.  D., 
1909,  246;  149  O.  O.,  1120,)  in  which  B.  Fischer  4k  Co.  attacked  A.  F. 
Bectonann's  registration  of  the  words  ^ Crown  Aster?'  for  canned 
vegetables  and  fruits  and  in  which  the  same  question  was  raised,  it 
was  said : 

Section  2  of  the  act  of  May  4, 1906,  which  provides  for  the  estabUshment  of 
daasee  of  merchandise  for  the  purpose  of  trade-mark  registration  provides  in 
part:  "On  a  single  application  for  registration  of  a  trade-mark  the  trade- 
mark may  be  registered  at  the  option  of  the  applicant  upon  any  or  all  goods  on 
which  the  mark  has  actually  been  used  comprised  in  a  single  class  of  merohan- 
diss,  provided  the  particular  description  of  goods  be  stated." 

It  cannot  be  well  asserted  that  because  a  merchant  has  adopted  and  used  a 
trade-mark  upon  one  kind  of  food  or  grade  of  food  he  can  thereby  preclude  any 
other  person  from  using  the  same  mark  upon  every  other  article  of  food  or  in- 
gredient of  f^oda  The  last  clause  of  the  section  above  quoted  cl^rly  shows 
that  the  applicant  should  be  required  to  assert  in  unmistakable  terms  the  partic- 
ular description  of  goods  for  which  he  claims  ownership  of  the  trade-mark,  and 
while  he  is  clearly  entitled  to  protection  against  the  registration  of  the  same  or 
a  similar  mark  by  another  upon  goods  adapted  to  similar  use  (as  coffee  and 
cocoa,  iupra)  he  is  clearly  not  entitled  to  a  monopoly  of  the  mark  upon  all  goods 
which  may  be  included  in  a  broad  class  established  by  the  Patent  Office  by  use 
on  the  one  article. 

Furthermore,  in  this  connection  it  is  to  be  noted  that  in  September, 
1907,  when  A.  F.  Beckmann  and  Company  applied  for  registration 
of  its  trade-mark  for  canned  fruits,  canned  vegetables,  etc.,  its  officers 
were  well  aware  of  the  use  of  the  mark  ^^  Hotel  Astor  "  as  a  trade- 
mark for  coffee  by  B.  Fischer  &  Co. 

B.  Fischer  '&  Co.  being  therefore  the  first  to  adopt  and  use  the  mark 
as  applied  to  coffee,  no  damage  can  be  predicated  upon  such  use  by 
A.  F.  Beckmann  and  Company  on  the  ground  of  prior  adoption  of 
its  mark  for  the  other  merchandise  specified. 

The  contention  that  the  trade-mark  ^^  Hotel  Astor  "  is  geographical 
is  believed  to  be  wholly  without  merit.  The  mark  "  White  House," 
associated  with  a  picture  of  the  White  House  at  Washington,  was  sus- 
tained as  a  trade-mark  forooffee  in  the  case  of  Dwinellr-Wright  Go. 
V.  Co-Operative  Supply  Co.^  (155  Fed.  Rep.,  909.) 

The  contention  that  the  trade-mark  "  Hotel  Astor  "  is  merely  de- 
scriptive is  believed  to  be  untenable  in  view  of  the  same  decision.  It 
is  true  that  this  coffee  is  admittedly  of  the  same  character  as  that 
which  is  used  exclusively  at  the  Hotel  Astor,  New  York;  but  these 
words  are  not,  in  my  opinion,  merely  descriptive  of  any  peculiar 
diaracter  or  quality  of  the  goods.  Since  ^unschenheim  gave  his 
permission  to  B.  Fischer  &  Co.  to  use  the  name  of  the  hotel  of 
which  he  was  president  upon  coffee  no  coffee  has  been  sold  from  that 


ISO  DBClStONS  OTf  TBJt  OOlOfifiSIONSB  OF  PATBinS. 

hcytel.  The  term  is  obviously  one  selected  to  indicate  the  merdiandise 
of  its  producer,  and  while  it  may  incidentally  indicate  an  exceUence 
which  causes  it  to  be  used  at  the  Hotel  Astor  it  is  not  beliieved  to  be 
of  such  essentially  descriptive  character  as  to  have  prevented  its 
exclusive  adoption  by  B.  Fischer  A  Co.  as  a  trade-mark  or  to  justify 
exclusion  fr<Hn  registration. 

/  find  no  error  in  the  decifUm  of  the  ExanUn&r  of  Interferences^ 
and  U  i$  aeeordmgly  affirmed. 


Ex  PABTB  Ely  A  Walker  Dht  Goods  Go. 

Decided  Ma^f  U,  1910. 

167  O.  G.,  768. 

DUIXB-MAaXS— ^■OGBAFHIGAL  TlBM— A8800IATB>  FSATUBIS. 

**  Tmpey  Geneva  "  as  a  trade-mark  for  hosiery  'Held  unregistrable  becauee 
geographical  in  signlficanoe,  the  arbitrary  word  "  ToiMy  *'  not  being  tufll- 
dent  to  reliere  the  mark  from  this  objection.  {In  re  HophtHSf  O.  D.,  1907, 
649;  128  O.  G.,  890;  in  re  Oreeeent  Typewriter  Bupphf  Co..  Q.  D^  1906»  818; 
188  O.  G^  28L) 

On  Appsau 

TKADB-MABK  lOS  H08IEBT. 

Meeere.  JSmaU  db  Small  for  the  applicant 

MoosB,  Comaniesianer: 

This  is  an  appeal  fnxn  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  wcvds  ^^  Topay  Geneva  "  as  a  trade-mark  f <»> 
hosiery. 

The  ground  upon  which  registration  of  this  mark  was  refused  is 
that  the  word  ^  Geneva ''  is  a  geographical  term  and  that  the  mark 
is  therefore  not  registrable  under  the  provisions  of  section  5  of  the 
Trade-Mark  Act  of  February  20, 1906. 

Applicant  has  filed  no  brief  on  this  appeal,  and  his  argument  be- 
f(Mre  the  examiner  and  hb  reasons  for  appeal  appear  to  be  based 
largely  upon  the  contention  that  other  marks  have  been  registered 
which,  in  his  opinion,  are  as  much  geographical  as  the  one  for  which 
registration  is  now  sought.  This,  however,  has  obviously  no  bearing 
on  the  question  whether  the  mark  involved  herein  is  geographical. 

That  the  word  ^  Geneva  "  is  geographical  and  therefore  not  regis- 
trable is  self-evident,  nor  does  the  inclusion  of  the  word  ^  Topsy  " 
with  this  word  render  it  registrable,  even  though  the  word  ^  Topsy  " 
by  itself  constitutes  a  valid  technical  trade-mark.  In  the  cases  of  in 
re  Hopkine  (C.  D.,  1907,  649;  128  O.  G.,  890;  29  App.  D.  C.,  118) 
and  in  re  Oreecent  Typewriter  Supply  Co.  ^g  D.^im  818:  1S» 
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0.  O.,  281;  80  App.  D.  C,  824)  the  Court  of  Appeals  of  the  District 
of  Colombia  held  that  the  words  "  Oriental  ^  and  "  Orient "  were  not 
registrable  as  technical  trade-marks,  notwithstanding  the  fact  that 
they  were  associated  with  arbitrary  matter.  The  action  of  the  Exam- 
iner refusing  registration  was  clearly  right 
The  decision  of  the  Examiner  is  affirmed. 


SCHUTTB  V.  SlCB. 

Decided  July  U,  1910. 

167  O.  G.,  768. 

Pkiomtt — Right,  to  Make  Claims. 

The  Examlnenhin-Ghlef  rendered  a  decisioii  on  priority  In  fayor  of  R.,  but 
refused  to  consider  the  right  of  8.  to  make  the  daims,  on  the  ground  that 
they  had  previously  considered  that  question  on  appeal  from  the  decisioo 
of  the  Primary  Examiner  on  a  motion  to  dissolve  the  interference  and  that 
the  Oommissioner  had  refused  to  review  their  decision  in  the  exercise  of 
his  Buperyisory  authority.  Held  that  the  Bxaminers-in-Chief  were  in  error 
in  refusing  to  consider  the  question  of  the  right  of  S.  to  make  the  claims, 
and  the  interference  is  remanded  to  them  to  render  a  supplemental  decision 
upon  that  question. 

On  PETTnoN* 

TALYB. 

Mr.  Francie  T.  Chambers  for  Schutte. 

Mr,  Albert  O.  Da/vis  for  Kice.     {Mr.  Richard  N.  Dyer  of  counsel.) 

BiLUNGS,  Acting  Commissioner: 

This  is  a  petition  by  Rice  from  a  refusal  by  the  Examiners-in-Chief 
to  consider  the  question  of  the  right  of  Schutte  to  make  the  claim  as 
ancillary  to  the.  question  of  priority  of  invention  when  the  case 
was  before  them  on  appeal  from  the  decision  of  the  Examiner  of 
Interferences. 

The  record  shows  that  a  motion  was  made  by  Rice  that  the  interfer- 
ence be  dissolved  as  to  the  count  of  the  issue,  on  the  ground  that 
Schutte  is  not  entitled  to  make  a  claim  of  corresponding  character. 

The  motion  involved  other  counts  pertaining  to  the  original  issue, 
which  motion  prevailed  as  to  all  counts,  except  the  one  now  under 
consideration. 

After  testimony  had  been  duly  taken  the  case  came  on  for  final 
hearing  before  the  Examiner  of  Interferences,  who  rendered  a  de- 
cision in  favor  of  Rice,  on  the  ground  that  Schutte  had  failed  to 
establish  the  fact  that  he  was  the  prior  inventor.  The  question  of 
the  right  of  Schutte  to  make  the  claim  was  again  argued  before  the 
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Examiner  of  Interferences  in  accordance  with  the  provisions  of  Bule 
180,  which  rule  is  as  follows: 

180.  Where  the  patentability  of  a  claim  to  an  opponent  is  material  to  the  riiJit 
of  a  party  to  a  patent,  said  party  may  urge  the  non-patentability  of  the  claim  to 
his  opponent  at  final  hearing  before  the  Examiner  of  Interferences  as  a  basis 
for  the  decision  upon  priority  of  Inyentlon,  and  upon  appeals  from  such  decision. 
A  party  shall  not  be  entitled  to  take  such  step,  however,  unless  he  has  duly  pre- 
smted  and  prosecuted  a  motion  under  Rule  122  for  dissolution  upon  the  ground 
in  question,  or  shows  good  reason  why  such  a  motion  was  not  presented  and 
prosecuted. 

The  Examiner  of  Interferences  expressed  no  opinion  as  to  the  right 
of  Schutte  to  make  the  daim,  for  the  reason  that  on  consideration  of 
the  record  he  came  to  the  conclusion  that  Rice  was  the  prior  inventor. 
In  view  of  the  conclusion  of  the  Examiner  of  Interferences  I  am  of 
the  opinion  that  he  was  not  necessarily  called  upon  to  discuss  the 
right  of  Schutte  to  make  the  claim,  especially  if  he  came  to  the  c<ni* 
elusion  that  Schutte  had  that  right. 

The  Examiners-in-Chief  on  appeal  reversed  the  decision  of  the 
Examiner  of  Interferences,  holding  that  Schutte  had  established  the 
fact  that  he  was  the  prior  inventor  of  the  claim  in  issue.  The  ques- 
tion of  the  right  of  Schutte  was  also  argued  under  Rule  180  before 
the  Examincrs-in-Ghief,  and  they  dismissed  this  question  in  the 
following  language : 

A  considerable  portion  of  the  brief  filed  by  Rice  In  this  case  is  devoted  to  the 
contention  that  the  issue  in  the  case  is  not  patentable  and  that  if  construed  in 
such  manner  as  to  avoid  the  state  of  the  art  the  claim  cannot  be  made  by 
Schutte.  This  matter  is  not  now  t>efore  us  and  has  been  carefuUy  considered 
both  by  the  Primary  Examiner  and  by  the  Board  in  connection  with  a  motion 
to  dissolve,  and  it  was  held  by  the  Board  that  the  issue  was  patentable  and 
could  be  made  by  Schutte.  Upon  appeal  the  Oonmiissioner  reused  to  exercise 
his  supervisory  power,  holding  that  the  case  was  not  one  which  demanded  such 
action.  The  only  way  in  which  the  matter  could  be  approached  at  the  present 
time  would  be  by  recommendation  under  Rule  126,  and  in  view  of  the  proceed- 
ings  above  referred  to,  it  is  clear  that  it  would  be  entirely  improper  for  this 
tribunal  to  take  such  action. 

The  Examiners-in-Chief  erred  in  refusing  consideration  of  this 
question  at  this  time.  In  view  of  their  conclusion  on  appeal  that 
Schutte  was  the  prior  inventor  they  should  have  considered  and  deter- 
mined the  question  of  the  right  of  Schutte  to  make  the  claim  as 
ancillary  to  the  question  of  priority  of  invention,  notwithstanding 
the  fact  that  they  had  previously  considered  that  question  on  motion. 

It  is  settled  by  a  line  of  decisions  beginning  with  Podlesak  and 
Podlesak  v.  Mclnnemey  (C.  D.,  1906,  568;  120  O.  Q.,  2127;  26  App. 
D.  C.,  899)  that  the  question  of  the  right  of  a  party  to  make  a  claim 
is  ancillary  to  the  question  of  priority  of  invention  and  that  when 
this  question  becomes  material  to  the  right  of  a  party  to  a  patent  in 
an  interference  proceeding  the  Court  of  Appeals  of  the  District  of 
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Cdnmbia  will  consider  and  detennine  that  question  when  properly 
brought  before  it  at  final  hearing.  A  favorable  decision  upon  this 
question  by  the  tribunals  of  the  Patent  Office  on  motion  does  not 
tiierefore  become  final,  and  of  right  ought  not  to  be. 

The  fact  that  upon  appeal  on  motion,  as  stated  by  the  Examiners- 
in-Chief — 

tbe  Commissioner  refused  to  exercise  his  superrisory  power*  holding  that  the 
case  was  not  one  which  demanded  such  action — 

does  not  necessarily  signify  that  the  Commissioner  was  of  the  opinicm 
fliat  the  claim  in  question  is  patentable  to  Schutte.  The  supervisory 
power  of  the  Commissioner  is  only  exercised  in  cases  where  there 
appears  to  be  no  other  remedy  and  where  it  appears  tp  be  necessary 
to  invoke  that  power  in  order  to  prevent  a  wrong  being  conmiitted. 

In  this  particular  case  it  is  reasonable  to  suppose  that  the  Commis- 
sioner refused  to  exercise  his  supervisory  power  because  he  was  of 
the  opinion  that  the  question  presented  to  him  could  be  ri^tfully 
urged  as  ancillary  to  the  question  of  priority  of  invention  at  the  finid 
hearing  before  tiie  Examiner  of  Interferences  and  also  before  the 
appellate  tribunals  should  appeals  be  taken. 

It  is  urged  in  behalf  of  Schutte  that  jurisdiction  should  not  be 
restored  to  the  Examiners-in-Chief ,  for  the  reason  that  the  petiti<m 
for  this  restoraticm  was  filed  after  the  limit  of  appeal  had  expired 
and  because  new  counsel  had  entered  appearance  in  behalf  of  Bice. 

While  these  points  are  worthy  of  consideration,  I  am  of  the  opinion 
that  they  do  not  justify  a  denifld  of  the  present  motion. 

The  record  shows  that  a  hearing  has  already  been  had  before  the 
Ezaminers-in-Chief .    Rice  states  in  his  brief  that — 

Schutte  tock  an  appeal  to  the  Board  of  Braminenhln-Ohlef  ttam  the  decision 
of  the  Bxaminer  of  Interferences  on  the  question  of  priority,  and  at  the  hearing 
on  said  appeal,  your  petitioner's  attorney  again,  by  brief  and  argument,  raised 
the  question  of  Schutte's  right  to  claim  the  issue  under  Bule  130. 

There  is  therefore  no  reason  why  another  hearing  should  be  had 
before  the  £xaminers-in-Chief  unless  desired  by  them.  The  parties 
to  this  case,  however,  and  also  the  appellate  tribunals  are  entitied  to 
the  benefit  of  a  decision  by  the  Examiners-in-Chief  upon  this  question 
at  final  hearing,  especially  in  view  of  the  conclusion  which  they  have 
already  announced — ^that  Schutte  is  entitied  to  an  award  of  priority 
on  the  assumption  that  he  has  the  right  to  make  the  claim. 

This  interference  is  transmitted  to  the  Examiners-in-Chief,  and 
they  are  given  jurisdiction  to  render  a  supplemental  decision  upon 
the  question  propounded,  from  which  they  will  set  a  new  limit  of 
appeal 

The  hearing  before  the  Commissioner  of  the  appeal  now  pending 
from  the  decision  of  the  Examiners-in-Chief  is  suspended*  ^5^ 

The  petition  is  granted  to  the  extent  indicated^ 


iL^ 
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Keith,  Esxckson,  and  Esickson  v.  Lundquist  v.  Losimeb  and 

liORIMES. 

Decided  July  27,  1910. 
157  O.  G.,  764. 

1*  Iwterpebewce—Testimowt— Motion  to  Suppbbss. 

Where  the  consideration  of  a  motion  to  suppress  certain  testimony  taken 
in  surrebuttal  would  necessitate  a  consideration  not  only  of  the  surrebuttal 
testimony  but  a  large  part  of  all  the  testimony  In  the  case,  Held  that  the 
Examiner  of  Interferences  properly  postponed  consideration  of  this  motloD 
until  final  hearing. 

2.  Sahe— Saiib—Noticb. 

a  notice  given  in  New  York  city  on  May  3  that  certain  witnesses  would 
be  examined  at  Battle  Creek,  Mich.,  on  May  5  Held  sufficient  undtf  the 
circumstances  of  the  case. 

Appeal  on  Motion. 

AtnOMATIO  EZCHAirOlL 

Mr.  A.  Miller  Belfield  and  Messrs.  Bulklet/y  Durand  db  Drury  for 
Keith,  Erickson,  and  Erickson. 
Mr.  C.  L.  Red-field  for  Lundquist. 
Mr,  Henry  C.  Tovmsend  for  Lorimer  and  Lorimer. 

Billings,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Inter- 
ferences rendered  June  21,  1910,  denying  the  motion  of  Keith, 
Erickson,  and  Erickson  to  strike  out  surrebuttal  testimony  of  Lorimer 
and  Lorimer  and  for  certain  other  relief. 

Keith,  Erickson,  and  Erickson  moved  to  strike  out  the  entire 
surrebuttal  testimony  taken  by  Lorimer  and  Lorimer,  on  the  ground 
that  it  does  not  relate  to  the  subject  upon  which  permission  to  take 
surrebuttal  was  granted — namely,  the  operativeness  of  the  apparatus 
shown  in  the  application  of  Lorimer  and  Lorimer.  In  opposition  to 
the  motion  it  is  contended  that  the  testimony  is  pertinent  to  the  ques- 
tion of  operativeness  in  that  it  tends  to  establish  a  standard  of  opera- 
tiveness in  the  art  to  which  the  invention  in  issue  belongs.  The  testi- 
mony is  clearly  not  so  irrelevant  as  to  warrant  its  suppression  without 
a  careful  consideration  thereof,  and,  as  pointed  out  by  the  Examiner 
of  Interferences,  it  is  not  certain  that  its  true  bearing  could  be  deter- 
mined without  reading  all  or  a  large  part  of  the  testimony  previously 
in  the  case,  as  well  as  the  surrebuttal  testimony  itself,  which  is  im- 
practical at  this  stage  of  the  proceedings.  His  decision  denying  the 
motion  and  postponing  this  question  until  final  hearing  was  liierefore 
right  and  is  affirmed.  ^         I 

Keith,  Erickson,  and  Erickson  moved,  further,  to  struce^u^Tc^'ain 
depositions  included  in  this  surrebuttal  testimony,  on  the  gronnd  that 
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it  was  taken  without  sufEcient  notice.  The  depositions  referred  to 
were  taken  at  Battle  Greek,  Mich.,  on  May  5,  1910.  The  parties 
finished  taking  testimony  in  New  York  city  on  May  8,  1910,  and  at 
about  3.30  p.  m.  of  that  day  counsel  for  Lorimer  and  Lorimer  pw- 
sonally  served  notice  on  counsel  for  Keith,  Erickson,  and  Erickson 
that  the  testimony  of  certain  witnesses  would  be  taken  at  Battle  Creek 
on  May  5,  at  ten  a.  m.  It  appears  that  this  service  was  accepted  with- 
out objection  by  counsel  for  Keith,  Erickson,  and  Erickson  and  that 
counsel  for  Lorimer  and  Lorimer  then  proceeded  to  Orand  Rapids, 
Mich.,  where  he  transacted  some  business,  and  then  to  Battle  Creek  on 
the  afternoon  of  May  4,  where  the  testimony  was  taken  on  May  5, 
in  accordance  with  the  said  notice.  It  appears,  further,  from  a  New 
York  Central  Railway  schedule  filed  in  connection  with  an  affidavit 
of  coimsel  for  Lorimer  and  Lorimer  that  there  were  several  trains 
between  the  time  of  service  and  one  p.  m.  of  the  following  day  which 
arrived  in  Battle  Creek  either  in  ample  time  or  substantially  in  time 
for  the  taking  of  testimony  at  the  appointed  hour.  Under  the  order 
of  the  Patent  Office  Lorimer  and  Lorimer  had  but  fifteen  days  in 
which  to  complete  their  surrebuttal  testimony. 

The  suffici^icy  of  the  notice  depends  largely  upon  the  circum- 
stances. In  the  case  of  RohertB  v.  Webster  (C.  D.,  1905,  138;  115 
O.  O,.  2135)  a  request  to  suppress  certain  testimony  was  denied  when 
there  had  been  but  four  hours'  notice  of  the  taking  thereof  and  objec- 
ti<m  was  made  on  the  record.  In  view  of  the  circumstances  of  this 
case,  as  above  set  forth,  the  refusal  of  the  Examiner  of  Interferences 
to  strike  out  the  depositions  taken  at  Battle  Creek  on  the  ground  of 
insufficient  notice  is  believed  to  be  fully  warranted,  and  his  decision 
18  affirmed. 

In  the  notice  of  appeal  Keith,  Erickson,  and  Erickson  allege  that 
the  Examiner  of  Interferences  erred  in  refusing  to  grant  the  request 
that  their  printed  record  might  be  filed  but  fifteen  days  prior  to  the 
final  hearing;  but  no  argument  in  support  of  this  contention  is  pre- 
sented in  the  brief  filed  by  them. 

No  error  is  found  in  the  decision  of  the  Examiner  of  Interferences 
on  this  point  J  and  it  is  affirmed. 


Ex    PABTB    StRATTON    AND    ClABEMONT. 

Decided  July  15,  1910. 
157  O.  0.,  765. 

Models  filed  during  the  prosecution  of  an  appllcfttfon  for  patent,  but  not 
entered  as  part  of  tbe  record  thereof,  will  not  be  so  entered  after  the  grant 

er  Uie  patent*  uigmzea  oy  %_ji  vj'v/pi  L\^ 

Ok  PsimoN. 
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AVFAB^TUS    VOB   DBA.WINO    Wm. 

Messrs.  Duncan  db  Duncan  for  the  petitionersL 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  that  certain  models  filed  during  the  pendency  of 
the  application  upon  which  a  patent  was  granted  be  officially  entered 
nuc  pro  tunc  as  forming  part  of  the  record  of  that  application. 

It  is  urged  in  behalf  of  the  patentees  that  these  models  are  shown 
to  have  been  regularly  filed,  since  they  bear  model-tags  upon  which 
appear  the  inventors'  names,  address,  title  of  invention,  and  date  of 
filing  of  the  application  and  the  date  of  receipt  of  said  models,  and, 
further,  that  certain  of  the  amendatory  papers  contain  a  reference 
thereto* 

Rule  66  provides  in  part  that — 

a  model  wiU  only  be^  required  or  admitted  as  a  part  of  the  application  when  on 
examination  of  the  case  In  Its  regular  order  the  Primary  Examiner  shall  find  It 
to  be  necessary  or  useful.  In  such  case,  If  the  model  has  not  been  furnished,  the 
Examiner  shall  notify  the  applicant  of  such  requirement,  which  wlU  constitute 
an  official  action  In  the  case.  When  a  model  Is  received  In  compliance  with  the 
official  requirement,  the  date  of  Its  filing  shall  be  entered  on  the  file-wrapper. 
Models  not  required  nor  admitted  will  be  returned  to  the  applicants. 

It  does  not  appear  from  the  record  of  this  application  that  a  model 
was  ever  required  by  the  Examiner.  The  models  referred  to  in  this 
petition  were  presented  by  the  applicants  on  their  own  motion  and 
were  not  entered  as  a  part  of  the  record  of  the  application.  Pre- 
sumably they  were  merely  filed  as  exhibits  in  connection  with  an 
argument  urging  the  patentability  of  the  claims  presented  at  that 
time.  The  fact  that  the  models  were  tagged,  as  pointed  out  by  the 
patentees,  is  immaterial,  since  it  is  customary  for  the  Office  to  so 
identify  models  presented  as  exhibits. 

Inasmuch  as  it  was  not  considered  necessary  to  formally  make  these 
models  a  part  of  the  record  of  the  application  while  pending,  no  good 
and  sufficient  reason  appears  for  now  formally  accepting  them  as  a 
part  of  such  record. 

The  petition  is  denied. 


Ex  PARTE  Sachs. 

Decided  July  15,  1910. 

1S7  O.  G.,  706. 
▲ppucation — ^Abakdokmsiit. 

Where  on  the  last  day  of  the  year  allowed  for  action  applicant  filed  an 
amendment  and  argument,  but  discussed  only  three  of  the  tieven  patents 
dted  and  did  not  point  out  ^^eclflcally,  as  required  by  Rule  68,  why  these 
patents  were,  In  his  opinion.  Inapplicable  to  the  claims,  Held  that  the  Ex- 
amlner  was  Justified  in  holding  the  application  abandoned. 

uigiiizea  oy  ■^wJ  vj'v/pj.  lv^ 

On  Petitiok. 


DX0ISIOK8  OV  THB  OOMMtiaSIOKBB  0¥  PATBHX8.  187 


lo-cnoiTiT  vmonacnwm  VKmm, 
Mr.  Harold  SerreU  for  the  applicant 

Teknamt,  Assistant  Cammissumer: 

This  is  a  petdtioiL  that  the  Examiner's  holding  that  the  above- 
entitled  application  is  abandoned  be  set  aside. 

The  record  shows  that  on  May  4, 1909,  the  Examiner  made  certain 
formal  objection  to  the  description  and  rejected  the  greater  part  of 
the  eighty  claims  presented.  On  May  4, 1910,  the  applicant,  by  his 
attorney,  filed  an  amendment  and  argmnent  The  Examiner  held 
that  this  action  was  not  responsive  to  the  previous  OiBce  action  and 
that  the  case  was  therefore  abandoned. 

I  have  carefully  considered  the  Examiner's  acticm  and  the  amend- 
ment and  argument  filed  in  behalf  of  the  applicant  in  response 
thereto.  Of  eleven  patents  cited  in  the  official  letter  of  May  4, 1909, 
and  specifically  applied  to  the  several  claims  only  three  were  discussed 
in  the  argument  accompanying  the  amendment,  and  as  to  these  the 
applicant  did  not  point  out  specifically,  as  required  by  Rule  68,  why 
they  were,  in  his  opinion,  inapplicable  to  the  claims. 

Certain  of  the  claims  were  canceled,  the  total  number  being  reduced 
from  eighty  to  sixty-nine.  Original  claims  86  to  80,  however,  the 
majority  of  which  were  rejected  and  some  of  which  objected  to  as 
being  functicmal  and  indefinite,  were  not  treated  in  any  manner  in  thf 
amendatory  action  of  May  4,  1910.  In  view  of  these  circumstances 
it  must  be  held  that  the  action  was  so  lacking  in  responsiveness  that 
the  Examiner  was  justified  in  holding  the  application  abandoned* 

The  petition  is  denied. 


Ex  PAsm  AiiQiJTo  OnjiBss  Beabinq  Cohpakt. 

DeoUM  Mareh  19,  1910. 

157  O.  O^  909. 

Pman—UxDU,  SHownre  Skal  or  Oitt— Rbqistbatiok  Not  Aoazrst  Publio 

FOUOT. 

Hie  fact  tbat  a  print  contains  a  represoitatioa  of  tiie  seal  of  Phlladdi- 
plila  H^d  not  a  sofScient  ground  for  refusing  to  register  such  print  where 
it  appears  tbat  the  cat  appearing  in  the  print  which  bears  said  seal  was 
taken  from  a  medal  awarded  to  applicant  by  that  citj. 

On  Appeal. 

Digitized  by  VjOOQ IC 
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Mewra.  Hawion  dk  Howscn  im  the  applicant 

BiLUi^Ga,  Firat  Asaiatant  Commisrianer: 

This  b  an  appeal  from  the  refusal  of  the  Examiner  to  register  m 
print. 

The  ground  f w  this  refusal  is  that  the  print  contains  a  r^resenta- 
tion  of  the  seal  of  Philadelphia  and  is  therefore  not  registrable  under 
the  ruling  in  certain  decisions  cited,  in  particular  em  parte  Rippem 
(C.  D.,  IMM,  88;  106  O.  O.,  798)  and  m  parte  SociStS  pour  U  Carn^ 
merce  de  The  K  and  O  Popof  Freree^  (G.  D.,  1908,  249;  187  O.  O., 
1287.) 

In  the  first  of  these  cases  the  Commissioner  hdd  that  it  would  be 
against  public  policy  to  register  a  label  containing  the  ooat-of-arms 
of  Hungary.  In  the  second  it  was  held  that  a  trade-mark  which  con- 
tained the  coat-of -arms  of  Russia  was  not  registrable  under  secticm  6 
of  the  Trade-Mark  Act,  although  permission  had  been  givra  to  ro- 
ister this  trade-mark  in  that  country,  for  the  reason  that  the  trade- 
mark law  provided  for  no  exceptions  of  the  kind  indicated. 

Applicant  states  in  a  communication  filed  February  2, 1909,  that  the 
cut  appearing  in  the  print  which  bears  the  shield  of  the  city  of  Phila- 
delphia b  taken  from  a  medal  awarded  to  this  applicant  by  that  city, 
and  the  cut  itself  indicates  the  correctness  of  this  statement.  This 
fact  would  seem  to  distinguish  this  case  from  the  case  of  em  parte 
Bippen^  euproj  cited  by  the  Examiner. 

It  is  to  be  noted  that  the  applicant's  print  is  not  confined  to  the 
representation  of  the  seal  of  the  city  of  Philaddphia,  but  that  the 
seal  is  a  mere  incident  to  the  representation  of  the  obverse  and  re- 
verse of  the  medaL 

It  is  evident  that  the  award  of  the  medals  by  the  city  of  Philadel- 
phia contained  the  implied  permission  of  that  city  to  represent  them 
in  the  manner  in  which  they  are  displayed  by  the  applicant  It  fol- 
lows, therefore,  that  the  registration  of  the  print  under  consideration 
cannot  be  properly  refused  on  the  ground  that  its  registration  woold 
be  against  public  policy. 

The  second  case  cited  arose  out  of  the  trade-mark  law,  which  con- 
tains specific  prohibitions  not  found  in  the  laws  governing  the  regis- 
tration of  copyrights,  under  the  provisions  of  which  this  registra- 
tion is  sought. 

In  view  of  the  facts  that  the  copyright  law  does  not  prohibit  the 
registration  and  that  the  representation  of  the  seal  of  the  city  of 
Philadelphia  is  used  on  the  print  sought  to  be  registered,  with  at 
least  implied  permission  of  that  municipality,  there  appears  to  be  no 
reason  either  under  the  law  or  on  the  ground  of  public  policy  for  the 
vsfusal  to  grant  the  registrati<m  sought  ^ ^  ^^'^  ^y  ^^^^q lv 
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Before  passing  the  case  to  registration  applicant  should  file  proof 
of  the  award  of  this  medaL 
The  decision  of  the  Eaaminer  is  reversed. 


ChnsT  V.  SiBBBLOir* 

DsoUM  March  SO,  1910. 
157  O.  O^  two. 

XftADV-lffABKS— QOODS  OV  SAMB  DsSOUniTS  PlOPBRnES. 

A  beverage  brewed  from  malt  and  bops  and  a  bererafs  made  from  a  mix- 
tore  of  a  so-called  ''Beerlne'*  oompoimd  and  beer  diluted  and  cbarfed 
with  carbonic-acid  gas,  each  beverage  containing  lets  than  one  per  ont.  of 
alcohol.  Held  to  oonstitate  goods  of  the  same  descriptive  propsrtlsii 

Os  AsteUm 

nujm-uAsx.  roa  uaut  uQxraa. 

Mr.  Elwin  M.  Hvlse  and  Messrs.  Sieuart  db  Steuart  for  Gerst 
Messrs.  Briesen  db  Kna/uth  for  Strehlow. 

BniLiNQS,  First  Assistant  Oommissianer: 

This  is  an  appeal  by  Gerst  from  the  dedsion  of  the  Examiner  of 
Trade-Marks  holding  that  the  marks  of  the  respeddve  parties  to  the 
interference  are  used  upon  goods  of  the  same  descriptive  properties 
and  for  this  reason  refusing  to  dissolve  the  interference. 

Strehlow  has  a  registration  of  the  word  ^  Beerine  "  for — 

non-alcoholic  beverages  having  a  taste  similar  to  that  of  beer,  and  eatracis  for 
making  the  same; 

The  mark  of  the  applicant  Gerst  consists  of  the  word  ^  Beerette'' 
for — 
a  non-intoxicating  malt  beverage  in  Olass  No.  48»  Blalt  extracts  and  liquors. 

Appellant  contends  that  the  goods  are  not  ^  merchandise  of  the 
same  descriptive  properties  ^  and  that  Strehlow's  beverage  is  simply 
a  mechanical  mixture,  while  that  of  appellant  is  a  brewed  malt  liquor. 

Concerning  this  contention  the  E^caminer  states  in  his  decision  as 
follows: 

It  appears  from  the  affidavits  filed  that  the  mark  **  Beoette  "  is  nsed  19011  a 
beverage  which  contains  approximately  one-half  of  one  per  cent  alcohol  and 
which  is  brewed  from  malt  and  hops.  It  appears  from  the  analjrsls  of  "  Beer- 
ine "*  that  soch  beverage  contains  sUghtlf  over  one-half  of  one  per  cent  alcohol 
and  that  each  preparation  is  made  from  the  so-called  '^  Beerine  **  compoond  and 
beer,  the  miztore  being  dUnted  and  charged  with  carbonic-acid  gaa 

The  certificates  of  registration  to  Hax  Strehlow  cover  the  beverage  as  weU  aa 
the  extracts  for  making  the  same  and  it  is  therefore  believed  that  the  goods 
as  set  fortti  by  V^illiam  Gerst  are  of  the  same  descriptive  properties  as  the 
9Mda  set  forth  toy  Max  Strehlow,  both  being  beverages  confining  approximate^f 
cne-lialf  of  one  per  cent  alcohol  and  intended  to  be  nsed  as  snbstitates  for  beer. 
tt746*-ll XL 
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After  careful  consideration  of  the  affidayits  referred  to  and  the 
brie&  filed  by  the  respective  parties  the  decision  of  the  Examiner  of 
Trade-Marks  is  believed  to  be  ri^t  The  goods  of  both  parties, 
while  differing  somewhat  in  composition,  contain  practically  the 
same  slight  percentage  of  alcohol  and  are  intended  f <Nr  temperance 
drinks  that  have  a  taste  like  beer  and  may  be  used  as  substitutes  for 
beer. 

The  Court  of  Appeals  of  the  District  of  Columbia  has  repeatedly 
held  that  it  is  not  necessary  lor  the  goods  to  be  identical  in  order  to 
be  ^^  merchandise  of  the  same  descriptive  properties  "  within  the  mean- 
ing of  the  law* 

In  the  case  of  Walter  Baker  db  Co.  ▼.  Harrison  (C.  D.,  1909,  284; 
188  O.  O.,  770;  82  App.  D.  C,  272)  said  court  held  that  coffee  and 
cocoa  are  goods  of  the  same  descriptive  properties  and  stated : 

The  products  of  the  cocoa-bean  and  the  products  of  the  coffee-bean  are  applied 
to  the  same  general  ose.  Things  may  be  said  to  possess  the  same  descriptlTe 
properties  when  they  can  be  applied  to  the  same  general  nsa  Ooflee  and 
cocoa,  when  used  as  bev^agen;  are  at  once  associated  as  belonglnif  to  the  dasi 
of  beyerages  In  general  domestic  use.  They  belong  to  the  class  of  bererages 
universally  used  on  the  table  and  sold  in  prepared  packages  for  that  purposa 
Shonld  the  same  mark  be  granted  to  different  persons  for  use  on  coffee  and 
cocoa,  respectively,  the  natural  and  certain  result  would  be,  that  the  one  wishing 
to  profit  by  the  use  of  the  same  mark  would  adopt  the  style  of  package  used  by 
the  other,  and,  by  such  unauthorised  imitation,  cause  confusion  in  the  mind  of 
the  purchasing,  consuming  public  as  to  the  quality  of  the  goods  so  marked.  TIm 
intent  of  the  statute  is  to  protect  the  rightful  owners  of  trade-marks  in  their 
valuable  property  rights,  and  it  seems  to  tax  the  courts  to  the  utmost  to  protect 
those  rights  against  the  ingenuity  of  counsel  and  the  designs  of  sharp  com- 
petitors. A  mark  should  be  denied,  not  only  when  used  upon  goods  of  the  same 
descriptive  properties  as  a  similar  registered  mark,  but  when  used  on  goods 
belonging  to  the  same  general  clasa 

The  same  court  in  the  case  of  the  Phoenix  Paint  db  Varmsh  Com- 
pany  v.  John  T.  Lewis  dk  Bros.  (C.  D.,  1909,  808;  189  O.  &,  990;  82 
App.  D.  C,  285)  held  as  follows: 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  rule  that 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marks.  The  test  is  whether  there  is  such  a  sameness  in  the 
distinguiiliing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the  general 
pubUc  If  there  is,  only  one  mark  should  be  registered.  Congress  evidently 
intended  to  prevent  the  second  registration  of  a  mark  that  would  enable  an 
unscrupulous  dealer  to  obtain  the  benefit  of  valuable  trade  reputation  estab- 
lished by  conscientious  effort  and  isAt  dealing  to  the  injury  of  the  public  as 
well  as  the  owner  of  the  mark. 

In  the  case  of  The  Peter  SchoenJiofen  Brewing  Company  v.  The 
Maltine  Company  (C.  D.,  1908,  887;  184  O.  G.,  1805;  80  App.  D.  C, 
840)  that  court  held  ''MaHine''  and  '' Edelweiss-Maltine "  to  be 
goods  of  the  same  descriptive  properties,  although  the  firmer  c<m- 
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tained  a  plain  trace  of  diastase,  but  no  alcohol  or  Carbonic  acid,  while 
"  Edelweiss-Maltine  "  contained  both  alcohol  and  carbonic  acid,  but 
no  diastase,  and  the  common  ingredients  differed  in  proportions. 
The  decision  of  the  Examiner  is  affirmed. 


Thb  Shaw  and  Weltt  Shibt  Co.  v.  The  Quaker  City  Shibt 

Mfg.  Co. 

Decided  June  18,  1910. 

167  O.  G.,  1000. 

1.  IirTEUPiBKNOK— Taking  or  TBsnMONT—DKCisioir  or  thk  Bzaminkb  or  Ik- 

ISBFKBBirCBS  AS  TO  TiMB. 

It  is  the  well-settled  practice  tliat  the  decision  of  the  Examiner  of  Inter- 
ferences extending  times  for  the  taking  of  testimony  is  flnaL 

2.  Same — ^Retaxino  Sxtppbessed  Testimony. 

Where  irregularities  which  require  the  suppression  of  testimony  arose 
tiirongh  inadvertence  and  not  through  a  desire  to  delay  the  proceedings 
or  to  take  an  overreaching  advantage  of  the  opposing  party,  it  is  proper 
upon  a  clear  and  satisfactory  showing  of  this  f^ct  to  permit  such  testimony 
to  be  retaken. 

Ok  Petition. 

TBADB-MABK  lOB  OimNQ,  NBQLIGfo,  AND  DRBSS  SHIBTS. 

Mr.  Henry  A.  Seymour  for  The  Shaw  and  Welty  Shirt  Co. 
Mr.  Edward  S.  DuvaU  for  The  Quaker  City  Shirt  Mfg.  Co. 

Billings,  Acting  CoTJvmissioner: 

This  is  a  petition  by  The  Quaker  City  Shirt  Mfg.  6o.  that  so  much 
of  the  decision  of  the  Examiner  of  Interferences  of  June  11, 1910,  as 
gives  leave  to  The  Shaw  and  Welty  Shirt  Co.  to  take  the  testimony 
of  the  additional  witnesses  named  in  said  decision  be  vacated. 

A  second  petition  by  the  same  company  that  the  Examiner  of 
Interferences  be  directed  to  stay  further  proceedings  until  the  first- 
mentioned  petition  is  determined  calls  for  no  consideration,  since 
the  stay  requested  has  been  granted  by  the  Examiner  of  Interferences 
since  the  filing  of  the  petition. 

It  appears  that  during  the  taking  of  testimony  by  The  Shaw  and 
Welty  Shirt  Co.  the  depositions  of  several  witnesses  were  taken  in 
addition  to  those  mentioned  in  the  notice  given  The  Quaker  Cit^ 
Shirt  Mfg.  Co.  The  latter  company  promptly  filed  a  motion  to  sup- 
press the  depositions  of  the  witnesses  not  mentioned  in  the  notice, 
which  motion  was  granted  by  the  Examiner  of  J)^|||^|»C?R5f9vL^t 
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the  flame  time,  however,  the  Examiner  of  Interfereaoes  granted  a 
motion  which  had  been  filed  by  The  Shaw  and  Welty  Shirt  Ca  lor 
permiflsion  to  retake  the  testimony  of  said  witnesses.  The  present 
petition  is  from  the  latter  acti(m  of  the  Examiner  of  Interferenoea. 

It  appears  from  the  affidavit  of  counsel  for  The  Shaw  and  Welty 
Shirt  CSo.  filed  in  support  of  its  motion  that  through  a  clerical  error 
the  middle  initial  in  the  name  of  one  of  the  witnesses,  whose  testi- 
mony Was  suppressed,  was  incorrectly  given  as  ^  W  instead  of 
'^  M; "  also,  that  the  testimony  of  all  of  the  witnesses  whose  deposi- 
tions were  suppressed  wa?  taken  by  associate  counsel,  who  was  un- 
familiar with  the  rule  of  the  Patent  Office  relating  to  tiie  taking  of 
testimony  in  interference  cases. 

It  is  the  well-setded  practice  of  this  Office  that  the  decision  of  the 
Examiner  of  Interferences  extending  times  for  the  taking  of  testi- 
mony is  final  (GoodfeUow  v.  JoUy^  C.  D.,  1905,  105;  115  O.  G*, 
1064;  ChristenBen.  v.  McKemie,  C.  D.,  1906, 288;  117  O.  O.,  277;  Dal- 
ton  V.  Eopkifu  V.  Newman,  C.  D.,  1906, 164;  121  O.  G.,  2666;  Wick- 
en  and  Furlong  v.  Weinwwmj  C.  D.,  1907,  219;  129  O.  G.,  2601.) 
The  circumstances  of  the  present  case  are  not  believed  to  be  such  as  to 
warrant  making  it  an  exception  to  the  general  rule. 

It  may  be  stated,  however,  that  The  Quaker  City  Shirt  M^.  Gow 
oontends  that  the  showing  in  support  of  the  motion  for  leave  to  retake 
the  testimony  of  the  witnesses  whose  depositions  were  suppressed  does 
not  comply  with  the  requirements  of  the  rules.  The  showing  made, 
especially  when  taken  in  connection  with  the  matters  of  record  in  th« 
case,  is  believed  to  fully  satisfy  the  requirements  of  the  rules. 

The  circumstances  of  this  case  make  applicable  thereto  the  prin- 
ciple set  iorth  in  the  case  of  Jones  v.  Starr^  (C.  D.,  1904,  844;  111 
O.  G.,  2221,)  where  it  was  stated : 

It  bas  been  held  that  where  the  irregnlaHties  requiring  the  wppresrton  of 
deposltiODi  arose  through  Inadvertence  and  not  through  anjr  desire  to  dtfay 
the  proceedings  or  to  take  an  overreaching  advantage  of  the  opposing  party 
It  Is  proper  upon  a  clear  and  satisfactory « showing  of  this  fact  to  permit  the 
party  to  retake  his  testimony,  so  that  he  may  have  an  opportunity  to  properly 
present  his  case.    (Blackman  v.  Alemander,  C  D.,  1902,  828;  100  O.  O.,  2888.) 

In  the  cases  of  GoodfeUow  v.  Jotty  (G.  D.,  1904,  888;  111  O.  G., 
1940)  and  Kinsman  v.  Strohm  (C.  D.,  1906, 481 ;  125  O.  G.,  1699)  per- 
mission was  given  to  retake  testimony  which  had  been  suppressed  be- 
cause  not  taken  in  strict  compliance  with  the  rules  on  the  ground 
that  the  testimony  had  been  taken  in  good  faith  and  that  the  irrega- 
]|iritie6  occurred  through  inadvertence. 

For  the  reasons  stated  the  petition  is  denied. 
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Shavkb  v.  Dilq  akd  FowuaL 
Deoided  August  5, 1910. 
157  O.  G.,  1001. 

AniJOiLTioN — ^RiOHT  TO  Insfbot. 

Where  a  party  to  an  Interference  had  filed  under  the  proTliionfl  of  Role 
106  a  certified  copy  of  such  portions  of  a  parent  application  as  related  to 
the  inTention  in  issue,  but  during  the  taking  of  testimony  introduced  fur- 
ther portionB  of  such  parent  application.  Held  that  the  other  party  to  the 
Interference  was  entitled  to  inspect  and  obtain  copies  of  the  whole  of 
■och  application. 

Afpkai.  ok  MonoN*. 

OAKK  or  SOAP. 

Mr.  Lewis  J.  DoolUtle  for  Shaver. 

Mr.  J.  OdeU  Fowler  for  Dilg  and  Fowler. 

TiNKAMT,  Acting  Commissioner: 

This  is  an  appeal  by  Shaver  from  a  decision  of  the  Examiner  of 
Interferences  dismissing  his  motion  to  inspect  and  make  or  have  made 
ocMnplete  copies  of  the  file-wrapper  and  contents  of  an  application  of 
Dilj^  and  Fowler. 

The  Examiner  of  Interferences  dismissed  said  motion  upon  the 
ground  that  the  question  raised  was  one  outside  of  his  jurisdiction 
to  determine.  The  decision  of  the  Examiner  of  Interferences  was 
light,  the  question  being  one  for  consideration  and  determination  by 
the  Commissioner  upon  petition.  Since  the  merits  of  the  question 
of  Shaver's  right  to  inspect  said  application  were  fully  discussed  at 
the  hearing  and  in  the  briefs  filed,  the  appeal  of  Shaver  will  be 
treated  as  such  a  petition  in  order  to  save  unnecessary  delay  in  the 
interference  proceedings. 

It  appears  that  a  divisional  application  of  Dilg  and  Fowler  is 
directly  involved  in  the  interference  and  that  they  filed,  under  the 
provisions  of  Kule  105,  a  certified  copy  of  such  portions  of  the  parent 
application  as  relates  to  the  invention  of  the  issUe.  During  the  tak- 
ing of  testimony  by  Dilg  and  Fowler  they  introduced  in  evidence  cer- 
tified copies  of  claims,  of  Office  letters,  and  of  a  drawing  in  the  parent 
application  not  contained  in  the  certified  copy  filed  under  Rule  105. 
'fhb  amendments  and  specification  to  which  certain  portions  of  such 
Office  letters  refer  are  not  introduced,  nor  is  the  specification  relating 
to  certain  portions  of  the  drawing.  Dilg  and  Fowler  state  that  the 
purpose  of  these  exhibits  is  to  show  diligence.  It  is  contended  by 
Shaver  that  he  is  entitled  to  inspect  the  whole  of  the  parent  ap'plica- 
tioci)  once  the  claim  of  diligence  which  Dilg  and  Fowler  attempt  to 
flh0W  by  sach  exhibits  may  be  nullified  by  the  whole  record,  also  that 
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the  full  meaning  of  the  exhibits  cannot  be  understood  without  a 
knowledge  of  the  full  record. 

The  contention  of  Shaver  is  well  taken.  The  sufficiency  of  the 
evtified  copy  of  portions  of  the  original  application  filed  under  Kule 
105  for  use  in  the  interference  has  been  approved  by  the  Office,  and 
the  introduction  of  additional  portions  of  the  parent  case  was  entirely 
voluntary  wi<^  Dilg  and  Fowler.  Obviously,  in  fairness  to  their 
opponent,  they  should  not  be  permitted  to  select  such  additional  por- 
tions as  will  subserve  their  purpose  and  conceal  from  their  opponent 
other  portions  which  may  controvert  or  modify  the  portions  selected 
or  have  a  bearing  upon  the  purpose  for  which  they  are  introduced. 
Moreover,  having  introduced  said  portions,  Dilg  and  Fowler  are  not 
necessarily  restricted  in  their  use  to  that  of  merely  showing  diligence. 

The  question  raised  has  been  passed  upon  in  several  decisions  of  the 
CSommissioner.  In  the  case  in  re  Patterson  (C.  D.,  1904,  91;  109 
O.  O.,  1070)  an  application  of  one  Johnson  was  involved  in  interfer- 
ence with  an  application  of  Patterson,  and  during  the  direct  exam- 
ination of  Johnson,  who  was  a  witness  in  his  own  behalf,  the  latter 
made  reference  to  his  earlier  application,  and  Patterson  filed  a  peti- 
tion for  permission  to  inspect  the  file  of  said  application  of  Johnson* 
The  Commissioner  in  his  decision  said: 

Johnson  mentioned  the  appUcatlon  and  referred  to  its  sabject-matter  when 
testil^Tina.  and  therefore  is  not  entitled  to  invoke  the  rule  of  secrecy  as  against 
his  opponent,  who  wishes  to  investisate  his  aUegation.  He  cannot  take  ad- 
▼antase  of  his  aUegations  of  fact  and  at  the  same  time  deprive  his  opponent 
of  the  means  of  controverting  those  facts  or  discrediting  him.  Patterson  la 
clearly  entitled  to  see  the  application. 

Johnson  saggests  that  to  permit  Patterson  to  see  his  other  application  would 
be  to  rule,  in  effect,  that  it  covers  the  same  invention  as  that  here  in  contro- 
vervy,  whereas  the  Office  has  already  made  a  contrary  mllng;  bat  in  this  sog- 
gestion  Johnson  is  mistaken,  since  Patterson's  right  to  see  the  application  sKtsta 
without  regard  to  any  supposed  identity  of  the  subject-matter  of  the  appUcationa. 

In  the  case  of  Olaaseen  v.  Steffen  (C  D.,  1901, 678 ;  118  O.  G.,  2507) 
the  Commissioner  held : 

^  •  ^  in  his  preliminary  statement  he  has  giyoi  notice  that  he  wouldHPiEob- 
ably  rely  upon  his  earlier  application.  The  very  tact  that  he  mentioned  this 
application  in  his  preliminary  statement  shows  that  he  hopes  to  obtain  certain 
advantages  from  it  as  evidence.  If  he  is  to  derive  any  advantages  from  it,  it  la 
but  proper  that  Glaassen  should  be  permitted  to  inspect  it    ^    ^    ^ 

Steflen  having  mentioned  his  earlier  application  in  his  preliminary  statement, 
and  thus  laid  the  foundation  for  introducing  it  in  evidence,  he  has  waived,  as 
agftinst  Claasaen,  the  right  to  preserve  It  in  secrecy. 

F'9r  the  reasons  stated  above  it  is  held  that  Shaver  is  entitled  to 
inspect  and  obtain  copies  of  the  parent  application  of  DUg  and 
Fawier. 
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Ez  PASTB  MOBBISON. 

Decided  June  16,  MO. 

167  O.  O.,  1248. 

t*B   Ahswxb   to   Afpeait— Rbfebehob  to   ApmoATxoir  ov   Ahothkb 

Pabtt. 

Where  in  nis  answer  to  an  appeal  the  Bxaminer  referred  to  a  prior 

decision  of  the  Examiner»-ln-Chief  in  the  case  of  another  applicant^  Held 

that  sach  reference  was  improper,  as  this  case  was  not  open  to  applicant's 

Inspection.    {Bm  parte  Motiey,  G.  D^  1902, 144 ;  f»  O.  O.,  668.) 

Oh  PEirnoK. 

CX>LLAP8IBLK  TUBS. 

Messre.  C.  A.  Snow  <&  Co.  for  the  applicant 

Billings,  Acting  Commieeioner: 

This  is  a  petition  that  the  Examiner  be  required  to  furnish  the 
statement  required  by  Rule  135  and  that  he  also  be  required  to  supply 
applicant  with  data  identifying  the  decision  referred  to  by  him. 

It  appears  that  the  claims  in  this  case  were  finally  rejected,  that 
applicant  appealed,  and  that  the  Examiner  in  his  statement,  after 
citing  the  references  and  stating  briefly  why  the  claims  were  not 
believed  to  be  patentable  thereover,  made  the  following  statement: 

The  same  question  of  invention  has  been  recently  passed  upon  by  the  Board 
€ft  Bzaminers-in-Ghief  and  the  Commissioner  in  another  case  and  it  la  not 
thought  necessary  for  the  Examiner  to  make  any  extended  statement 

The  case  referred  to  by  the  Examiner  is  not  open  to  applicant's 
inspection,  and  the  impropriety  of  making  any  reference  thereto  is 
obvious,  as  was  fully  stated  in  the  decision  of  the  Commissioner  in 
ex  parte  Morley,  (C.  D.,  1902, 144;  99  O.  Q.,  668.) 

An  Examiner's  statement  in  answer  to  an  appeal  should  clearly 
and  concisely  set  forth  the  reasons  upon  which  he  has  based  his  hold- 
ing that  the  claims  are  not  patentable.  The  statement  in  this  case 
should  have  been  complete  in  itself  and  not  have  referred  to  the 
decision  in  another  case  previously  considered  by  the  Examiners-in- 
Chief  unless,  as  pointed  out  in  ex  parte  Aforley^  euproy  such  decision 
was  cited  for  the  purpose  of  supporting  some  contention  of  law  which 
could  be  done  without  making  it  necessary  for  the  party  against 
whom  it  was  cited  to  understand  the  invention  in  order  to  appreciate 
the  pertinence  of  the  decision  to  the  matter  under  consideration. 

The  Examiner  will  therefore  prepare  a  supplemental  statement 
giving  fully  his  reasons  for  holding  the  claims  unpatentable. 

The  petition  is  granted  to  the  extent  indicated.  do 

•  uigiiizea  Dy  %«_ji  vj'VJ'xl^ 
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Ez  FAvn  Wnna 

DeMei  AMmut  9, 191$. 

107  O.  O^  1248. 

1.  BapommiDAnoH   or   BzAioirKM-zH-OHiBr  Uinm  Eoia  189— Aosnnr  m 

Pmcijnr  BxAicnna. 

Where  the  Bzemlnere-lxi-Ghlef  recommendt  imder  Rule  189,  that  In  their 

oj;iiiiioii  oertein  cUlme  are  not  patentable^  each  reoommendatkm  la  hlndlng 

upen  the  Primary  Kra  miner,  and  he  ihonld  enter  a  rejection  In  aooordance 

therewith.    (Bm  parte  BhaWf  C  D^  1807,  222;  128  O.  O.,  2857.) 


Where  the.Bzaminer  rejecta  dalma  In  accordance  with  the  leoomnMnda* 
tlon  of  tiie  Bzamlnera-ln-Ghlet  the  caae  la  reopened  to  the  eoctent  that 
applicant  la  entitled  to  amend  theae  dalma  to  ayold,  if  poaalble^  the  ground 
of  rejection  or  to  present  a  claim  or  claims  In  lien  thereof  directed  to  the 
aame  labject-matter.    (Bm  parte  Dietrich,  a  D^  1809,  82;  142  O.  O^  66&) 

On  Petition* 

VAPKaBAO. 

Meur9.  Ohapm  db  Hayv>qod  for  the  applicanL 

TuTNANT,  Asriitani  O&mnUseianer: 

This  is  a  petition  that  the  Primary  Examiner  be  directed  to  act 
upon  the  merits  of  the  claims  of  the  aboTe-eatitled  application;  iThe 
petition  also  requests  that  the  Examiner  be  instructed  that  if  in  his 
opinion  the  claims  contain  patentable  subject-matter  oyer  the  refer- 
ence cited  against  them  he  may  properly  allow  them. 

It  appears  that  the  three  daims  in  this  case  were  finally  rqected  by 
the  Primary  Examiner,  that  appeal  was  taken  fnmi  his  action,  and 
that  his  decision  was  reversed  by  the  Exaniiners*in-Qiiel,  who^  how- 
ever, rec<Mnmended  that  the  claims  be  rejected  in  view  of  the  patent 
to  Porter.  On  May  10,  1909,  the  Examiner  rejected  the  claims  on 
this  reference.  On  May  10, 1910,  the  applicant  presented  an  amend- 
ment containing  an  additional  diaim  and  also  an  argument  why  all 
four  ^daims  were  patentable  over  the  reference  dted.  The  Tg-gMwin^t^ 
thereupon  wrote  the  following  letter: 

Tbe  labject-matter  of  the  claims  bereln  baTing  been  previoody  eooaldevBd  the 
daima  are  finally  rejected  on  the  grounds  for  rejection  of  reoNNi.  (See  es  partm 
Mitter.  a  D^  1808,  28;  188  O.  O^  780;  es  parte  Perry,  a  D^  1808, 48;  140  O.  Q^ 
lOQL) 

The  applicant  then  requested  further  action  on  the  meritSy  whidi 
the  Examiner  refused,  and  the  present  petition  was  taken. 
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The  Examiner  was  right  in  holding  the  recommendation  of  the 
Ezaminers-in-Chief  to  be  binding  upon  him.  In  the  case  of  eat  parte 
Shaw  (C.  D.,  1907,  222;  129  O.  O.,  2857)  it  was  stated  that- 

tbe  recommendations  of  the  Bzaminers-in-Chlef  in  cases  remanded  to  the  Pri- 
mary Bzamlner  under  the  provisions  of  Rule  139  are  as  binding  on  him  as  those 
in  cases  remanded  acder  Rule  126 — 

and  in  that  case  the  Examiner  was  directed  to  enter  a  rejection  of  the 
claims  on  the  grounds  stated  in  the  decision  of  the  Examiners-in- 
Chief. 

As  pointed  out  in  ex  parte  Dietrich^  (C.  D.,  1909,  82;  142  O.  O., 
568,)  after  the  Ekaminer  adopted  the  reconmiendation  of  the  Exam- 
mers-in-Chief  and  rejected  the  claims  applicant  was  entitled  either 
to  amend  these  claims  so  as  to  avoid,  if  possible,  the  reference  or  to 
present  a  claim  or  claims  in  lieu  thereof  directed  to  the  same  subject- 
matter.  Applicant,  however,  made  no  attempt  to  amend  the  claims 
whose  rejection  was*  recommended  by  the  Examiners-in-Chief,  but 
filed  an  argument  that  this  recommendation  was  an  error.  He  pre- 
sented one  new  claim,  which  the  Examiner  in  his  letter  of  July  5, 
1910,  states  is  substantially  the  same  as  claim  2,  and  he  made  no 
attempt  to  show  wherein  tliis  claim  differs  from  the  claims  already 
rejected,  merely  arguing  that  this  claim,  like  the  others,  is  not  met  by 
the  reference. 

For  reasons  above  stated  it  is  held  that  the  action  of  the  Examiner 
in  finally  rejecting  the  claim  was  right. 

The  petition  is  denied. 


Ex  PARTE  Notes. 

Decided  AprU  IS,  1910. 

158  O.  O.,  227. 

RlOOMlCXlfDATION  BT  BxAMIITEBS-IN-OhIEF — ^PBACTIOE. 

Where  the  Examiners-in-Chlef  affirm  the  action  of  the  Primary  Examiner 
as  to  certain  of  the  appealed  clnlms,  hut  roTerse  his  action  as  to  others  and 
include  in  their  decision  a  recommendation  that  the  latter  claims  he  rejected, 
Held  that  an  appeal  from  the  decision  of  the  Bzaminers-in-Ohief  so  far  as 
it  affirmed  the  action  of  the  Primary  Examiner  wiU  not  be  considered  untU 
the  patentability  of  the  other  claims  is  determined  or  they  are  brought  op 
on  appeal. 

On  PmnoK. 
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AlfTEBIOR  THBOnLB-CXBBUBXTEB. 

Mr.  Robert  M.  Pierson  for  the  applicants 

Moore,  GommisHoner: 

This  is  a  petition  that  the  order  of  April  6, 1910,  suspending  action 
on  the  appeal  in  the  above-entitled  application  be  set  aside  and  the 
appeal  considered. 

The  Exaihiners-in-Chief ,  in  a  decision  rendered  September  10, 1909, 
affirmed  the  action  of  the  Primary  Examiner  as  to  all  the  appealed 
claims  except  claims  3  and  13.  They  reversed  his  action  on  these 
claims,  but  recommended  that  they  be  rejected  on  grounds  fully  stated 
in  their  decision.  On  September  21,  1909,  the  Examiner  rejected 
these  claims  on  these  grounds.  No  further  action  was  taken  by  the 
applicant  with  reference  to  this  rejection,  but  on  March  4,  1910, 
appeal  was  taken  from  the  decision  of  the  Examiners-in>C!hief.  One 
of  the  reasons  for  appeal  assigned  with  that —  * 

the  Examlners-in-Chief  erred  in  holding  thdt  claims  8  and  13  do  not  clearly  set 
out  the  Invention,  and  In  recommending  the  rejection  of  said  claims. 

On  the  same  day  on  which  the  appeal  was  taken  the  Primary  Exam- 
iner (the  case  had  in  the  meantime  been  transferred  to  another 
division)  rejected  claim  10  as  being  unwarranted  by  the  specification. 
It  appears  from  a  letter  written  by  him  on  April  9,  1910,  that  this 
rejection  is  based  upon  the  inaccurate  use  of  certain  terms  in  the 
claim  and  can  be  obviated  by  changing  a  few  words,  this  change 
really  being  for  the  purpose  of  obviating  a  possible  indeterminateness 
in  the  meaning  of  the  claim. 

As  the  case  now  stands  the  original  rejection  by  the  Examiner  of 
claims  3  and  13  was  reversed,  and  no  appeal  has  been  taken  from  the 
action  of  the  Primary  Examiner  rejecting  these  claims  on  the  ground 
recommended  by  the  Examiners-in-Chief.  Rule  139  provides  that 
the  Examiners-in-Chief  will  affirm  or  reverse  the  decision  of  the  Pri- 
mary Examiner  only  on  the  points  on  which  the  appeal  has  been 
taken  and  that  if  they  discover  any  other  reason  for  refusing  Letters 
Patent  they  will  annex  a  statement  to  that  effect  to  their  decision.  It 
further  provides  that  from  an  adverse  judgment  of  the  Primary 
Examiner  on  points  embraced  in  the  recommendation  annexed  to  the 
decision  appeal  may  be  taken  on  questions  involving  the  merits  to  the 
Board  of  Examiners-in-Chief. 

The  decision  in  ex  parte  Shaw  (C  D.,  1907,  222;  129  O.  G.,  2857) 
very  clearly  points  out  the  practice  to  be  followed  where  the  Exam- 
iners-in-Chief recommend  the  rejection  of  claims  the  rejection  of 
which  by  the  Primary  Examiner  they  had  held  was  in  error.  No 
reason  is  seen  for  following  a  different  practice  in  this  case;  nor  can 
the  applicant  complain  of  the  delay,  since  the  action  of  the  Examiner 
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adc^ting  the  reoommendation  of  the  Examinera-in-Chief  was  entered 
September  21,  1909,  and  the  appeal  from  the  decision  of  the  Exam- 
]ner&-in-CShief  was  not  taken  until  March  4, 1910. 

Claim  10  stands  on  a  different  footing  from  daims  8  and  18.  As 
stated  above,  the  rejection  of  the  Examiner  appears  to  have  been 
mainly  a  formal  one,  and  if  applicant  cares  to  adopt  the  suggestion 
made  by  the  Examiner  in  his  letter  of  April  9, 1910,  the  latter  is  given 
jnTisdiction  to  enter  such  an  amendment  and  to  allow  the  claim.  The 
present  appeal,  however,  cannot  be  considered  at  this  time.  If  appli- 
cant waives  his  appeal  from  the  action  of  the  Examiner  rejecting 
daims  8  and  18,  his  appeal  frcxn  the  dedsion  of  the  Examiners-in- 
Chief  as  to  the  other  claims  will  be  considered;  otherwise  action 
thereon  will  be  suspended  until  these  daims  are  formally  allowed  by 
the  Examiners-in-Chief  or  come  before  me  on  appeal  from  their 
decision  refusing  the  same. 

Ths  petition  is  denied. 


LAin>A  V.  Kavul 

DeoUUe  June  1$,  1910. 

168  O.  O.,  22a 

— Bnmonoir  to  Practiob— Tni^-43iicnx  Devigb. 
A  key-cnp  made  of  a  single  piece  of  slieet  metal  Held  to  be  of  that  simple 
character  which  requires  no  teat  to  demonstrate  its  praetlGabillty. 

a  CUmfr— Sams—Delat  in  Fqjhg  Afplication. 

A  dtiay  by  L.  of  two  and  a  half  years  in  filing  an  application  after  re- 
ducing the  invention  to  practice*  during  which  time  he  was  endeayoring  to 
ipet  his  employers  to  undertake  the  mannf^ctnre  of  the  deviee.  Held  not  to 
constitute  such  concealment  of  the  Invention  as  to  work  a  forfeiture  of  his 
right  to  a  patent 

Appkal  from  Ezaminers-in-Chief. 

KKT-LBVEB  OOP. 

Messrs.  Briesen  <6  Enauth  for  Landa. 
Mr.  Howard  P.  Denison  for  Kavle. 

MooBE,  Com/mdssioner: 

This  is  an  appeal  by  Kavle  from  the  decision  pf  the  Examiners-in- 
Cbief  aflbining  the  decision  of  the  Examiner  of  Interferences  and 
awarding  to  Landa  priority  of  invention  of  the  following  issue: 

1.  In  a  flnger-key  or  manual,  a  cup  and  shank  fofmed  from  the  same  piece  of 
metalt  the  dEiank  befng  flattened  below  its  Junction  with  tlif  |f^|^,|^Tl9gA  1|^^S^ 
wise  i^MDing  elongated  transversely,  ^ 
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2.  Tte  oomblnatloii  with  a  kcgr  lever  or  stem,  of  a  key  conaletbig.af  a  cop 
baTing  a  flattened  shank  to  fit  tiie  stem  or  layer,  the  cop  belnf  of  larger  diam- 
eter than  the  shank  and  formed  Integ^  therewith. 

The  tribunals  below  found  that  Landa  oononved  and  reduced  to 
practioe  the  invention  of  the  counts  now  constituting  the  issue  of  the 
interference  in  the  fall  of  1904;  also  that  although  KsLvle  conceived 
the  invention  in  1902  he  did  not  reduce  it  to  practice  until  1906  and 
was  not  exercising  diligence  at  the  time  Liuada  entered  the  field* 
They  therefore  awarded  priority  in  favor  of  Landa. 

The  principal  contentions  ui^ied  by  Kavle  on  this  appeal  and  the 
<xdy  ones  which  need  be  considered  are  the  following:  first,  that  the 
devices  constructed  by  Landa  in  the  fall  of  1904  were  not  tested,  and 
therefore  do  not  constitute  a  reduction  to  practice,  and,  secmd,  that 
even  if  they  be  held  a  reduction  to  practice  Landa  forfeited  his  rights 
as  against  Slavic  by  his  failure  to  file  an.  application  until  March  21, 
1907,  some  two  and  a  half  years  thereaft^. 

Ccmceming  the  first  of  these  contentions  thto  Examiner  of  Literfer- 
ences  stated  in  his  decision  as  follows: 

The  foregoing  testimony  is  snfllcient  to  establish  that  Landa  had  concaved  on 
or  before  December  15, 1904,  the  date  of  disclosare  to  Garsden,  a  k^-cup  made 
of  a  single  piece  of  metal*  both  bar  metal  and  sheet  metaL  It  is  also  found 
that  he^rednoed  to  practioe  such  a  cnp  made  from  bar  metal  in  October,  1904. 
No  OFidence  is  Introduced  to  show  that  the  cups  be  made  from  bar  metal  were 
ever  tested,  but  said  cups  are  held  to  belong  to  that  class  of  simple  devices 
which  do  not  require  a  test  to  show  that  the  Invention  is  complete.  This  con- 
clusion is  reached  after  a  consideration  not  only  of  the  simplicity  of  **  Eadiibits 
4  and  4*"  themselves,  but  also  after  noting  their  very  close  resemblance  in  form, 
siie  and  materials  to  the  Kavle  "  Exhibit  A*'  and  Rice  cup,  which  are  cups  sa<di 
as  have  been  operated, 

This  finding  of  the  Eicaminer  of  Interferences  is  believed  to  be 
right  In  my  opinion  the  device  of  the  issue  is  of  that  simple  char- 
acter which  required  no  test  to  demonstrate  its  practicability  and 
that  it  falls  in  the  dasB  concerning  which  the  Court  of  Appends  of 
the  District  of  Columbia  in  the  case  of  8y demon  and  Meade  v.  TJunna 
(C.  D.,  1909,  840;  141  O.  O.,  866;  82  App.  D.  C,  862)  said: 

The  first  class  Includes  deTices  so  simple  and  of  such  obyions  efllcacy  tiiat 
the  complete  construction  of  one  of  a  sise  and  form  intended  for  and  capable 
of  practical  use,  is  held  sufllcient  without  test  in  actual  use.  (Ma$(m  v.  Hep^ 
bum,  C  D.,  1898,  610;  84  O.  O^  147;  18  App.  D.  C^  86;  Lindemeyer  v.  Soffm^^ 
a  Dn  IfiOlf  863;  05  O.  O.,  888;  18  App.  D.  O.,  1;  LoonUa  v.  Sau9er,  0.  D^  190^ 
680;  90  O.  G^  1172;  10  App.  D.  0.,  401;  Oauoh  v.  Bamett,  O.  D^  1904,  600; 
110  O.  G.,  1481;  28  App.  D.  0.,  446;  Rolfe  v.  Boffman,  0.  D.,  1906^  688;  111 
O.  O.,  1860;  26  App.  D.  C,  886.) 

As  to  the  second  contention  of  Kavle,  the  evidence  shows  that 
Landk  was  in  the  employ  of  the  Underwood  Typewriter  Compaliy, 
and  that  he  disclosed  the  invention  and  the  device  he  had  constructed 
to  the  officials  of  said  company  in  the  fall  of  1901|  and  thftt  on  Nov 
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ber  12  of  that  year  they  obtained  from  the  Hartford  Machine  Screw 
Company  an  estimate  of  the  cost  of  manufacturing  in  quantity  the 
de^ce  flobmitted  by  Landa.  It  was  found  that  the  cost  of  manufae- 
toiing  a  devioe  as  Landa  had  done  by  turning  it  frcHn  bar-steel  would 
not  permit  of  its  use  in  competiticm  with  the  old  devices.  It  was 
realiml  that  in  order  to  be  a  commMcial  success  the  device  must  be 
diaped  from  sheet  metaL  It  appears  that  the  coustruction  of  the 
device  from  sheet  metal  involved  many  difficulties  and  required  the 
designing  and  making  of  special  tools  therefor.  It  also  appears  that 
notwithstanding  its  repeated  presentaticHi  by  Landa  the  company  did 
not  find  time  to  test  the  possibility  of  manufacturing  the  device  from 
flheet  metal  until  the  fall  of  1906.  On  account  of  the  delay  and  be- 
cause Landa  feared  that  somebody  else  would  be  given  credit  for  the 
invention  by  the  Underwood  Typewriter  Company  Landa  finally 
employed  an  attiHney  and  filed  tiie  application  himself. 

The  circumstances  of  this  case  are  not  thouj^t  to  show  coficealment 
of  the  invention  on  the  part  of  Landa,  nor  such  inactivity  until  after 
knowledge  had  been  obtained  of  the  perfection  of  the  invention  by  a 
rival  as  to  work  a  forfeiture  of  Landaus  right  in  favor  of  his  oppo- 
nent The  case,  on  the  contrary,  is  believed  to  fall  in  the  class  with 
Seeberger  v.  BwseU,  (C.  D.,  1906,  612;  121  O.  O.,  2828;  26  App. 
D.  a,  844,)  Bolfe  v.  HoffMt^  (C.  D.,  1906,  688;  121  O.  G.,  1850; 
26  App.  D.  C,  886,)  Base  v.  CUfard  and  NeweU,  (C.  D.,  1908,  457; 
186  O.  G.,  1861;  81  App.  D.  C,  195,)  Bolfe  v.  Kaisling  v.  Leeper, 
(C.  D.,  1909, 898;  148  O.  G.,  562;  82  App.  D.  C,  682,)  in  which  cases 
a  delay  equal  to  or  greater  than  that  of  Landa  in  filing  his  applica- 
tion and  until  after  a  rival  had  entered  the  field  and  perfected  the 
mvention  was  held  by  the  Court  of  Appeals  of  the  District  of  Co- 
Imnbia  not  to  work  a  forfeiture  of  the  rights  of  the  first  to  reduce  the 
invention  to  practice* 

The  dediion  of  ths  Ewaminere-inrOhief  awarding  priority  m  fwvor 
of  Landa  it  aftfrmed. 


Chadwiok  ft  Bbothxr,  Limited,  v.  Fabbiqttb  db  Son  Asn- 
nciKLLB  d'Obouiio* 

16S  O.  O.,  228. 

Tiiiwilfiwrs    fhrrosmoif    ftinrmnfnrr  or  Nonos  or. 

la  bis  DoCloe  of  opposition  the  oppooer  aUeged  tiait  he  was  the  ownor  of 
flie  trade-mai^  shown  In  a  certain  certificate  of  registration  and  also  stated 
of  what  his  mark  consists.  Held  that  a  proposed  amendment  to  the  notice 
of  opposition  statins  that  the  opposer's  mark  was  also  shown  In  another 
eertiaeate  ot  registration  did  not  oonstltate  a  new  groond  of  opposition, 
flie  mark  of  the  latter  registration  being  Included  In  that  of  the  former 
sat  the  ownsrshlp  of  both  being  stated  ta  the  original  aotlee  ef  epposltloQ. 
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Appeal  from  Examiner  of  Interferences. 

TRADB-MABK  FOB  ABTIFICIAI^BILK  THREAD. 

Mt.  Archibald  Cox  and  Mr.  Wm.  O.  Henderson  for  James  Chad- 
wick  &  Brother,  Limited. 

Mr.  Alfred  M.  AUen  and  Mr,  Paul  Finckel  for  Fabrique  de  Soie 
Artificielle  d'Obourg. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Inter- 
ferences denying  the  motion  of  the  opposer  to  amend  its  notice  of 
opposition. 

The  trade-mark  of  the  application  consists  of  the  representation  of 
a  lion  rampant  holding  a  globe  in  its  paw& 

The  grounds  of  opposition  are  as  follows: 

This  oppofler  is  the  owner  of  the  trade-mark  illustrated  hi  United  States 
eertiflcateof  registration  No.  60,842,  ot  October  23d,  1006,  and  the  registered 
proprietor  ot  the  mark  therein  shown. 

Said  mark  has  been  used  by  this  opposer  and  its  predecessors  continuously 
from  a  date  which,  this  opposer  avers,  on  information  and  belief,  is  much 
earlier  than  the  date  upon  which  the  applicant  first  began  to  use  the  mark,  to 
the  r^stration  of  which  this  opposition  is  filed.  The  mark  of  this  opposer  and 
any  mark  calculated  to  be  mistaken  therefor  or  confused  therewith  in  connection 
with  thread  and  yam  would  be  understood  to  mean  that  the  goods  were  the 
product  of  this  opposer. 

The  goods  upon  which  this  opposer  has  long  used  its  mark  as  aforesaid  and 
the  goods  for  which  the  applicant  seeks  to  register  its  mark  are  of  the  same 
class  and  of  the  same  descriptive  properties  in  that  both  are  cotton  threads^ 
and  otherwise. 

The  mark  of  this  opposer  and  the  mark  of  the  applicant  both  consist  of  a 
lion  rampant  holding  in  its  paws  a  device.  In  the  conception  or  idea  which 
both  express  the  two  marks  are  substantially  identical  and  this  opposer  avers, 
npon  information  and  belief,  that  the  mark  which  the  applicant  seeks  to  regis- 
ter so  closely  resembles  the  mark  owned,  used  and  registered  by  this  opposer 
that  it  is  calculated  to  be  mistaken  therefor  by  the  public  and  to  promote  and 
produce  mistake,  confusion  and  frauduloit  substitution. 

The  amendment  which  it  is  desired  to  insert  reads  as  follows: 

This  opposer  is  the  owner  of  the  trade-mark  illustrated  in  United  States 
certificate  of  registration  No.  66,927  of  October  23,  1906,  and  the  registered  pro- 
prietor of  the  mark  therein  shown,  said  mark  appearing  also  in  said  certificate 
of  registration  No.  66,842  of  October  23,  1906. 

The  Examiner  of  Interferences  stated  that  the  marks  shown  in  the 
drawings  forming  part  of  registrations  No&  56,927  and  56,842  show 
certain  differences  and  that  since  the  goods  upon  which  the  marks  are 
to  be  used  are  of  the  same  descriptive  properties  the  issuance  of  these 
two  registrations  to  the  same  party  justifies  the  presumption  that  the 
marks  shown  in  these  registrations  are  different  and  that  the  addition 
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of  the  later  registration  to  the  notice  of  oppoeiticm  would  oonati- 
tate  a  new  ground  of  opposition.  He  held,  however,  that  it  was  not 
neoossary  to  determine  this  question  at  the  present  time — 

•  •  •  wtacB,  If  flie  proposed  amendment  does  not  set  up  new  sroonds  oC 
opposition,  no  adyantafs  eonld  result  from  the  amendment*  and  If  tt  does  set 
^  new  sronadSi  tt  Is  Iwouslilt  too  late.  In  eltiier  case  flie  amendsMot  slioold 
set  bepennttted« 

The  registered  mark  referred  to  in  the  original  notice  of  opposition 
eoDsiste  of  a  coat-of-arms  comprising  a  shield  above  which  *appear  a 
bar  and  crowned  lion  rampant  holding  a  diamond-shaped  device  in 
itspawB.  Beneath  the  shield  is  a  scroll  bearing  a  motta  Inthelater 
r^gisfarmtion,  which  it  is  sought  to  include  in  the  notice  of  opposition, 
the  mark  illustrated  comprises  merely  the  representation  of  a  crowned 
lion  resting  upon  a  roll  and  bearing  a  diamond-shaped  device  in  its 
paws,  dpecunens  were  filed  with  each  of  these  applications  showing 
the  separate  use  of  these  trade-marks. 

It  is  to  be  observed  that  in  the  original  notice  of  opposition  the 
applicant  first  alleged  the  ownership  of  Trade-MSurk  No.  56,842,  stat- 
ing that— 

Uie  mark  of  this  opposer  snd  anj  mark  ealeolated  to  be  mistaken  tberefor  or 
confoeed  tiiercwtth  In  connection  with  thread  and  yam  woold  be  understood  to 
■Msn  that  tile  voods  were  flie  product  of  this  opposer. 

B  would  appear  that  the  allegation  in  respect  to  the  mark  Ko. 
M^B42  thus  made,  when  taken  in  connection  with  the  allegation  as  to 
the  identity  of  the  merchandise,  is  OMnplete  in  itself ;  but  the  opposi- 
tion, continuing,  sets  forth  that — 

the  mark  of  this  opposer  and  the  mark  of  the  applicant  both  contist  of  a  Hon 
ittipant  holding  in  ite  paws  a  device.  In  the  conception  or  idea  which  both 
Humai  the  two  marks  are  sabstantially  identical  and  this  oppoeer  avers,  upon 
htformatlon  and  belief;  that  flie  mark  which  the  appUcant  seeks  to  resister  so 
dosdv  resembles  tiie  mark  owned,  need  and  registered  hy  this  oppose  that  it  Is 
filcnisted  to  be  mistaken  therefor  by  the  public  and  to  promote  and  prodnce 
BiistakSb  confdSlon  and  fraudulent  sabstitution. 

This  allegation  is  clearly  sufficient  to  warrant  the  presentation  of 
I»oofB  of  a  mark  of  the  character  disclosed  in  the  registraticm  which 
is  sought  to  be  included  in  the  am^ided  pleadings. 

I  am  therefore  of  the  opinion  that  the  proposed  amendment  is  not 
newnuttter. 

Although  the  two  marks  of  the  opposer  are  separately  r^stered, 
still  the  later  mark  is  included  within  the  earlier  and  the  ownership 
of  both  the  marks  is  set  fc^th  with  sufficient  particularity  in  the 
notice  of  opposition  to  permit  the  inclusion  of  the  later  mark  by 
the  proposed  amendment  in  this  case. 

The  deehUm  of  the  Ewmmer  of  Interferew^ee  *r|Mfrf€#oogIe 
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Ex  PARTS  GrANGEB. 

Decided  Aitgusi  10, 1910. 

U8  O.  a,  229. 

Tradb-Mabks — "  Dean  " — ^Nams  or  an  Individual — ^Nor  Bbgibtbable. 

The  word  "  Dean  "  held  to  be  an  ordinary  surname  and  not  registrable 
aa  a  trade-mark. 

Ok  AfpisaLw 

TBADK-MABK  lOB  TX7BNAOS-ORA1X8. 

Messrs.  Muim  dk  Co.  for  the  applicant 

Tbnnant,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  regist^  the  word  ^  Dean  "  as  a  trade-mark  for 
furnace-grates. 

Registration  is  refused  upon  the  groimd  that  the  word  ^'  Dean  "  is 
an  ordinary  surname.  It  is,  however,  urged  by  the  appellant  that 
this  word  is  not  merely  the  name  of  an  individual,  but  has  also  the 
significance  of — 

the  oldest  member  in  length  of  service  of  a  constituted  body  or  a  body  of  per- 
sons of  equal  rank  of  whom  he  is  the  prescriptive  leader  in  all  Joint  actions. 

It  is  stated  that  this  word  is  more  nearly  analogous  to  the  words 
"Queen,"  "Napoleon,"  "Caesar,"  etc.,  which  have  been  registered 
by  the  United  States  Patent  Office,  notwithstanding  the  fact  that 
these  words  are  also  family  names.  It  is,  however,  to  be  noted  that 
each  of  the  words  referred  to  has  a  well-recognized  predominating 
fanciful  significance,  which,  where  used  as  a  trade-mark,  would  be 
understood  by  the  purchasing  public  as  an  arbitrary  term  designat- 
ing origin  rather  than  as  a  mere  individual  or  family  name. 

I  agree  with  the  Examiner  that  the  word  "  Dean  "  is  not  of  such 
common  use  in  the  sense  suggested  by  the  appellant  as  would  be 
likely  to  suggest  to  the  mind  of  the  general  purchasing  public  any 
other  significance  than  that  of  the  name  of  an  individual.  Probably 
the  majority  of  family  names  were  originally  derived  from  some  pro- 
fession, trade,  or  occupation,  and  to  hold  that  all  family  names  of  thia 
character  are  registrable  would,  it  is  believed,  pervert  the  meaning 
of  the  law. 

The  decision  of  tJie  Examiner  of  Trade-Marks  is  affirmed. 


Digitized  by 


Google 


PBCWLOJSB  OF  THB  C0MMI88I0KEB  OF  PATENTS.  155 

OFALL4  V.  HirOHlfl. 

Decided  July  16,  1910. 
168  O.  G.,  481. 

iHTEiniElfCB — ^PbELIMINABT   STATEMENT — AMENDMENT  QT. 

Where  the  Examiner  of  Interferencea  required  one  of  the  parties  to  an 
Interference  to  amend  his  preliminary  statement  in  certain  particulars  or  be 
penalized  by  being  restricted  to  his  record  date,  Held  that  no  appeal  lay 
from  the  decision  and  that  the  action  of  the  Examiner  of  Interferences 
would  not  be  reriewed  in  the  absence  of  a  showing  of  a  clear  abuse  of 
discretion. 

Appeal  f rcnn  Examiner  of  Interferences.' 

LOOSE-LKAT   BINDEI, 

Mr.  J.  O.  Parhineon  for  Opalla. 

Mr.  Charles  W.  HiUs  and  J/r.  Percy  B.  Hills  for  Hughes. 

BiLLiNQs,  Acting  Commissio-ner: 

This  is  an  appeal  by  Opalla  from  the  ruling  of  the  Examiner  of 
Interferences  requiring  Opalla  to  amend  his  preliminary  statement 
in  certain  particulars  or  be  penalized  by  being  restricted  to  his  record 
date  as  to  said  particulars. 

In  the  recent  case  of  Allyn  and  Turner  y.  Ames,  (95  Com.  Mss. 
Dec,  162,)  where  an  appeal  was  taken  from  a  similar  ruling  of  the 
Examiner  of  Interferences,  it  was  held : 

The  preliminary  statements  required  in  interference  proceedings  are  in  the 
oatnre  of  pleadings  which  require  certninty  of  expression,  an  applicant  being 
estopped  by  the  allegations  in  his  preliminary  statement  to  establish  dates  prior 
to  those  alleged  under  oath  in  his  statement.  It  is  obviously  necessary  that 
tbese  statements  be  carefully  drawn  and  it  is  within  the  Jurisdiction  of  the 
Examiner  of  Interferences  to  require  an  n mended  statement  whenever,  in  his 
opinion,  the  circumstances  are  such  as  to  throw  doubt  uiK)n  the  accuracy  of  the 
statement  already  submitted.  Furthermore,  the  question  whether  an  amended 
statement  should  or  should  not  be  required  is  a  matter  which  is  clearly  within 
the  Jurisdiction  of  the  Examiner  of  Interferences  before  whom  the  case  is  first 
to  be  heard  and  his  decision  on  this  question  will  not  be  reviewed  except  in  cases 
where  a  elear  abuse  of  discretion  is  shown.  In  the  present  case  there  is  no 
reason  for  exercising  suiiervisory  authority  to  review  his  decision. 

The  present  case  presents  no  abuse  of  discretion  on  the  part  of  the 
Examiner  of  Interferences  such  as  would  warrant  reviewing  his 
decision  under  the  supervisory  authority  of  the  Commissioner,  nor 
any  circumstances  which  justify  making  the  case  an  exception  to  the 
practice  set  forth  above. 

In  view  of  the  fact  that  Opalla  obtained  an  extension  of  time  in 
which  to  file  his  amended  preliminary  statement,  in  Jtigt,||l$J^l^^f 
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the  Examiner  of  Interferences  was  upheld,  until  July  18,  1910,  and 
that  the  delay  in  rendering  this  decision  will  probably  not  allow  him 
sufficient  time  in  whidi  to  file  said  statement,  Opalla's  time  for  filing 
the  preliminary  stat^nent  required  by  the*  Examiner  of  Interferences 
is  extended  to  July  25,  1910. 
The  appeal  is  dienUesed. 


Ex  FABTB  EkTERPBISB  BeD  CoMPANT. 

Decided  Auov9t  BO,  1910. 

.    168  O.  O.,  481. 

Tbadk-Maiks— "  Htosrio  ••— •*  Htgbia.** 

The  word  "Hygeia**  H^M  registrable  as  a  trade-mark  for  spring-mat* 
treeses,  notwithstanding  the  ftict  that  a  mark  previously  reglntered  for 
air-mattresses  Included  the  word  ''Hygienic/'  the  latter  word  beinc  de- 
Bcriptiye  of  the  goods  on  which  the  mark  was  used. 

On  Apfbal. 

T1AI»-MABK  lOB  SPBIHG  BDNI  AHD  MAT 


Mr.  Otto  R.  Bamett  for  the  applicant 

Tbnnant,  Acting  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade-Marks 
to  register  the  word  ^*'  Hygeia  '^  as  a  trade-mark  for  spring-mattresses. 

Registration  was  refused  in  view  of  the  registration  of  the  Metro- 
politan Air  Goods  Company,  certificate  No.  24,088,  dated  January  9, 
1894.  The  mark  shown  in  that  registration  consists  of  the  repre- 
sentation of  an  air-mattress  with  the  word  ^^  Air ''  thereon  and  above 
the  same  the  words  ^^  Hygienic  Air  Mattress  ^  and  the  wcnrds : 

"I  will  have  aU  my  beds  blown  up*  not  stuffed;  down  Is  too  hard.**  Ben 
Johnson. 

In  this  registration  it  is  stated  that  the  essential  feature  is  the  word 
^^  Hygienic  "in  connection  with  the  representation  of  an  air-mattress 
and  the  quotation. 

The  Examiner  bases  his  rejection  on  the  ground  that  the  words 
^  Hygienic  "  and  ^'  Hygeia  "  so  nearly  resemble  each  other  that  the 
public  would  be  likely  to  be  confused  by  the  simultaneous  use  of  these 
two  marks  upon  goods  of  the  same  descriptive  properties.  He  refused 
to  consider  whether  the  word  ^^  Hygienic  "  was  descriptive  as  applied 
to  the  goods  claimed  on  the  ground  that  the  registrant  had  a  prima 
facie  right  to  the  exclusive  use  of  this  word. 
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In  the  original  application  of  the  Metropolitan  Air  Goods  Com- 
pany it  was  stated  Uiat  the  essential  feature  of  the  mark  was  the  word 
^  Hygienic'^  Registration  was  refused  on  the  ground  that  the  word 
^  Hygienic  ^  was  descriptive.  The  application  was  then  amended  so 
as  to  state  that  the  essential  feature  was  as  above  stated,  and  the 
registration  was  granted. 

The  word  ^  Hygienic  "  is  evidently  descriptive  as  applied  to  goods 
of  tiiis  class,  and  the.r^strant  can  have  no  claim  of  exclusive  use  to 
that  word. 

In  the  case  of  CoMoUdated  Ice  Co.  v.  Hygeia  Distilled  Water  Go. 
(151  Fed.  Rep.,  10)  the  Court  of  Appeals  of  the  Third  Circuit,  in 
discussing  the  appellant's  contention  that  the  word  ^^  Hygeia  "  was 
descriptive,  said : 

In  thort,  "Hygeia"  is  not  "hygienic."  The  two  words  have  not  the  same 
meaning,  and,  while  a  monopoly  of  the  latter  could  not  be  accorded  to  any  one 
wiUioat  depriving  others  of  its  apposite  use  for  ascribing  healthfulness  to  their 
goods,  there  is  no  more  reason  that  the  former  should  be  exempted  from  appro- 
priation than  any  other  nominatiye  or  merely  designating  term  which  mythology 
or  fiction  has  fabricated  or  made  familiar. 

As  above  noted,  registration  was  refused  when  the  word  "  Hygienic  " 
was  the  essential  feature  of  the  mark  and  was  only  allowed  when  the 
representation  of  tiie  mattress  and  the  quotation  were  also  included  as 
a  part  of  the  essential  feature.  Whatever  rights  applicant  may  have 
with  respect  to  the  mark  as  claimed,  it  is  not  believed  that  it  is  en- 
titled to  the  exclusive  use  of  the  word  ^  Hygienic  "  or  that  the  inclu- 
sion of  this  word  in  its  registered  mark  can  be  held  to  be  a  bar  to  the 
present  applicant  registering  the  arbitrary  word  ^^  Hygeia." 

The  Examiner  refers  in  his  statement  to  the  case  of  Lang  v.  Cfreen 
River  Distilling  Company,  (C.  D.,  1909, 476;  148  O.  G.,  280;  83  App. 
D.  C.,  606.)  This  was  a  case  of  an  opposition  by  the  Oreen  River 
Distilling  Company,  which  had  registered  under  the  ten-year  clause 
the  words  ^  Green  River,"  to  the  registration  by  Lang  of  the  words 
^  Green  Ribbon."  The  court  refused  to  consider  whether  the  words 
**  Green  River  "  were  geographical,  and  hence  not  capable  of  registra- 
tion as  a  trade-mark,  held  that  the  sole  question  before  it  was  the 
similarity  of  the  marks  "  Green  River  "  and  "  Green  Ribbon ;  "  but 
this  decision  is  not  believed  to  be  applicable  to  the  present  case,  for 
the  reason  that  the  present  trade-mark  law  gives  certain  rights  to  a 
person  who  has  used  a  mark  descriptive  or  geographical  in  character 
for  ten  years  next  preceding  the  passage  of  that  act  and  had  obtained 
registration  of  such  mark. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 
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Stobk  Compant  V.  Kabo  Corset  Compant. 

Decided  Auffwt  SI,  1910. 

158  O.  a,  482. 

Uade-Marks— Opposition— PkAcncB. 

Where  an  opposition  to  the  registration  of  a  trade-mark  was  filed  by  the 
owner  of  a  registered  mark,  the  fact  that  on  demurrer  it  was  held  by  the 
Eizaminer  of  Interferences  that  the  goods  of  the  two  parties  were  not  so 
dissimilar  as  to  Justify  dismissing  the  opposition  affords  no  excuse  lor  the 
opposer's  failure  to  file  a  replication  to  the  answer  of  the  applicant. 

On  Pbtition. 

TBADE-MAmK  lOB   MATDNITT-OOBSETB. 

Mr.  Eugene  W,  Johnson  for  the  Stork  Company. 
Meesre.  Banning  <&  Banning  for  Kabo  Corset  Company. 

Tbnnant,  Acting  Commissioner: 

This  is  a  petition  by  the  Stork  Company,  the  opposer  in  this  case, 
that  the  decision  of  the  Examiner  of  Interferences  judging  that  the 
Kabo  Corset  Company  is  entitled  to  the  registration  for  which  it  has 
made  application  be  vacated  and  the  opposition  transmitted  to  the 
Examiner  of  Trade-Marks  for  the  purpose  of  determining  if  an  inter- 
ference in  fact  exists  betwe^i  the  application  of  the  Kabo  Corset 
Company  and  the  registration  of  the  Stork  Company,  No.  56,532. 

Within  thirty  days  after  the  publication  of  the  mark  of  the  Kabo 
Corset  Company  opposition  to  the  registration  thereof  was  filed  by 
the  Stork  Company,  one  of  the  grounds  of  opposition  being  that  the 
latter  was  the  owner  of  a  registered  trade-mark  for  dress-shields.  No. 
56,532,  and  that  the  marks  of  the  applicant  and  the  opposer  being 
8ul3stantially  the  same  the  opposer  would  be  damaged  by  the  use  of 
this  mark  by  the  applicant,  since  dress-shields  and  corsets  are  goods 
of  the  same  descriptive  properties. 

A  demurrer  was  filed  by  the  applicant,  which  was  overruled  by  the 
Examiner  of  Interferences,  who  stated  in  his  decision  that  the  goods 
of  the  opposer  and  those  of  the  applicant  are  not  so  dissimilar  as  to 
justify  sustaining  a  demurrer.  Time  was  set  for  the  applicant  to  file 
an  answer  and  for  the  opposer  to  file  a  replication  or  take  other 
proper  action. 

An  answer  was  filed  on  behalf  of  the  applicant;  but  the  opposer 
did  not  file  any  replication  thereto  within  the  time  set,  merely  filing  a 
paper  stating  generally  that  in  view  of  certain  decisions  cited  reg- 
istration should  be  refused.  Applicant  was  notified  that  this  paper 
was  not  a  replication  and  that  the  case  awaited  the  filing  of  a  replica- 
tion.   On  July  8,  1910,  no  replication  having  been  filed,  the  opposi- 
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tion  WAS  dismissed  under  Rule  66  of  the  rules  of  practice  in  equity 
and  judgment  was  rendered  that  the  £abo  Corset  Company  was 
entitled  to  registration. 

In  the  present  petition  no  excuse  whatever  is  given  for  failure  to 
file  a  replication  or  to  take  other  appropriate  action  in  accordance 
with  the  rules  of  equity  procedura,  the  only  allegation  being  that 
the  Examiner  of  Interferences  having  held  on  demurrer  that  the 
goods  of  the  applicant  and  the  opposer  were  not  so  dissimilar  as  to 
justify  sustaining  a  demurrer  the  case  should  be  returned  to  the 
Examine  of  Trade-Marks. 

In  view  of  the  fact  that  applicant  had  every  opportunity  to  take 
action  in  accordance  with  the  rules  of  equity  practice,  but  failed  to 
do  so,  no  reason  whatever  is  seen  for  taking  action  in  the  exercise  of 
the  supervisory  authority  of  the  Conmdssioner. 

The  petition  u  diamissed. 


Ex  FABTB  QaBSBIT. 

Decided  June  1,  1910. 
16S  O.  a,  70L 

IlAMIlTATION  or  AFPUOATIOH— IMPOBTANOX  or  GOMPLETB  OFFICE  ACTIOITS. 

"Complete  actions  on  the  part  of  this  Office  are  as  important  as  the 
ayoidance  of  piecemeal  prosecution  on  the  part  of  the  applicant.  Thereby 
the  burden  Incident  to  the  prosecution  of  the  application'  is  reduced  both 
for  the  applicant  and  the  Office,  unnecessary  delay  is  eliminated  and  the 
issaance  of  the  patent  expedited.  The  importance  of  an  early  issuance  of 
a  patent  on  an  application  containing  allowable  sublect-matter,  thereby 
placing  the  invention  in  the  hands  of  the  public  through  the  expiration  of 
the  patent  monopoly  at  as  early  a  date  as  possible,  has  been  emphasized  In 
many  €k>mmissioners'  decisions." 

On  Petition. 

VOnNO-MACHIinB. 

Mr.  WtUiam  A.  Megrath  for  the  applicant 

Moore,  Cammisaioner: 
This  is  a  petition  praying: 

1.  That  the  Ck)mmi8sloner  of  Patents  direct  the  Examiner  in  charge  of  this 
application  to  thoroughly  examine  this  application  and  to  put  aU  his  objections 
to  the  case  <m  the  record. 

2.  That  the  Commissioner  direct  the  Examiner  to  examine  all  pending  appli- 
cations relating  to  this  class  of  invention  to  determine  whether  there  is  any 
other  interference  between  this  application  and  anji^  other  pending  application. 

3.  It  is  requested  that  the  time  for  malting  the  claims  now  suggested  by  the 
Examiner  be  extended  until  the  examination  prayed  for  is  completed. 

uigiiizea  oy  '%wJ  v.^vj'pj.  iv^ 
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In  his  answer  to  the  petition  the  Examiner  states  that  prior  to  his 
last  acti<m  he  instructed  his  assistant  to  do  what  is  asked  for  in  the 
first  two  prayers  of  the  petition  and  that  he  has  therefore  already 
complied  with  said  prayers. 

Ciomplete  actions  on  the  part  of  this  CMBce  are  as  important  as  the 
avoidance  of  piecemeal  prosecution  on  the  part  of  the  applicant. 
Thereby  the  burden  incident  to  the  prosecution  of  the  application  is 
reduced  both  for  the  applicant  and  the  Office,  unnecessary  delay  is 
eliminated  and  the  issuance  of  the  patent  expedited.  The  importance 
of  an  early  issuance  of  a  patent  on  an  application  containing  allow- 
able subject-matter,  thereby  placing  the  invention  in  the  hands  of  the 
public  throuj^  the  expiration  of  the  patent. monopoly  at  as  early 
a  date  as  possible,  hi^  been  emphasized  in  many  Commissioners^ 
decisions. 

In  his  actions  of  January  15  and  January  20, 1910,  the  Examiner 
suggested*  two  claims,  under  the  provisicms  of  Rule  96,  for  inter- 
ference purposes.  Whether  it  would  have  been  possible  for  the 
Examiner  to  have  suggested  claims  for  the  prospective  interference 
earlier  in  the  prosecution  of  the  case  does  not  appear;  but  the  Exam- 
iner states  that  good  reasons  exist  why  the  prospective  interference 
did  not  sooner  develop,  which  reasons  he  does  not  deem  it  proper  to 
put  of  record  at  this  stage  of  the  proceedings. 

Obviously  if  any  additional  informalities  exist  in  petitioner's  appli- 
cation or  if  ground  exists  for  additional  interferences  the  Examiner 
should  take  proper  action  concerning  the  same  without  unnecessary 
delay. 

In  view  of  the  statement  of  the  Examiner  the  petition  is  dismissed 
as  to  grounds  1  and  tj  and  applicanfs  time  for  making  the  suggested 
claims  is  extended  twenty  days  from  the  date  hereof. 

The  petition  is  granted  to  the  extent  indicated. 


Ejdtb,   Euoksok,  ahd   Ebicksok  V,  JjVJWQXjm  v.  Loanan  Aim 

LORIMSR. 

DeoUted  JtUy  S,  1919. 

168  O.  O.,  701. 

1.  IifTnrauNor— Monoirs— AppBiX. 

A  motion  will  not  be  considered  on  appeal  which  has  been  dismiand  bf 
the  Bzaminer  of  Interferences,  having  original  Jurisdiction  thoreof,  al- 
though  the  reason  for  which  it  was  dismissed  no  longw  exists. 
%  Sams— BvxDKNCx  or  Consolidation  or  Intbbbst— Suppbession. 

•The  mere  fact  of  consolidation  of  interest  between  two  or  more  tMOtict 
to  an  interference  HtM  immaterial  to  the  Question  of  priority  and  testl- 
mony  on  this  point  properly  sqpprosssd  In  the  abseooe  of  any  showii«  as  Is 
tta  special  rsleraacj. 
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Appeal  ok  Motiok. 


AinOMATIO  nCOBAHOI. 


Mr.  A.  MUler  Belftdd  and  Messrs.  BvUdey^  Durand  dk  Drwy  for 
Keith,  Erickson,  and  Erickson. 
Mr.  O.  Z.  Redpid  for  Lundquist 
Mr.  Hewry  O.  Taumsend  for  Lorimer  and  Lorimer. 

B1LLIKQ8,  Acting  Commissioner: 

This  is  an  appeal  by  Keith,  Erickson,  and  Erickson  from  the 
decisions  of  the  Examiner  of  Interferences  rendered  May  17,  1910, 
dismissing  in  part  and  denying  in  part  their  motion  relating  to  cer- 
tain testimony  which  they  wish  to  have  appear  in  the  record  of  this 
interference. 

They  moved  for  leave*  to  retake  certain  testimony  which  was  taken 
by  them  after  February  12, 1910,  without  proper  authorization  in  so 
far  as  it  relates  to  the  three-party  interference.  The  motion  sug- 
gested that  instead  of  actually  retaking  it  the  testimony  already  taken 
might  be  entered  after  proper  opportunity  for  cross-examination  had 
been  given.  The  substantive  part  of  this  motion  was  dismissed 
by  the  Examiner  of  Interferences  because  an  appeal  was  then  pend- 
ing before  the  Commissioner  in  which  Keith,  Erickson,  and  Erickson 
sought  to  have  this  testimony  accepted  as  it  stands.  Since  the  merits 
of  the  proposition  have  not  been  considered  as  yet  by  Uie  Examiner 
of  Interferences,  who  has  original  jurisdiction  in  the  premises,  the 
appeal  as  to  this  point  will  be  dismissed. 

Keith,  Erickson,  and  Erickson  have  also  appealed  from  that  part 
of  the  decision  suppressing  certain  testimony  taken  for  the  purpose 
of  showing  a  consolidation  of  interest  between  Lundquist  and  Lori- 
mer and  Lorimer  and  from  the  refusal  to  grant  leave  to  take  further 
testimony  for  this  purpose. 

Appellants  have  not  pointed  out  wherein  this  testimony  would  tend 
to  discredit  any  of  the  testimony  now  in  or  otherwise  bear  directly 
upon  the  question  of  priority,  but  contend  that  it — 

may  bave  a  rery  direct  bearing  on  tbe  case  when  tbe  same  Is  heard  <m  Its 
merits. 

Counsel  for  Lorimer  and  Lorimer  stated  at  Uie  hearing  that  they 
icknowledge  the  existence  of  a  consolidation  between  Lundquist  and 
liorimer  and  Lorimer,  but  urged  that  the  exact  nature  of  the  arrange- 
ment was  a  personal  and  private  matter  which  could  have  no  bearing 
on  the  question  of  priority. 

It  is  not  uncommon  for  the  applications  of  two  different  parties  in 
an  interference  to  be  owned  or  controlled  by  the  same  interests,  and 
since  the  purpose  of  an  interference  is  to  determine  which  of  several 
parties  is  the  prior  inventor,  and  therefore  entitled  to  a  patent  for  a 
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given  inyention,  rather  than  to  promote  contention  between  the  par- 
ties,  this  fact  when  it  exists  does  not  at  all  destroy  the  theory  upon 
which  an  interference  is  based,  as  Keith,  Erickson,  and  Erickson  ccm- 
tend.  It  is  very  important  for  the  party  owning  the  two  applications 
to  get  his  patent  on  the  right  application,  if  at  all. 

The  mere  fact  of  consolidation  of  interests  is  therefore  immaterial 
to  the  question  of  priority,  and  in  the  absence  of  any  showing  as  to 
its  special  relevancy  in  this  case  it  must  be  held  that  the  Examiner 
of  Interferences  was  justified  in  suppressing  the  testimony  on  this 
point  and  in  refusing  to  set  times  for  the  taking  of  additional  testi- 
mony of  this  kind. 

As  to  the  first  point  the  appeal  is  dismissed,  and  as  to  the  second 
the  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Barnet  v.  Hess. 

Decided  July  It,  1910. 

158  O.  G.,  702. 

1.  IZfTEBFEKBirOE— BTTBDEN  OF  PBOOF— JUDGMENT  ON  THB  RB00BI>— RULI  122. 

Rule  122,  providing  that  there  shall  be  no  appeal  from  deciaions  on  mo- 
tions to  shift  the  burden  of  proof,  applies  also  to  cases  where  such  a  motion 
is  made  in  response  to  a  rule  to  show  cause  and  Judgment  on  the  record 
results  from  the  decision  of  the  Examiner  of  Interferences  on  such  motion. 

2.  Same— Priority — Operativeness  op  Parent  Case — Testimony. 

Where  one  party  attacks  the  operativeness  of  the  structure  disclosed  in  a 
parent  application  upon  which  reliance  is  placed  by  the  other  party  for 
constructive  reduction  to  practice,  Held  that  upon  proper  showing  the  tak- 
ing of  testimony  on  the  question  will  be  permitted. 

a  Same— Same— Same— Same— Full  Proofs. 

Where  it  is  found  that  Judgment  on  the  record  must  be  suspended  in  order 
to  take  testimony  as  to  the  operativeness  of  a  party's  disclosure,  full  prootn 
on  the  question  of  priority  will  be  permitted  to  avoid  piecemeal  considera- 
tion of  testimony. 

On  Petition. 

typb-writino  machine. 

Mr.  Jacob  Felhel  for  Barney. 

Mr.  Edw.  C.  Davidson  and  Messrs,  Baldwin  dk  Wight  for  Hess. 

Tbnnant,  Assistant  Commissioner: 

This  Jfi  a  petition  by  Barney  (1)  that  the  decision  of  the  Examiner 
of  Interferences  awarding  priority  of  invention  to  Hess  be  vacated 
upon  the  ground  that  the  same  is  premature;  (2)  that  an  appeal  be 
granted  from  the  decision  of  the  Examiner  of  Interferences  upon  a 
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motion  to  shift  Uie  burden  of  proof  and  that  the  Examiner  of  Inter- 
ferences be  directed  to  fix  the  limit  of  appeal  from  his  decision  refus- 
ing to  shift  the  burden  of  proof  to  the  party  Hess;  (3)  that  the  limit 
of  appeal  from  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  to  Hess  be  extended. 

The  record  shows  that  the  claims  which  form  the  issue  of  this 
interference  are  contained  in  an  application  by  Barney  filed  July  6, 
1906,  and  in  an  application  by  Hess  filed  November  30, 1909,  the  latter 
being  alleged  to  be  a  division  of  a  prior  application  by  H^ss  filed 
November  15,  1905. 

The  date  of  conception  alleged  in  Barney's  preliminary  statement 
being  later  than  the  filing  date  of  Hess's  earlier  application,  an  order 
was  issued  by  the  Examiner  of  Interferences  against  Barney  to  show 
cause  why  judgment  should  not  be  rendered  against  him  under  the 
provisions  of  Rule  114.  In  response  to  this  order  to  show  cause 
Barney  filed  a  motion  to  shift  the  burden  of  proof,  alleging  as  a  basis 
therefor  that — 

an  examination  of  the  file-wrapper  and  contents  of  both  the  first  and  so-caHed 
divisional  applications  of  Hess  shows  that  while  the  latter  ditfcloses  a  structure 
on  which  the  issue  of  the  interference  may  be  read,  the  former  shows  an  in- 
operative structure  and  one  which  does  not  afford  sufficient  or  proper  basis  for 
makinjT  the  claim  in  issue. 

Subsequent  to  the  filing  date  of  the  Barney  application,  Hess  endeavored  to 
care  the  defects  of  his  inoperative  construction  as  originally  filed,  by  filing  sub- 
stitute drawings  and  amending  his  specification  from  time  to  time  both  of  his 
own  motion  and  at  the  suggestion  of  the  Primary  Examiner.  Substitute  draw- 
ings were  filed  on  the  following  dates:  November  20tb,  1907,  November  21st, 
1908,  November  19th.  1009,  and  November  30th,  1909,  and  the  specification  was 
also  amended  (m  certain  of  these  dates  for  the  purpose  of  curing  the  defects  of 
the  discloHnre,  or  in  other  words,  for  the  avowed  purpose  of  making  an  opera  tire 
construction. 

The  Examiner  of  Interferences  in  a  decision  rendered  March  17, 
1910,  granted  the  motion  to  shift  the  burden  of  proof,  vacated  the 
order  against  Barney  to  show  cause  why  judgment  should  not  be 
rendered  against  him,  and  sot  times  for  the  taking  of  testimony. 
Subsequently  a  rehearing  was  granted  by  the  Examiner  of  Inter- 
ferences and  a  decision  rendered  May  24,  1910,  the  former  decision 
was  set  aside  and  reversed,  the  burden  of  proof  reshifted  to  the  party 
Barney,  and  since  he  failed  to  show  within  the  time  assigned  for 
the  purpose  sufficient  cause  why  judgment  should  not  be  rendered 
against  him  c)n  the.  record  such  judgment  was  entered. 

Rule  322  provides  in  part  that — 

niotlouR  to  Hh\ft  Tlip  bnnien  of  proof  should  be  made  before,  and  wiU  be  deter- 
mined by,  the  Kxninhi«»r  of  Interferences.  No  appeal  from  the  decision  on  such 
moMons  will  be  eiitprtnlned,  but  the  nintter  may  be  reviewed  on  appeal  from 
the  final  decision  upon  the  question  of  priority  of  invention. 
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It  is,  howey«r,  urged  iii  behalf  of  Barney  that  this  rule  should  not 
apply  in  a  case  in  which  a  motion  to  shift  the  burden  of  proof  was 
made  in  answer  to  the  order  to  show  cause  why  record  judgment 
should  not  be  entered  against  the  moving  party.  In  support  of  this 
contention  it  is  pointed  out  that  if  upon  appeal  from  the  final  de- 
cision upon  priority  the  decision  of  the  Examiner  of  Interferences 
should  be  reversed  it  would  become  necessary  to  take  testimony,  and 
a  double  course  of  appeals  would  result  This  contention  is  believed 
to  be  without  substantial  force,  for  the  reason  that  the  same  circum- 
stances obtain  in  any  case  in  which  a  motion  for  dissolution  granted 
by  an  Examiner  is  reversed  on  appeal  or  in  any  case  at  law  or  in 
equity  in  which  a  demurrer  sustained  by  a  trial  court  is  subsequently 
reversed  by  an  appellate  tribunal. 

The  petition  that  the  Examiner  of  Interferences  vacate  his  decision 
upon  the  motion  to  shift  the  burden  of  proof  is  therefore  denied, 
as  is  also  the  petition  that  an  appeal  be  allowed  from  the  decision 
of  the  Examiner  of  Interferences  upon  this  point 

It  is  observed,  however,  Uiat  in  the  present  case  the  decisi<m  upon 
the  motion  to  shift  the  burden  of  proof  involved  also  Uie  decision  on 
priority  of  invention  upon  circumstances  which  are  closely  analogous 
to  judgment  rendered  by  the  Examiner  of  Interferences  under  Rule 
130,  following  a  decision  by  the  Primary  Examiner  upon  a  motion 
for  dissolution  holding  that  the  claim  in  issue  is  patentable  to  both 
parties.  In  cases  where  one  of  the  parties  to  an  interference  attacks 
the  right  of  his  adversary  to  make  the  claim  at  issue  the  question 
raised  has  been  uniformly  held  to  be  ancillary  to  the  question  of 
priority  of  invention.  This  is  also  true  where  it  is  urged  by  a 
moving  party  that  his  opponent  has  no  right  to  make  the  claim  for 
the  reason  that  the  device  shown  i^  his  application  is  inoperative. 
In  the  latter  case  the  moving  party  has,  upon  presentation  of  a  suffi- 
cient showing,  been  permitted  the  right  to  take  testimcmy  to  diow 
that  his  opponent's  device  is  inoperative. 

In  the  case  of  Browne  v.  Stroud  (C.  D.,  1906,  226;  122,0.  O.,  2688) 
it  is  stated : 

It  has  been  pointed  ont  In  recent  decisions  to  whicb  the  petitioner  refers 
that  the  question  of  a  party's  right  to  make  claims  may  be  considered  In  con- 
nection with  the  decision  upon  priority  where  the  determination  of  sudi  Que»> 
tlon  may  affect  the  correctness  of  that  decision.  The  petitioner  states  that — 
"  f  *  *  it  is  not  the  present  practice  to  set  times  for  taking  testimony  where, 
aside  from  his  right  to  make  the  claims  in  issue,  no  other  question  is  invoWed.** 

No  reason  is  seen  why  the  consideration  of  the  question  of  ri^t  to  make 
claims  as  a  basis  for  decision  u|)on  priority  should  be  materially  different 
where  no  other  question  is  involved  from  what  it  is  where  other  questions  are 
involved.  It  is  true  that  times  for  taking  testimony  are  not  fixed  as  a  matter  of 
course  where  the  allegation  in  a  preliminary  statement  foils  to  antedate  the 
filing  date  of  an  opponent ;  but  If  in  answer  to  the  usual  order  Issued  In  such 


noMoira  or  thb  ooicMissioim  ot  fAtnrta.         166 

I  a  party  mtkm  ont  a  pHma  /iao<6  caie  of  Inoperatlveneis  In  hit  opponent* ■ 
device  which  does  not  extend  to  his  own  and  proi)08ee  to  take  teetimony  In  enp- 
port  of  his  position,  so  fsr  as  is  now  known  he  will  be  authorised  to  do  so, 
proTided  a  satisfactory  showing  is  made  that  the  proposed  testimony  is  of  a 
character  to  justify  snch  action. 

See  also  Lotory  and  Cowley  y.  Spoon  (C.  D.,  1906,  224;  122  O.  O., 
2«87)  and  Pym  v.  Hadawayy  (CrD.,  1906, 488;  125  O.  Q.,  1702.) 

In  the  cases  above  cited  the  right  of  the  applicant  to  make  Uie 
claim  in  the  application  inyolved  in  the  interference  was  attacked. 
In  the  present  case  there  appears  to  be  no  doubt  that  Hess  has  a  right 
to  make  thie  claim  in  issue  in  his  later  application;  but  Barney 
denies  that  the  subject-matter  thereof  was  operatively  disclosed  in 
the  earlier  or  alleged  parent  application.  The  question,  therefore, 
whether  Hess's  disclosure  in  the  earlier  application  is  such  as  to 
entitle  him  to  the  date  of  his  earlier  application  as  a  constructive 
reduction  to  practice  of  the  invention  obviously  is  material  to  the 
question  of  priority.  In  the  case  of  McKnight  v.  PoUe  (C.  D.,  1907, 
666;  180  O.  O.,  2069;  80  App.  D.  C,  92)  evidence  was  considered 
which  was  held  to  show  that  the  application  on  which  the  McKnight 
patent,  involved  in  the  interference,  was  granted  did  not,  as  originally 
filed,  disclose  the  invention  in  issue,  and  priority  was  awarded  to 
Pohle,  the  junior  party.    The  Court  said: 

The  Commissioner  repeats  his  conclusion,  therefore,  that  McKnight's  original 
application  did  not  disclose  the  invention  now  in  issue  and  was  not  a  proper 
faandation  for  tlie  amendments  by  which  it  was  made  to  indnde  this  inyention, 
and  further  concludes  tliat  the  patent  granted  upon  this  application  is  not  to  be 
accepted  as  proof  of  the  Invention  of  the  issue  at  the  date  of  the  application  and 
itaice  the  amendments  were  unwarranted  the  patent  is  not  to  be  deemed  evidence 
of  this  invention  by  McKnight  at  any  time.  We  concur  in  this  conclnsion  and 
hi  the  decision  that  Pohle  was  entitled  to  a  patent  upon  his  application  which 
ftilly  disclosed  the  invention  in  issne. 

In  the  case  of  Neuberth  v.  Lieotte  (C.  D.,  1909,  850;  141  O.  O., 
1162;  82  App.  D.  C,  829)  the  Court  of  Appeals  of  the  District  of 
Columbia  held  that  certain  claims  of  the  issue  were  not  in  Neuberth's 
q)ecification  as  originally  filed,  but  were  made  after  it  had  been 
amended,  that  the  meaning  of  the  claims  must  be  determined  in  the 
light  of  the  amended  specification,  and  that  the  claims  when  so  in- 
terpreted were  not  readable  upon  the  construction  disclosed  in  his 
<Hriginal  specification,  and  that  he  was  not  therefore  entitled  to  the 
date  of  filing  of  his  original  application  as  a  constructive  reduction 
to  practice  of  the  invention.  Under  those  conditions  priority  was 
awarded  to  Lizotte.  A  similar  ruling  was  made  by  the  same  court  in 
the  case  of  Toumsend  v.  Thtdlen,  (C.  D.,  1909,  381 ;  142  O.  G.,  1116; 
»2  App.  D.  C,  575.) 

In  the  light  of  these  decisions  it  is  clear  that  the  question  whether 
the  original  application  of  Hess  is  sufficient  to  support  the  claims  in 
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issue  is  a  questicm  of  fact  material  to  the  question  of  priority  of 
invention.  It  therefore  is  believed  that  if  Barney  desired  to  produce 
testimony  in  support  of  this  fact  he  would  have  been  given  the  right 
to  do  so,  providing  a  motion  for  this  purpose,  based  upon  a  satis- 
factory showing,  had  been  presented  within  a  reasonable  time  after 
the  decision  upon  the  motion  to  shift  the  burden  of  proof.  It  does 
not  appear,  however,  that  any  useful  purpose  would  have  been  sub- 
served by  merely  setting  the  case  down  for  final  hearing  in  the  absence 
of  a  motion  to  take  testimony  upon  the  question  of  inoperativeness 
of  Hess's  original  application.  There  is  therefore  no  reason  for  vacat- 
ing the  final  decision  of  the  Examiner  of  Interferences  at  this  time. 

In  view  of  the  peculiar  circumstances  of  this  case  the  limit  of  ap- 
peal from  the  decision  of  the  Examiner  of  Interferences  upon  the 
question  of  priority  is  hereby  extended  until  July  27, 1910. 

If  prior  to  the  expiration  of  the  limit  of  appeal  a  motion  is  made 
by  Barneyto  take  testimony,  the  Examiner  of  Interferences  will  con- 
sider such  motion  and  if  the  same  be  granted  will  set  times  for  the 
parties  to  take  their  full  proofs  in  order  that  piecemeal  consideration 
of  the  testimony  may  be  avoided. 

The  petition  is  denied  as  to  the  first  and  second  grounds^  itU  is 
granted  in  so  far  as  it  extends  the  limit  of  appeal  as  above  set  fortK 


Ex  PARTE  Wade. 

Decided  August  tt,  1910. 

158  O.  a.  704. 

Appeal— Decision  of  the  Bxaminebs-in-Chief — ^New  Retebenobs  Oited. 

Where  In  a  decision  affirming  the  action  of  the  Primary  Examiner  the 
Bxaminers-in-Chlef  refer  to  a  new  reference  as  showing  certain  features 
of  the  claims  not  disclosed  in  the  references  of  record,  Held  that  the 
applicant  is  entitled  to  further  prosecution  of  the  case  before  the  Primary 
Bxaminer. 

On  PBTmoir. 

«AB>BlfGIKB. 

Messrs,  Wilkinson  dk  Fisher  for  the  applicant. 

Tbnnant,  Acting  Com/missumer: 

This  is  a  petition  that  the  above-entitled  applicati<m  be  remanded 
to  the  Examiner  for  further  prosecution  in  view  of  a  new  reference 
cited  by  the  £xaminers-in-Chief  in  their  decision  upon  appeal  from 
the  action  of  the  Examiner  rejecting  claims  1  to  4,  inclusive,  of  this 
application. 
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The  Examiners-in-Chief  affirmed  the  action  of  the  Examiner  as  to 
dftim  1  and  stated  in  respect  to  the  remaining  claims  that — 

Tbe  same  criticism  is  made  as  to  claims  %  8  and  4,  which'  also  specify  that  the 
compression-cylinder  is  larger  than  the  explosion-cylinder.  No  references  have 
been  cited  on  this  point  which  does  not  seem  to  have  been  considered;  but  it 
Is  within  the  knowledge  of  the  members  of  the  Board  of  Bxaminere-ln-Oiiief 
that  the  construction  is  a  common  one ;  (see,  for  example,  Ck>meU,  40S,  268,  July 
2, 1889.)  and  furthermore  there  is  no  inyention  in  adapting  the  sise  of  the  cylin- 
der to  itB  needa 

The  remainder  of  the  decision  comprises  a  further  discussion  of  the 
patent  to  Cornell.  The  Examiners-in-Chief  did  not  refer  the  case 
to  the  Examiner  under  the  provision  of  Bule  139  (a)  for  further 
consideration  in  the  light  of  the  new  reference. 

In  view  of  the  circumstances  above  set  forth  it  is  believed  that  the 
application  is  entitled  to  further  prosecution  before  the  Primary 
Examiner  in  the  light  of  the  new  reference. 

The  petition  ie  granted. 


TATIiOB  V,  GiLMAN. 

Decided  January  19, 1910, 

158  O.  G.,  883. 

L  Irtebference—Priobitt— Reduction  to  Practice— Tests  of  Exhibits  at 
Hearing. 
T.  offered  at  the  hearing  to  have  a  certain  exhibit  which  had  been  offered 
in  evidence  tested,  in  order  to  show  that  it  was  then  in  an  operative  condition. 
Held  tliat  the  result  of  such  test  would  be  immaterial,  since  the  question 
of  reduction  to  practice  is  one  which  must  be  decided  on  the  record  as 
presented. 

2.  Same — Same— Diligence — Work  on  other  Forms  or  Device. 

Woric  on  one  form  of  a  device  cannot  be  considered  as  diligence  in  the 
reduction  to  practice  of  another  form. 

Apfbal  from  Examiners-in-Chief. 

HAMMER-DBILL. 

Messrs.  Brown  dk  Seward  for  Taylor. 
Messrs.  Emery  dk  Booth  for  Oilman. 

BnxiMGSy  First  Assistant  Commissioner: 

This  is  an  appeal  by  Oilman  from  a  decision  of  the  Examiners-in- 
Chief  awarding  priority  of  invention  to  Taylor.  This  decision  re- 
versed the  decision  of  the  Examiner  of  Interferences  as  to  count  4, 
but  affirmed  it  as  to  the  remaining  counts.  ^  ^  ^^   ^  ^  v^  v.^  l^ 
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The  invention  relates  to  what  are  known  as  ^  hammer-drills,"  and 
the  issue  contains  ten  counts,  of  which  the  following  set  forth  the 
invention  sufficiently  for  the  purpose  of  this  decision: 

2.  In  an  air-feed  hammer-drill,  a  head-block,  an  alr-mpply,  an  alr-fted 
Qrllnder,  its  piston  and  a  manually-operated  valye  In  the  head-block  haTtns 
passages  arranged  when  In  Its  first  position  to  open  communication  between 
the  air-feed  cylinder  and  external  atmosphere  and  close  communication  between 
the  air-supply,  the  air-feed  cylinder  and  the  hammer;  wlien  in  its  second  posi- 
tion to  dose  communication  beti^een  the  air-feed  cylinder  and  external  atmos- 
phere and  between  the  air-supply  and  hammer  and  to  open  communlcatton 
between  the  a|r-8upply  and  air-fM  cylinder ;  and  when  In  Its  third  position  to 
open  communication  between  the  air-supply,  the  air-feed  cylinder  and  the 


4.  In  an  air-feed  hammer-drlU,  a  bead-block,  an  alr-supidy,  an  air-feed  cyUn- 
der  attached  directly  to  the  head-block,  a  piston  located  in  the  cylinder  bavlnc 
its  rod  extended  rearwardly  to  form  a.j'ear  support  for  the  tool,  and  a  manually- 
operated  yalTe  In  the  head-block  for  controlling  communication  between  the  air- 
supply,  the  air-feed  cylinder  and  the  hammer. 

e.  The  combination  with  a  pressure-fluid  tool  of  preasure-fluid-feeding  means 
therefor,  and  a  controlUng-throttle  for  said  tool  and  aaid  feeding  means  adapted 
to  connect  the  pressure  fluid,  first  to  the  feeding  means  and  then  to  the  tool, 
without  Interrupting  the  supply  of  pressure  fluid  to  the  feeding  means. 

9.  The  combination  with  a  pressure-fluid  tool  of  pressure-fluid-fteeding  means 
therefor  alined  therewith  and  throttling  means  both  for  the  tool  and  the  feed- 
ing means  and  located  in  a  space  between  the  same. 

The  relation  of  this  invention  to  the  prior  art  is  well  stated  in  the 
decision  of  the  Examiner  of  Interferences,  as  follows: 

Prior  to  the  invention  of  either  of  theae  partiee  it  was  old  to  proride  drills 
of  this  character  with  what  were  known  as  presaure-feeds;  that  is,  the  cutting- 
tool,  and  its  actuating  elements,  were  moved  forward  by  meana  of  air-preasure 
acting  in  a  cylinder  provided  with  a  piston.  A  suitable  support  was  provided, 
and  upon  the  admiaeion  of  air  to  the  f^ed-cylinder,  the  cutting-tool  and  the 
hammer-actuating  mechanism  were  moved  forward  by  the  pressure  exerted 
between  the  piston  and  its  cylinder.  As  theae  drills  were  heretofore  made,  the 
practice  was  to  provide  the  same,  with  two  independent  valves,  one  adapted 
to  control  the  application  of  air  to  the  feed-cylinder,  the  other  adapted  to  con- 
trol the  admiaeion  of  air  to  the  hammer-actuating  cylinder.  The  invention 
In  iasue  dilfero  from  the  prior  art  In  that  It  is  provided  with  but  a  single 
valve,  80  deelgned  aa  to  perform  the  functiona  of  the  two  valves  of  the  prior 
construction.  The  valves  used  by  the  reapective  parties  are  specifically  difTer- 
ent.  That  uaed  by  Taylor  ia  a  tapered  rotary  valve,  while  that  employed  by 
Oilman  ia  In  the  form  of  a  piston  moving  in  a  cylinder.  In  each,  however, 
the  Initial  movemoit  of  the  valve  cauaea  admiasion  of  air  to  the  feeding  cylin- 
der. Further  movement,  in  both  Instances,  causes  adintasion  of  air  to  the  ham- 
mer-cylinder by  which  the  hammer  ia  actuated,  the  action  being  such  that  the 
Pleasure  in  the  feeding-4;yjinder  ia  maintained  during  the  drlUing  operation,  so 
that  the  drill  ia  forced  forward  aa  the  same  advancea  into  the  materiaL 

Taylor  disdoses  in  his  application  two  forms  of  the  invention.  In 
one  the  cylinder  of  the  pressure-feed  is  attached  to  the  head-block, 
in  the  other  the  piston  is  so  attached.    Oilman  showa^  only 
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fmn — that  in  which  the  cylinder  is  attached  to  the  head-block. 
Count  4  is  specific  to  this  form  of  the  invention.  The  other  counts 
will  read  on  both  forms. 

Oilman  took  no  testimony,  but  relies  on  the  filing  of  his  applica- 
tion for  ccmception  and  constructive  reduction  to  practice.  His 
application  was  filed  February  2, 1907. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  both 
found  that  Taylor  had  established  conception  of  the  invention  set 
f<ffth  in  all  the  counts  s(xne  time  prior  to  Oilman's  filing  date.  They 
bodi  found  that  Taylor  had  built  a  drill  with  the  cylinder  attached  to 
the  head-block  and  a  number  of  drills  with  the  piston  attadied  to  the 
head-block  prior  to  that  date,  that  the  former  was  merely  an  aban- 
doned experiment,  and  that  therefore  Taylor  had  not  established  a 
reduction  to  practice  of  the  invention  set  f(»th  in  count  4,  but  that 
the  other  drills  constituted  a  reducticm  to  practice  of  the  remaining 
ooimts.  The  Examiner  of  Interferences  held  that  Taylor  was  lacking 
m  diligence  in  reducing  the  invention  of  count  4  to  practice ;  but  on 
this  point  his  decision  was  reversed  by  the  Examiners-in-Chief. 

That  Taylor  had  a  conception  of  both  forms  of  the  invention  prior 
to  Oilman's  filing  date  is  conclusively  established  by  the  testimony  of 
Taylor  and  the  witnesses  Wilhelm,  Clappison,  and  Carpenter,  who 
testify  as  to  the  making  of  certain  drawings  which  are  in  evidence 
and  which  clearly  disclose  the  invention. 

Taylor's  testimony  as  to  the  building  of  machines  in  accordance 
with  these  drawings  may  be  summarised  as  follows:  After  the  first 
drawings  were  made  wcnrk  was  started  on  a  drill  having  the  pistctt 
attached  to  the  head-block;  but  it  was  never  completed,  as  certain 
changes  in  construction  had  been  decided  upcm.  In  June,  1906, 
shortly  after  work  was  stopped  on  the  earlier  machine,  a  drill  was 
built  with  the  cylinder  attached  to  the  head-block.  Upon  the  com- 
pletion of  this  machine,  which  is  in  evidence  as  ^^  Taylor  Exhibit 
Experimental  Machine  Cylinder  Attached  to  Head  Block,"  it  was 
laid  aside,  and  nothing  more  was  done  with  this  type  until  after  Oil- 
man filed  his  application.  After  the  first  machine  was  completed 
drawings  were  made  of  the  type  having  the  piston  attached  to  the 
head  block,  and  in  the  summer  of  1906  drills  of  this  type  were  built 
and  many  of  them  sold. 

Taylor  offered  in  evidence  as  ^^  Taylor  Exhibit  Standard  Machine 
No.  1 "  and  ^  Taylor  Exhibit  Standard  Machine  No.  2  "  two  drills  of 
the  type  which  he  states  were  built  in  1906  in  accordance  with  certain 
drawings  which  are  in  evidence  and  which  clearly  disclose  the  inven- 
tion of  all  the  counts  except  count  4. 

The  testimony  offered  in  corroboration  of  Taylor  as  to  the  "  cylin- 
der-attached-to-head-block "  form  of  the  device  is -believed  to  be  suffi- 
cient to  establish  that  such  a  machine  was  built,  but  not  to  establish 
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thttt  this  machine  was  a  reduction  to  practice.  As  stated  above,  Tay- 
lor testifies  that  this  machine  was  built  in  June,  1905,  in  accordance 
with  certain  drawings  which  clearly  disclose  the  invention  in  issue. 
These  drawings,  which  are  in  evidence  as  ^  Taylor's  Exhibit  G,  O', 
O',  and  O*,"  are  identified  by  Carpenter,  who  made  them,  and  he  also 
identifies  one  of  a  set  of  papers  marked  ^  Taylor^s  Exhibit  H  ^'  as 
being  the  order  for  patterns  corresponding  to  these  drawings.  An- 
derson testifies  that  he  built  the  madiine  which  is  in  evidence  as 
^  Taylor's  Exhibit  Experimental  Machine  Cylinder  Attached  to  Head 
Block  "  in  June,  1905,  and  ran  it  in  July,  1905.  His  testimony  as  to 
the  testing  of  this  machine  is  very  meager,  amounting  merely  to  a 
statement  that  the  machine  was  run  and  that  its  action  was  satisibu> 
tory.  It  appears,  however,  from  Taylor's  testimony  (Q.  98  and 
X-Qs.  158-165)  that  this  machine  was  not  submitted  to  even  so  mudi 
of  a  test  as  the  regular  machines  whidi  were  manufactured  by  the 
IngersoU  Band  Company,  the  assignee  of  his  application  and  the  real 
party  in  intenest.  In  view  of  this  fact  and  of  the  further  facts  that  the 
machine  was  laid  aside  and  work  c<Mnmenced  on  the  other  form,  that 
it  was  not  taken  up  for  more  than  a  year  and  a  half,  when  drawings 
were  made  in  April,  1907,  and  that  when  a  machine  of  this  type  was 
built  in  August,  1907,  it  wa^  found  necessary  to  test  it  carefully  in 
actual  work  for  about  three  weeks  and  then  make  certain  changes  in 
it,  it  must  be  held  that  the  ^  Experimental  Machine  Cylinder  At- 
tached to  Head  Block  "  did  not  constitute  a  reduction  to  praetioe. 

Taylor  has  offered  to  have  the  exhibit  ^'Experimental  Machine 
Cylinder  Attached  to  Head  Block  "  tested  in  order  to  show  that  it  is 
now  in  operative  condition.  The  result  of  such  a  test  would,  how- 
ever, be  immaterial.  The  question  involved  is  whether  Taylor  has 
established  a  reduction  to  practice,  and  that  must  be  decided  cm  the 
record  as  presented. 

While  the  testimony  offered  in  corroboration  of  that  of  Taylor  as 
to  the  making  of  drills  like  exhibits  ^  Standard  Machines  Noe.  1  and 
2  "  is  not  so  clear  and  explicit  as  it  might  have  been,  it  is  believed  to 
be  sufficient  to  establish  that  this  form  of  the  invention  was  reduced 
to  practice  prior  to  Oilman's  filing  date. 

Taylor  himself  testifies  that  drills  like  these  exhibits  were  made  in 
the  summer  of  1906  in  accordance  with  certain  drawings.  The  dates 
of  these  drawings  are  clearly  established,  and  they  fully  disclose  the 
invention.  He  also  testifies  that  prior  to  the  time  when  this  fonn  was 
commenced  they  were  manufacturing  driUs  made  in  accordance  with 
the  Haeseler  patent.  No.  892,028,  in  which  two  valves  were  employed, 
one  controUing  the  admission  of  air  to  the  air-feed,  and  the  other  oon- 
trolling  the  admission  of  air  to  the  hammer,  that  the  manufacture  of 
drills  of  the  Haeseler  type  was  discontinued  in  the  spring  of  1906 
(X-Q.  140,)  and  that  several  hundred  drills  like  the  ""  Standard  Ma- 
ehines  ^  have  been  sold. 
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Apgar  tefitifies  that  two  types  of  drills  were  manuf  lustured  by  the 
Ingersoll-Rand  Company,  one  having  two  valves  for  the  control  of 
the  air,  the  other  having  a  single  valve  for  the  purpose,  that  he  saw 
drills  of  the  latter  type  ccmiplete  and  ready  for  sale  about  July  20, 
1906,  and  that  the  exhibits  ^  Standard  Machines  Nos.  1  and  2  "  are 
similar  to  the  ones  he  saw  at  that  time^  He  also  testifies  that  the  In- 
gersoll-Rand Company  stopped  manufacturing  and  dipping  the  type 
of  drill  having  two  valves  in  the  spring  of  1906. 

Eutz,  who  states  that  he  is  foreman  of  the  testing  deparbnent  of 
(he  Ingersoll-Rand  Company,  testifies  that  his  duties  are  to  test  aU 
machines  and  tools  as  they  come  from  the  assemblers,  and  that  he 
tested  machines  like  the  ^  Standard  Machines "  in  the  summer  of 
1906,  and  that  they  were  tested  not  only  for  defects  but  for  eflSciency. 
He  describes  the  tests  to  which  these  machines  were  submitted  as 
follows: 

27  X-Q.  How  did  you  test  machines  like  Standard  Macblne  No.  1  and  Stand- 
ard Machine  No.  2-1 

A.  By  placing  them  in  a  vertical  poeition  with  the  air-fieed  extended  against  a 
rapport  and  the  lower  part  of  the  hammer  with  a  part  in  the  bushing  like  a  drill- 
diank,  that  we  call  a  testing  set,  against  a  steel  block  and  air-connected,  run- 
ning in  that  poeition  for  I  say  8  to  10  houra 

In  view  of  the  fact  that  drills  having  an  air-feed  were  old  and  that 
the  invention  in  issue  consists  in  the  substitution  of  one  valve  for  the 
two  previously  used  this  test  is  deemed  sufficient.  The  fact  that  a 
number  of  these  drills  were  sold  also  tends  to  corroborate  Taylor's 
testimony  that  these  drills  were  found  satisfactory  when  tested  in 
1906. 

These  drills  embody  the  invention  set  forth  in  counts  1, 2, 8,  and  5  to 
10  of  the  issue,  and  it  is  held  that  Taylor  has  established  reduction  to 
practice  of  the  invention  set  forth  in  these  counts  prior  to  Oilman's 
filing  date  and  that  priority  of  invention  was  properly  awarded  as  to 
them. 

Taylor  has  not,  as  stated  above,  established  a  reduction  to  practice 
of  the  invention  set  forth  in  count  4  prior  to  Oilman's  filing  date,  and 
this  was  the  holding  of  both  the  Examiner  of  Interferences  and  the 
£xaminers-in-Chief.  The  latter,  however,  held  that  Taylor  was 
entitled  to  an  award  of  priority  as  to  this  count,  on  the  ground  that 
he  was  the  first  to  conceive  and  was  not  lacking  in  diligence.  Their 
decision  on  this  point  is  as  follows: 

*  ^  ^  Bven  if  the  Standard  machines  did  not  constitute  a  reduction  to 
practice  of  the  inyention  in  controyersy  Taylor  is  still  entitled  to  prevail  as  to 
these  counts  since  his  work  npon  the  machines  from  1906  until  October  1, 1907,- 
when  he  filed  his  application,  appears  to  have  been  unremitting  and  persistent 
This  conclusion  as  to  diligence  necessarily  involves  the  fbrm  of  machine  in 
which  the  cylinder  was  attached  to  the  he&d-block,  covered  by  count  4.  {Chrit- 
tmen  V.  Nopes,  G.  D.,  1900,  232;  90  O.  G.,  227;  15  App.  D.  0^  94.)  The  two 
82746*— 11 ^18 


172  DiomoirB  of  thb  oomxissionbb  or  patshtb. 

forms  of  the  device  embody  tlie  same  generic  Inyention  and  diligence  In  respect 
to  either  form  waa  anfllcient  U»  aa  appears  to  be  the  fiict  In  this  case,  the  other 
form  was  not  abandoned; 

It  has  been  repeatedly  held,  however,  that  work  upon  one  form  of  a 
device  cannot  be  considered  as  diligence  in  the  reduction  to  practice  of 
another  form.  (Cflement  v.  Richards  v.  Meismer^  C.  D.,  19M,  492; 
118  O.  O.,  1148;  Briggs  v.  LUUe,  ete^  C.  D.,  1905,  168;  116  O.  O^ 
871.)     In  the  former  decision  the  Commissioner  said : 

It  Is  contended  by  Clement  that  work  on  one  of  these  spedflc  forms  of 
Invention  constltntes  reasonable  diligence  In  the  complMon  of  the  other  form. 
This  contention  Is  not  sonndt  for  the  foUowlng  reasons:  It  Is  clear  that  proofs 
which  establish  the  fact  of  conception  and  dlsdosore  of  one  spedflc  form  of  an 
Invention  cannot  be  held  to  establish  conception  and  dlsdosare  of  another 
9eclfic  form  of  the  same  generic  Invention.  Likewise,  proofs  of  the  redaction 
to  practice  of  one  spedflc  form  of  Invention  cannot  be  held  to  establish  the 
ihct  of  reduction  to  practice  of  another  spedflc  form  of  that  Invention.  Oonse- 
qnently  It  necessarily  foUows  that  diligence  In  redndng  to  practice  the  oonosp- 
tkm  of  mie  q;ieclflc  form  cannot  be  held  to  be  diligence  In  the  rednctlmi  to  pcae> 
tice  of  another  q)eclflc  form. 

It  is  to  be  noted  that  in  the  decision  in  OhristeMen  v.  NayeM^ 
referred  to  by  the  Examiners-in-Ghief ,  there  is  no  mention  of  more 
than  one  form  of  the  invention. 

Since  Taylor  was  doing  nothing  with  the  invention  set  forth  in 
count  4  at  tiie  time  GKlman  filed  his  application,  the  latter  is  entitied 
to  an  award  of  priority  as  to  this  count 

It  is  contended  on  behalf  of  Taylor  that  count  4,  although  patent- 
able to  Taylor,  is  not  patentable  to  Oilman.  The  grounds  for  this 
contention  are  stated  in  the  brief  for  Taylor  as  follows: 

While  count  4  containing  the  limiting  phrase  "cylinder  attached  directly  to 
the  head-blodc,"  may  be  patentable  to  the  party  who  first  made  the  invention 
which  provided  for  the  use  of  a  single  valve  to  first  admit  air  to  the  feed,  then 
to  the  feed  and  tool,  and  subsequently  catting  oft  air  from  the  tool  and  opening 
comniuuicatlon  between  the  feed  and  atmosphere,  it  is  not  patentable  to  a  rival 
Inventor  later  In  the  field,  for  the  reason  that  it  does  not  contain  soflk^lent 
patentable  novelty  to  warrant  In  itself  the  issue  of  a  rival  patent  thereon,  it 
being  simply  a  reversal  of  one  feature  of  the  present  Invention  and  that  not 
the  Important  or  essential  feature. 

Taylor,  however,  shows  the  two  sp^ies  in  his  application  and  was 
allowed  the  claim  containing  the  limitation  referred  to.  The  Ex- 
aminer of  Interferences  did  not  recommend  that  this  count  is  not 
patentable  over  the  remaining  counts,  and  the  case  is  not  such  a 
one  as  to  warrant  action  under  the  supervisory  authority  of  the 
Commissioner. 

Priority  of  invention  is  therefore  awarded  to  Oilman  as  to  count 
4  and  to  Tr.ylor  as  to  the  remaining  counts. 

The  decision  of  the  Examiners-in-Chief  is  ap'rmed  as  to  aU  the 
appealed  counts^  except  co7ini  J^  and-  as  to  that  count  it  is  r^verssdn 
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Ex  PABTB  StUBTBVANT  AND  StUBTBYANT. 

Deeide4  Beptember  6^  IBlik. 
158  O.  O^  88S. 

PiosBCunoir  or  AmjCATXoir — ^Rbsfonsivs  Action. 

Where  the  Examiner  rejected  certain  daims  and  required  farther  illns- 
tration,  the  mere  amendment  of  the  drawing  was  not  an  action  which 
amounted  to  the  prosecution  of  the  application  within  the  meaning  of 
section  4894,  Revieed  Statutes,  (citing  ew  parte  Walton,  O.  D.,  1906»  28; 
120  O.  Gm  660,  and  e«  parte  Wentzel,  C.  D.,  1907,  352;  131  O.  G.,  941.) 

On  PnTnoir* 

OBUSHnfe-MAOHIVl. 

Messrs.  Odlver  dk  CalAter  ioic  the  applicants. 

Tennant,  Acting  Oofnmissioner: 

This  is  a  petition  that  this  case  be  held  to  be  not  abandoned  or  that 
if  held  to  be  technically  abandoned  the  case  be  revived* 

The  record  shows  that  the  first  official  action  was  made  on  January 
80,  1909,  certain  claims  of  the  application  being  rejected  and  illus- 
trations of  certain  matter  being  required.  On  July  8, 1909,  the  appli- 
cants filed  blue-prints,  with  a  request  for  leave  to  amend  the  draw- 
ings, and  on  July  19,  1909,  permission  to  amend  the  drawings  was 
given  by  the  Examiner,  and  on  July  22,  1909,  the  applicant  filed  a 
letter  requesting  the  official  draftsman  to  amend  the  drawings  in 
acoordaiice  with  the  sketch  which  had  been  furnished.  No  further 
action  was  taken  in  the  case  until  May  18,  1910,  more  than  three 
months  after  the  year  from  the  official  action  of  January  30, 1909. 

No  showing  accompanies  the  amendment  or  the  petition  why  this 
amendment  was  not  filed  at  an  earlier  date.  It  is  contended,  how- 
ever, by  the  applicants  that — 

they  liaye  not  fiiUed  to  prosecute  their  application  within  one  year  after  notice 
of  official  action,  but  that,  on  the  contrary,  they  have  continued  the  proaecution 
of  the  case  by  taking  anch  action  as  was  proper  in  the  matter,  and  that  the 
application  has  been  proaecuted  in  good  faith. 

This  contention  is  clearly  without  force.  The  amendment  of  the 
drawings  merely  cured  a  formal  error  and  was  not  an  action  which 
amounted  to  the  prosecution  of  the  application  within  the  meaning 
of  section  4894,  Kevised  Statutes,  as  pointed  out  in  numerous  de- 
cisions, as,  for  example,  ex  parte  Walton  (C.  D.,  1906,  28;  120  O.  G., 
869)  and  ex  parte  Wentzel,  (C.  D.,  1907,  352;  131  O.  G.,  941.) 

As  before  stated,  there  is  no  showing  why  an  amendment  clearly 
responsive  to  the  Office  action  was  not  filed  curlier,  and  it  cannot, 
therefore,  be  held  that  the  delay  in  prosecuting  the  case  has  been 
shown  to  have  been  unavoidable  within  the  meaning  of  section  4894, 
Revised  Statutes.  ^ 

The  petiHon  is  denied. 
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Ex  PAm  HAXDnrcQL 

Dmided  B^temher  $8,  1910. 

109  O.  G.,  241. 

Renewal  Apfucation— Petition  Neob88abt-- Path bnt  of  Fbl 

The  mere  filing  of  a  fee  with  an  assistant  treasurer  of  the  United  States 
does  not  constitute  a  "  second  application  "  within  the  meaning  of  section 
4887,  Reyised  Statutes,  and  the  Ofllce  has  no  authority  to  accept  such  m 
fee  where  the  petition  was  not  filed  within  the  statutory  period. 

On  Pbtition. 

COMPOaZNO-MAOBnraL 

Mr.  R.  J.  J  acker  for  the  applicuit. 

BiLUNos,  AcHng  Commimoner: 

This  is  a  petition  that  the  renewal  fee  be  accepted  in  the  aboTe- 
entitled  application  and  that  the  application  be  renewed. 

The  record  shows  that  the  application  was  allowed  September  1, 
1908,  but  became  forfeited  by  reason  of  failure  to  pay  the  final  fee. 
It  appears  frcMn  the  affidavit  of  B.  J.  Jacker,  attorney  for  the  appli- 
cant, that  on  August  80,  1910,  he  paid  a  fee  of  fifteen  dollars  to  the 
assistant  treasurer  of  the  United  States  and  on  August  81  received  a 
certificate  of  deposit  fnmi  said  United  States  treasurer  and  that  upon 
the  same  day  he  forwarded  the  duplicate  certificate  to  the  Patent 
Office,  together  with  a  petition  for  the  renewal  of  the  application. 
This  petition  for  renewal,  together  with  an  amendment  which  ac- 
companies the  petition,  bears  the  receiving-stamp  of  the  Chief  Clerk 
of  the  United  States  Patent  Office  under  date  of  September  2,  1910. 

Section  4897,  Revised  Statutes,  which  governs  the  filing  of  renewal 
applications,  provides  that — 

such  a  second  application  must  be  made  within  two  years  after  the  aUowance 
of  the  original  application. 

In  the  present  case  the  petition  was  not  filed  in  the  Patent  Office 
until  September  2,  which  is  one  day  after  the  period  allowed  by  law 
for  the  renewal  of  applications. 

For  reasons  fully  stated  in  ex  parte  Ryan  (C.  D.,  1905,  245;  117 
O.  G.,  599)  the  mere  filing  of  a  fee  with  an  assistant  treasurer  of 
the  United  States  does  not  constitute  a  "  second  application  "  within 
the  meaning  of  the  statute.  It  is  well  settled  that  the  Commissioner 
is  without  authority  to  extend  the  time  set  by  statute.  It  must 
therefore  be  held  that  the  Office  was  without  authority  to  accept 
the  fee. 

The  petition  is  denied* 
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Fo&TMB.  «•  Bill. 

Decided  Bepieniber  U,  1919. 

ice  O.  0^  241. 

IHTOFEBBNOB— MonOV    TO    DiBSOLVS    FlLn>    AlTEB    TaKIKQ    OF    TCSTIlCOirT— 

Tbansuission. 
A  motion  to  dissolve  an  interference  based  upon  matter  growing  out  of 
the  testimony  should  not  be  transmitted  unless  the  fticts  alleged  to  con- 
stitute a  bar  to  the  issue  are  so  clear  and  apparent  that  the  propriety  of 
the  dissolution  of  the  interference  as  to  the  specified  counts  cannot  be 
seriously  questioned. 

Appeal  ok  Motion. 


Newre.  Kerry  Page  dk  Cooper  and  Mr.  MarceUus  Bailey  for  Foster. 
Messrs.  BakeweU  A  Byrnes  for  BelL 

Billings,  Acting  Commissioner: 

This  is  an  appeal  by  Foster  from  a  decision  of  the  Examiner  of 
Interferences  reusing  to  transmit  his  motion  to  dissolve  the  above- 
entitled  interference  as  to  ground  1  thereof. 

It  appears  from  the  record  that  Foster  has  taken  his  testimony 
and  that  Bell,  the  senior  party,  has  conmienced  taking  his  testimony. 
The  motion  to  dissolve  the  interference  is  based  upon  matters  grow- 
ing out  of  tlie  testimony  of  John  E.  Bell  given  in  his  own  behalf. 

It  is  well  settled  that  motions  to  dissolve  an  interference  will 
not  ordinarily  be  transmitted  when  filed  late  and  when  the  ground 
aUeged  grew  out  of  the  testimony.  To  justify  the  transmission  of  a 
motion  filed  so  late,  especially  when  it  is  based  upon  matters  growing 
out  of  the  testimony,  the  facts  alleged  to  constitute  a  bar  to  the 
issue  must  be  so  clear  and  apparent  that  the  propriety  of  the  disso- 
lution of  the  interference  as  to  the  counts  specified  could  not  be 
seriously  questioned.  Otherwise  it  is  better  to  proceed  with  the  inter- 
ference in  regular  order.  No  special  hardship  will  accrue  by  this 
course,  for  parties  to  the  interference  may  call  attention  to  any 
matter  they  may  see  fit  at  final  hearing  and  request  a  reference  under 
Rule  126.  The  arguments  presented  at  the  hearing  convince  me  that 
an  exception  to  the  general  rule  should  not  be  made  in  this  case. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Landau  v.  Sphzbnbeso, 

DeMed  September  t$.  1910. 

Ifi9  O.  0^  242. 

ImmnuBNaB— Puirrnro  Tebtiicoht— Povebtt. 

A  party  ahould  not  be  ezcused  from  printliig  tntlmony  onleBB  It  appean 
tiiat  becauae  of  poyarty  it  la  practically  impoaaibla  for  Idm  to  meet  the  addi- 
tional charge. 

Affbal  on  Motion. 

mXiBB  ItIB  anPHOV-BOTTLBk 

Mr.  Francis  M.  Wright  and  Mr.  Joseph  L.  Levy  for  Landau. 
Mr.  Frank  T.  WerUworth  for  Spitzenberg. 

B1LLINO89  Acting  Commissioner:     ' 

This  is  an  appeal  by  Spitzenberg  from  a  decision  of  the  Examiner 
of  Interferences  refusing  to  excuse  him  from  printing  his  testimony. 

As  has  been  pointed  out  in  like  cases,  to  excuse  a  party  in  interfer- 
ence from  printing  his  testimony  would  result  in  taxing  the  other 
party  in  the  cause  with  printing  that  testimony  should  the  latter  find 
it  necessary  to  appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia.  Under  these  circumstances  a  party  should  not  be  excused 
unless  it  clearly  appears  that  because  of  poverty  it  is  practicaUy  im- 
possible for  him  to  meet  the  additional  charge.  While  the  item  of 
expense  connected  with  the  printing  of  testimony  is  considerable  in 
many  cases,  the  cases  are  few  in  which  that  item  can  be  compared  with 
the  expense  of  taking  the  testimony  itself.  If  it  were  a  mere  matter 
of  Office  convenience,  I  should  be  inclined  to  grant  the  request  made  in 
this  case.  I  do  not  think  the  showing  justifies  an  order  which  might 
result  in  the  expense  of  printing  being  shifted  to  the  opposing  party. 

The  decision  of  the  Examiner  of  Interferences  is  afflrmed. 


The  Lesteh  H.  Greene  Company  v.  Soorr  A  Bowns. 

Decided  August  2$,  1910. 

159  O.  G.,  242. 

1.  TaADK-MAmKfr— Intfjifkrence — Priob   RcciSTiATioir   as   fivn>XNOB  OF   Adof- 

TION — ^DlFFEBENCE  Ilf  MaIXS. 

Where  the  mark  in  interference  la  a  triangle  inclosing  the  letters  *'  P.  P. 
P.*'  and  an  antedating  registration  to  one  of  the  parties  is  In  evidence^  cod- 
BisUng  of  a  trUngle  inclosing  the  letters  "  P.  P.  P."  and  the  words  **  Scott's 
Bmulsion*'*  Held,  in  the  absence  of  other  testimony,  that  the  eridence  is 
siitB<;lent  to  establish  priority  of  adoption  and  use  for  that  party,  inasmuch 
as  the  marks  differ  only  hy  the  presence  of  the  descriptiye  words  "  8cott*s 
Bmulslon  "  in  one  and  are  therefore  the  same  in  substance. 
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1  8Am— Sam X— Iirmvainvo  Bi«BTfl. 

"  If  It  be  onoe  granted  that  tha  flxat  to  ad<^  and  aaa  a  trade-nark  la 
tbe  owner  tbereot  a  aeoond  partj  wbo  adofita  a  trade-mark  ao  nearly  Iden- 
tical therewith  aa  to  be  likely  to  canae  confoalon  In  tbe  mind  of  the  public, 
cannot  acquire  a  right  to  reglater  that  trade-mark  to  the  ezdualon  of  the 
flrat  to  adopt  the  mark." 

SL  8ai»--Samx— Ubb  or  a  Plubautt  or  TaADS-MABKa. 

iTeid  that  the  fiu;t  that  an  applicant  may  use  upon  hia  label  or  wrapper 
oUier  trade-marka  than  the  one  he  la  ■ealrlng  to  reglater  la  Immaterial  to 
the  queaUon  of  priority,  and  tiiat  hIa  fiOlure  to  file  the  complete  wrapper, 
or  the  failure  of  the  Office  to  require  It,  conatitutee  no  error,  as  It  la  w^ 
eetebliihed  that  a  party  may  uae  seTeral  trade-marka  upon  a  aingle  article 
If  he  80  dealrea. 

Ok  Apfsal. 

nADa-MABK  loa  mdioal  ooicpouHDa,  ira 

Ifusrs.  C.  A.  Snow  dk  Co.  for  The  Lester  H.  Greene  Company. 
Musn.  Kenyan  dk  Kenyan  for  Scott  A  Bowne. 

Tbkkant,  Acting  Ccmmurioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences awarding  priority  of  adoption  and  use  to  Scott  A  Bowne  and 
adjudging  that  they  are  entitled  to  register  the  trade-mark  for  which 
application  for  registration  has  been  made. 

The  issue  of  this  interference  comprises  the  representation  of  a 
triangle  as  a  trade-mark  for  remedies  for  pulmonary  diseases,  coughs, 
oold3,  and  catarrh.  The  interference  as  originally  declared  included 
an  application  of  Scott  A  Bowne,  No.  40,808,  filed  February  5, 1909; 
n  registered  trade-mark  of  the  Columbia  Drug  Company,  No.  84,418, 
registered  April  8,  1900,  upon  an  application  filed  August  2,  1899; 
the  registered  trade-mark  of  The  Lester  H.  Greene  Company,  No. 
29,588,  registered  February  28,  1897,  and  registered  trade-mark  of 
Jehu  R  Smith,  No.  27,048,  registered  September  10,  1895. 

Subsequent  to  the  dedaration  of  this  interference  Scott  A  Bowne 
presented  motions  to  shift  the  burden  of  proof  and  for  judgment  on 
the  record  based  on  a  prior  registration  to  that  company,  No.  19,226, 
registered  March  24, 1891. 

These  motions  were  granted  by  the  Examiner  of  Interferences,  who 
thereupon  entered  an  order  against  the  remaining  parties  to  show 
cause  on  or  before  December  80,  1909,  why  peremptory  judgment 
upon  the  record  should  not  be  entered  against  them.  No  response 
was  filed  by  any  of  these  companies  within  the  time  set,  and  per- 
emptory judgment  was  rendered  in  favor  of  Scott  A  Bowne  January 
86, 1910.   On  January  26, 1910,  however,  judgment  against  the  Lester 
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H.  Greene  Company  was  vacated  and  the  time  within  whidi  the  order 
to  show  cause  issued  against  this  ocHnpany  was  extended. 

The  Lester  H.  Greene  Company  filed  a  motion  to  dissolve  the  inter- 
ference, which  was  transmitted  to  the  Examiner  of  Trade-Marks  and 
after  hearing  duly  had  was  denied.  Upon  appeal  to  the  Commissioner 
the  decision  of  the  Examiner  of  Trade-Marks  upon  the  motion  for 
dissolution  was  affirmed.  The  case  having  been  returned  to  ihe  Ex- 
a,miner  of  Interferences  peremptory  judgment  upon  the  record  was 
entered  against  the  Lester  H.  Greene  Company,  and  it  was  adjudged 
that  Scott  &  Bowne  was  entitled  to  register  its  trade-mark. 

The  present  appeal  is  from  the  decision  of  the  Examiner  of  Inter- 
ferences upon  final  hearing.  The  reasons  for  appeal  are  set  out  in 
twenty-seven  couilts;  but  it  is  not  deemed  necessary  to  discuss  these 
assignments  of  error  in  detail,  since  the  subject-matter  thereof  may 
be  considered  under  three  heads — ^first,  that  Scott  &  Bowne  is  not 
entitled  to  the  benefit  of  the  date  of  the  original  registration,  for 
the  reason  that  the  mark  now  sought  to  be  registered  by  that  com- 
pany differs  from  the  mark  claimed  in  its  original  registration;  sec- 
ond, that  intervening  rights  have  accrued  in  favor  of  the  appellants 
which  would  bar  registration  by  Scott  &  Bowne;  third,  that  in  its 
application  Scott  &  Bowne  did  not  daim  as  its  trade-mark  the  mark 
actually  us^  upon  the  labels  which  were  applied  to  its  merchandise. 

As  to  the  first  of  these  it  is  contended  that  the  mark  originally 
claimed  by  Scott  &  Bowne  comprises  the  representation  of  a  triangle 
including  the  letters  "  P.  P.  P."  and  the  words  "  Scott's  Emulsion," 
whereas  the  application  now  under  consideration  comprises  merely 
the  representation  of  a  triangle  including  the  letters  ^  P.  P.  P."  It 
is  contended  that  under  the  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  Planten  v.  Canton  Pharmacy  Company 
(C.  D.,  1909,  408;  143  O.  G.,  1113;  33  App.  D.  C,  268)  an  applicant 
has  no  right  to  register  a  portion  of  the  trade-mark  which  it  claimed 
in  its  original  application.  It  is  also  asserted  that  the  decisions  of 
the  Assistant  Commissioner  upon  an  appeal  from  the  decision  of  the 
Examiner  of  Interferences  upon  a  motion  to  shift  the  burden  of  proof 
and  of  the  First  Assistant  Commissioner  upon  an  appeal  from  the 
decision  of  the  Examiner  of  Trade-Marks  upon  a  motion  for  diss(du- 
tion  conflict  upon  this  point. 

This  statement  is  erroneous.  In  the  decision  of  the  Assistant  Com- 
missioner it  is  stated : 

The  present  case  differs  from  the  Planten  ▼.  Canton  Pharmaey  Co.,  9upra^  In 
that  the  mark  now  sought  to  he  registered  contains  the  same  arbitrary  Deaturea 
as  were  coTered  by  the  prior  registration,  the  features  omitted  being  merely  tlie 
descriptiye  words  "  Scott's  Bmulsion  "  which  under  the  decision  of  Johntan  t. 
Brandau,  Mupra^  must  necessarily  have  been  eliminated  from  the  present  appU- 
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In  the  dedgion  of  the  Fint  Assistaiit  CommisBioner  it  is  stated: 

Tlie  diffetence  between  the  prerloasly-registered  mark  and  the  one  now  sought 
to  be  reglatered  is  that  the  words  "  Scott's  Emulsion  "  are  now  omitted.  The 
words  "  Scott's  Emulsion "  are  clearly  deacriptiye  and  if  they  had  been  pre- 
sented in  connection  with  the  triangle  surrounding  the  letters  "P.  P.  P.**  it 
would  have  been  necessary  to  require  elimination  of  these  words  before  regis- 
tntion  could  be  effected  under  the  doctrine  announced  by  the  Court  of  Appeals 
of  the  District  of  Columbia  in  the  case  of  Johnson  t.  Brofukm,  (O.  D.,  1900. 
298;  139  O.  G.,  732;  82  App.  D.  C,  348,)  which  prohibiU  the  inclusion  of  de- 
scriptive words,  such  as  **  Scott's  Emulsion,"  as  a  part  of  a  technical  trade- 
mark. 

The  statements  made  in  these  decisions  are  clearly  well  founded, 
and  there  appears  to  be  no  reason  for  further  discussion  of  this  mat- 
ter. The  applicant's  contention  is  held  to  be  unfounded,  and  it  is 
adjudged  that  the  trade-mark  now  sought  to  be  registered  by  the 
applicant,  Scott  &  Bowne,  is  not  a  different  trade-mark  from  that 
previously  registered. 

As  to  Uie  second  contention,  that  intervening  rights  have  accrued, 
I  find  no  substantial  basis  for  this  contenticxL  If  it  be  once  granted 
that  the  first  to  adopt  and  use  a  trade-mark  is  the  owner  thereof,  a 
second  party  who  adopts  a  trade-mark  so  nearly  identical  therewith 
as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public  cannot 
acquire  a  right  to  register  that  trade-mark  to  the  exdusion  of  the 
first  to  adopt  the  mark.  The  fact  that  the  Lester  H.  Greene  Com- 
pany's mark  has  already  been  xegistered  affords  no  reason  for  refus- 
ing to  register  the  mark  of  Scott  A  Bowne  under  the  provisions  of  the 
act  of  1905  where,  as  has  been  held  above,  the  mark  sought  to  be 
registered  under  the  later  act  is.  the  same  mark  as  that  previously 
registered. 

As  to  the  third  contention  it  is  urged  that  no  proper  labels  were 
presented  by  Scott  &  Bowne  in  its  application  for  registration.  It 
is  asserted  that  the  merchandise  of  Scott  &  Bowne  is  sold  in  bottles 
the  wrappers  for  which  contain  not  only  the  triangle  containing  the 
letters  ''  P.  P.  P.,"  associated  with  the  words  "'  Scott's  Emulsi^m," 
but  also  upon  the  back  a  past^  bearing  the  words  ^  Scott's  Emul- 
sion "  and  the  representation  of  a  fisherman  supporting  a  fish. 

It  is  contended  that  it  was  error  for  the  Office  to  hold  that  a  plu- 
rality of  alleged  trade-marks  used  simultaneously  on  the  same  package 
of  goods  can  be  lawfully  registered  by  merely  filing  one  portion  of 
the  label  with  one  application  for  registration  and  another  portion 
of  the  label  with  the  other  application ;  that  the  statute  of  1905,  by 
requiring  the  filing  of  specimens  of  the  trade-marks  as  actually  used, 
prevents  registration  of  a  plurality  of  trade-marks  for  simultaneous 
use  on  a  single  package  of  goods.    This  contention  is  clearly  without 
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force.    The  statute  does  not  require  the  filing  of  ^  labels.''    Section 
1  requires  the  filing  of — 

soch  number  of  apedmena  of  tbe  trade-mark  aa  aetuaUy  used  aa  may  be  required 
by  tbe  Oommlnioner  of  Patenta. 

The  application  of  Scott  A  Bowne  included  specimens  of  the  trade- 
mark claimed  as  actually  used  upon  the  merchandise  in  full  OMnpli- 
ance  with  the  statute.  The  fact  that  Scott  &  Bowne  may  use  a  sec- 
ond trade-mark  up<xi  the  merchandise  has  nothing  to  do  with  the 
present  case.  It  is  well  settled  that  a  merchant  is  not  limited  to 
the  use  of  a  single  trade-mark  upon  his  merchandise. 

In  the  case  of  CapeweU  Horse  NaU  Co.  v.  Mooney  (167  Fed.  Bep., 
575)  the  court  had  under  its  consideration  certain  trade-marks  for 
horseshoe-nails,  and  considering  the  same  question  as  that  presented 
herein  said : 

WbUe  the  check-mark  la  appUed  to  the  naU  itself,  and  is  also  ihown  on  the 
rq;>resentation  of  nails  forming  the  monogram-mark  above  mentioned,  the  mono- 
gram trade-mark  la  applied  to  the  packages  containing  theae  naila  and  to  the 
boxes  containing  the  packagea,  bnt  not  to  the  nails  themselvea.  It  reanlta  that 
the  complainant,  aa  to  ita  flrat  and  aeeond  grade  naUa,  naea  to  denote  origin  one 
trade-mark  on  the  naU  itaelf,  which'la  not  aeen  when  sold  in  package^  and 
another  on  the  packagea  containing  the  nails  and  the  boxes  containing  the  pack- 
ages. It  foUows  that  the  complainant  has  doubly  guarded  itself  as  to  these 
nails.  The  monogram  indicating  origin  says  this  pacioige  or  box  contains  naila 
manuftictnred  by  the  OapeweU  Horse  Nail  Company  and  it  ia  onneceaaaty  to 
open  the  package.  When  the  box  and  package  thaehu  contained  are  opened, 
the  nails  therein  contained  are  fonnd  to  bear  the  aeeond  trade-mark,  indicattng 
the  same  origin  or  manufiictare.  If  packages  bearing  the  one  mark  are 
destroyed  or  the  naUs  are  taken  from  the  pacioige  and  used  or  sold  loosely, 
they  bear  the  trade-mark  imprinted  on  the  nails  themselves^  and  there  is  no 
chance  for  imposition  on  the  user  or  the  one  on  whose  horse  the  nails  are  to  be 
used.  If  complainant  haa  the  rii^t  to  adopt  theae  trade-marka  to  Indicate 
the  origin  of  the  gooda  manufactured  by  it  and  to  legiater  them,  I  cannot  see 
that  it  loses  the  right  to  use  the  one  on  the  nail  by  using  the  other  on  the 
boxes  and  packages,  or  vice  versa.  I  find  nothing  in  the  statute  that  indicates 
a  manufacturer  cannot  adopt  and  register  as  many  trade-marks  as  he  pleaaea 
to  indicate  the  goods  of  his  make.  The  trend  of  the  authorities  is  that  he  may. 
The  argument  in  opposition  to  this  view  is  that  it  would  tend  to  confusion.  I 
cannot  see  that  such  result  would  follow.  If  the  trade-mark  adopted  and  regis- 
tered indicates  origin  or  ownership,  tliat  fbct  ends  the  matter,  and  I  do  not  see 
that  confusion  arises  in  the  minds  of  dealers  and  users  for  the  reason  the 
manufacturer  indicates  the  same  origin  or  ownership  by  two  marks  or  a  doaen 
marks,  provided  they  all  indicate  the  same  origin  or  ownership.  Clearly  a 
doien  noticea  in  express  words  on  the  same  package  or  article  atating  the  aame 
origin  or  ownership  will  not  produce  confuston  or  uncerteinty  If  the  langoage 
be  clear,  even  if  worded  differently. 

In  the  case  of  Enoch  Marffon  8on$  y.  Ward  (152  Fed.  R^.,  690)  it 
is  also  stated: 


It  la  insisted  that,  because  appellant  adopted  the  two  marka  In  conneetioa 
with  one  article,  appellee  may  lawfuUy  uae  either  alone.    Appellanra 
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were  MdopttA  and  r^Hered  aepftrately.  Thej  taaye  been  need  leparately  In  the 
adYertiflementi.  The  word  mark  has  always  been  employed  for  denoting  the 
eompoond,  the  pictorial  mark  for  stating  a  characteristic.  We  are  of  the  opin- 
ion that  appellant  acquired  and  has  maintained  a  separate  property  right  in  each 
maik,  which  was  not  dependent  upon  a  conjoint  use. 

In  view  of  the  ralings  above  cited  it  is  clear  that  because  Scott  A 
Bowne  may  have  used  other  arbitrary  features  than  the  mark  sought 
to  be  registered  they  are  not  precluded  from  registration  of  the  trade- 
mark claimed.  I  find  no  error  in  the  decision  of  the  Examiner  of 
Interferences  awarding  priority  of  adoption  and  use  to  Scott  A 
Bowne  and  adjudging  that  it  is  entitled  to  register  the  trade-mark 
for  which  it  has  made  application. 

The  deeiiion  of  the  Examiner  of  Inierferencee  is  aprmed. 


Ex  PABTE  PfAITIZ. 

DecMM  June  i,  1910. 
169  O.  G.,  488. 

DBAwnrea  Bhovld  bb  Liif inn  to  as  Fkw  Shkbts  as  PoeaiBLS. 

"  There  are  two  principal  reasons  for  the  rule  requiring  drawings  to  be 
limited  to  as  few  sheets  as  possible  consistent  with  a  clear  showing  of  the 
Invention ;  one  is  that  it  has  now  come  to  be  a  serious  problem  to  find  qpace 
tor  the  storage  of  drawings,  whether  they  form  a  part  of  a  patent  or  of  an 
abandoned  application,  and  the  other  is  that  it  is  a  useless  ^pense  to 
pbotolithograph  an  unnecessary  number  of  sheets  of  drawings  for  the 
purpose  of  attaching  the  same  to  patents." 

Ok  Pkiition. 

FILTEI. 

Mr.  /.  B.  H.  Potts  for  the  applicant 

BiujMGS,  First  Assistant  OomMissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  the 
drawings  to  be  limited  to  one  sheet 

The  application  as  filed  contains  three  sheets  of  drawings.  The 
Examiner  has  suggested  that  Figures  1,  2,  and  3,  now  shown  on  the 
first  two  sheets,  should  be  placed  upon  a  single  sheet  to  be  substituted 
for  those  now  on  file  in  the  case.  There  are  two  principal  reasons 
for  the  rule  requiring  drawings  to  be  limited  to  as  few  sheets  as  pos- 
sible consistent  with  a  dear  showing  of  the  invention ;  one  is  that  it 
has  now  come  to  be  a  serious  problem  to  find  space  for  the  storage  of 
drawings,  whether  they  form  a  part  of  a  patent  or  of  an  abandoned 
application,  and  the  other  is  that  it  is  a  useless  expense  to  pbotolitho- 
graph an  imnecessary  number  of  sheets  of  drawings  for  the  purpose 
of  attaching  the  same  to  patents. 
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I  am  of  the  opinion  that  there  are  too  many  sheets  of  drawings  in 
this  case  and  that  but  one  sheet  should  have  been  originally  filed. 
Should  all  the  present  sheets  of  drawings  be  canceled,  however,  and 
a  new  sheet  substituted  in  lieu  thereof,  the  OflSce  would  be  burdened 
with  the  care  of  four  sheets  of  drawings  for  all  time.  In  order  to 
decrease  the  number  of  sheets  of  drawings  and  at  the  same  time  ob- 
viate the  necessity  of  caring  for  an  additional  sheet,  it  is  held  that 
Figs.  4  and  5  contained  on  Sheet  8  and  the  descriptions  specifically 
relating  thereto  in  the  specification  should  be  canceled.  The  other 
two  sheets  of  drawings  may  remain  as  amply  illustrating  the 
invention. 

The  petitian  is  granted  to  the  extent  indicated. 


Ex  PAKTB   BfASTAQUa 

Decided  BeptemPer  tS.  19ie. 
160  O.  O.,  489. 

PaOBBOUnOF  on*  AmJOAHOH — ^RlSFOllBZyB  Aoxiov. 

Wbere  tbe  Bxaminer  required  tbat  tbe  speeUloatloii  be  Tewiltten  and  new 
drawinss  filed,  Hei4  that  the  filing  of  a  substltiite  spedflcatloii  aooompanled 
by  blae-prlnts  In  which  many  of  the  ref  ereQce-nomerals  of  the  original  draw- 
ings were  omitted  was  not  such  proper  prosecntton  of  the  case  as  required 
by  the  rules. 

On  PrrmoN. 

OALouLATiire-ifAORnrai 

Mr.  L.  K.  Bohm  for  the  applicant. 

BnuNGS,  Acting  Oammiaeioner: 

This  is  a  petiticm  that  the  above-entitled  application  be  hdd  not 
abandoned. 

The  application  was  filed  on  January  15, 1909,  and  an  amendment 
thereto  was  filed  January  27,  1909.  On  Mardi  11,  1909,  applicant 
was  notified  that  the  claims  were  informal,  that  the  qpecification 
should  be  rewritten  in  idiomatic  English,  and  that  new  drawings 
would  be  required,  since  the  drawings  an  file  were  photolithograjdis 
and  were  so  poorly  executed  and  some  of  the  figures  so  crowded  that 
the  operation  of  the  device  could  not  be  understood.  On  March  10, 
1910,  a  substitute  specification  was  filed,  accompanied  by  a  set  of  blue- 
prints. On  April  9, 1910,  the  Examiner  held  that  the  case  was  aban- 
doned for  the  lack  of  sufficient  prosecution,  on  the  ground  that  appli- 
cant had  not  complied  with  the  requirements  of  the  last  Office  letter, 
since  these  blue^prints  were  identical  with  the  original  drawings,  with 
the  exception  of  the  change  in  numbering  of  some  or  all  of  the  part& 
After  some  correspondence  this  requirement  was  repeated  and  made 
final,  and  the  present  petition  was  taken  on  August  SI,  1910L  '^ 
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It  qppeuB  from  the  attorney's  statement  that  the  specification  was 
entirely  rewritten,  and  that  in  the  blue-prints  aooompanying  the  sab- 
stitate  specification  very  many  of  the  reference-numerals  were  omitted 
in  <»der  to  aToid  the  Examiner's  criticism  of  crowding  of  figures. 
Since  the  substitute  specificaticm,  due  to  the  omission  of  many  of  the 
reference-numerals  and  the  change  in  the  numbering  of  the  parts, 
cannot  be  read  on  the  original  drawings,  there  are  no  drawings  in  the 
case  corresponding  to  this  substitute  specification,  except  the  blue- 
prints above  referred  to. 

It  is  very  evident,  and  the  attorney  must  have  known,  that  such 
blue-prints  cannot  be  accepted  in  the  place  of  proper  drawings.  As 
applicant  did  not  ccMuply  with  the  requirement  of  the  Examiner  to 
furnish  proper  drawings  within  one  year  from  the  date  of  such  re- 
quirement, it  must  be  held  that  the  case  is  abandoned  for  the  lack 
of  proper  prosecution. 

As  no  excuse  has  been  given  for  the  delay  in  prosecuting  the  case, 
it  cannot  be  held  that  such  delay  has  been  shown  to  have  been  un- 
avoidable within  the  meaning  of  section  4894,  Bevised  Statutes. 

TJie  petition  U  denied. 


Yandsbvku)  v.  Shitb. 

DmMed  Bepieniber  7, 1910. 

169  O.  G.,  490. 

1  iMmRBENCI — MonOH  TO  DiSSOLYK— TRAHBlflSSlOH. 

A  motioii  to  dlflsolve  on  tbe  ground  of  Irresnlarlty  In  the  declaration 
thereof  based  in  part  upon  an  alleged  difference  in  the  meaning  of  the 
counts  as  applied  to  the  applications  of  the  different  parties  and  in  part 
upon  the  aUeged  lack  of  right  of  one  of  the  parties  to  maice  the  claims  Held 
properly  refased  transmission. 
1  Sakb— Samb— Same. 

A  motion  to  dissolye  on  the  ground  of  non-patoitability  which  does  not 
clearly  point  out  the  pertinency  oi  the  references  reUed  upon  should  not 
be  transmitted. 

Appbal  on  Motion. 

DXSPLAT-BAOK. 

Itr.  Luther  V.  Moulton  and  Messrs.  Shoemaker  dk  Edmonston  for 
Vanderveld. 
Mr.  Robert  P.  Hains  for  Smith. 

TsNKAKT,  Acting  Commissioner: 

This  is  an  appeal  by  Vanderveld  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  his  motion  to  dissolve  filed 
April  28, 1910,  as  to  three  of  Ihe  four  grounds  alleged."   ^  ^^^^^ 


iL^ 
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The  first  ground  of  the  motion,  which  alleged  that  there  is  no  in- 
terferenoe  in  fact  for  the  reason  that— 


Tanderveld'8  rack  is  not  locked  in  tbe  sense  of  the  Issue,  or  by  means  corre- 
sponding, suggesting,  or  equivalent  to  tlie  locking  means  of  Smith's  derlce— 

was  construed  by  the  Examiner  of  Interferences  to  be  a  denial  of 
Vanderveld's  right  to  make  the  claims  in  issue,  and  the  motion  was 
transmitted  as  to  this  ground. 

The  second  ground  of  the  motion,  which  alleges  irregularity  in 
the  declaration,  is  based  in  part  upon  ambiguity  of  the  issue,  in  part 
upon  alleged  differences  in  meaning  of  the  claims  when  read  upon 
devices  of  the  respective  parties,  in  part  upon  the  ground  that  Yan- 
derveld  has  no  right  to  make  the  claim,  and  in  part  on  the  ground 
that  Smith  has  no  right  to  make  the  claim  because  the  same  is  antici- 
pated by  the  prior  art. 

The  Examiner  refused  to  transmit  this  ground  of  the  motion,  hold- 
ing that  these  allegations  were  not  such  as  constitute  informalities 
upon  which  motions  to  dissolve  upon  the  ground  of  informality  in 
the  declaration  of  the  interference  may  be  based.  The  decision  of 
the  Examiner  of  Interferences  in  respect  to  this  point  is  undoubtedly 
right  Rule  122  specifically  defines  the  grounds  under  which  the 
allegations  for  motions  for  dissolution  may  be  made,  and  the  aUega- 
tion  that  the  counts  of  the  issue  have  different  meanings  in  the  case 
of  the  different  parties  is  a  separate  and  distinct  ground  from  that 
of  informality,  as  are  also  the  denial  of  the  right  of  <me  of  the 
parties  to  make  the  claim  and  the  allegation  of  non-patentability  of 
the  issue. 

By  tiiie  third  ground  of  the  motion  it  is  attempted  to  add  a  patent 
to  tills  interference.  The  claim  in  issue  does  not  appear  in  the 
patent,  and  the  patent  cannot  therefoi*e  be  added  to  this  interference. 
The  decision  of  the  Examiner  of  Interferences  refusing  to  transmit 
the  motion  as  to  this  count  is  right 

The  fourth  ground  of  the  motion  alleges  non-patentability  in  view 
of  the  prior  art;  but,  as  stated  by  the  Examiner  of  Interferences,  it 
is  not  alleged  that  each  of  the  patents  cited  is  in  itself  an  anticipa- 
tion of  the  issue  nor  is  it  pointed  out  how  these  patents  are  to  be 
combined  to  anticipate  the  sama  The  Examiner  of  Interferences 
points  out  that — 

it  was  alleged  in  opposition  to  the  motion,  and  not  denied  by  counsd  for  the 
moving  party,  ttiat  eight  of  these  patents  were  filed  subaeqnent  to  the  dates  of 
completion  of  Invention  alleged  in  Smith's  preliminary  itatement 

The  Examiner  held  that  motions  for  dissolution  based  upon  sach 
patents  were  not  entitled  to  consideration.  The  decision  of  the 
Examiner  as  to  all  the  points  of  this  ground  is  clearly  right.  It  is 
well  settled  that  where  a  party  moves  to  dissolve  an  intecferenoe 
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in  Tiew  of  the  prior  art  the  pertinencrfr  of  tbe  references  must  be 
dearly  set  forth,  and  where  more  than  one  reference  is  relied  upon 
to  anticipate  the  claim  in  issue  it  must  be  pointed  out  how  the  ref- 
erences are  to  be  combined.  Manifestly  the  patents  filed  subsequently 
to  the  sworn  date  of  the  completion  of  the  invention  alleged  in  the 
preliminary  statement  of  the  parties  do  not  constitute  a  ground 
for  the  dissolution  of  the  interference. 

/  find  no  error  in  the  decision  of  the  Bxa/nwMt  of  Interfereneee^ 
and  it  i»  aocordikkgly  igfl^rmed. 


Ex  PABn  BoviKO. 
M^eeMee  Septeniber  U,  1910. 

ifie  o.  G.,  4eo. 

TkAi»-ICABK9— Goods  or  the  Sams  DiscBiPTiyx  Pbopkitt. 

A  "  ftimlly  liniment "  and  crude  oil  to  be  used  as  a  '*  remedT'  for  Mn  dis- 
eases "  Heie  to  conatltute  mercliandlae  of  tbe  aame  deecriptiTe  properties. 

On  AppEALb 

TBADS-lf  ABK  VOS  mCBIT  VOS  8KI1I  NIUASBS. 

Mr.  John  S.  Duffle  for  tiie  applicant. 

TENKAivTy  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  a  mark  consisting  of  the  numerals 
"  23  "  inclosed  in  a  wreath,  for  "  crude  oil — a  remedy  for  skin  dis- 


Begistration  was  refused  in  view  of  registered  Trade-Mark  No. 
75,618,  Columbia  Drug  Co.,  granted  October  26,  1909,  which  com- 
prises the  numerals  ^  28 ''  upon  a  black  background,  for  ^'  a  family 
liniment.'' 

It  is  contended  on  behalf  of  the  applicant  that  (1)  there  is  no  such 
similarity  between  the  marks  as  would  be  likely  to  cause  confusion  in 
the  mind  of  the  public  and  (2)  that  the  goods  upon  which  these  re- 
spective marks  are  used  are  of  different  descriptive  properties. 

The  salient  feature  of  each  of  the  marks  by  which  the  goods  of  the 
respective  parties  are  to  be  known  is  undoubtedly  the  number  "  23." 
It  is  true  that  these  numbers  are  displayed  in  slightly  different  form; 
but  it  is  believed  that  the  embellishments  are  not  of  such  distinctive 
character  as  would  overshadow  the  significance  of  the  number  itself. 
In  fact,  it  would  appear  that  the  surroundings  only  serve  to  embel- 
lish and  throw  the  number  into  relief.    It  must  therefore  be  held  that 

uigiiiztKi  Dy  >wJ  v^v/pt  L\^ 
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the  nuirics  are  so  nearly  identical  as  to  be  likely  to  cause  confusion  in 
the  mind  of  the  public. 

Differences  between  these  two  marics  are  not  more  striking  than 
those  shown  in  the  application  of  The  Indian  Portland  Cement  Co. 
and  the  registered  mark  upon  which  registration  of  The  Indian  Port- 
land Cement  Company's  mark  was  refused.  {In  re  The  Indian  Part* 
land  Cement  Co.^  C.  D.,  1908, 861 ;  134  O.  O.,  518 ;  80  App.  D.  C,  468.) 
In  that  case  the  Court  said : 

Willie  a  comparison  of  the  two  marks  as  raprewnted  diows  difference  tai 
detaUfl,  tbe  ftetnre  of  eadi  ii  a  oonventional  Indian  head,  calculated  to  make 
the  manufactures  on  which  th^  are  used  known  to  the  pnhllc  as  Indian-head 
cement  We  agree  with  the  Commissioner  that  the  resemblance  Is  such  as  to 
produce  the  confusion  In  trade  which  it  Is  the  object  of  the  Trade-Mark  Act  to 
prercnt     {See  in  re  HerUi  Importing  Co.,  C  D.,  190S,  888 ;  184  O.  O^  1060.) 

The  decision  wlU  be  affirmed,  and  the  derk  wUl  certify  tills  decision  to  the 
Oommlsiloner  of  Patents  as  required  by  law. 

As  to  the  characteristics  of  the  merchandise  it  is  sufficient  to  say 
that  they  are  adapted  to  be  used  for  the  same  general  purpose.  That 
of  the  Columbia  Drug  Co.  is  stated  to  be  ^  for  a  family  liniment^" 
while  specimens  fcMining  part  of  this  i^plicatipn  for  registration 
show  that  the  merchandise  of  ^he  opposer,  although  stated  to  be  crude 
oil,  is  to  be  used  as  a  remedy  for  rheumatism,  neuralgia,  ecsema, 
catarrh,  and  many  skin  diseases. 

In  the  case  of  Walter  Baker  <6  Co.  ▼.  Rarriaan  (C  D*,  1909,  284; 
188  O.  O.,  770;  82  App.  D^  C,  272)  the  Court  of  Appeals  of  the 
District  of  Columbia  said : 

Things  may  be  said  to  possess  the  same  descripttve  properties  when  th^  can 
be  appUed  to  the  same  general  use. 

The  same  Court  also  said  in  the  case  of  The  Phoenix  Paint  db 
Varnish  Company  ▼.  John  T.  Lewie  dk  Broe.  Company ^  (C.  D.,  1909, 
808;  189  O.  O.,  990;  82  App.  D.  C,  285:) 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merdiandise 
of  the  same  descriptive  properties  in  the  sense  meant  by  the  statate  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  To  mle  that 
the  goods  must  be  identical  would  defeat  the  purpose  of  the  statute  and  destroy 
the  value  of  trade-marka  The  test  is  whether  there  is  such  a  sameness  In 
the  distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the 
general  public.  If  there  is,  only  one  mark  should  be  registered.  Ckmgress 
evidently  intended  to  prevent  the  second  registration  of  a  mark  that  would 
enable  an  unscrupulous  dealer  to  obtain  the  benefit  of  a  valuable  trade  reputa- 
tion established  by  conscientious  effort  and  f^ir  dealing  to  the  Injury  of  the 
pubUc  as  well  as  the  owner  of  the  mark. 

It  must  therefore  be  held  that  the  merchandise  of  the  respective 
parties  is  of  the  same  descriptive  properties  and  that  the  marks 
are  so  nearly  identical  as  would  be  likdy  to  cause  confusion  in  tha 
mind  of  the  public 

The  deoieion  of  the  Examiner  of  Trade-Marke  it  affirmed. 
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Ex  rAsn  Bbaukoht  Manttfactusino  Compakt. 

DeoMetf  September  29, 1919. 

100  O.  G^  ^1. 


1.  TkADB-MABKt— AmiOIPAnOV— RaPIESBRTATIOV  OF  A  SRHinVA  WHOk 

Wbere  a  regtoterea  trade^mark  consiated  of  the  repreaentatloii  of  a  iplii- 
ning-wheel,  JBTeM  that  registraUoii  waa  properly  refnaed  of  a  mark  applied 
to  gooda  of  the  same  deecripttye  pn^iertles  which  showed  a  splnniiif- 
wheel,  a  woman  nmning  it,  and  the  interior  of  a  room,  since  the  tndlent 
feature  of  hoth  is  tlie  spinning-wheel. 
1  Samc— Goods  or  Sams  DEacaipnyi  Paopoma. 

Bleached  aheetings  and  linen  fkhrlca  Held  gooda  of  the  same  deseriptiv* 
properties. 

Ok  Appbau 

TEADB-lfAaK  FOB  SHIPPIire-OLOTH. 

Mr.  Titian  W.  Johnson  for  the  applicant 

Tbnkai9T|  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  bleached  sheeting  a 
mark  consisting  of  the  representation  of  a  spinning- wheel,  a  woman 
standing  beside  it  in  Uie  act  of  running  the  wheel,  together  with  the 
representation  of  the  interior  of  a  room,  including  a  chair, 
flowers,  etc 

Registraticm  is  refused  in  view  of  the  trade-mark  of  James 
McCutdieon  A  Co.,  No.  20,868,  registered  March  22, 1892,  which  con- 
sists of  the  representation  of  a  spinning-wheel,  for  linen  fabrics.  It 
is  believed  that  the  goods  are  of  substantially  the  same  descriptiye 
propertie&  within  the  ruling  of  the  Court  of  Appeals  of  the  District 
of  Columbia  in  the  cases  of  Walter  Baker  dk  Co.  v.  Harrison  (C.  D., 
1909,  284;  188  O.  G.,  770;  82  App.  D.  C,  272)  and  Phoenix  Paint  dk 
Varnish  Company  v.  John  T.  Lewis  <6  Bros.y  (C.  D.,  1909,  308;  189 
0.  G.,  990;  82  App.  D.  C,  285.) 

The  mark  of  the  applicant  differs  from  that  of  the  registrant 
mainly  in  the  features  found  in  addition  to  the  spinning-wheel.  It 
is  believed,  however,  that  the  salient  feature  of  the  mark  which 
would  suggest  itself  to  the  mind  of  the  consumer  is  the  representation 
of  the  spinning-wheel,  and  for  this  reason  it  must  be  held  that  the 
marks  are  so  nearly  identical  as  to  be  likely  to  cause  confusion  in  the 
mind  of  the  public. 

In  the  case  of  Wayne  County  Preserving  Company  v.  Burt  Olney 
Canning  Company  (C.  D.,  1909,  818;  140  O.  G.,  1008;  32  App.  D.  C, 
279)  the  Court  of  Appeals  of  the  District  of  Columbia  said  in  respect 

OS'^O  "^XX  X%  uigiiizea  Dy  x_ji  vj'v/pi  Lv^ 
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to  marks  which  differ  in  detail,  but  convey  the  same  general  im- 
pression : 

These  marks,  when  appearing  on  the  canned  goods  of  the  respective  parties* 
exposed  to  the  public  on  the  shelves  of  the  retailer,  are  so  similar  as  to  be 
likely  to  cause  confusion ;  and  where,  as  in  this  case,  there  Is  no  evidence  on 
that  subject  except  the  marks  themselves,  it  ik  the  duty  of  the  court  to  protect 
the  prior  registrant  and  user  from  the  probability  of  any  such  occurrence. 

It  id  observed  that  the  mark  of  James  McCutcheon  &  Co.  was  reg- 
istered in  1892,  which  is  long  prior  to  the  alleged  date  of  adoption 
of  the  applicant. 

In  view  of  the  facta  above  stated  I  am  of  the  opinion  that  the 
action  of  the  Examiner  refusing  to  register  this  m,ark  is  right j  and  it 
is  aceordtngly  affirmed. 


Ex  PARTE  LaNGHAAB. 

Decided  October  «,  1910. 

158  O.  a,  747. 

Amendment  Undeb  Rule  78--Pbacticb. 

Where  the  Examiner  reports  that  certain  claims  contained  in  an  amend- 
ment presented  under  Rule  78  are  not  patentable,  such  amendment  will  not 
be  entered. 

On  Pbhtiok, 

BALt-BEABINO. 

Mr.  Charles  F.  Schmelz  for  the  applicant 

Moore,  Com/nU»sioner: 

This  is  the  third  petition  by  the  applicant  that  a  certain  claim  be 
admitted  under  tlie  provisions  of  Rule  78  without  withdrawing  the 
case  from  issue. 

The  Examiner  has  reported  in  the  previous  petitions  of  this  char- 
acter that  the  subject-matter  of  this  claim  is  not  patentable  in  view 
of  certain  stated  references.  In  the  present  petition  it  is  sought  to 
controvert  the  statement  of  the  Examiner,  and,  in  fact,  it  is  an  en- 
deavor to  continue  the  prosecution  of  the  application.  No  reason  is 
given  why  the  claim  which  it  is  now  desired  to  add  was  not  presented 
while  the  case  was  pending  before  the  Examiner. 

/  find  no  sufficient  reason  for  remanding  the  case  to  the  Examiner 
for  further  consideration^  and  since  the  Examiner  has  reported  ad- 
versely  upon,  the  merits  of  a  similar  claim  the  petition  must  he  denied. 
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Ex  PARTE  The  CSbhtral  Bhasb  Mfq.  Co. 

Decided  Octoher  H,  1910. 

159  O.  G.,  S^l. 

TRADB-BiARKS— "  QUICK-PBESSION '*     48     APnnD     TO    OoOKS,     FAUCETS,     EtO.— 
DSSCRimVE. 

The  word  "  Qulctt-Preesion  *'  as  applied  to  cocks  and  faucets  Held  descrip- 
tlre  wltbln  tbe  meaning  of  section  5  of  the  Trade-Mark  Act  and  Its  regis- 
tration properly  refused. 

On  Appeal. 

TEADE-MABK  FOR  YALTBS,  COCKS,  rATJCETS,  ETa 

Mr.  Jeaae  B,  Fay  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  '^  Quick-Pression  "  as  a  trade- 
mark for  valves,  cocks,  faucets,  and  bibs,  the  tail  of  the  ^^  Q  "  being 
in  the  form  of  a  curved  arrow  terminating  beneath  the  letter  ^  k." 

The  ground  on  which  registration  was  refused  is  that  the  words 
are  descriptive  of  the  goods  to  which  they  are  applied.  Applicant 
contends  that  the  word  is  wholly  fanciful  and  that  '^  pression  "  alone 
has  no  significance  apart*  from  its  use  in  connection  with  the  Carte- 
sian philosophy  and  is  obsolete.  He  states  that  the  word  ^^Quick- 
Pression"  was  derived  from  "  compression '^  by  the  substitution  of 
"  Quick  "  for  the  first  syllable  thereof,  "  compression  "  being  a  term 
applied  by  the  trade  to  certain  classes  of  cocks,  faucets,  etc.,  particu- 
larly those  operated  by  a  screw. 

Applicant  has  advertised  the  goods  in  question  under  this  trade- 
mark in  current  magazines,  and  the  burden  of  these  advertisements 
is  that  the  faucets  open  and  close  quickly,  only  a  quarter-turn  of  the 
handle  being  necessary  to  fully  open  or  close  the  valve. 

It  is  believed  that  this  is  the  idea  immediately  suggested  to  the 
mind  when  the  words  " Quick-Pression  Faucet"  are  uttered.  2'he 
Century  Dictionary^  moreover,  defines  "  pression  "  as  meaning  "  the 
act  of  pressing;  pressure  "  and  does  not  indicate  the  word  as  obsolete. 

Whether  "  pression  "  is  considered  as  a  word  by  itself  or  as  a  con- 
traction of  the  word  '^  compression  "  as  used  in  the  plumbing  trade, 
I  am  of  the  opinion  that  the  mark  presented  is  clearly  descriptive 
of  the  goods  within  the  meaning  of  section  5  of  the  Act  of  February, 
1905,  and  the  registration  was  properly  refused. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


.oogle 
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BoLn  t;.  IdBBPmL 
Decided  September  SO,  1919. 

1.  iHTERFEuaroB— BiDPBNivo— Restouvo  JmuanonoH  of  IBzamihib  or  Imsi- 

FMIKlfOM — SBOWIRO  RaQUIBDt. 

**  notions  to  reopen  an  Interfarenoe  and  take  farther  testimony  ahonld 
generally  be  heard  and  determined  in  the  first  instance  by  the  Bzaminer  of 
Interferences;  but  It  is  w^  settled  that  in  order  to  Justify  restoring  the 
Jurisdiction  of  tlie  Kxa  miner  of  Interferences  to  consider  such  a  motion  the 
moving  party  should  make  out  a  prima  faoU  case.** 

2.  8Aif»— Sams— Same. 

Where  a  Junior  party  to  an  interference,  who  had  taken  no  testimony 
but  his  own,  brought  a  motion,  after  the  time  set  for  taking  testimony  had 
expired,  to  extend  the  time  tor  final  hearing,  wldch  the  Examiner  of  Inters 
ferences  denied,  and  two  months  later  he  brought  a  motion  to  restore  tiie 
Jurisdiction  of  the  Examiner  of  Interferences  to  consider  a  motion  to  reopen 
the  interference,  Held  that  in  the  alwence  of  any  ehowing  wliy  a  motion  for 
an  extension  of  time  was  not  brought  in  the  first  instance  and  of  any  excuse 
for  the  delay  after  the  decision  of  tlie  Examiner  of  Interferences  Jurisdie* 
ti<m  would  not  be  restored. 

On  Motion. 

THOlfO-KLECrSIO  CIBCniT-BBBAKBB. 

Mr.  A.  MiOer  Beliidd  for  Rolfe. 

Mr.  Frank  B.  Cook  and  Mewre.  Jonee^  Addington^  Ames  db  Seibold 
for  Leeper. 

Billings,  First  Aseistant  Commissioner: 

This  case  ccMiies  up  on  a  renewed  motion  by  Rolfe  to  restore  the 
jurisdiction  of  the  Examiner  of  Interferences  for  the  purpose  of 
considering  a  motion  to  reopen  such  interference. 

This  interference  was  decided  in  f&vor  of  Leeper  on  March  15, 
1910,  on  the  ground  that  Rolfe,  the  junior  party,  had  failed  to  print 
any  testimony.  Appeal  from  that  decision  to  the  Board  of  Exam- 
iners-in-Chief  was  filed  by  Rolfe  on  April  4, 1910.  On  May  21, 1910, 
a  motion  to  restore  the  jurisdiction  of  the  Examiner  of  Interferences 
to  consider  a  motion  to  reopen  the  interference  was  denied  by  the 
Assistant  Commissioner.  The  present  motion  is  a  renewal  of  that 
motion. 

As  stated  in  the  case  of  Robinson  v.  Townsend  v.  CopeHandy  (C.  D., 
1903,  327;  106  O.  G.,  997,)  motions  to  reopen  an  interference  and  take 
further  testimony  should  generally  be  heard  and  determined  in  the 
first  instance  by  the  Examiner  of  Interferences;  but  it  is  well  settled 
that  in.  order  to  justify  restoring  the  jurisdiction  of  the  Examiner 
of  Interferences  to  consider  such  a  motion  the  moving  party  should 
make  out  a  prima  fade  case.    {Estes  v.  Oause^  04  i^^  1899,  164;  88 
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O.  O.,  1836 ;  Otis  v.  Ingoldnhy  and  Bowling,  C  D.,  1909, 105 ;  148  O.  O., 
1346.)  In  considering  whether  a  prima  facie  case  has  been  made  out 
it  mnst  appear  that  the  motion  is  brought  in  good  faith,  and  if  there 
has  been  delay  a  suflkient  excuse  for  that  delay  must  be  offered. 
{BeckeH  v.  Currier,  C*  D.,  1908, 195;  104  O.  G.,  2489;  NeuM  y.  Clip 
ford  V.  Ro%e,  C.  D.,  1906, 164 ;  122  O.  G.,  780.) 

The  record  of  the  present  case  clearly  shows  that  no  such  prima 
fade  case  has  been  made  out  This  interference  was  declared  on 
October  12,  1908.  A  motion  to  dissolye  by  Bolfe  was  denied  on 
January  27,  1909.  Proceedings  were  then  resumed  and  final  hear- 
ing set  for  July  14,  1909.  In  pursuance  of  stipulations  filed  timeiT 
for  taking  testimony  were  extended,  and  final  hearing  was  set  for 
March  15,  1910.  No  testimony  was  filed  on  behalf  of  Rolfe,  except 
a  deposition  of  Bolfe  himself,  which  was  filed  on  June  10, 1909,  and 
this  was  never  printed.  It  appears  that  this  deposition  was  taken 
at  Bedlands,  Cal.,  but  was  not  completed,  adjournment  haying  been 
taken  to  Chicago.  On  March  12,  1910,  a  motion  was  filed  by  Rolfe 
to  extend  the  time  for  final  hearing.  This  motion  was  denied  by  the 
Examiner  of  Interferences,  who  pointed  out  that  Bolfe  had  not 
printed  his  testimony  and  had  filed  no  testimony,  except  his  own, 
which  under  the  well-settled  practice  was  insufficient  to  establish  that 
he  was  the  prior  inventor.  He  further  stated  that  if  any  extension 
was  desired  by  Bolfe  it  was  an  extension  of  his  time  for  taking  tes- 
timony, which  had  expired  nearly  four  months  prior  to  the  bringing 
of  the  motion  to  extend  the  time  for  final  hearing.  Appeal  was  taken 
from  this  decision  of  the  Examiner  of  Interferences,  and  on  April  21, 
1910, 1  refused  to  disturb  the  decision  of  the  Examiner.  On  May  19, 
1910,  Bolfe  filed  a  motion  to  reopen  the  interference  and  set  times  for 
taking  testimony,  which  motion  was  denied  by  the  Assistant  Com- 
missioner on  May  21,  1910.  The  present  motion  was  filed  June  16, 
1910. 

The  excuse  offered  for  the  delay  is  clearly  insufficient  It  con- 
sists largely  of  statements  by  counsel  for  Bolfe  and  certain  parties 
interested  in  the  Bolfe  application  that  negotiations  were  entered 
into  between  the  parties  looking  to  the  amicable  settlement  of  the 
interference;  but  no  reason  whatever  is  given  for  the  failure  to 
bring  a  motion  in  the  first  instance  for  an  extension  of  the  time  for 
taking  testimony  rather  than  for  a  mere  extension  of  the  time  for 
final  hearing,  which,  as  correctly  pointed  out  by  the  Examiner  of 
Interferences,  was  futile;  nor  has  any  excuse  been  given  for  the 
failure  to  promptly  bring  a  motion  to  reopen  after  the  decision  of 
the  Examiner  of  Interferences  of  March  15, 1910. 

Under  the  rulings  of  the  decisions  above  quoted  it  must  be  held 
that  no  such  vrvma  facie  case  has  been  made  out  as  will  justify  re- 
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storing  the  jurisdiction  of  the  Examiner  of  Interferences  to  consider 
the  motion  to  reopen. 
The  mofiion  is  denied. 


Ex  PARTE  Johnson. 

Decided  July  15, 1910. 

159  O.  O.,  992. 

PATENTABarrr— DsBiQirs — Fbatubks  op  Mechanical  UnLirr. 

A  design  which  is  distinguished  from  the  prior  art  only  by  features  of 
mechaBlcal  utility  Held  not  patentable. 

Appeal  from  Examiners-in-Chief. 

DESIGN    FOB    A    SOUND-CON VEYl  NO    TUBE    FOB    TALKING- MACH  IK LS. 

Mr.  Horace  Pettit  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
afiirming  the  action  of  the  Examiner  rejecting  an  application  for  a 
design  patent  upon  a  sound-conveying  tube  •for  talking-machines. 

The  design  is  described  by  ihe  applicant  as  follows : 
The  design  consists  essentially  of  a  tapering  amplify ing-tube»  the  two  parts 
of  which  extend  in  slightly-diverging  planes  and  are  united  by  substantially 
curved  portion  forming  an  elbow.  The  smaller  end  of  the  said  tapering  rube 
terminates  in  a  substantially  U-shaped  tube  arranged  transversely  to  the  adja- 
cent portion  of  said  tapering  tube,  and  the  outer  end  of  said  U-shaped  tube  is 
adapte<l  to  be  attached  to  a  sound-box. 

The  Examiner  and  also  the  Examiners-in-Chief  held  that  the  sub- 
ject-matter involved  is  not  a  proper  subject  for  a  design  patent,  that 
the  features  forming  the  design  were  planned  with  reference  to  their 
mechanical  utility,  and  that  in  so  far  as  they  contribute  to  the  gen- 
eral appearance  of  the  device  as  an  entity  they  involve  no  invention 
in  the  design  field.  Certain  patents  were  also  referred  to  as  illustrat- 
ing sound-conveying  devices  of  the  same  general  type. 

The  references  cited  are  as  follows:  Lee,  October  30,  1888,  No. 
892,040;  Brunt,  March  15,  1904,  No.  754,918;  British  patent  to  Lake, 
No.  8,401  of  1903. 

In  my  opinion  the  decision  of  the  Examiners-in-Chief  is  clearly 
right.  The  device  shown  in  the  applicant's  drawing  apparently  illus- 
trates a  connection  to  a  phonograph  and  a  tapering  tube  with  an 
upturned  end  formed  with  a  swivel- joint  from  which  extends  an- 
other tapering  or  flaring  horn.    The  mechanical  utility  of  this  device 
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is  obvious.  The  swivel-joint  would  permit  the  bell  of  the  horn  to 
be  turned  about  a  vertical  axis  in  any  direction,  while  the  first  mem- 
ber would  remain  stationary  in  respect  to  the  phonograph-disk.  The 
tapering-formed  tube  adapted  to  convey  sound  is  old,  as  is  illustrated 
in  the  patent  to  Lee,  and  is  also  common  in  wind  instruments,  such 
as  trumpets,  horns,  etc  In  sound-conveyers  of  this  character  it  is 
customary  to  curve  the  tapered  tube  as  desired,  in  some  instances 
the  same  being  flexible  for  that  purpose — ^as,  for  example,  in  the 
patent  to  Lee.  Obviously  the  tube  disclosed  in  this  patent  could 
easily  be  bent  in  the  same  general  shape  as  that  illustrated  in  the 
applicant's  drawing.  The  only  thing  which  would  remain  to  dis- 
tinguish it  from  the  Lee  construction  thus  bent  around  would  be  the 
swivel-joint,  which,  as  pointed  out,  is  for  the  purpose  of  mechanical 
utility. 
The  decision  of  the  ExaminerS'tn-Chief  is  affirmed. 


Ex  PARTE  Inter-State  Milling  Cohpant. 

Decided  Beptemher  6,  1910. 

169  O.  Q.,  WS. 

Tsade-Markb — RsTUBif  OF  Fee. 

The  fact  that  applicant  at  the  time  he  applied  for  registration  of  a  trade- 
mark believed  that  such  a  mark  could  be  registered  before  being  actnally 
uaed  forms  no  ground  for  the  return  of  the  fee. 

On  PBTrrioN. 

TSADB-lf  ARK  FOB  GROUND  MIXED  FEED  OF  HAT,  CORN,  0AT8,  EIO. 

Messrs.  Mason^  Fenwick  dk  Lavrrence  for  the  applicant. 

Tennant,  Acting  Commissioner: 

This  is  a  petition  that  the  filing  fee  in  this  application  be  returned 
on  the  ground  that  the  applicant  intended  to  file  an  application  for 
copyright  registration  rather  than  for  the  registration  of  a  trade- 
mark. 

The  application  presented  is  in  all  respects  a  formal  application 
for  the  registration  of  a  trade-mark  and  was  accepted  and  examined 
as  such.  The  fact  that  the  applicant  was  laboring  under  a  legal  mis- 
take in  believing  that  a  trade-mark  must  be  registered  before  being 
used  forms  no  sufficient  ground  for  returning  the  fee  forming  part  of 
the  application  for  registration,  it  being  wdl  settled  that  merely  an 
error  in  judgment  or  law  will  not  warrant  the  return  of  the  fee. 

The  petition  is  denied*  ugzeaDyx^wv/^lc 
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Ex  PABTB  NkWMAN. 

Decided  September  SO,  1910. 

Ifi9  O.  O.,  908. 

1.  T^udk-Mabks— Ohar«  ov  Deawino^ 

Application  wai  made  for  reglatratloii  of  a  trade-mark  oonatatliig  of  the 
worda  ''La  Yona."  Reglstratioii  waa  refuaed  In  ylew  of  tbe  reglatered 
mark  '^Larona."  An  amendment  waa  therefore  flled  directing  the  can- 
celation of  the  word  ''La"  and  aasertlng  that  "Vona"  waa  the  mark 
claimed  by  applicant    Heid  that  tfaia  change  ahoold  not  be  permitted. 

X  8Alf B— iDinilTY— "  L4  VOHA"  ARD  "  LaBOKA." 

A  mark  c<m8i8tlng  of  the  worda  "La  Vona"  Held  ao  almllar  to  the 
regiatered  mark  "  Larona  "  that  ita  regiatration  la  prohibited  by  aectlon  S 
of  the  Trade-Mark  Act 

On  Appbau 

TBADC-lf ABK  fOE  CiaAB8. 

Messre.  Taylor  <6  HuUe  and  Meeen.  Steuart  db  Steuart  for  the 
.applicant. 

TbnnanTi  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Maris  refusing  registration  of  the  marie  ^  Vona  "  for  cigars  in  view 
of  the  prior  registered  trade-mark  of  the  Hautzenroeder  Co.,  No. 
74,018,  Jime  8, 1909,  which  consists  of  the  word  "  Larona." 

It  appears  from  the  record  of  this  case  that  the  mark  originally 
shown  in  the  drawing  consisted  of  the  words  ^^La  Vona."  Regis- 
tration of  the  mark  thus  presented  was  refused  upon  the  ground  that 
it  so  nearly  resembled  the  registered  trade-mark  above  referred  to 
as  to  cause  confusion  in. the  mind  of  the  public  and  deceive  pur- 
chasers. Thereafter  an  amendment  was  filed  by  the  attorney  for  the 
applicant  directing  the  cancelation  of  the  word  ^^  La  "  and  asserting 
that  the  word  ^  Vona  ^  was  the  mark  claimed  by  the  applicant. 

It  was  urged  at  the  hearing  that  in  view  of  the  decision  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  in  re  Standard 
Underground  Cable  Co.  (C.  D.,  1906,  687;  128  O.  G.,  656;  27  App. 
D.  C,  820)  and  Johnson  v.  Brandon  (C.  D.,  1909,  298;  189  O.  G., 
782;  82  App.  D.  C,  848)  applicant  is  entitled  to  thus  select  the  fea- 
ture, disclosed  in  the  specimens  filed,  which  he  considers  to  be  his 
trade-mark. 

This  contention  is  not  believed  to  be  well  founded.  In  the  present 
case  the  specimens  filed  show  the  words  ^'  La  Vona,''  and  the  drawing 
as  originally  filed  conformed  with  the  specimens  in  this  respect 
The  statement  of  the  original  application  sets  forth  that  the  appli- 
cant has — 
adopted  and  used  the  trade-mark  shown  In  the  accompanying  drawing  tor 
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and  it  is  averred  by  the  applicant  in  the  declaration  that — 

the  drawing  preflented  truly  represents  the  trade-mark  sought  to  be  registered ; 
and  that  the  specimens  show  the  trade-mark  as  actually  used  upon  the  goods. 

In  view  of  these  facts,  in  my  opinion,  the  modification  of  the  draw- 
ing should  not  have  been  permitted. 

Neither  of  the  decisions  cited  by  the  applicant  are  in  point.  In 
the  case  of  m  re  Standard  Underground  Cable  Co.^  swpra^  the  ap- 
plicant had  presented  two  arbitrary  features,  and  it  was  held  by  the 
court  of  appeals  that  he  had  the  right  to  select  the  feature  which  he 
believed  to  be  his  trade-mark.  In  the  case  of  Johnson  v.  Brandauy 
supra^  the  word  "Asbestos''  was  included  in  the  applicant's  trade- 
mark; but  it  was  held  by  the  court  that  this  word  was  merely  descrip- 
tive of  the  goods  to  which  it  was  applied  and  that  the  G>mmissioner 
should  have  refused  registration  of  the  mark  as  presented,  and  re- 
quired that  the  unregistrable  feature  be  eliminated. 

In  the  present  case  it  is  urged  that  the  word  "  La  "  is  merely  the 
Spanish  word  corresponding  to  the  English  article  "the"  and  is 
therefore  immaterial;  but  it  appears  that  as  originally  claimed  the 
combination  of  words  was  asserted  to  be  the  real  trade-mark  used, 
and  the  elimination  of  an  essential  part  of  the  mark  should  not  have 
been  permitted  for  the  purpose  of  securing  registration  over  another 
mark  consisting  of  a  single  word  which  the  composite  mark  so  closely 
resembles  in  appearance  and  sound. 

In  my  opinion  there  is  such  similarity  between  the  applicant's  mark 
and  the  registered  trade-mark  as  to  be  likely  to  cause  confusion  in  the 
mind  of  the  public,  and  its  registration  is  therefore  prohibited  by  the 
provisions  of  section  5  of  the  act  of  1905. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


In  re  Standard  Adding  Machine  Company. 

Decided  October  21, 1910. 
160  O.  G.,  257. 

1.  Access  to  Pending  Appltcation — Owneb  of  Equitable  Intebrst. 

Where  a  party  holds  an  unquestioned  equitable  interest  in  an  application, 
he  may  be  given  access  to  the  same. 

2.  Same — Same. 

A  contract  between  H.  and  petitioner  whereby  H.  agreed  to  assign  "all 
inventions,  patents,  and  improvements  which  he  may  invent  or  make  or 
take  out  or  acquire"  pertaining  to  a  certain  class  of  machines  Held  not 
to  entitle  petitioner  to  access  to  certain  applications  in  which  H.  at  one  time 
owned  a  half  interest,  but  which  were  subsequently  assigned  to  a  third 
party. 
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8.  Sahe — Certificate  or  Coubt. 

A  petition  for  access  to  a  pending  application  based  on  the  allegation  tbat 
knowledge  of  such  application  will  be  of  assistance  to  petitioner  In  a  salt 
brought  against  him  by  the  assignee  of  such  application  will  be  denied 
in  the  absence  of  a  certificate  from  the  Judge  before  whom  such  suit  is 
pending  that  the  application  would  be  relevant  and  materlaL 

On  Petition. 

Messrs.  Fowler  c£  Huffman  for  the  Standard  Adding  Machine 
Company. 
Mr.  J.  D.  Rippy  for  Hopkins. 

Moobe,  Commissioner: 

This  is  a  petition  by  the  Standard  Adding  Machine  Company  that 
it  be  permitted  to  inspect  and  obtain  copies  of  the  file  and  contents 
of  certain  applications  of  Hubert  Hopkins,  one  of  which,  it  is 
alleged,  is  abandoned. 

The  ground  upon  which  access  to  these  applications  is  requested  is 
that  they  are  material  evidence  in  a  suit  brought  by  petitioner  against 
the  Adding  Typewriter  Company  for  infringements  of  certain  pat- 
ents granted  to  W.  W.  Hopkins  and  Hinchman,  and  in  support  of 
the  petition  it  is  urged  by  the  Standard  Adding  Machine  Company 
that  it  is  the  equitable  owner  of  a  one-half  interest  in  the  three  earlier 
applications  of  Hubert  Hopkins. 

The  petitioner's  alleged  equity  in  the  three  applications  referred 
to  is  based  upon  a  contract  between  said  W.  W.  Hopkins  and  the 
petitioner,  whereby  the  former  agreed  to  assign  to  the  latter — 

ajl  inyentiona,  patents  and  improvements  whicli  he  may  at  any  future  time 
invent  or  make  or  take  out  or  acquire,  pertaining  to  and  covering  calculatloc 
or  adding  macliines  of  any  nature  or  description  whatever. 

It  appears  that  a  one-half  interest  in  three  of  the  applicatioiLs  of 
Hubert  Hopkins  was  for  a  period  in  said  W.  W.  Hopkins  prior  to 
the  assignment  of  the  entire  interest  by  these  two  parties  to  the  Addo- 
graph  Manufacturing  Company,  from  whom  in  turn  the  Adding 
Typewriter  Company  derived  the  right  by  virtue  of  which  it  .now 
claims  to  be  manufacturing  its  machines. 

It  is  petitioner's  contention  that  W.  W.  Hopkins  should  under  this 
agreement  have  assigned  to  it  his  interest  in  the  said  three  cases  and 
that  it  therefore  has  such  an  equity  as  entitles  it  to  inspect  these  cases. 
It  is  urged  in  behalf  of  the  Adding  Typewriter  Company  that  the 
contract  between  W.  W.  Hopkins  and  the  Standard  Adding  Machine 
Company  is  purely  executory  and  so  broad  and  unlimited  as  not  to 
be  worth  the  paper  upon  yrhich  it  is  written  and  that,  furthermore, 
the  Addograph  Manufacturing  Compauy  was  a  bona  fide  purchaser 
for  value,  without  notice  of  such  agreement,  which  it  may  be 'noted 
was  not  recorded  in  this  Office  until  some  mont)|izll|eij{im^ase  of 
the  applications  by  that  company. 
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Where  a  party  holds  an  unquestioned  equitable  interest  in  an  appli- 
cation— ^as,  for  instance,  where  there  is  of  record  an  assignment  to 
him  conveying  the  entire  right,  title,  and  interest  therein  and  lacking 
only  the  request  that  the  patent  issue  to  him — ^he  may  be  given  access 
to  the  i>apers  of  the  case,  {ex  parte  Hertford^  C.  D.,  1904,  487 ;  118 
O.  G.,  851 ;)  but  in  the  present  case  it  is  contended  by  the  Adding 
Typewriter  Company  that  the  petitioner  has  no  right  whatever  in 
the  applications,  and  it  strongly  opposes  the  request  for  access  thereto. 
Moreover,  the  Office  is  in  possession  of  no  records  from  which  any 
right  upon  the  part  of  the  petitioner  can  be  assumed.  As  was  said 
in  the  case  of  McDanough  v.  Gray  v.  Bell  v.  Edison^  (C.  D.,  1889, 9; 
46  O.  G.,  1246.) 

The  Commissioner  of  Patents  has  no  equitable  Jurisdiction  over  the  rights  of 
parties  claiming  under  asaignmoats  and  grants  of  inventions  and  patents.  He 
cannot  set  aside  or  vacate  such  instruments,  nor  can  he  recognize  equitable 
rights  growing  out  of  transactions  between  inventors  and  applicants  and  other 
parties.  While  he  is  authorized  to  recognize  formal  legal  assignments,  and 
when  they  have  been  filed  in  the  Patent  Office  before  patent  issues  may  give 
the  assignee  control  of  the  management  and  prosecution  of  an  application  and 
direct  the  patent  to  issue  in  the  name  of  the  assignee,  yet  he  cannot  recognize 
equitable  rights  under  executory  or  other  equitable  contracts. 

It  is  dear  that  petitioner's  alleged  equities  in  the  application  which 
it  now  seeks  to  inspect  are  not  such  as  to  strengthen  in  any  way  its 
present  petition. 

As  to  the  relation  of  the  applications  to  the  petitioner's  suit  for 
infringement  against  the  Adding  Typewriter  Company,  it  appears 
noerely  that  petitioner  believes  that  knowledge  of  the  contents  of  the 
application  might  be  of  assistance  to  him  in  conducting  his  case.  No 
certificate  has  been  filed  from  the  judge  before  whom  the  suit  is  pend- 
ing stating  that  the  applications  would  be  relevant  and  material. 
Under  these  circumstances  it  is  well  settled  that  the  rule  requiring 
applications  to  be  preserved  in  secrecy  cannot  be  waived.  {Ex  parte 
Warner,  C.  D.,  1901,  97;  96  O.  G.,  1238;  ex  parte  Heard,  C.  D.,  1905, 
66;  114  O.  a,  2381 ;  in  re  J^rovm,  C.  D.,  1905,  71 ;  115  O.  G.,  248.) 

The  petition  is  denied. 

P.  J.  BowLiN  Liquor  Co.  v.  J.  &  J.  Eaoeb  Cow 

Decided  Octoher  15,  1910. 

160  O.  O.,  258. 

TaADB-MAVKS— OFFOSmON — SUFTICIBNCY  OF  KOTICB. 

Where  applicant  appUed  for  registration  under  the  ten-years  proviso  of 
section  5  of  the  Trade-Mark  Act  and  oppoier  had  obtained  registration 
under  the  same  proviso,  the  citation  of  this  registration  in  tbe  notice  of 
opposition  is  a  sufficient  allegation  that  tbe  marli  in  issue  is  not  registrable 
as  a  technical  trade-mark.  '^Q  ^^°  ^y  ^^^v^^^^l 

Appeal  from  Examiner  of  Interferencea 


iL"*^ 
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TIAIMB-MABK  ItMl  HOLLAND  OIK. 

Mr.  Arthur  E.  Wallace  for  P.  J.  Bowlin  liquor  Cot» 
Mr.  A.  Parker-Smith  for  J.  A  J.  Eager  'Co. 

Billings,  First  Amtant  Oommiseioner: 

This  is  an  appeal  by  the  P.  J.  Bowlin  Liquor  Co.  from  the  decision 
of  the  Examiner  of  Interferences  dismissing  its  opposition  to  the 
registration  of  the  trade-mark  applied  for  by  the  J.  A  J.  Eager  Co., 
No.  40,199,  filed  January  28, 1909. 

The  record  shows  that  both  parties  to  this  proceeding  are  whole- 
sale liquor  dealers  and  that  each  is  engaged  in  the  sale  of  whisky  and 
gin. 

The  record  also  shows  that  the  trade-mark  for  which  the  J.  A  J. 
Eager  Co.  applied  to  have  registered  consisted  of  the  word  ^  Hum- 
boldt,'' in  connection  with  other  features.  A  description  of  the  labels 
bearing  the  mark,  which  were  attached  to  the  packages,  is  given  in  the 
answer  to  Q.  19  by  the  witness  Unckles,  testifying  in  behalf  of  that 
company,  as  follows: 

They  may  bare  been  labels  of  differeot  style  or  abape,  but  they  always  have 
a  pictore  of  a  man  smoking  a  pipe  and  the  word  "  Humboldt "  on  them. 

It  appears  that  the  appellee  confined  its  use  of  the  trade-mark  to 
gin  and  that  this  mark  has  been  continuously  used  upon  the  goods 
sold  by  that  company  in  its  business  for  about  forty  years. 

The  mai^  of  the  opposer,  who  is  the  appellant  in  this  case,  con- 
sists of  the  word  ^^  Humboldt,"  which  mark  is  used  in  its  business 
upon  whisky.  It  appears  very  clearly  from  the  appellant's  record 
that  it  has  continuously  used  in  its  business  the  word  ^  Humboldt  ^ 
as  a  trade-mark  for  whisky  since  as  early  as  the  year  1890. 

A  demurrer  was  filed  to  the  opposition  on  the  ground  that  the 
goods  upon  which  the  trade-maiic  was  used — ^namely,  gin  by  one 
party  and  whisky  by  the  other — ^were  not  goods  of  the  same  descrip- 
tive properties.  This  demurrer  was  overruled  by  me,  (C.  D.,  1909, 
207;  148  O.  G.,  571,)  following  the  principle  announced  by  the  Court 
of  Appeals  in  the  cases  of  Walter  Baker  <&  Co.  v.  Harrison  (C.  D., 
1909,  284;  188  O.  G.,  770;  82  App.  D.  C,  272)  and  Phoenix  Paint  dk 
Varnish  Co.  v.  John  T.  Lewis  db  Bros.  Co.^  (C.  D.,  1909,  SOS;  189 
O.  G.,  990;  82  App.  D.  C,  285.) 

I  find  no  reason,  upon  consideration  of  the  record  presented,  to 
change  my  opinion  as  to  the  correctness  of  the  conclusion  then 
reached,  that  gin  and  whisky  are  goods  of  the  same  descriptive  prop- 
erties within  the  meaning  of  the  Trade-Mark  Act 

The  Examiner  of  Interferences  states  that — 

it  most  be  assumed  for  tbe  purpose  of  tbis  decision  that  the  mark  In  issue  Is  a 
technical  one  for  in  so  fkr  as  the  grounds  of  the  opposition  raise  tM  I 
at  ali,  tliey  are  Impliedly  at  least  in  accord  with  this  assumptton. 
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The  records  show,  however,  that  the  appellee,  J.  A  J.  Eager  Ca, 
applied  for  registration  of  its  trade-maric  under  the  last  clause  of 
section  6  of  the  Trade-Mark  Act,  commonly  known  as  the  ten-year 
proviso. 

The  appellant,  J.  P.  Bowlin  liquor  Co.,  dted  its  registration  in 
the  notice  of  opposition  as  follows : 

8.  That  the  said  trade-mark  has  been  duly  registered  by  the  eald  P.  J.  Bowlin 
Uqnor  Oo.  In  the  United  States  Patent  Office  on  Febmary  27, 1006,  the  registra- 
tion No.  00,014,  for  whisky  In  eald  Glaaa  40. 

The  record  of  this  r^stration  shows  that  the  application  was  also 
made  in  accordance  with  the  provisions  of  the  last  clause  of  section 
6  of  the  Trade-Mark  Act,  and  the  registration  was  effected  under 
that  section. 

Judicial  notice  is  taken  of  the  fact  that  the  word  ^  Humboldt  ^  is 
a  personal  name,  more  particularly  the  name  of  a  scientist  and  ex- 
plorer. P.  J.  Bowlin,  president  of  the  appellant  company,  testifies 
that  the  personality  of  the  name  ^  Humboldt "  was  well  recognized 
when  it  was  adopted  as  a  trade-mark. 

Q.  26.  Who  selected  this  name  as  a  trade-mark  for  whisky  for  P.  J.  Bowlin 
*0o.? 

▲.  25.  I  did. 

Q.  26.  State,  If  yon  remember,  how  yon  came  to  select  this  name,  t^ 

A.  26.  Principally  by  the  advice  of  some  trayellng  man,  I  cannot  recall  his 
name,  and  reading  of  Humboldt  as  being  a  man  whose  name  was  handed  down 
In  history  as  a  great  explorer. 

I  am  unable  to  agree  with  the  Examiner  of  Interferences  that  it 
must  be  assumed  that  the  trade-mark  at  issue  is  a  technical  one,  for 
the  reason  that  both  applications  for  the  registration  of  this  mark 
were  n^ade  under  the  clause  providing  for  the  registration  of  non- 
technical trade-marks,  (section  5  of  the  Trade-Mark  Act;)  that  the 
opposition  in  citing  this  registration  in  effect  alleges  that  fact,  and 
for  the  further  reason  that  I  am  of  the  opinion  that  the  word  ^  Hum- 
boldt ^  is  a  personal  name  and  is  therefore  not  registrable  as  a  tech- 
nical trade-mark  under  section  6  of  the  Trade-Mark  Act 

In  view  of  the  fact  that  both  parties  have  shown  contemporaneous 
use  of  the  word  ^^  Humboldt "  as  a  trade-mark  for  the  same  class  of 
goods  during  ten  years  preceding  the  passage  of  the  Trade-Mark 
Act,  neither  the  appellee  nor  the  appellant  has  had  exclusive  use  of 
the  mark  during  the  ten-year  period  fixed  by  the  statutes.  I  am 
forced  to  the  conclusion  that  the  Examiner  of  Interferences  erred  in 
holding  that  the  appellee  should  register  its  mark,  notwithstanding 
the  fact  of  contemporaneous  use,  as  shown  in  the  record  presented  by 
the  opposer. 

The  application  of  the  appellee  for  registration  of  the  mark  must 
be  refused,  and  the  opposition  is  sustained. 

The  decision  of  the  Examiner  of  Interferences  is  therefore  rever$e4. 
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Whitman  v.  King. 

Decided  December  IS,  1999. 

160  O.  a,  269. 

1.  IlfTKIFCBENCE — PbIOSITT — ^RkDUCTION*  TO  PBAOTICB. 

The  succeeeful  performance  of  a  procen  constitutes  a  reduction  to  prac- 
tice thereof  eyen  if  the  apparatus  used  was  not  the  best  available  for  pro- 
ducing the  result,  (citing  Cro$key  v.  Atierhvrif,  C.  D.,  1896»  437;  76  O.  G., 
168;  0  App.  D.  C,  207.) 

2.  Samb—Samb^ 

Evidence  considered  and  Held  insufficient  to  establish  that  W.  conceived 
the  invention  of  counts  2  and  3  prior  to  the  date  of  K.'a  reduction  to  prac- 
tice thereof. 

Apfbal  from  Examiners-in-Chief. 

PBOOESS  OF  TBBATINO  FINE  OBKfl. 

Messrs.  Church  dk  Church  for  Whitman. 

Mr.  John  H.  Boney  and  Mr.  George  B.  Hamlin  for  King. 

Tennant,  Assistant  Commissioner: 

lliis  18  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Examiner  of  Interferences  in  awarding 
priority  t6  Whitman  as  to  count  l'  and  to  King  as  to  counts  2  and  8  in 
this,  interference. 

The  issue  is  as  follows: 

1.  The  process  of  agglomerating  fine  iron  ores  or  residues,  which  consists  In 
first  moistening  tiie  mass  and  then  subjecting  the  ^anie  to  u  tcmiierature  which 
shall  cause  the  particles  thereof,  due  to  the  impurities  contained  therein,  to  fuse 
eufflcieutly  to  become  semiplastic  and  sticliy,  and  to  agitate  by  rolling  the  mass 
when  in  the  semiplastic  state. 

2.  The  process  of  agglomerating  fine  iron  ores  or  residues  which  consists  In 
first  moistening  the  giasa  and  then  passing  the  same  through  a  rotating  kiln  hav- 
ing a  region  in  which  the  degree  of  tcmiierature  shall  cause  the  particles  thereof, 
due  to  the  impurities  contained  therein,  to  fuse  sufficiently  to  become  semiplastic 
and  sticky. 

3.  The  process  of  desulfnrizing  and  agglomerating  fine  iron  ores  or  residoea 
which  consists  in  first  moistening  the  mass  and  then  passing  the  same  throu^  a 
rotating  kiln  in  one  part  of  which  it  shall  be  exposed  to  an  oxidising  atmosfrtiere 
at  a  temperature  best  suited  for  its  desulfurization  and  in  another  part  of  which 
it  shall  be  exposed  to  a  temperature  which  shall  cause  the  particles  thereof,  due 
to  the  impurities  contained  therein,  to  melt  sufficiently  to  become  semiplastic 
and  sticky. 

The  invention  covered  by  this  interference  is  allied  to  the  process 
involved  in  a  companion  interference,  No.  25,310,  Whitman  v.  Heame 
V.  King  v.  Dicke.  It  differs  therefrom  in  the  preliminary  step  of 
moistening  the  ore.  The  Examiner  of  Interferences  and  the  Exami- 
ners-in-Chief found  that  AMiituian,  the  junior  party,  reduced  the 

uigii*ea  oy  "^wJ  v^v^pt  lv- 
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inyention  stated  in  count  1  to  practice  in  June,  1903;  that  King  had 
established  conception  and  reduction  to  practice  of  all  the  counts  of 
the  issue  in  August,  1904,  and  Whitman  had  not  established  concep- 
tion or  reduction  to  practice  of  counts  2  and  8  prior  to  King's  date  of 
reduction  to  practice.  The  testimony  clearly  shows,  and  it  is  not 
disputed,  that  in  the  spring  of  1903  Whitman  was  engaged  in  making 
experiments  in  processes  of  producing  iron  or  steel  directly  from  ore 
for  one  Dexter  Reynolds.  Reynolds  authorized  him  to  design  and 
erect  a  plant  for  carrying  on  these  experiments,  and  it  appears  that 
as  early  as  June  20,  1903,  Whitman  had  constructed  an  apparatus 
comprising  a  rotary  shell  about  five  feet  in  diameter  and  ten  feet  long 
lined  with  fire-brick  and  having  at  its  front  end  an  opening  for 
charging  the  furnace  and  introducing  fuel  in  the  form  of  pulverized 
ooal  and  at  the  opposite  end  a  flue  communicating  with  a  stack. 
This  apparatus  was  erected  at  Albany,  N.  Y.,  and  immediately  upon 
its  completion  Whitman  conducted  a  series  of  three  experiments  dif- 
fmng  from  each  other  in  the  manner  of  charging  the  furnace  and  in 
the  supply  of  fuel.  The  first  of  the  tests  was  for  the  purpose  of  dem- 
onstrating the  practicability  of  making  wrought-iron  directly  from 
the  ore,  the  second  for  the  purpose  of  making  a  partially-reduced  raw 
material  which  was  delivered  in  the  form  of  an  iron  sponge,  and  the 
third  was  for  the  purpose  of  melting  impurities  contained  in  the  iron, 
especially  in  the  silicates,  so  as  to  cause  the  agglomeration  of  the  par- 
ticles of  iron  and  by  the  rotation  of  the  furnace  to  roll  up  into  balls  or 
nodules.  The  last  of  these  experiments  is  relied  upon  as  reduction  to 
practice  of  the  invention  in  issue. 

The  testimony  shows  that  in  this  experiment  the  ore  was  moistened 
and  was  introduced  after  a  preliminary  heating  had  been  given  to  the 
furnace.  The  furnace  was  run  for  a  considerable  period  of  time, 
when  the  supply  fuel  was  cut  off,  and  rotation  of  the  cylinder  con- 
tinued thereafter  until  the  retort  had  partially  cooled.  The  nodulized 
product  was  not  removed  until  the  next  morning,  when  the  furnace 
had  cooled  sufficiently  to  permit  an  employee  to  shovel  out  the  con- 
tents. After  the  completion  of  these  tests  Whitman  rendered  a  writ- 
ten report  to  Mr.  Reynolds  in  which  he  stated  that — 

as  a  result  of  the  Investigation  made  it  is  apparent  tliat  the  first  and  third 
methods  are  the  most  practicable  for  Immediate  development 

It  appears  that  the  product  obtained  in  the  last  test  was  used  to 
interest  capital  for  the  practical  application  of  this  process. 

It  is  admitted  by  Whitman  that  this  apparatus  was  not  of  a  charac- 
ter which  would  be  suited  to  a  commercial  exploitation  of  the  inven- 
tion. It  is,  however,  immaterial  whether  or  not  this  apparatus  is 
the  best  available  for  producing  the  result  if  the  process  was  suc- 
cessfully performed.  {CroBkey  v.  Atterbury,  C.  D.,  1800,  437;  76 
O.  G.,  163;  9  App.  D.  C,  207.)     I  am  clearly  of  the  opinion  that  the 


202  DECISIONS  OF  THE  C0MMI88IONEB  OF  PATENTS. 

evidence  shows  that  the  process  was  fully  perf onned  and  that  the 
product  obtained  was  of  the  character  adapted  to  be  used  in  blast- 
furnaces in  the  manner  desired  and  that  this  experiment  constituted 
a  reduction  to  practice  by  Whitman  of  the  process  set  forth  in  count  1. 
It  is  contended  in  behalf  of  King  that  inasmuch  as  the  claims 
forming  the  issue  of  the  present  interference  were  taken  from  the 
patent  to  Baker  and  Heame  they  should  be  construed  with  reference 
to  that  patent  and  that  when  so  construed  the  process  requires  the 
passage  of  the  ore.through  the  rotating  kiln,  so  there  will  be  a  con- 
tinuous supply  of  fuel  and  ore  and  a  continuous  delivery  of  the  nod- 
ules. I  am  unable  to  find  any  basis  for  this  contention  in  respect  to 
count  1.  It  is  true  that  Baker  and  Heame  disclose  a  relatively  long 
tube  which  is  adapted  to  continuously  discharge  the  nodular  product 
and  that  the  apparatus  shown  in  the  applications  of  both  Whitman 
and  King  are  of  the  same  character.  I  am  unable,  however,  to  find 
any  sufficient  reason  why  count  1  of  the  issue  should  be  thus  restricted. 
The  application  of  the  patent  to  Baker  and  Heame,  No.  788,813, 
contains  the  statement: 

We  prefer  to  use  for  our  process,  a  long  rotary  ktin  such  as  is  used  in  the 
manufacture  of  cement,  for  we  can,  by  charging  the  material  at  the  cold  end, 
complete  the  desulfurlzation  before  the  material  reaches  the  zone  of  Ughest 
temperature  where  the  clinkering  takes  place.  It  would  be  possible,  however, 
to  use  a  shorter  kiln  and  vary  the  temperature  as  required  by  the  process. 

In  view,  therefore,  of  a  statement  in  the  Baker  and  Heame  patent 
that— 

it  would  be  possible,  however,  to  use  a  shorter  kiln  and  vary  the  temperature 
as  required  by  the  process, 

there  appears  to  be  neither  a  conflict  with  the  Baker  and  Heame  dis- 
closure nor  any  other  reason  for  reading  into  count  1  the  limitation 
suggested  by  King.  In  view  of  these  facts  it  is  held  that  Whitman 
reduced  the  invention  covered  by  count  1  to  practice  in  June,  1908. 
This  date  is  prior  to  any  date  which  can  be  accorded  to  King  for 
conception  and  reduction  to  practice,  and  Whitman  was,  in  my 
opinion,  rightly  awarded  priority  as  to  this  count 

Count  2  calls  for  a  continuous  process,  one  step  in  the  treatment 
of  the  ore  being — 

passing  the  same  through  a  rotary  kiln  having  a  region  in  which  the  decree 
of  temperature  will  cause  the  particles  thereof  .to  fuse. 

Count  8  includes,  in  addition  to  this  feature,  the  further  limitation 
that  the  ore  should  be  exposed  to  an  oxidizing  atmosphere  at  a  ^  tem- 
perature best  suited  for  its  desulfurization." 

It  is  contended  in  Ix^hnlf  of  Whitman  that  the  furnace  above  re- 
ferred to  was  subsequently  operated  so  as  to  provide  for  the  con- 
tinuous discharge  of  the  nodules  and*  that  a  (|^pj|j^i[i|^|^n^^f  the 
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ore  was  also  obtained.    This  contention  is  based  upon  the  testimony 
of  Whitman's  witnesses,  Kelly  and  Huston. 

It  appeals  that  in  the  summer  of  1904  the  furnace  which  had  been 
tested  at  Albany  was  dismantled  and  shipped  to  Coatesville,  Pa., 
where  is  was  reerected  in  the  identical  form  for  the  purpose  of  dem- 
onstrating the  practicability  of  the  process  above  described  to  the 
Lukens  Iron  and*  Steel  Company.  It  is  pointed  out  that  the  witness 
Kelly  testifies  (X-Qs.  95  to  99,  X-Q.  157,  RD.  Q.  174)  that  the  ore 
was  fed  into  an  opening  provided  at  the  base  of  the  stack  and  was 
discharged  continuously  from  orifices  near  the  other  end  of  the 
cylinder  and  that  Huston  corroborates  this  testimony.  (X-Qs.  27, 
28,  and  29.)  It  is  true  that  these  witnesses  who  assisted  in  the 
demonstration  at  Coatesville  testified  that  the  nodules  were  con- 
tinuously discharged ;  but  this  testimony  id  not  sufficient,  in  my  mind, 
to  overcome  the  testimony  of  Whitman  that  the  apparatus  as  erected 
at  Coatesville  was  identically  the  same  as  that  erected  at  North 
Albany  and  which  did  not  provide  for  any  continuous  discharge 
from  the  furnace  solid  or  nodulized  contents  thereof  during  the 
metliUurgical  operation.  (M.  T.  Reynolds,  Q.  3.)  Whitman  testifies 
in  respect  to  the  apparatus  operated  at  North  Albany : 

X-Q.  7a  As  I  understand  it  tbere  is  no  provision  in  this  furnace  sbown  in 
Whitman  Eiiiiblt  No.  18,  for  a  continuous  discliarge  from  the  furnace  of  the 
contents  thereof,  during  tk3  metallurgical  operation  T 

A.  Tbere  is  not. 

X-Q.  79.  And  there  was  none  in  the  apparatus  which  was  operated  at  North 
Albany,  referred  to  in  this  testimony? 

A.  There  wns  none. 

and  in  respect  to  that  erected  at  Coatesville,  as  follows: 
X-Q.  120.  The  plant  as  erected  at  Coatesville  was  identically  the  same  as  that 

which  was  erected  under  your  supervision   for  Dexter  Reynolds  at  North 

Albany,  was  it  not? 
A.  It  was. 

Furthermore,  there  is  not  in  his  testimony  any  suggestion  or  claim 
that  a  continuous  discharge  of  the  material  was  ever  attained  in  the 
operation  of  this  furnace.  The  photographic  copies  of  the  machine 
do  not  disclose  any  sufficient  means  for  obtaining  a  discharge  of  the 
nodulized  material,  and  in  view  of  these  facts  I  am  clearly  of  the 
opinion  that  this  furnace  never  was  so  operated,  notwithstanding  the 
testimony  of  the  witnesses  Kelly  and  Huston  to  the  contrary.  Fur- 
thermore, this  Coatesville  demonstration  did  not  take  place  until 
October,  November,  or  December  of  1904,  and  I  do  not  find  in  the 
testimony  presented  in  behalf  of  Whitman  any  sufficient  evidence  to 
establish  a  conception  of  the  specific  process'set  forth  in  counts  2  and 
8  prior  to  the  date  of  King's  reduction  to  practice,  which  occurred  in 

A-UgUSt,    1904.  uigiiizea  Dy -vjv^v/^iv^ 
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If,  however,  it  could  be  conceded  that  Whitman  conceived  the  in- 
vention stated  in  counts  2  and  8  at  the  time  he  reduced  the  invention 
stated  in  count  1  to  practice,  there  is  no  testimony  which  shows  he 
was  active  in  endeavoring  to  reduce  to  practice  the  invention  of 
counts  2  and  S  when  King  entered  the  field  or  that  he  was  diligent 
thereafter. 

There  is  considerable  testimcmy  in  Whitman's  record  adduced  in 
the  endeavor  to  show  that  he  disclosed  the  invention  in  issue  to  King 
and  that  the  latter  is  therefore  not  the  original  inventor.  A  careful 
reading  of  the  record,  however,  fails  to  show  any  substantial  corrobo- 
ration of  Whitman's  testimony  concerning  the  alleged  disclosure  to 
King  of  the  process  covered  by  these  counts,  and  in  view  of  the 
fact  that  King  positively  denies  such  disclosure  to  him  it  cannot  be 
held  that  Whitman  has  proved  that  King  is  not  an  original  inventor. 
In  view  of  the  facts  above  stated  I  agree  with  the  conclusion  of  the 
Ezaminers;^in-Chief  that  priority  should  be  awarded  to  Whitman  as 
to  count  1  and  to  King  as  to  counts  *2  and  '3  of  the  issue  of  this 
interference. 

The  decision  of  the  Exa miner s-in-C hie f  is  affirmed. 


Ex  PARTB  HeATON   MANUFACTURING   CoMPANT. 

Decided  October  24,  1910. 

160  O.  G.,  493. 

Trade-Masks — "Bvtflat"  fos  Hooks  and  Byes — Descbipttve. 

The  word  "  Buyflat "  is  not  registrable  as  a  trade-mark  for  hooks  and 
eyes,  since  it  Is  descriptive  of  the  goods  upon  which  it  is  used. 

On  Appeal. 

tbade-maek  foe  hooks  and  eyes. 

Mr.  George  H.  Remington  and  Mr.  E.  T.  Brandenburg  for  the 
applicant. 

MooBE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  ^^  Buyflat ''  as  a  trade-mark  for 
hooks  and  eyes. 

The  ground  of  this  refusal  is  that  the  word  is  descriptive  of  the 
goods  on  which  it  is  used,  and  its  registration  is  therefore  prohibited 
by  section  5  of  the  Trade-Mark  Act. 

It  is  well  known  that  some  hooks  and  eyes  are  made  flat  in  order 
to  be  more  useful  for  certain  purposes.  The  patents  cited  by  the 
Examiner  show  books  and  eyes  of  this  charactep^  ,,e,  dv  ^^^^^^ 
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The  word  ^^flat"  as  appUM  to  hooks  and  eyes  would  be  clearly 
descriptive,  and  it  is  believed  that  the  word  ^^buyflat"  is  no  less  so. 
The  prefixing  of  the  word  "  buy  "  to  the  word  "  flat ''  can  have  no 
other  effect  than  of  calling  attention  of  the  purchasing  public  to  flat 
hooks  and  eyes.  Within  the  ruling  of  the  decisions  cited  by  the 
Examiner  this  mark  is  clearly  not  registrable. 

It  may  be  stated  that  the  argument  as  to  the  use  of  the  word 
**  merely  "  in  the  Trade-Mark  Act  was  presented  to  the  Court  of 
Appeals  of  the  District  of  Columbia  in  connection  with  the  marks 
"  Nextobeer  "  for  a  non-alcoholic  beverage,  "  Eantleek ''  for  water- 
bags,  etc.,  and  "  Getwell "  for  a  medicine,  all  of  which  were  held  not 
registrable.  With  reference  to  the  former  mark  in  re  Central  Con- 
sumers Company  (C.  D.,  1909,  829;  140  O.  G.,  1211;  82  App.  D.  C, 
523)  the  Court  said: 

It  was  evidently  the  intention  of  Ck>ngreM  In  placing  tbese  restrictions  in  tlie 
trade-nmrlc  act  to  prohibit  any  one  from  acquiring  a  property-right,  protected 
by  law  in  its  exclusive  use,  in  a  name  possessing  any  inherent  signification  that 
wonld,  of  Itself,  enhance  the  sale  or  valne  of  the  article  or  articles  to  which  it 
may  be  applied.  In  other  words,  it  was  Intended  to  limit  the  selection  to  mere 
arbitrary  words  or  designs,  the  value  of  which  should  consist  alone  in  their 
becoming  fixed  in  the  public  mind  through  continued  use  on  the  goods  of  the 
owner.  It  was  not  intended  that  the  mark  should  lend  value  to  the  goods,  but 
that  the  quality  of  the  goods  and  the  reputation  of  the  owner  should  ultimately 
make  the  mark  valuable  as  a  symbol  in  the  connection  in  which  it  may  be  used. 

The  decision  of  the  Examiner  is  afprmed. 


Ex  PARTE  MyOATT. 

Decided  October  2S,  1910. 

160  O.  a,  773. 

Application — Oath — Validity. 

The  omission  of  the  word  "  sole  **  in  the  oath  accomiuinying  an  applica- 
tion for  patent  Held  not  such  a  vital  d^ect  as  to  render  the  oath  invalid. 
{Riegger  v.  Beierl,  ante,  12;  160  O.  G.,  826»  distinguished.) 

On  Petition. 

GLASS  GLOBE  AND  SSTLBCTOB. 

Messrs.  Brock,  Beeken  dk  Smith  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing the  above-entitled  case  abandoned  on  the  ground  that  no  valid 
oath  was  filed  in  the  case  within  one  year  of  the  date  of  filing  of  the 
original  papers. 

The  oath  which  accompanied  the  case  as  filed  omi^ted^'flfe'^ord 
^  sole."   The  Examiner  has  held  that  inasmuch  as  the  rules  require  an 
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allegation  as  to  sole  or  joint  inventorship  the  oath  is  invalid  and  the 
case  abandoned  under  the  ruling  in  Biegger  v.  Beierl,  {ante^  12;  150 
O.  a,  826.) 

In  that  case  an  application  was  involved  wherein  the  oath  had 
been  executed  before  the  attorney  in  the  case  as  notary  public  Sec- 
tion 558  of  the  Code  of  Laws  of  the  District  of  Columbia  and  the 
decision  of  the  Attorney-General  of  the  United  States  of  April  18, 
1907,  (C.  D.,  1907,  487;  127  O.  G.,-8642,)  were  considered  in  their 
bearing  upon  the  case,  and  it  was  concluded  that  the  oath  executed 
before  the  attorney  was  wholly  invalid  and  in  effect  no  oath  at  all 
for  the  reason  that  it  was  not  executed — 
before  any  person  within  the  United  States  authorized  by  law — 
to  administer  the  oath,  within  the  meaning  of  section  4892,  Revised 
Statutes.  The  application  was  therefore  in  the  same  condition  as  if 
no  oath  had  been  filed,  and  it  was  necessarily  held  incomplete  under 
Kule  80  of  the  Kules  of  Practice,  in  which  an  oath  is  made  an  essen- 
tial prerequisite  to  a  complete  application. 

In  the  present  case  the  oath  is  obviously  not  wholly  invalid.  It 
constitutes  a  sufficient  averment  of  all  the  facts  therein  set  forth, 
which,  it  may  be  noted,  cover  those  expressly  included  in  the  statute, 
and  it  omits  only  the  allegation  as  to  sole  inventorship  required  by 
Kule  46.  Since  this  rule  has  the  force  and  effect  of  law  until  set 
aside,  it  is  clear  therefore  that  the  present  oath  is  insufficient  in  itself ; 
but  it  does  not  follow  that  it  is  wholly  invalid  for  all  purposes. 

It  is  well  settled  that  certain  defects  in  an  oath  can  be  corrected 
after  the  case  is  forwarded  to  the  Examiner  for  action.  In  the  case 
of  Dukeamith  v.  Corrington  v.  Turner  (C.  D.,  1906,  426;  126  O.  G., 
848)  the  oath  accompanying  Turner's  application  was  defective  in 
the  following  respects:  It  referred  to  the  invention  claimed  in  the 
application,  where  it  should  have  referred  to  the  invention  described 
and  claimed.  It  failed  to  state  that  the  invention  had  not  been  pat- 
ented and  described  in  any  printed  publication  for  more  than  two 
years  prior  to  the  filing  of  the  application,  and  it  failed  to  state  that 
no  application  for  patent  had  been  filed  by  the  assignees  of  the  appli- 
cant in  foreign  countries  more  than  twelve  months  prior  to  the  appli- 
cation in  this  country,  and  the  question  was  considered  whether  Tur- 
ner's application  should  be  held  to  be  an  incomplete  application  pend- 
ing the  receipt  of  a  proper  oath.  In  disposing  of  this  question  the 
Commissioner  said: 

Such  action  should  not  be  talcen.  The  application  papers  were  received  in 
the  Office  long  prior  to  the  declaration  of  this  interference.  They  were  frlv^i 
fliins  date  as  a  complete  application  and  sent  to  the  Primary  Examiner,  who 
acted  upon  tbe  case  and  eventually  declared  this  interference.  In  aU  this  time 
no  objection  was  made  to  the  oath.  There  are  good  reasons  for  refusing  to  give 
filing  dates  to  application  papers  until  various  formalities  have  been  compUed 
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with  where  the  Informalities  are  discovered  by  the  Office  without  undue  delay ; 
but  where  the  application  has  been  examined  and  considerable  time  has  elapsed 
before  the  necessary  corrections  are  required  there  should  l>e  no  change  in  filing 
date  except  in  those  cases  where  the  Office  is  clearly  without  authority  to  enter- 
tain the  application  until  the  corrections  are  made. 

So  far  as  now  appears  there  Is  nothing  in  the  statute  or  rules  requiring  the 
defects  hi  Turner's  oath  to  be  corrected  befbre  the  same  is  accepted  as  a  complete 
application.  Such  being  the  case,  the  correction  of  these  defects  is  an  ex  parte 
matter  which  may  be  attended  to  after  termination  of  the  interference.  The  case 
of  em  parte  Brand,  (G.  D.,  1S98, 12;  82  O.  Q.,  893,)  upon  which  Corrlngton  relies 
as  a  precedent,  was  overruled  in  so  far  as  it  seemed  to  support  his  position  by  ex 
parte  Becker,  (C.  D.,  1901, 198;  97  O.  O.,  1507.)  In  the  case  of  ex  parte  Saasin 
(C.  D.,  1906,  205;  122  O.  G.,  2064)  none  of  the  application  papers  was  signed 
by  the  applicant.  This  defect  is  believed  to  stand  on  a  diflferent  footing  from 
those  in  the  present  case.  None  of  the  cases  referred  to  by  Ck>rrington  involves 
the  principles  which,  as  pointed  out  above,  are  regarded  as  controlling  under 
the  conditions  of  the  present  case. 

In  the  case  of  ex  parte  Becker  (C.  D.,  1901, 198;  97  O.  G.,  1597)  the 
oath  was  incomplete  in  omitting  the  words  "  Washington,  D.  C,"  so 
that  the  place  of  residence  was  given  simply  as  "  1315  Yale  street." 
The  Examiner  had  held  that  the  oath  was  fatally  defective  and  that 
the  application  had  no  standing  before  the  Office.  In  that  case  it  was 
said: 

The  case  having  been  sent  forward*  for  examination,  the  Examiner  was  in 
error  in  holding  that  it  had  no  stai|dlng  before  the  Office  and  in  postponing 
action  on  the  merits.  If,  in  his  opinion,  there  was  such  a  vital  defect  in  tbe 
case  as  would  warrant  this  conclusion,  he  should  have  returned  the  application 
to  the  application  clerk  for  correction;  but  when  an  application  has  been  sent 
forward  for  examination  it  is  presumably  complete  within  the  requirements  of 
the  statutes  and  the  examination  thereof  and  action  thereon  should  be  directed 
throughout  to  the  merits.  There  being  no  defect  in  any  of  the  parts  of  this 
application  which  amounts  to  a  failure  to  comply  with  the  express  terms  of  the 
statutes,  it  is  contrary  to  the  policy  of  the  Office  and  unjust  to  the  applicant  to 
postpone  action  on  the  merits  because  of  a  formal  defect  which  does  not  render 
the  disclosure  of  the  alleged  invention  Imperfect  or  prevent  a  complete  under- 
standing of  the  same  by  tbe  Examiner. 

In  the  case  of  ex  parte  Delavoye  (C.  D.,  1906,  820;  124  O.  G.,  626) 
it  was  held  that  a  defect  in  the  oath  consisting  in  the  omission  of  the 
statement  of  venue  could  be  corrected  by  an  affidavit  of  the  notary 
who  administered  the  original  oath,  stating  where  the  oath  was 
administered,  or  by  the  applicant  filing  a  new  oath,  if  he  so  desired. 

In  ex  parte  Hirth  (92  Mss.  Dec,  489)  a  new  oath  was  required 
because  the  original  oath  contained  no  twelve-months  clause  and  be- 
cause the  consular  seal  was  not  impressed  thereon.  A  new  oath  was 
iiled ;  but  it  was  in  turn  objected  to  because  the  list  of  applications 
filed  in  foreign  countries  was  incomplete,  and  a  new  oath  was  again 
required.    It  was  held  that — 

while  the  seal  of  the  consul  was  not  Impressed  upon  the  wafer  attached  to  the 
oath  originally  filed,  a  seal  appears  on  the  application  pai)er8  over  the  ribbon 
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by  which  they  are  fastened  together,  and  as  the  second  oath  contains  the 
twelve-months  clause,  it  is  thought  that  no  further  oath  should  be  required. 

In  the  Examiner's  statement  he  suggests  that  if  it  be  held  that  the 
omission  of  one  of  the  legal  requirements  to  the  oath  does  not  in- 
validate the  oath  the  question  arises,  would  the  omission  of  two,  three, 
or  more  of  such  requirements  invalidate  it?  It  is  clear  that  the  oath 
may  be  so  incomplete  and  informal  as  not  to  warrant  the  application 
being  considered  complete  for  the  purpose  of  examination.  The  diffi- 
culty in  applying  the  settled  rules  to  the  individual  cases  should  not, 
however,  be  a  reason  for  abrogating  the  rules  or  inflicting  a  hardship 
upon  applicants  in  cases  where  slight  defects  appear.  The  sufficiency 
of  the  oath  for  the  purpose  of  considering  the  application  complete  is 
n  matter  for  the  exercise  of  judgment  in  the  individual  case,  due 
regard  being  had  to  the  principles  expressed  in  the  decisions  in  such 
cases. 

There  is  nothing  in  the  case  of  Riegger  v.  Beierl^  supra^  to  indicate 
that  it  is  intended  to  overrule  the  practice  announced  in  the  other 
decisions  therein  cited.  It  is  clear  that  the  holding  of  abandonment 
in  that  case  was  based  upon  the  finding  that  the  application  was  in 
fact  without  any  valid  oath  whatever. 

The  defect  in  the  oath  in  the  present  case  is  such  as  can  be  corrected 
and  does  not  constitute  ground  for  holding  the  case  abandoned  for 
failure  to  complete  within  the  year. 

The  petition  is  granted. 


DuNi-AP  V.  Creveling  v.  Rector. 

Decided  October  St,  1910. 

ie»  O.  G..  774. 

Irtebference— Hearings — Request  for  Second  Hearing. 

Where  a  party  requested  that  a  second  date  for  final  bearing  be  set  to 
give  biin  an  opi>ortunity  to  argue  bis  opponents  rigbt  to  make  tbe  claims. 
Held  thnt  the  extent  to  which  a  case  pending  before  tbe  Examiner  of 
IntorfereiKVA  8ha11  be  henrd  or  reheard  by  him  is  a  matter  peculiarly 
wltliin  his  own  discretion,  and  his  decision  on  such  a  point  will  not  be 
disturbed  unlesfl  in  case  of  clear  abuse  of  such  discretion. 

Appeal  from  Examiner  of  Interferences. 

TELEPHONE  ADJUNCT. 

Mensrs.  Ofjield^  Towle  <6  Linthicum  and  Messrs.  Bacon  <t  Milans 
for  Dunlap. 

Mr,  John  L.  Creveling^  pro  se. 

Mr.  W.  B.  Hutchinson  and  Mr.  Frank  8.  Appleman  for  Rector. 
Moore,  Commissioner: 

This  is  an  appeal  by  Creveling  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  set  a  time  for  another  final  hearing  and 
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to  grant  him  permission  to  argue  at  such  hearing  the  proposition 
that  Bector  has  no  right  to  make  the  claim  in  issue. 

A  final  hearing  in  this  case  was  set  for  July  28,  1910,  and  at  that 
time  Creveling  appeared  and  desired  to  argue  the  question  above  re- 
ferred to.  The  Examiner  of  Interferences  refused  to  hear  him  on 
this  point  on  the  ground  that  he  had  not  given  notice  to  the  other 
parties  of  his  intention  to  do  so  and  had  failed  to  prosecute  a  motion 
to  dissolve  on  the  ground  in  question  or  to  give  sufficient  reasons  for 
his  failure  to  do  so. 

To  what  extent  a  case  pending  before  the  Examiner  of  Inter- 
ferences should  be  heard  or  reheard  by  him  is  a  matter  peculiarly 
within  his  own  discretion,  and  his  decision  on  such  a  point  will  not 
be  disturbed  on  appeal  unless  in  the  case  of  a  palpable  abuse  of  dis- 
cretion on  his  part.    In  this  case  there  is  clearly  no  such  abuse. 

The  appeal  is  dismissed. 


Topping  v.  Prtce. 

Decided  November  S,  1910, 

leo  O.  G.,  774. 

IHTEBFERENCB— MonON    TO   DISSOLVE— TBARS MISSION— DELAT    IN    BSINOINO. 

Wbere  after  the  denial  of  a  motion  to  dlnsolve  an  interference  based  on 
Hie  references  of  record  the  moving  party  brings  a  second  motion  based  on 
an  additional  reference  and  it  does  not  appear  tbat  sncb  reference  could 
not  have  been  found  within  the  time  originally  set  for  bringing  motlons» 
Held  that  snch  motion  was  properly  refused  transmission. 

Appeal  on  Motion. 

OIL-SPBINKLING  APPASATUB. 

Messrs.  Toimsend  <.€  Decker  for  Topping. 
Messrs.  Sturtevant  db  Mason  for  Price. 

Moore,  Commissioner, 

This  is  an  appeal  by  Topping  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve. 

This  motion  was  brought  long  after  the  time  set  for  taking  testi- 
mony and  after  one  motion  to  dissolve  the  interference  brought  by 
Topping  had  been  heard  and  denied  by  the  Primary  Examiner. 
The  only  excuse  given  for  the  delay  is  contained  in  the  affidavit  of 
one  of  the  attorneys  accompanying  the  motion,  in  which  he  states 
that  when  he  examined  the  applications  of  the  two  parties  he  was 
satisfied  that  the  patents  of  record  were  suffici^^f  elQy^lK  that  the 
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issue  was  not  patentable,  that  after  the  Primary  Examiner  refused 
to  dissolve  the  interference  he  assumed  that  the  issue  was  patentable 
and  made  arrangements  to  take  testimony,  and  that  on  September 
15, 1910,  there  was  brought  to  his  attention  a  reference  in  a  different 
class  of  inventions,  which,  in  his  opinion,  was  an  anticipaticm.  The 
present  motion  is  based  in  part  on  this  reference  and  in  part  on  other 
references,  some  of  which  were  cited  in  the  former  motion. 

It  does  not  appear  that  the  references  now  principally  relied  upon 
could  not  have  been  found  within  the  time  originally  set  for  bringing 
motions,  if  proper  search  had  been  made  at  that  time.  The  Exam- 
iner of  Interferences  properly  refused,  therefore,  to  transmit  the 
motion.  {Whitlock  and  Hewsan  v.  Scott^  C.  D.,  1902, 166;  99  O.  G., 
1386;  Schirmer  v.  Lindemann  and  Stocky  C.  D.,  1904,  347;  111  O.  G,, 
2222;  Pfingat  v.  Anderson,  C.  D.,  1906,  240;  117  O-  G.,  697.) 

The  decision  is  affirmed. 


Ex  PARTE  GUOLER. 

Decided  October  S,  1910. 

leo  O.  G.,  775. 

Claim — ^Not  Indefinite— Original  Disclosube. 

Where  an  original  claim  in  an  application  is  not  indefinite,  but  is  objected 
to  by  the  Examiner  ou  the  ground  that  it  suggeets  a  variation  not  diacloaed 
in  the  original  specification  and  drawings^  Held  that  either  the  objection 
is  unfounded  or  the  claim  is  suflflcient  basis  for  an  amendment  to  the  show- 
ing  to  make  it  correspond  with  the  modification  suggested  in  the  claim. 

On  Petition. 

COMBINED  PBIMABT  AND  8EC0NDABT  BATTEBT  SYSTEM. 

Mr.  George  Wetmore  Colles  for  the  applicant. 

Billings.  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  making  final 
an  objection  to  the  last  four  lines  of  claim  2. 

The  Examiner  has  held  that  the  lines  mentioned  are  misleading 
on  the  ground  that  they  suggest  an  arrangement  not  disclosed  in  the 
drawing.  The  structure  upon  which  the  claim  is  based  comprises  two 
batteries,  a  primary  and  a  secondary  battery,  the  like  poles  of  which 
are  permanently  connected  on  one  side  through  a  plain  conductor 
and  on  the  other  side  through  a  resistance.  One  side  of  the  circuit 
is  shown  permanently  connected  to  the  conductor  joining  the  two 
batteries,  and  the  other  pole  of  the  work-circuit  is  adapted  for  con- 
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nection  to  leads  from  both  of  the  batteries  by  means  of  a  switch, 
thereby  short-circuiting  the  resistance.    Claim  2  reads  as  follows: 

2.  Tbe  combination  of  a  primary  battery,  a  secondary  battery,  and  a  service- 
circuit,  one  pole  of  each  of  said  three  elements  being  disconnected  from  the 
other  two,  except  as  hereinafter  staled,  a  device  adapted  to  connect  said  three 
poles  together,  and  a  resistance  permanently  connecting  said  disconnected  pole 
of  the  primary  battery  with  said  disconnected  pole  of  the  secondary  battery; 
the  other  pole  of  said  primary  and  secondary  battery*  be\ns  permanently  con- 
nected and  the  other  pole  of  said  service-circuit  being  connected  thereto  when 
said  first-named  poles  are  connected  together. 

The  objection  is  on  the  ground  that  the  last  four  lines  suggest  that 
the  conductor  shown  as  permanently  connected  to  the  plain  con- 
ductor joining  the  two  batteries  may  be  disconnected  therefrom  at 
certain  times. 

It  appears  from  the  record  that  the  applicant  has  offered  to  show 
the  possibility  of  such  a  disconnection  on  the  drawing  or  to  insert  a 
statement  relative  thereto  in  the  specification.  He  maintains,  how- 
ever, that  the  claim  in  its  present  form  is  not  misleading  and  should 
be  allowed,  since  it  merely  sets  forth  connections  as  they  actually 
exist.  He  has  argued  with  some  force  that  if  the  claim  in  its  present 
form  does  in  fact  suggest  the  arrangement  pointed  out  by  the  Exam- 
iner he  should  be  allowed  to  amend  his  drawing  and  specification 
accordingly,  since  claim  2  is  an  original  claim  and  constitutes  part  of 
the  disclosure  as  filed,  while  if  it  does  not  suggest  that  arrangement 
the  objection  of  the  Examiner  falisi  There  would  seem  to  be  no 
middle  ground  unless  it  were  to  hold  that  the  claim  is  vague  and  in- 
definite as  well  as  misleading,  in  which  case  of  course  it  could  not 
afford  sufficient  basis  for  amending  the  drawing  or  specification  to 
accord  therewith.  But  the  record  shows  that  the  Examiner  spe- 
cifically withdrew  an  objection  made  in  the  first  Office  letters  to  the 
claim  on  the  ground  that  it  was  vague  and  indefinite. 

Under  these  circumstances  it  is  thought  that  the  Examiner  should 
either  allow  the  claim  in  its  present  fonn  or  permit  an  amendment  to 
the  disclosure  such  as  applicant  offers  to  make. 

The  petition  is  granted  to  the  extent  indicated. 


Gilbert  v,  Gilbert  and  Lindlet, 

Decided  Scptcmher  7,  1910, 

100  O.  G.,  775. 

Interfebencb — Joint    and    Sole    Applicants— Assignee    of    One    of    Joint 

Afflicants  Entitled  to  Prosecute. 

G.  and  L.  filed  a  Joiut  nppUcatiou  for  patent,  and  L.  assigned  bis  interest 

therein.    Subsequently  G.  filed  a  sole  application  for  the  same  invention, 

and  an  interference  was  declared.    Held  that  L.*s  assignee  is  entitted  to 

control  tbe  prosecution  of  the  interference  on  bebalf  of  O.  and  L.  ^ 

On  Petition. 
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KHITnNO-MACHIirB. 

Messrs.  Smith  <fk  Frazier  for  Gilbert. 

Messrs.  Whitaker  cfe  Prevost  for  Gilbert  and  Lindlej. 

Tennant,  Acting  Commissioner: 

This  is  a  petition  by  the  James  Leckie  &  Son  Company  that  it  be 
allowed  to  appoint  an  attorney  to  conduct  the  prosecution  of  this 
interference  so  far  as  the  application  of  Gilbert  and  Lindley  is  con- 
cerned and  to  revoke  the  power  of  attorney  of  Whitaker  ft  Prevost, 
who  at  present  appear  as  attorneys  for  Gilbert  and  Lindley.  The 
petition  is  accompanied  by  a  power  of  attorney  to  John  E.  Hubbell, 
signed  by  Lindley  and  by  the  James  Leckie  ft  Son  Company. 

It  appears  that  the  application  of  Gilbert  and  Lindley  was  prose- 
cuted to  an  allowance  by  Whitaker  ft  Prevost;  that  subsequently 
Gilbert  filed  a  sole  application  and  was  placed  in  interference  witii 
the  application  of  Gilbert  and  Lindley;  that  Lindley  has  assigned 
his  interest  in  the  Gilbert  and  Lindley  application  to  the  James 
Leckie  &  Son  Company. 

Under  these  circumstances  it  is  believed  that  the  assignee  of  Lind- 
ley should  be  entitled  to  control  the  prosecution  of  this  interference 
on  behalf  of  Gilbert  and  Lindley,  and  the  power  of  attorney  given 
to  John  E.  Hubbell  by  Lindley  and  his  assignee  is  accepted  to  the 
extent  that  he  will  be  recognized  in  the  prosecution  of  the  inter- 
ference. 

It  is  not  believed  that  the  power  of  attorney  to  Whitaker  ft  Pre- 
vost should  be  revoked  at  this  time,  since  it  is  thought  that  they  are 
entitled  to  have  access  to  the  interference,  and  whether  they  or  Hub- 
bell  shall  be  recognized  in  the  prosecution  of  the  joint  application, 
after  the  interference  has  terminated,  need  not  be  decided  at  this 
time. 

The  petition  is  granted  to  the  extent  indicated. 


Whitb  v.  Poweu*. 

Decided  November  5,  1910. 
100  O.  G.,  776. 

1.  INTEBFEBKNCE — MOTION  TO  DISSOLVE — ReHEABINO. 

It  being  incumbent  upon  a  pnrty  to  a  motion  to  dinoWe  to  cite  such 
references  as  are  necessary  to  inform  the  tribunals  of  the  state  of  the  art. 
Held  that  he  Is  not  in  a  position  to  demand  a  rehearing  on  the  ground 
that  the  decision  was  induced  by  lack  of  such  information. 

2.  Same — Same— Same — Ex  Pabtb  Affidavits. 

Since  it  is  well  settled  that  a  motion  to  dissolve  on  the  ground  of  non- 
patentability  will  not  be  considered  when  based  upon  ex  parte  affidavtta, 
{Barratt  r.  8u>infflehurst,  C.  D.,  1909,  121;  144  O.  G.,  SIS,)  a  request  fdr 
rehearing  bused  upon  such  showing  must  also  be  refused. 
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a.  Same — Same—Samk — Showing  Made  fob  Fibst  Time  on  Appeal. 

Matter  which  was  not  presented  to  the  lower  tribunals  when  the  case 
was  pending  t>efore  them  will  not  be  considered  on  appeal,  {Reppeio  ▼. 
Btephetu,  G.  D^  1903,  272;  106  O.  G.,  1779;  Ocumpaugh  ▼.  McElroy,  O.  D., 
1906,  129;  116  O.  6.,  1847,)  and  therefore  does  not  constitute  ground  for 
granting  a  rehearing. 

Petition  for  Reheabino. 

MOTOB-OONTBOL  STBTBIC, 

Mr.  Albert  O.  Davi$  for  White. 

Mr.  Charles  E.  Lard  for  PowelL  (Mr.  Oeorge  B.  Schley  of 
oonnsel.) 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  by  White  for  a  rehearing  of  his  appeal  from  the 
Examiners-in-Chief  on  his  motion  to  dissolve  the  interference  on  the 
ground  of  unpatentability  so  far  as  the  appeal  relates  to  counts  2,  5, 
and  6.  In  a  decision  rendered  September  30,  1910,  it  was  held  that 
these  counts  were  patentable  over  the  art  cited  in  the  motion. 

The  petition  is  based  upon  three  grounds:  first,  that  the  decision 
as  to  these  counts  is  founded  upon  a  misunderstanding  or  lack  of 
information  regarding  the  motor-control  art ;  second,  that  it  shows  a 
misconception  of  the  "  every-day  duties  of  an  engineer "  in  this  art, 
and,  third,  that  the  holding  on  these  counts  came  as  a  surprise  to 
counsel  for  White. 

The  motion  to  dissolve  having  been  brought  by  White  it  was  in- 
cumbent upon  him  to  cite  such  art  as  was  necessary  to  inform  the 
various  tribunals  of  the  state  of  the  art  and  support  his  contention 
that  the  claims  were  unpatentable.  White  is  therefore  not  in  a 
position  at  this  time  to  urge  that  the  decision  complained  of  was 
the  result  of  a  lack  of  information. 

Accompanying  the  petition  for  rehearing  are  two  affidavits  and 
a  patent  to  Carichoff,  now  referred  to  for  the  first  time  for  the 
purpose  of  showing  that  certain  features  of  the  count  are  old.  This 
additional  showing  is  found  to  be  far  from  conclusive  as  to  the 
unpatentability  of  the  counts  in  question,  and  it  is  clear,  therefore, 
that  even  if  it  were  proper  to  consider  the  additional  affidavits  and 
the  patent  cited  there  would  be  no  ground  for  granting  a  rehearing, 
since  there  have  been  no  facts  presented  which  could  warrant  a  dif- 
ferent conclusion  from  that  reached  in  the  decision  of  September 
80,  1910. 

Furthermore,  it  is  well  established  that  matter  of  this  kind  which 
was  not  considered  by  the  lower  tribunals  will  not  be  admitted  upon 
appeal.  (Reppeto  v.  Stephens,  C.  D.,  1903, 272 ;  105  O.  G.,  1779 ;  Octm- 
paugh  V.  McElroy,  C.  D.,  1905,  129;  115  O.  G.,  1847.)  The  motion 
for  rehearing  would  therefore  be  denied,  if  for  no  other  reason,  be- 
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cause  it  is  based  upon  evidence  which  cannot  be  admitted  at  this 
point  of  the  proceedings. 

It  may  be  noted,  further,  that  the  affidavits  submitted  would  be 
inadmissible  in  any  event,  even  were  the  case  now  pending  before 
the  tribunal  of  original  jurisdiction,  since  a  motion  to  dissolve  on 
the  ground  that  the  issue  is  unpatentable  will  not  be  considered  where 
based  upon  ex  parte  affidavits.  {Barratt  v.  Swinglehurst^  C.  D., 
1909, 121 ;  144  O.  O.,  818,  and  cases  therein  cited.) 

The  petition  for  rehearing  is  in  substance  and  effect  a  renewed 
motion  for  dissolution  upon  new  grounds.  As  such,  however,  it- 
could  not  be  transmitted  to  the  Primary  Examiner  for  considera- 
tion, even  if  presented  before  the  proper  tribunal  with  a  motion  to 
transmit  the  same,  for  there  is  no  showing  to  excuse  the  delay  in 
presenting  the  facts  now  brought  forward  for  the  first  time.  The 
additional  patent  which  is  now  cited  by  White  is  in  the  same  art  as 
the  patents  previously  considered  and  was  presumably  within  hia 
knowledge  at  the  time  the  original  motion  was  brought  It  is  well 
settled  that  such  delay  is  fatal  to  a  motion  to  dissolve.  (McKee  t. 
Baker,  C.  D.,  1906,  22;  120  O.  G.,  667;  Joaleyn  v.  Hulse,  C.  D.,  1907, 
290;  130  O.  G.,  1689;  Blackmare  v.  Hall,  C.  D.,  1908,  60;  132  O.  G., 
1687.) 

The  record  in  this  case  shows  that  petitioner  had  no  reason  to  be 
surprised  by  the  holding  as  to  counts  2,  6,  and  6,  since  the  considera- 
tions upon  which  it  was  based  were,  in  part  at  least,  the  reasons 
upon  which  the  Primary  Examiner  held  these  claims  patentable  in 
his  original  decision,  and  they  were  discussed  at  the  hearing  before  me. 

The  petition  is  denied. 


Ex  PARTE  Meixin  and  REm. 

Decided  Novemher  4,  1910. 

160  O.  (J.,  1087. 

Application — Dbawinqb — Thin    Sheet-Metal    SECTiONfl--SoLiD   Black    Peb> 

MITTI-D. 

Extended  sliading,  either  surface  or  sectional,  in  solid  black  should  not 
be  permitted,  but  sections  of  thin  sheet  metal  may  be  so  represented. 

On  Petition. 

■TEAM-PIPE  FOB  ABTICULATED  LOCOMOTIVES. 

Mr.  J,  Snowden  Bell  for  the  applicants. 
Moore,  Commissioner: 

This  is  a  petition  from  a  requirement  of  the  draftsman  that  certain 
parts  shown  in  section  in  Figure  3  of  the  drawings  be  hatched  instead 
of  shown  in  solid  black. 
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Kule  52,  section  8,  requires  that — 

■olid  black  flhould  not  be  lued  for  sectional  or  snrftice  shading. 

Applicants  admit  the  propriety  of  this  rule  and  disclaim  any  desire 
to  have  it  set  aside  or  modified,  but  point  out  that  its  application 
obviously  cannot  be  extended  to  the  showing  of  extremely  thin  mate- 
rials in  secticm — such,  for  instance,  as  sheet  metal — ^where  the  width 
of  a  single  line  is  as  wide  or  wider  than  the  thickness  of  the  metal  to 
be  shown.  They  cite  also  the  case  of  ew  parte  HaskeU  (70  Mss.  Dec., 
232,)  in  which  Commissioner  Duell  held  as  follows: 

In  this  and  similar  cases  I  do  not  think  the  rule  reqniring  that  part  of  an 
apparatus  Illustrated  in  sections  be  shown  by  double  lines  with  diagonal  hatch- 
ings between  them  should  be  so  strictly  construed  as  it  has  been  in  this  case. 
I  see  no  valid  reason  why  the  requirement  of  the  representation  of  thin  sheet- 
metal  sections  by  hatching  should  not  l>e  waived.  My  attention  has  been  called 
to  numerous  patents  issued  by  the  Office,  some  at  a  comparatively  recent  date, 
where  this  requirement  has  not  been  made.  Paragraph  3  of  Rule  51  should  not 
be  construed  to  extend  to  the  representation  of  thin  sheet-metal  sections  by  solid 
black  in  drawings  analogous  to  the  one  forming  a  part  of  the  application  herein. 

The  structure  under  consideration  in  that  case  was  a  baggage-truck 
and  is  shown  in  the  patent  to  Haskell,  No.  669,199.  The  objection 
made  in  the  present  case  applies  to  a  sectional  showing  of  a  locomotive- 
boiler  in  which  the  shell  and  boiler-tubes  are  shown  in  solid  lines. 
The  shell  of  the  boiler  is  shown  in  lines  rather  heavier  than  those 
usually  used  in  patent  drawings.  By  actual  measurement  they  are 
found  to  be  for  the  most  part  slightly  heavier  than  the  sheet-metal 
parts  as  shown  in  Fig.  1  of  the  drawing  under  consideration  in  the 
case  above  cited.  The  boiler-tubes  are  shown  in  lines  decidedly  nar- 
rower than  those  there  under  consideration. 

While  the  rule  should  not  be  construed  to  permit  any  extended 
shading,  either  surface  or  sectional,  in  solid  black,  it  is  thought  that 
the  solid  lines  as  used  in  this  instance  add  rather  than  detract  from 
the  clearness  of  the  drawing  and  fall  within  the  ruling  in  ex  parte 
HaskeU^  gupra. 

The  petition  is  granted. 


Ex  PABTE  NeWTOK. 

Decided  November  7, 1910, 

160  O.  G.,  1087. 

TaADE-MABXS— '^  NBW-TONE,"      TOE     ▲      FlHISHING      PbEPASATION— DESCBIPTmB. 

The  word  "  New-Tone  '*  as  applied  to  a  liquid  preparation  used  to  give  a 
new  luster  to  painted  or  varnished  surfaces  which  have  become  dull  Held 
properly  refused  registration  as  being  descriptive  of  the  goods  to  which  it 
is  applied.  ""9'^^"""  "y  ^  v^ v.g  L^ 

Ok  Appkal. 
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TBADB-MABK    FOB   PREPARATION    IN    THE   NATURE   OF   ▲   VARNISH  FOR  USB   OH    AUi 
INTERIOR  AND  EXTERIOR  WOOD  AND  METAL  WORK,  ETC. 

Mr.  E.  O.  Siggera  for  the  applicant. 

Moore,  CammissioneT: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  ^  New-Tone  "  as  applied  to — 

a  transparent  colorless  liqulcl  preparation  for  use  on  all  interior  and  exterior 
wood  and  metal  work,  including  passenger  coaches,  cars,  automobiles,  etc. 

The  Examiner  has  objected  to  the  particular  description  of  goods 
on  the  ground  that  it  is  indefinite  by  reason  of  the  use  of  the  word 
"  including  "  and  the  abbreviation  "  etc."  This  objection  is  clearly 
well  taken,  and  the  description  of  the  goods  should  be  amended. 

The  Examiner  refused  registration  on  the  ground  that  the  mark  is 
descriptive  of  the  goods  to  which  it  is  applied,  basing  this  holding  on 
the  definition  of  the  word  "  tone  "  as  given  in  the  Century  Dictionary 
and  the  work  entitled  ^^Painters^  Colours^  Oils  and  Varnishes^'*  by 
George  H.  Hurst 

The  word, "  tone  ''  is  defined  in  the  Centnry  Dictionary  as  a  quality 
of  color,  a  tint,  a  shade.  It  appears  from  the  applicant's  statement 
and  from  the  pamphlet  filed  with  the  brief  on  this  appeal  that  the 
object  of  this  material  is  to  give  a  new  luster  to  surfaces  which  have 
been  varnished  or  painted  and  have  become  dull.  In  the  pamphlet, 
under  the  title  "When  to  Use  New-Tone,"  appears  the  following 
statement: 

When  the  luster  is  first  gone  on  the  car.  or  within  a  short  time  thereafter,  is 
the  proper  time  to  give  the  car  the  first  coat,  and  about  every  90  to  100  dHys 
thereafter.  This  will  produce  an  appearance  of  uniform  newness  at  all  times 
and  will  take  the  place  of  emulsions,  modoc  and  other  forms  of  teasing  the 
yamish  to  last  its  allotted  time. 

There  was  filed  with  the  amendment  of  July  29.  1910,  a  specimen 
of  material  which  had  been  treated  with  the  goods  upon  which  this 
mark  is  used.  It  is  evident  from  the  statement  above  quoted  and 
from  an  examination  of  this  specimen  that  the  goods  are  designed 
to  give  to  painted  or  varnished  surfaces  which  have  become  dulled  an 
appearance  of  newness — in  other  words,  to  give  them  a  "  new  tone." 
This  is  evidently  the  impression  which  the  mark  will  produce  upon 
the  mind  of  any  one,  and  it  is  believed  that  it  is  clearly  descriptive  of 
the  goods  upon  which  it  is  used.  The  action  of  ,the  Examiner  in 
refusing  registration  was  right. 

The  decision  is  affirmed. 
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Ex  TAKTE  InMAK. 

Decided  November  lU  1910^ 
100  O.  G.,  1088. 

1.  AppucATioir— Pbosecution— Rule  05. 

"  It  is  well  settled  by  the  deciirions  construing  Rule  06  that  when  the 
pertinency  of  the  references  is  obvious,  as  where  the  disclosure  is  simple 
or  includes  only  the  inrention  of  the  applicant,  a  detailed  application  of 
the  references  is  unnecessary." 

2.  Saub — Saui — Rbsfonsivb  Action. 

Where  the  pertinency  of  the  references  has  been  pointed  out  by  the 
Examiner  or  where  their  pertinency  is  obvious,  an  action  which  does  not 
point  out  wherein  the  claims  are  supposed  to  avoid  these  references  is  not 
completely  responsive. 

On  Petition. 

GABM  ENT-SXTPFOBTCB. 

Mr.  Victor  J.  Evans  for  the  applicant. 
Moore,  Commissioner: 

This  is  a  petition  requesting  that  the  Examiner  be  instructed  to 
state  more  fully  his  reasons  for  rejection  by  pointing  out — 

wberein  the  features  positively  recited  in  the  claims  have  their  substantial  and 
full  equivalent  in  the  same  relation  in  the  citation, 

and  that  he  be  advised  that  the  period  within  which  applicant  must 
act  to  save  the  case  from  abandonment  does  not  date  from  the  Office 
letter  of  November  19,  1909. 

In  the  first  Office  action  the  Examiner  rejected  the  seven  claims  in 
the  case  upon  two  references — a  French  patent  and  a  patent  to 
Kraus — ^pointing  out  the  features  of  the  Kraus  patent  relied  upon. 
The  applicant  responded  by  canceling  all  but  two  of  the  claims  and 
submitting  two  new  claims.  He  failed  to  point  out  wherein  these 
claims  distinguished  from  the  references  of  record,  as  he  should  have 
done.  The  Examiner  passed  over  the  insufficiency  of  this  action,  and 
on  November  19, 1909,  rejected  three  of  the  claims  then  in  the  case  on 
the  French  patent  of  record  in  connection  with  the  patent  to  Searle 
and  the  other  claim  upon  a  patent  to  Anderson.  In  response  to  this 
rejection  the  applicant  canceled  two  of  the  four  claims  and  dis- 
cussed the  pertinency  of  one  of  the  three  references  cited — the  patent 
to  Searle — which  was  used  in  connection  with  the  French  patent  in 
the  Examiner's  rejection. 

The  Examiner  then  refused  further  action  on  the  merits  until  the 
applicant  should  have  completed  his  response,  to  the  previous  rejec- 
tion by  pointing  out  wherein  the  claims  distinguished  from  the  art  as 
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cited  by  him.  The  applicant,  upon  the  other  hand,  insists  upon  a 
fuller  application  of  the  reference  before  he  responds  to  the  Exam- 
iner's rejection  and  cites  Kule  65  in  support  of  his  contention. 

It  is  well  settled  by  the  decisions  construing  Kule  65  that  when  the 
pertinency  of  the  references  is  obvious,  as  where  the  disclosure  is 
simple  or  includes  only  the  invention  of  the  applicant,  a  detailed  ap- 
plication of  the  references  is  unnecessary.  {Ex  parte  Samstag^  C.  D., 
1908,  93;  133  O.  Q.,  1188;  ex  parte  Floyd,  ante^  38;  152,  O.  G.,  229, 
and  ex  parte  Mayers,  ante,  77;  154  O.  G.,  1411.)  In  the  present  case 
the  references  are  believed  to  be  of  this  character.  Furthermore,  as 
above  pointed  out,  applicant  has  canceled  claims  in  view  of  the  ref- 
erences of  record,  and  it  is  not  unreasonable  to  assume  that  he  under- 
stands them  and  their  points  of  similarity  to  his  invention. 

It  was  stated  at  the  hearing  that  applicant  had  pointed  out  wherein 
the  claims  presented  distinguish  from  the  references,  but  it  appears 
that  this  statement  is  correct  only  as  applied  to  one  of  the  three  ref- 
erences. Such  response  was  therefore  clearly  insufficient  to  comply 
with  Rule  69.  {Ex  parte  Hahn,  C.  D.,  1901, 105 ;  96  O.  G.,  1429;  ex 
parte  Broderick,  C.  D.,  1901,  107;  96  O.  G.,  1430;  ex  parte  Retss^ 
C.  D.,  1908,  272;  137  O.  G.,  1712.) 

The  Examiner's  holding  that  the  year  within  which  to  amend  runs 
from  the  date  of  the  Office  letter  of  November  •  19,  1909,  is  not  so 
clearly  in  error  as  to  require  a  consideration  at  this  time.  Ex  parte 
Copeland,  C.  D.,  1909,  239;  149  O.  G.,  309.)  The  time  to  review  his 
holding  on  this  point  will  be  when  the  application  has  been  held 
abandoned  by  him. 

The  petition  is  denied. 


Curtis  v.  Kleinert. 

Decided  November  H,  1910* 

160  O.  G.,  1038. 

IlTTEBFEBBNCE — MOTION  TO  DISSOLVE— APPEAL. 

On  a  motion  to  disisolye  brought  by  O.  the  Primary  Examiner  held  til 
the  counts  unpatentable  and  on  a  motion  brought  by  K.  held  the  strncture 
of  C,  80  for  as  defined  by  counts  2  and  5,  inoperative.  Hin  dedslonB  were 
affirmed  by  the  Ezaminers-in-Chief.  From  their  decision  only  C.  appeeled. 
Held  that  as  the  decision  holding  all  the  counts  unpatentable  has  become 
final  the  interference  stands  dissolved,  and  C's  appeal  is  dismissed. 

Affeai^  from  Examiners-in-Chief, 
On  Petition. 


Digitized  by 


Google 


DBCISIQNS  OF  THE  C0MMI8SI0KEB  OF  PATENTS.  219 

MACHINE  FOB  FASTENING  HOOKS  AND  ETES  ON  CAEDS. 

Messrs.  Southgate  <6  Southgate  for  Curtis. 
Messrs.  Knight  Bros,  for  Kleinert. 

Moore,  Commissioner: 

This  case  is  before  me  (1)  upon  an  appeal  by  Curtis  from  the 
decision  of  the  Examiners-in-Chief  affirming  a  decision  of  the  Pri- 
mary Examiner  holding  that  the  structure  of  Curtis,  so  far  as  called 
for  by  counts  2  and  5. of  the  issue,  is  inoperative,  and  (2)  upon  a  peti- 
tion by  Kleinert  to  dismiss  the  above  appeal  of  Curtis. 

The  record  shows  that  upon  a  motion  to  dissolve  the  interference 
brought  by  Curtis  the  Examiner  held  all  counts  of  the  issue  unpatent- 
able, and  upon  a  motion  to  dissolve  made  by  Kleinert  the  Examiner 
held  the  Curtis  structure,  as  called  for  by  counts  2  and  5  of  the  issue, 
to  be  inoperative.  Both  parties  appealed  to  the  Examiners-in-Chief, 
who  affirmed  the  decision  of  the  Primary  Examiner.  Curtis  appealed 
to  the  Commissioner  from  that  portion  of  the  decision  of  the  Exam- 
iners-in-Chief which  denied  his  right  to  make  counts  2  and  5  of  the 
issue  upon  the  ground  of  inoperativeness  of  his  structure.  Kleinert 
did  not  appeal  from  the  decision  of  the  Examiners-in-Chief,  but  filed 
a  petition  requesting  that  the  appeal  of  Curtis  be  dismissed  upon  the 
ground  that  it  raises  a  moot  question. 

Inasmuch  as  the  motion  of  Curtis  to  dissolve  the  interference  upon 
the  ground  that  all  counts  of  the  issue  are  unf)atentable  was  granted 
and  no  appeal  was  taken  by  Kleinert  from  the  decision  of  the  Ex- 
aminers-in-Chief affirming  this  holding  of  the  Primary  Examiner, 
but,  on  the  contrary,  it  was  acquiesced  in,  that  decision  has  become 
final,  and  the  interference  stands  dissolved.  Since  counts  2  and  5 
are  held  to  be  unpatentable,  the  question  of  whether  the  Curtis  struc- 
ture covered  thereby  is  inoperative  is  a  moot  question  which  it  would 
serve  no  useful  purpose  to  determine  in  the  interference  proceedings. 
{Story  V.  Criswell,  C.  D.,  1902,  262;  100  O.  G.,  683;  Selden  v.  Gerts 
V.  Palmer^  C.  D.,  1903,  262;  105  O.  G.,  1531;  Fickinger  and  Black  v. 
Hulett,  C.  D.,  1904,  360;  111  O.  G.,  2492;  Newell  v.  Hvhhard,  C.  D., 
1905, 128;  115  O.  G.,  1847.)  Inasmuch  as  the  interference  now  stands 
dissolved,  the  question  of  what  claims  Curtis  may  be  entitled  to  is  one 
for  ex  parte  consideration  before  the  Examiner. 

The  petition  of  Kleinert  is  granted^  and  the  appeal  of  Curtis  is 
dismissed. 

62746'— 11 la 
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Ex  PARTE  LORENZ. 

Decided  Vovember  IB,  1910. 

160  O.  Q.,  1039. 

Application — Pbosectttion — Resfonbivs  Action. 

Where  at  tbe  end  of  the  year  following  a  final  rejection  of  certain  claims 
applicant  filed  an  am^idment  to  each  of  such  claims  accompanied  merely 
by  a  statement  that  the  amendment  is  believed  to  place  the  case  in  condl- 
ti<Hi  for  allowance,  Held  that  such  action  is  not  responsive  and  tliat  the 
application  is  abandoned. 

On  Petition. 

HEBMSnO  0L08UBB8  FOB  BXCEFTACUES. 

Mr.  WUliam  H.  Homes  for  the  applicant. 

Moore,  Commiasianer: 

This  is  a  i)etition  that  the  above-entitled  application  ^  be  revived 
as  a  pending  application"  and  that  an  amendment  filed  July  21, 
1910,  be  entered  and  considered. 

On  July  29,  1909,  the  Examiner  finally  rejected  claims  1  to  7  and 
allowed  the  remaining  claims.  On  July  21, 1910,  an  amendment  was 
filed  directing  that  an  amendatory  clause  be  entered  in  each  of  the 
finally-rejected  claims,  and  closing  merely  with  the  statement — 

it  is  believed  that  this  amendment  places  the  application  in  condition  for  allow- 
ance. 

On  August  6,  1910,  the  Examiner  informed  the  applicant  that  the 
proposed  amendment  could  not  be  entered  and  that  the  case  was 
abandoned  because  of  applicant's  failure  to  make  a  proper  response 
to  the  final  rejection  of  July  29, 1909,  within  a  year  thereof. 

The  holding  of  the  Examiner  in  this  case  is  clearly  right.  After 
the  final  rejection  it  was  incumbent  upon  applicant  to  respond  within 
a  year  either  by  appeal,  by  cancelation  of  the  rejected  claims,  or  by 
having  the' case  reopened.  None  of  these  courses  was  pursued,  and 
unless  the  last  of  the  three  was  adopted,  it  is  manifest  that  the  prose- 
cution before  the  Primary  Examiner  on  the  merits  was  closed.  The 
amendment  submitted  on  July  21,  1910,  was  not,  therefore,  such  ac- 
tion as  the  condition  of  the  case  required.  The  reopening  of  the  case 
might  have  been  effected,  among  other  ways,  by  an  amendment  ac- 
companied by  a  duly-verified  and  satisfactory  showing  why  it  was  not 
earlier  presented,  under  the  provisions  of  Rule  68.  The  showing  re- 
quired by  this  rule,  however,  is  not  in  excuse  of  a  failure  to  present 
such  an  amendment  immediately  after  the  final  rejection,  as  appli- 
cant seems  to  think,  but  a  showing  in  excuse  of  his  failure  to  present 
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it  before  the  final  rejection  was  entered,  which,  under  normal  condi- 
tions, closes  the  prosecution  of  the  case  before  the  Examiner,  as 
above  pointed  out. 

Applicant's  amendment  of  July  21,  1910,  was  not  accompanied  by 
any  showing,  verified  or  otherwise,  of  why  it  was  not  earlier  pre- 
sented, and  the  refusal  to  enter  it  was  therefore  clearly  right  {Ex 
parte  Brown  and  Sprink^  C.  D.,  1908,  194;  135  O.  G.,  1801.) 

Since  no  other  action  was  made  by  the  applicant  within  the  year, 
the  holding  that  the  case  stands  abandoned  was  also  proper. 

The  request  that  the  case  be  ^'  revived  as  a  pending  application  " 
cannot  be  granted,  since  there  is  no  showing  whatever  in  excuse  of 
applicant's  failure  to  take  proper  action  within  the  year.  There  is 
no  warrant  in  law  for  extending  the  time  and  holding  the  case  not 
abandoned  except  upon  a  satisfactory  showing  that  the  delay  was 
unavoidable. 

Ths  petition  is  denied. 


Ex  PARTE  Summers. 

Decided  October  10, 1910. 

ISO  O.  G.,  1089. 

APFLIC  ATTON — PBOSECUTION — GBOSS-R  EFEBENCK. 

A  cross-refereDce  to  a  copendiDg  application  which  does  not  fnclnde  the 
serial  number  and  date  of  filing  of  such  application  Held  insufficient 

On  Petition. 

OOKINO-rUBNACB. 

Messrs.  Sheridan^  WUkinson,  Scott  dk  Richmond  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  that 
applicant  give  the  serial  number  and  date  of  filing  of  a  copending 
application  referred  to  in  a  certain  cross-reference. 

On  July  12,  1910,  the  Examiner  r^uired  a  cross-reference  to  a 
copending  application  of  this  applicant  in  which  certain  features 
disclosed  in  the  above  application,  but  not  claimed  therein,  were 
shown  and  claimed.  On  July  18,  1910,  applicant  directed  the 
insertion  in  the  specification  of  the  following  paragraph : 

Certain  features  of  the  invention  described  herein  are  also  set  forth  in  a 
copending  application  hitherto  filed  by  me  in  the  Patent  Office. 

On  August  2, 1910,  the  Examiner  held  that  cross-reference  insuffi- 
cient, as  it  did  not  contain  the  serial  number  and  date  of  filing,  and 
from  this  requirement  the  present  petition  is  taken.     ^  oy  ^  wv/^lv 
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The  requirement  is  believed  to  be  not  only  in  accordance  with  the 
decisions  cited  by  the  Examiner,  but  clearly  proper.  The  subject- 
matter  not  claimed  in  this  application  is  presumptively  disclaimed, 
and  if  applicant  has  claimed  it  in  another  application  the  public  is 
entitled  to  be  notified  not  only  of  that  fact,  but  of  the  data  of  that 
application,  in  order  that  when  the  patents  issue  it  may  be  a  matter  of 
easy  determination  in  what  patent  this  matter  is  actually  claimed. 
Should,  a  patent  be  issued  on  the  present  application  and  a  suit 
brought  thereon  prior  to  the  issuance  of  the  patent  on  the  other  ap- 
plication, the  parties  to  such  suit  are  entitled  to  know  in  what  appli- 
cation this  matter  is  claimed.  This  requirement  is  not  believed  to  be 
in  violation  of  the  rule  of  secrecy  prescribed  by  Rule  15  of  the  Rules 
of  Practice.  Furthermore,  it  is  noted  that  in  the  record  of  the  present 
application  both  the  Examiner  and  the  applicant  himself  have  re- 
ferred to  the  other  application  b}^  serial  number  and  filing  date. 

The  petition  is  denied. 


RiES  V.  Frick. 

Decided  November  7,  1910. 

100  O.  6..  1040. 

iNTEBFEgENCB— -Taking  of  Testimony — SuFFicrENCY  of  Notice. 

Where  on  Saturday  counsel  for  F.  were  notified  by  telegraph  tbat  testi- 
mony on  behalf  of  R.  would  be  taken  on  the  next  Tuesday,  but  the  names 
and  residences  of  the  witnesses  were  not  given,  nnd  on  Monday  counsel 
were  formally  notified  that  the  testimony  of  R.  " and  ])erhaps  others"  would 
be  taken,  Held  that  the  notice  was  Insufiiciont,  and  that  llio  testimony 
taken  in  the  absence  of  counsel  for  F.  was  proiierly  stricken  out. 

On  Apfeal. 

METHOD  OF  AND   MEANS   FOB   MAKING   WELDED  TUBING. 

Mr.  Charles  S.  Champion  for  Ries. 
Messrs.  Robertson  <&  Johnson  for  Frick. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Inter- 
ferences striking  out  certain  testimony  presented  by  Ries  upon  tlie 
ground  that  counsel  for  Frick  had  not  been  given  sufficient  notice. 

It  appears  that  on  September  10,  1910,  a  telegram  was  sent  by 
Champion,  attorney  for  Ries,  to  Robertson  &  Johnson,  attorneys  for 
Frick,  which  reads  as  follows : 

Shall  begin  taking  testimony  Ries  r.  Frick,  Tuesday  13  at  my  offlcei 

uigiiizeci  Dv  '^^J  v_y  v^ p^  I v^ 
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This  telegram  was  received  by  Kobertson  &  Johnson  at  11.30  the 
same  day.  In  reply  thereto  a  telegram  was  sent  to  Ries's  attorney 
protesting  against  the  insufficiency  of  the  notice  in  that  no  witnesses 
were  named.  On  Monday,  September  12,  at  ten  a.  m.,  a  formal  no- 
tice was  received  by  Frick^s  attorneys  that  the  testimony  of  Ries  and 
perhaps  othei*s  would  be  taken  in  New  York  at  eleven  a.  m.,  Septem- 
ber 13.  A  reply  was  immediately  sent  by  counsel  for  Frick  protest- 
ing against  the  shoit  notice  and  stating  that  it  would  be  impossible 
to  attend  the  taking  of  testimony. 

The  Examiner  held  that  the  first  notice  given  to  counsel  for  Frick 
was  informal  in  that  the  names  and  residences  of  the  witnesses  were 
not  given,  as  required  by  Rule  154,  and  that  the  formal  notice  did 
not  give  counsel  for  Frick  reasonable  time  to  prepare  to  attend  the 
taking  of  the  proposed  testimony.  The  Examiner  of  Interferences 
therefore  granted  Frick^s  motion  to  suppress  the  testimony  presented 
in  behalf  of  Ries  which  was  taken  on  September  13,  1910. 

It  is  urged  in  behalf  of  Ries  that  because  of  his  poverty  Ries  was 
unable  to  take  his  testimony  at  an  earlier  date,  that  the  time  set  for 
taking  his  testimony  was  about  to  expire,  and  that  Champion,  attor- 
ney for  Ries,  notified  Frick's  attorneys  that  testimony  would  be  taken 
on  the  13th  as  soon  as  he,  Champion,  had  decided  to  defray  the 
expenses  of  taking  such  testimony. 

The  record  shows  that  Ries^s  time  for  taking  testimony  had  been 
twice  extended  by  the  Examiner  of  Interference3,  and  no  adequate 
reason  appears  why  due  and  sufficient  notice  of  the  taking  of  Ries's 
testimony  might  not  have  been  given  within  the  time  allowed.  I 
agree  with  the  Examiner  of  Interferences  that  the  notice  given  to 
counsel  for  Frick  was  entirely  too  short  and  that  testimony  taken 
under  such  circumstances  should  be  stricken  out. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex   PARTE   StIMPSON. 

Decided  November  15,  1910. 

ICO  O.  a,  1271. 

1  Appmcation — Drawings — Reference-Numerals. 

Where  the  flume  iMirt  of  an  apparatus  oppears  in  more  than  one  figure 
of  the  drawing,  it  should  be  represented  by  the  same  reference  character, 
notwithstanding  that  one  figure  may  be  a  diagram  and  another  a  detail 
view. 
Z  Sahe— Claims — Elements  Positively  Included. 

Kieiueuts  of  an  invention  to  which  it  is  necessary  to  refer  in  order  to 
define  other  elements  should  be  positively  included  in  the  claims,  ^'^l 

On  Petitjon. 


C  L-*^ 
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BAILWAT   BIONALUiai 

Mr.  Alomo  L.  Stimpson  pro  se. 

Moore,  Commissioner: 

This  is  a  petition  from  the  Examiner's  action  of  August  9,  1910, 
making  final  several  objections  io  the  showing  in  this  application. 

The  first  objection  relates  to  the  undue  prolixity  of  the  first  pages 
of  the  specification  down  to  and  including  line  20  of  page  5.  A. 
review  of  these  pages  shows  that  the  objection  is  well  taken.  This 
matter  should  be  much  condensed,  as  required  by  the  Examiner. 

The  second  objection  is  to  line  12,  page  8,  of  the  specification  on 
the  ground  that  the  meaning  is  obscure.  The  line  referred  to  is  the 
last  part  of  the  following  sentence: 

It  will  be  noticed  Ibat  the  signals  at  the  stations  are  on  the  Incoming  cir- 
cuits, 00  that  if  trains  are  to  meet,  both  signals  will  be  displayed;  and,  of 
course,  danger,  stop  short  of  station. 

The  incoherency  of  this  sentence  is  obvious.  There  appears  to  be 
no  reason  why  the  meaning  should  not  be  made  clear,  and  the  Exam- 
iner's requirement  on  this  point  is  sustained. 

The  third  objection  is  to  the  use  of  different  reference  characters 
on  the  drawings  to  denote  the  same  parts  in  the  different  figures. 
Applicant  urges  that  the  parts  shown  in  Figures  1,  2,  and  3,  which 
are  indicated  by  different  characters  from  the  corresponding  parts 
in  Figs.  4  and  6,  are  not  merely  "  different  views  "  of  the  same  parts 
within  the  meaning  of  Rule  52,  section  6,  inasmuch  as  these  parts 
are  shown  only  in  diagram  in  the  first  three  figures,  while  they  are 
shown  in  detail  in  Figs.  4  and  6.  This  rule,  however,  should  not 
be  construed  to  apply  only  when  the  parts  are  shown  in  various 
elevations,  as  front  view,  side  view,  etc.,  since  the  same  reasons  for 
indicating  them  by  the  same  charactei*s  apply  with  equal  force  in 
such  a  case  as  is  here  presented.  The  Examiner's  action  on  this 
point  is  clearly  right. 

The  fourth  requirement  of  the  E.xaminer  is  that  the  index  I  be 
better  illustrated  and  described.  The  index  referred  to  appears  only 
in  Fig.  2  and  is  merely  an  auxiliary  or  subsidiary  signal  which, 
when  convenience  requires,  may  be  used  in  connection  with  the 
system  of  railway  signaling  disclosed  in  this  application.  As  stated 
by  the  Examiner,  the  index  is  not  an  essential  part  of  the  system  and 
does  not  form  an  element  of  any  claim.  The  specification  in  its 
present  form  appears  to  describe  it  sufficiently,  and  it  is  not  ap- 
parent how  the  drawing  could  be  amended  to  indicate  its  nature 
and  function  any  more  clearly  without  giving  it  undue  prominenoe. 
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This  objection  of  the  Examiner  is  therefore  thought  to  be  not  weU 
taken,  and  the  petition  is  granted  in  so  far  as  it  relates  thereto. 

The  fifth  point  of  the  petition  relates  to  the  requirement  of  the 
Examiner  that  ^'  In  a  "  be  changed  to  ^'A''  at  the  beginning  of  claim 
26.  The  effect  of  this  change  would  be  to  include  positively  certain 
elements  which  are  now  included  only  by  inference.  The  petitioner 
objects  to  this  change  on  the  ground  that  the  claim  would  then  cover 
the  whole  structure,  whereas  it  was  his  intention  to  cover  merely 
that  part  stated  in  the  last  seven  lines  of  the  claim.  This  claim  is 
seventeen  lines  long,  and  there  is  nothing  to  indicate  the  intention 
to  make  the  introductory  clause  extend  throughout  the  first  ten  lines. 
It  is  well  settled  that  where  it  is  necessary  to  refer  to  certain  of  the 
elements  of  an  invention  in  order  to  locate  or  define  other  elements 
they  should  be  positively  included  in  the  claim.  {Ex  parte  Dodge, 
C.  D.,  1906,  439;  126  O.  G.,  665.)  If  the  applicant  does  not  wish 
to  cover  all  of  the  subject-matter  set  forth  in  the  claim  in  its  present 
form,  it  is  clear  that  the  claim  must  be  wholly  revised.  He  should 
therefore  either  comply  with  the  Examiner's  requirement  or  redraft 
the  claim,  so  that  there  can  be  no  mistake  as  to  the  structure  covered 
and  so  as  to  avoid  the  objection  of  indirectly  including  elements  of 
the  invention  therein. 

Applicant  has  also  requested  that  the  Examiner  be  instructed  that 
the  first  seven  claims  are  in  proper  form  for  claims  to  an  improve- 
ment in  the  art  of  train-despatching  and  that  his  objection  to  the  re- 
maining twenty-eight  elaims  as  functional  should  be  withdrawn.  As 
pointed  out  by  the  Examiner,  however,  these  objections  are  the 
grounds,  in  part  at  least,  upon  which  the  claims  stand  rejected. 
They  clearly  relate  to  the  merits  of  the  claims  and  will  not  be  con- 
sidered upoifi  petition. 

Tfie  petition  is  denied  except  in  so  far  as  it  relates  to  the  showing 
of  the  "  index  Z."   As  to  this  it  is  granted. 


Ex  PARTE  Barrett  Manufacturing  Company. 

Decided  October  S,  1910. 

160  O.  G.,  1272. 

Tbade-Marks — Similarity — "  Cbeo-Gabbolin  "  and  "  Carbolineum.** 

The  word  "  Creo-Carbolln  "  Held  properly  refused  registrntfon  as  a  trade- 
mark for  coal-tar  oil  in  view  of  the  prior  registration  of  the  word  "Car- 
t>ollneum  '*  for  goods  of  the  same  descriptive  properties. 

On  Appeal. 
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TSAOB-lf  ABK  rOB  GOAL-TAB  OIL. 

Mt.  Edo  E.  Mercelia  for  the  applicant 

Tennant,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Creo-Carbolin  "  as  a  trade- 
mark for  coal-tar  oil. 

This  registration  has  been  refused  in  view  of  the  registration  by 
Avenarius  Brothers  of  the  word  "  Carbolineum ''  as  a  trade-mark  for 
goods  of  the  same  descriptive  properties.  This  certificate  of  registra- 
tion is  niunbered  14,048,  dated  February  8,  1887.  The  position  of 
the  Examiner  is  that  these  marks  so  resemble  each  other  as  to  be 
likely  to  cause  confusion  in  the  mind  of  the  purchasing  public  He 
held  that  prefixing  the  abbreviation  "  Creo  "  to  "  Carbolin  "  does  not 
produce  sii  mark  which  is  sufficiently  different  from  the  mark  ^  Car- 
bolineum "  to  be  accorded  registration. 

There  can  be  no  successful  contention  that  the  word  "  Carbolin  " 
by  itself  would  not  be  registrable  in  view  of  the  prior  registration  of 
the  word  "  Carbolineum ;  "  but  appellant  urges  that  by  reason  of  the 
prefix  "  Creo  "  the  marks  are  rendered  so  different  that  all  likelihood 
of  confusion  is  avoided.  He  relies  principally  upon  the  decision  of 
the  Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of  Hall 
and  Ruckel  v.  Ingram,  (C.  D.,  1907,  441;  126  O.  G.,  759;  28  App. 
D.  C,  454,)  in  which  it  was  held  that  the  word  "Zodenta"  was 
registrable  notwithstanding  the  prior  registration  of  the  word  "  Sozo- 
dont,"  and  the  decision  of  the  Circuit  Court  of  Appeals  of  the  Third 
Circuit  in  the  case  of  Chance  v.  Gulden.  (165  Fed.  Rep.,  624,)  in 
which  it  was  held  that "  Don  Caezar  "  did  not  infringe  "  Don  Carlos." 

The  words  "  Sozodont  "  and  "  Zodenta  "  exhibit  much  greater  dif- 
ferences in  appearance,  significance,  and  sound  than  the  differences 
between  the  words  "  Creo-Carbolin  "  and  "  Carbolineum,"  which  have 
the  identical  syllables,  "car-bo-lin."  In  fact,  the  applicant's  mark 
might  well  be  considered  to  signify  a  mixture  of  carbolin  and  creosote. 
The  Chance  v.  (hdden,  snpra,  case  was  a  suit  mainly  based  upon 
unfair  competition  in  trade.  The  words  "  Caezar  "  and  "  Carlos  " 
are,  however,  commonly-known  names,  and  there  is  no  such  likelihood 
of  confusion  by  concurrent  use  of  these  names  as  there  would  be  in 
such  use  of  the  arbitrary  marks  involved  herein.  {The  Buchanan- 
Anderson-Nelson  Co.  v.  Brecn  and  Kennedy,  C.  D.,  1906,  750;  124 
O.G.,  822;  27  App.  D.  C,  573.) 

It  appears  from  the  declaration  in  this  case4hat  applicant  adopted 
this  mark  in  June,  1909.  The  mark  '^  Carbolineum  "  was  registered 
in  1887.  In  the  case  of  Avenarius  v.  Comley  (121  N.  W.,  836)  the 
court  held  that  Avenarius  had  established  that  this  mark  had  been 
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used  in  Europe  since  1876  and  in  this  country  since  1886  and  that  his 
product — 

bad  become  widely  and  favorably  known  during  said  time  In  all  said  countries. 

The  statement  of  the  Court  of  Appeals  of  the  District  of  Columbia 
in  Wayne  County  Preserving  Company  v.  Burt  Olney  Canning  Com- 
pany (C.  D.,  1909,  318;  140  O.  G.,  1003;  32  App.  D.  C,  279)  that^ 

Tbe  property-right  In  trade-marks  Is  a  valuable  one,  and  Is  entitled  to  protection 
from  those  who  would  profit  by  Its  imitation,  and  the  courts  should  resolve  the 
doubt.  If  auy  exists.  In  favor  of  the  prior  registrant  and  user  In  good  faith. 

is  clearly  applicable  to  this  case. 

It  must  be  held,  therefore,  that  the  action  of  the  Examiner  of 
Trade-Marks  in  refusing  registration  was  right. 

TJie  decision  is  affirmed. 


Ex  PARTE  LiTLE,  Jr. 

Decided  November  J^,  1910, 

160  O.  Gm  1272. 

L  Desioits — ^No  Genbbio  Ain>  Specific  Claims. 

It  Is  well  settled  that  a  design  patent  can  be  granted  only  upon  a  single 
shape  or  configuration,  and  not  upon  several,  and  that  there  Is  no  sucki  dis- 
tinction between  generic  and  specific  design  patents  as  Is  recognized  In 
mechanical  patents. 

Z  Same — Interterence — No  Interfebence  in  Fact. 

A  decision  dissolving  an  liUerference  on  the  ground  that  there  Is  no 
Interference  In  fact  Involving  two  design  applications  is.  In  effect,  a  ruling 
that  each  design  Is  patentable  notwithstanding  the  other. 

On  Petition, 

DESIGN  FOB  A  GLOBE  OB  SHADE. 

Messrs.  Bakewellj  Brynes  <&  Parmelee  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  the 
applicant  to  limit  the  drawing  of  this  design  application  to  the  metal 
holder  for  the  shade. 

The  record  shows  that  the  drawing  of  the  application  as  originally 
filed  illustrated  a  corrugated  glass  globe  with  fluted  edge,  attached 
to  a  metal  neck  having  a  configuration  suitable  to  enable  it  to  be 
attached  to  a  shade-supporter.  An  interference  was  declared  be- 
tween the  design  originally  shown  and  a  design  application  for  a 
glass  globe  filed  by  one  Mygatt.  Motion  was  made  by  Litle  to  dis- 
solve the  interference  upon  the  ground  that  there  was  no  interference 
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in  fact  This  motion  was  granted  by  the  Examiner,  his  decision 
being  in  part  as  follows: 

It  appears,  however,  that  the  globes  shown  in  the  Mygatt  and  Lltle,  Jr.,  appli- 
cations differ  from  each  other  in  configuration,  and  that  the  globe  shown  in  the 
Litle,  Jr.,  application  is  provided  with  a  metal  neck  of  special  shape,  while  the 
globe  shown  in  the  Mygatt  application  is  provided  with  a  glass  neck  made 
integral  therewith,  which  neck  differs  in  configuration  from  the  metal  neck 
disclosed  in  the  Litle,  Jr.,  application.  It  is  also  noted  that  the  applicant  Litle, 
Jr.,  states  in  the  motion  for  dissolution  that  ••••>»•  the  essence  of  his 
design  consisted  in  the  combination  of  any  glass  shade  or  globe  with  a  metal 
neck  giving  a  new  api^ea ranee.  The  fact  that  Litle  happened  to  show  the  glass 
portion  of  his  design  as  a  portion  of  the  globe  made  by  the  Holophane  Company 
probably  under  the  Mygatt  application  was  purely  accidental.  It  was  due  to 
the  fact  that  the  Welsbach  Company,  with  which  company  applicant  Litle  is 
connected,  was  purchasing  material  from  the  Holophane  Company,  and  used 
this  material  among  other  material  in  connection  with  its  metal-necked  glass 
articlea" 

Litle,  Jr.,  has  also  presented  an  amendment  canceling  the  drawing  and  sub- 
stituting a  new  drawing  which  does  not  include  a  fiuted  globe. 

In  view  of  the  differences  in  configuration,  it  is  believed  that  there  is  no  in- 
terference in  fact  between  the  designs  disclosed  in  the  applications  involved  in 
this  interference,  and  the  interfei*ence  is  therefore  dissolved. 

It  appears  that  after  the  expiration  of  the  limit  of  appeal  from  the 
decision  dissolving  the  interference,  no  appeal  having  been  taken,  the 
drawing  referred  to  in  the  above  quotation  was  incorporated  in  this 
application  and  that  thereafter  the  applicant  was  advised  as  follows: 

The  illustration  of  the  design  in  the  substitute  drawing  in  this  application  is 
not  understood.  There  seems  to  be  two  forms  of  shade,  one  shown  in  dotted 
lines  and  one  in  full  lines  nnd,  moreover,  the  invention  does  not  appear  to  be  in 
the  globe  or  shade  but  in  the  metallic  holder  therefor.  The  design  should  be 
properly  illustrated  and  a  new  drawing  should  be  filed  properly  illustrating  the 
design,  and  the  design  should  be  properly  entitled,  described  and  claimed,  and 
an  exhibit  showing  the  design  of  the  holder  should  be  made  of  record  in  this 
application. 

Pursuant  to  this  requirement,  which  was  repeated  by  the  Examiner 
in  subsequent  letters,  the  applicnnt  filed  the  following  description : 

This  invention  relates  to  an  article  of  manufacture  consisting  of  a  glass  globe 
with  a  metal  neck,  nnd  involves  the  contrasting  appearance  between  the  ma- 
terial of  the  globe  and  that  of  the  neck. 

The  Examiner  objected  to  this  description  in  so  far  as  it  referred  to 
the  design  as  a  combination,  but  insisted  that — 

the  design  does  not  appear  to  reside  in  the  globe  or  shade  but  in  the  support  for 
the  globe  or  shade.  Therefore,  only  the  support  should  be  shown  in  the  drawing 
and  the  title,  description  and  claim  should  be  reversed  accordingly.  The  shade 
forms  no  part  of  applicant's  invention.  It  may  be  of  any  shape  without  chang- 
ing the  design  for  the  support  or  holder. 

The  Examiner,  in  his  answer  to  this  petition,  states  that  in  his  opin- 
ion the  illustration  should  be  limited  to  the  metal  holder,  that  the 
applicant  cannot  show  and  claim  the  globe  originally  disclosed  in 
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view  of  the  decision  dissolving  the  interference,  and  that  he  cannot 
show  and  claim  a  shade  different  from  that  originally  disclosed,  for 
the  reason  that  sudx  showing  involves  a  departure  from  the  original 
disclosure,  which  is  prohibited  by  Kule  70. 

It  is  stated  by  the  applicant  that  the  article  made  in  accordance 
with  the  design  application  comprises  a  shade  with  a  metal  neck,  thus 
forming  a  unitary  article  of  manufacture,  the  complete  article  being 
shipped  whole  in  that  form.  This  fact  is  supported  by  the  affidavit 
of  Tcwnsend  Stites,  manager  of  the  Welsbach  Company,  to  which 
company  the  application  has  been  assigned,  and  it  is  insisted  that  the 
applicant  is  entitled  either  to  illustrate  the  form  shown  in  his  substi- 
tute drawing,  which  comprises  a  metal  ring  with  two  forms  of  shade 
attached  thereto,  one  shown  in  dotted  lines,  or  that  he  is  entitled  to 
return  to  the  form  of  design  originally  shown. 

It  is  well  settled  that  a  design  patent  can  be  granted  only  upon  a 
single  shape  or  configuration,  and  not  upon  several,  and  that  there  is 
no  such  distinction  between  generic  and  specific  design  patents  as  is 
recognized  in  mechanical  patents.  {Hill  and  Rentier^  C.  D.,  1898,  88 ; 
82  O.  Q.,  1988;  ex  parte  AdamSj  C.  D.,  1898, 109;  83  O.  Q.,  1994;  ex 
parte  Jenhs^  C.  D.,  1898,  81 ;  83  O.  G.,  1613;  ex  parte  Schrauhatadtery 
C.  D.,  1904,  229;  110  O.  G.,  2016;  ex  parte  Burdick,  C.  D.,  1901, 184; 
97  O.  G.,  1373;  ex  parte  Kurz,  C.  D.,  1904,  667;  113  O.  G.,  2216.) 

It  is  therefore  obvious  that  the  decision  of  the  Examiner  requiring 
the  cancelation  of  the  drawing  showing  the  two  different  forms  of 
shade  is  right.  It  may  be  mentioned  in  this  connection  that  tlie 
description  which  practically  covers  a  glass  globe  of  any  form  amounts 
to  a  generic  claim  and  that  for  the  reas<m  stated  in  the  decisions  above 
cited  it  should  not  be  permitted. 

The  holding  of  the  Examiner  that  the  applicant  is  not  entitled  to 
show  and  claim  the  globe  or  shade  originally  claimed,  in  view  of  the 
decision  dissolving  the  interference,  is,  however,  erroneous,  since  tlie 
holding  that  there  was  no  interference  in  fact  between  the  applicant's 
design  and  that  of  Mygatt  in  effect  amounted  to  a  ruling  that  each 
was  patentable  notwithstanding  the  other.  The  applicant  should 
therefore  be  permitted  to  illustrate  and  describe  the  specific  device 
shown  in  his  original  drawing. 

The  petition  is  granted  to  the  extent  indicated^ 


Blood  v.  Soss. 

Decided  November  21,  1910, 

161  O.  G.,  267. 

iNTEBrEBENcs— Motion  to  Dissolve — Tbansmisbton. 

Tbe  transmission  of  motions  fo  dissolve  is  left  largely  to  the  discretion  of 
of  tbe  Examiner  of  Interferences,  and  his  decision  granting  a  motion  to 
transmit  will  be  disturbed  only  upon  a  clear  showing  of  abuse  of  discretion. 
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2.  Same — Saue~Sa>ce--Ons  of  the  Pabties  a  Patentsb. 

A  motion  to  dissolve  alleging  that  the  counts  have  different  meanings  In 
the  two  cases  and  th^  R.  has  no  right  to  make  the  clalma  Held  properly 
transmitted,  notwithstanding  the  fact  that  R.  is  a  patentee. 

3.  Same— Same — Same — Same. 

In  an  interference  involving  a  patentee  and  an  applicant  a  motion  to 
dissolve  brought  by  the  applicant  and  alleging  that  If  the  counts  be  construed 
broadly  enough  to  read  on  both  cases  they  are  unpatentable  Held  properly 
refused  transmission. 

Appeal  on  Motion. 

cutter-head  fob  planebs. 

Mv>  George  H.  Maxwell  and  Messrs.  Meyers^  CusJvman  d:  Rea  for 
Blood. 
Messrs,  Linthicum^  Belt  dk  Fuller  for  Ross. 

Moore,  Commissioner: 

This  case  is  before  me  upon  appeal  by  both  parties  to  the  interfer- 
ence from  the  decision  of  the  Examiner  of  Interferences  rendered 
upon  a  motion  of  Blood  to  transmit  his  motion  to  dissolve  the  inter- 
ference. 

The  motion  of  Blood  for  dissolution  alleges: 

(1)  That  the  issue  of  the  interference  has  different  meanings  when  applied 
to  the  patent  of  Ross  and  the  application  of  Blood. 

(2)  That  Ross  has  no  right  to  make  the  claim  constituting  the  subject-matter 
of  the  issue. 

(3)  That  if  the  issue  be  construed  broadly  so  as  to  cover  both  the  Ross  patent 
and  the  Blood  application,  the  same  is  unpatentable  over  various  references 
cited. 

The  Examiner  of  Interferences  transmitted  grounds  1  and  2  of  the 
motions  to  dissolve  and  refused  to  transmit  ground  3  thereof. 

Blood  appealed  from  the  portion  of  the  decision  of  the  Examiner 
of  Interferences  declining  to  transmit  the  third  ground  of  his  motion^ 
while  Ross  appealed  from  transmission  of  the  first  two  grounds  of 
the  motion  to  dissolve. 

The  record  shows  that  Ross  has  a  patent  issued  October  20,  1909, 
upon  an  application  filed  May  31,  190C;  that  the  application  of  Blood 
was  filed  prior  to  the  issuance  of  said  patent,  and  that  after  the  issue 
of  the  Ross  patent  Blood  copied  therefrom  the  claim  forming  the 
issue  and  requested  the  declaration  of  an  interference. 

Ross  contends  that  by  reason  of  the  fact  that  he  has  a  patent  his 
opponent  is  estopped  from  urging  the  grounds  of  his  motion,  irre- 
spective of  whether  said  patent  was  properly  or  inadvertently 
granted. 

Under  the  practice  set  forth  in  Pickard  v.  Ashton  and  CurtiSj 
(C.  D.,  1908,  241;. 137  O.  G.,  977;)  Thieni  v.  Bowen,  (C.  D.,  1909, 
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102;  143  O.  G.,  1345,)  and  Knight  v.  Cutler,  (C.  D.,  1909,  242;  149 
O.  G.,  1119)  the  transmission  of  motions  to  dissolve  is  left  largely  to 
the  discretion  of  the  Examiner  of  Interferences,  and  his  decision 
granting  a  motion  to  transmit  will  be  disturbed  only  upon  a  clear 
showing  of  abuse  of  discretion.  I  find  no  such  showing  to  exist  in  the 
present  case,  and  the  appeal  of  Ross  is  accordingly  dismissed. 

It  may  be  said,  however,  that  under  the  provisions  of  section  4904 
of  the  Revised  Statutes  the  Patent  Office  has  jurisdiction  of  «a  patent 
for  the  purpose  of  determining  priority  of  invention  where  it  is  in- 
volved in  an  interference  proceeding.  A  motion  to  dissolve  merely 
raises  the  question  of  whether  an  interference  properly  exists.  This 
preliminary  question  must  be  disposed  of  prior  to  the  award  of 
priority.  That  this  determination  may  incidentally  cast  a  cloud  on 
the  patent  should  not  deter  the  Office  from  taking  proper  action. 
(Griifith  V.  Dodgson,  C.  D.,  1906,  204;  122  O.  G.,  2064.) 

Concerning  Blood's  appeal  from  the  decision  refusing  to  transmit 
the  third  ground  of  his  motion,  it  is  well  settled  that  where  an  ap- 
plicant is  involved  in  an  interference  with  a  patentee  and  alleges  in 
a  motion  to  dissolve  the  non-patentability  of  the  issue  his  conclusion 
will  be  accepted  and  the  interference  dissolved  without  transmitting 
the  motion  for  dissolution.  {Lipe  v.  Miller^  C.  D.,  1904,  114;  109 
O.  G.,  1608;  Robins  v.  Titm  and  Titus^  C.  D.,  1904,  267;  111  O.  G., 
584;  Weissenthanner  v.  Goltstein,  C.  D.,  1904,  281;  111  O.  G.,  810; 
Yamall  v.  Pope,  C.  D.,  1905,  140;  115  O.  G.,  2136;  Griffith  v.  Dodg- 
son,  C.  D.,  1905,  200;  116  O.  G.,  1731.) 

It  appears,  however,  that  Blood  is  not  urging  the  non-patent- 
ability of  the  issue^  but  rather  the  diversity  in  meaning  of  the  counts 
when  properly  construed  and  applied  to  the  cases  of  the  respective 
parties.  This  ground  of  the  motion,  construed  as  Blood  contends  it 
should  be,  is  practically  the  same  as  ground  1  of  the  motion  which 
has  been  transmitted.  Under  the  decisions  cited  Blood  may  not  be 
hear(}  to  urge  the  non-patentability  of  the  issue  per  se.  The  Ex- 
aminer of  Interferences  therefore  properly  refused  to  transmit  this 
ground  of  the  motion. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  NiOOLAUS. 

Decided  September  SO,  1910, 
161 0.  G.,  26a 

1.  TbADB-MARKS — StUILARTTT — "OmN  ALINE**    AlTD    "  OmNIA." 

The  word  "Omnaline"  Held  properly  refused  registration  as  a  trade- 
mark for  a  pbarmaceuticnl  preimration  in  view  of  the  prior  registration  of 
the  word  *'  Omnia  '*  for  goods  of  the  same  descriptive  properties. 
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2.  Sams-^Goods  of  thb  Samb  DsscBiPTiyi  Propbbties — ^Liniment  and  Powdcb. 
A  powder   designed   to   be   used   in    the  "treatment   of   rheumatimi, 
neuralgia,  and  lumbago/*  and  a  liniment  Held  to  constitute  goods  of  thm 
same  descriptive  properties. 

On  Appeal. 

TBADE-lf ABK  FOB  PHAKMACEUTICAL  PBEPARATION8  FOB  BHEUlCATISlf,   ETC. 

Mr.  Curt  B.  Mueller  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Omnaline,"  for  pharmaceutical 
pi-eparations  for  the  treatment  of  rheumatism,  neuralgia,  and  lum- 
bago, in  view  of  the  trade-mark  "  Omnia,"  registered  by  The  Reli- 
ance Manufacturing  Company  March  7,  1803,  No.  22,615,  for  lini- 
ment. 

It  is  pointed  out  in  the  brief  that  the  merchandise  of  the  applicant 
is  a  powder,  whereas  that  upon  which  the  registered  mark  is  used  is 
a  liniment,  and  it  is  therefore  urged  that  the  products  upon  which 
the  respective  marks  are  used  are  not  of  the  same  descriptive  prop- 
erties. This  alleged  difference  is  not  believed  to  be  of  importance  in 
view  of  the  decision  of  the  Court  of  Appeals  in  the  case  of  The 
Schuster  Co.  v  Muller,  (C.  D.,  1907,  455;  126  O.  G.,  2192;  28  App. 
D.  C,  409,)  in  which  the  Court  said : 

The  mixture  of  ground  roots  and  biirk  having  on  the  wrapper  of  the  package 
containing  the  mixture,  directions  how  to  make  the  bitters  by  steeping  the  con- 
tents in  Holland  gin,  was  proi)erIy  considered  by  the  Commissioner  to  be  goods 
of  the  same  descriptive  property  as  bitters  made  from  these  roots  and  barks 
and  bottled. 

Furthermore,  it  is  believed  that  the  merchandise  of  the  applicant 
and  of  the  registrant  are  of  the  same  descriptive  properties  within 
the  ruling  of  the  Court  of  Appeals  in  the  cases  of  Walter  Baker  dk 
Co.  V.  Harrison  (C.  D.,  1009,  284;  138  O.  G.,  770;  32  App.  D.  C, 
272)  and  Phoenix  Paint  <&  Varnish  Company  v.  John  T.  Lewis  <t 
Bros.,  (C.  D.,  1909,  303;  139  O.  G.,  900;  32  Ai)p.  D.  C,  285.) 

The  resemblance  between  the  marks  is  so  striking  that  in  my  opin- 
ion the  concurrent  use  of  these  marks  upon  merchandise  of  the  same 
descriptive  properties  would  be  likely  to  cause  confusion  in  the  mind 
of  the  public. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Ex  FARTK  HaBDY,  Jr. 

Decided  November  25,  1910. 
lei  O.  O.,  268. 

PMMICVrnON    or    AVPLIOATION — NON-ReSPOITSIVB   AcnOir— ABAIfDONlfZHT. 

In  responae  to  a  rejection  accompanied  by  a  statement  that.  In  the  opin- 
ion of  the  iPxamlner,  there  was  no  patentable  novelty  In  the  case  the  appli- 
cant presented  one  specific  claim.  The  Examiner  finally  rejected  this  claim 
and  called  attention  to  a  certain  decision.  The  applicant  filed  an  argum^it 
stating  that  he  did  not  understand  the  application  of  the  references  or  the 
pertinency  of  the  decision  cited.  The  Examiner  then  called  attention  to  a 
slight  fallacy  in  the  mode  of  operation  described  and  pointed  out  the  por- 
tion of  tlie  dedsicm  considered  pertinent  The  only  action  taken  by  appli- 
cant within  one  year  ftom  this  latter  action  of  the  Examiner  was  to  file 
an  amendment  containing  three  claims  broader  than  that  finally  rejected. 
Jfeltf  that  the  application  is  abandoned. 

On  Petition. 

MINE-LAHP. 

Messrs.  O.  A.  Snow  dk  Co.  for  the  applicant 

Tennakt,  Acting  Commissioner: 

This  is  a  petition  that  the  ruling  of  the  Examiner  that  this  appli- 
cation stands  abandoned  be  set  aside. 

The  record  shows  that  in  the  Examiner's  second  action  upon  the 
case  the  applicant  was  advised  that,  in  his  opinion,  there  was  no  pat- 
entable novelty  in  the  case  and  that  his  next  action  would  probably 
be  a  final  rejection  under  the  practice  announced  in  ex  parte  MiUer^ 
(C.  D.,  1909,  23;  139  O.  O.,  730.)  In  response  to  this  action  of  the 
Examiner  the  applicant  filed  certain  amendments  to  the  specification 
and  a  single  claim  drawn  specifically  to  the  device  illustrated  in  the 
drawing.  Upon  consideration  of  this  amendment  the  Examiner  re- 
jected the  claim  upon  the  references  of  record,  making  the  rejection 
final,  and  called  attention  to  the  decision  in  Stearns  &  Co.  v.  Rus- 
seU,  (C.  D.,  1898,  541 ;  84  O.  G.,  1434;  29  C.  C.  A.,  121.)  In  response 
to  this  action  the  applicant  filed  an  argument  stating  that  he  did  not 
understand  the  application  of  the  references  to  the  claims  or  the 
pertinency  of  the  decision  cited  in  the  Examiner's  letter  to  the  case. 
In  reply  to  this  communication  the  Examiner  pointed  out  a  slight 
fallacy  in  the  alleged  method  of  operation  of  the  applicant's  device 
and  stated  that  the  citation  in  the  last  Ofiice  action  was  for  the  pur- 
pose of  calling  attention  to  the  following  sentence  : 

The  very  triviality  of  the  differencee  dwelt  upon  only  emphasizes  the  snb- 
•tanttal  identity. 

He  reiterated  his  holding  that  there  was  nothing  patentable  in 
the  invention  over  the  references  of  record  and  adhered  to  the  final 
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rejection  given  in  the  previous  letter  and  remarked  that  any  further 
prosecution  in  this  case  should  be  by  appeal.  This  letter  was  dated 
September  28,  1909.  On  March  3,  1910,  the  applicant  presented 
three  claims,  which  were  broader  in  scope  than  the  claim  standing 
under  final  rejection.  The  entry  of  these  claims  was  refused  and  the 
applicant  again  advised  that  any  further  prosecution  of  the  case 
should  be  by  way  of  appeal.  An  argument  was  subsequently  pre- 
sented by  the  applicant  on  May  16,  1910,  which  was  refused  consid- 
eration.   The  present  petition  was  brought  on  October  17,  1910. 

It  clearly  appears  that  an  issue  in  respect  to  the  patentability  of 
the  invention  claimed  was  reached  between  the  Examiner  and  the 
applicant  as  early  as  the  date  on  which  the  final  rejection  was  given, 
though  subsequently  to  that  date  the  claim  was  again  considered  by 
the  Examiner  and  the  pertinency  of  the  references  pointed  out  It  is 
contended  by  the  applicant  that  the  additional  reasons  given  by  the 
Examiner  reopened  the  case.  This  contention  is  not  tenable.  The 
device  was  not  held  to  be  inoperative,  although  a  certain  statement  of 
the  theory  of  of^ration  was  questioned.  The  decision  in  the  previous 
Ofiice  action  was  specifically  applied  in  compliance  with  the  appli- 
cant's request.  If  it  could  be  granted  that  the  action  of  the  Examiner 
in  finally  rejecting  the  claim  on  August  24,  1909,  was  premature, 
the  action  of  September  28,  1909,  clearly  cured  that  informality. 
Nothing  remained  for  the  applicant  to  do  but  to  appeal  from  the 
Examiner's  action.  No  such  action,  however,  was  taken  within  the 
year,  and  ihe  case  now  stands  abandoned. 

The  petition  is  denied. 


Ex  PABTE  Potter  &  Roziens. 

Decided  November  25,  1910. 

161  O.  G.,  209. 

Tbadc-Mabks — **  Mosquito  Dope  '* — ^Descbiftive. 

Tbe  words  "Mosquito  Dope"  as  applied  to  a  preparation  for  keeping 
away  mosqtiitos  Held  proi)erly  refused  registration,  since  it  is  descriptive  of 
the  goods  upon  which  it  is  used. 

On  Appeal. 

TBADB-UASK  FOB  UQIHO  APPUCATION  FOB  THE  KEEPING  AWAY  OP  M08QUIT08  AND 

FLEAS. 

Mr.  H.  E.  Stonehraker  for  the  applicants. 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  inchiding  the  words  "  Mosquito 
Dope/'  for  a  liquid  preparation  for  keeping  away  mosquitos  and 
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fleas,  upon  the  ground  that  these  words  are  descriptive  of  the  mer- 
chandise to  which  the  alleged  trade-mark  is  applied. 

As  pointed  out  by  the  Examiner  the  word  "  dope  *'  is  defined  in  the 
Century  Dictionary  and  Cyclopedia^  additional  volume  1| 


any  drug,  such  as  opium,  laudanum,  morphine,  cocaine,  bydrate  of  chloral, 
hasbiab,  etc.,  whi<!h  has  the  property  of  Inducing  sleep  or  of  stupefying. 

It  is  contended  in  behalf  of  the  applicants  that  the  merchandise  is 
not  a  preparation  which  is  adapted  to  stupefy  mosquitos,  but  rather 
an  aromatic  preparation,  the  odor  of  which  serves  to  drive  insects 
away.  This  contention  is  without  force,  for  if  the  preparation  known 
as  ^^  Mosquito  Dope  "  is  not  stupefying  to  mosquitos  the  use  of  these 
words  on  the  preparation  would  be  deceptive.  The  common  use  of 
the  word  ^^  dope  "  as  applied  to  medical  preparations  in  the  sense 
above  quoted  and  also  as  a  slang  expression  is  well  known.  I  am  of 
the  opinion  that  the  words  ^^  Mosquito  Dope  "  upon  a  liquid  prepa- 
ration for  keeping  away  mosquitos  and  fleas  is  descriptive  of  the 
character  of  the  quality  of  the  goods  and  is  therefore  prohibited 
registration  under  the  provisions  of  section  5  of  the  act  of  February 
20,  1905. 

The  decision  of  the  Examiner  of  Trade-Marks  is  a;fp,rrMd. 


Iroquois  Brewing  Company  ^^  American  Brewing  Company. 

Decided  October  19, 1910. 

161  O.  O.,  629. 

XBADE-MaBKB — StlCILASITT. 

A  crade-mark  which  consists  of  a  circular  target  or  shield  bearing  the 
head  of  an  Indian  woman  surrounded  by  an  inscription  Held  to  be  so  similar 
to  another  trade-mark  consisting  of  a  circular  target  or  shield  bearing  the 
head  of  an  Indian  woman  surrounded  by  a  different  inscription  as  to  be 
Ilk^y  to  cause  confusion  in'the  mind  of  the  public,  notwithstanding  that 
one  of  the  trade-marks  also  contains  a  tomahawk,  spear-heads,  and  peace- 
pipe,  and  one  of  the  heads  is  shown  in  full  profile,  while  the  other  is  shown 
in  three-quarter  side  view. 

Appeal  from  Examiner  of  Interferences. 

TBADC-MABK   TOB   MALT  LIQT70BS. 

Mr.  Howard  A.  Coombs  for  Iroquois  Brewing  Company. 
Mr.  Wm,  J.  Baker  for  American  Brewing  Company. 

Moore,  Commissioner: 

This  is  an  appeal  by  the  American  Brewing  Company  from  the 
decision  of  the  Examiner  of  Interferences  sustaining  the  applicatioa 
for  cancelation  filed  by  the  Iroquois  Brewing  Company  and  adjudg- 
ing that  the  registration  of  the  American  Brewing  Company  should 
be  canceled.  ^ 

52746"— U ^17 
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The  trade-mark  of  the  American  Brewing  Company  was  registered 
on  August  6, 1907.  It  consists  of  a  circular  target  or  shield  bearing^ 
the  head  of  an  Indian  woman  with  feather  head-dress,  surrounded 
by  the  inscription  ^^ American  Brewing' Co.,  Rochester,  N.  Y.,"  in 
white  letters  on  a  black  background,  and  having  a  tomahawk,  spear- 
heads, and  peace-pipe  projecting  on  either  side  thereol  It  is  applied 
to  beer,  ale,  and  porter. 

The  Iroquois  Brewing  Company  seeks  the  cancelation  of  this  mark 
on  the  ground  that  at  the  time  it  was  registered  that  company  was 
the  owner  of  a  similar  mark  for  beer  upon  which  it  had  been  granted 
registrations  No.  24,171  on  February  6,  1894,  and  No.  55,875  on 
August  21,  1906,  and  which  have  been  continuously  used  by  it  from 
1893  to  the  present  time. 

This  ownership  and  use  by  the  Iroquois  Company  of  the  mark 
shown  in  the  registrations  mentioned  is  admitted  by  the  American 
Brewing  Company.  It  admits  also  that  its  own  use  of  the  mark 
shown  in  its  registration  of  August  6,  1907,  extends  back  only  to 
January,  1907,  but  contends  that  the  marks  are  not  so  similar  as  to 
cause  confusion  or  to  injure  the  trade  of  the  Iroquois  Brewing  Com- 
pany. 

The  only  question  to  be  determined  therefore  is  whether  the  two 
marks  are  so  similar  as  to  be  likely  to  confuse  the  public  as  to  the 
origin  of  the  goods  upon  which  they  are  used.  If  they  are,  it  follows 
that  the  American  Brewing  Company — 

iras  not  entitled  to  ase  the  mark  at  the  date  of  its  application  for  registratian 

thereof— 

within  the  meaning  of  section  13  of  the  act  of  February  20, 1905,  and 

the  registration  should  be  canceled.     (Familton  v.  T/ie  Al-omo  O. 

Bliss  Medical  Co.,  C.  D.,  1908, 180;  136  O.  G.,  1359.) 

The  mark  of  the  Iroquois  Brewing  ^Company,  as  shown  in  the 
registrations  above  mentioned,  consists  of  a  circular  target  or  shield 
in  the  center  of  which  is  the  head  of  an  Indian  woman  much  re- 
sembling that  shown  on  the  United  States  cent  and  surrounded  by 
the  inscription  "  Iroquois  Brewing  Co.,  Buffalo,  N.  Y.,"  or  '*  Iroquois, 
Buffalo."  In  the  registration  of  August  21,  1906,  this  inscription  is 
in  white  letters  on  a  black  background  surrounding  the  head.  The 
Iroquois  Brewing  Company  mark  lacks  the  spears,  etc.,  projecting 
from  behind  the  shield  shown  in  the  appellant's  mark,  and  the  head 
is  shown  in  full  profile  instead  of  three-quarter  side  view.  Appel- 
lant's mark  also  shows  a  monogram  at  the  top  of  the  circle,  which 
is  lacking  in  the  Iroquois  Brewing  Company's  mark;  but  the  domi- 
nating features  of  each  are  unquestionably  the  Indian  head  and  the 
surrounding  circular  border,  and  these  features  give  the  marks  a 
striking  similarity. 


DBCIBIOKB  OF  THB  C0MMIS8I0KEB  OF  PATENTS.  237 

The  marks  appear  to  resemble  each  other  fully  as  much  as  those 
under  consideration  in  the  case  of  The  Indian  Portland  Cement 
Co.^  (C.  D.,  1908,  861;  184,  O.  G.,  618;  80  App.  D.  C,  463,)  in  which 
the  Court  said : 

The  distinguishing  feature  of  the  trade-mark,  alleged  to  have  been  used 
since  July  1,  1906,  consists  of  an  Indian's  bend  showing  profile  with  the  con- 
ventional feather  head-dress  within  a  circle.  Between  this  and  an  outer  circle 
appear  the  words,  "Indian  Portland  Oement  Co.,  Neodesba,  Kansas."  The 
ground  of  refusal  to  register  was  that  the  trade-mark  so  closely  resembles 
another  as  to  be  apt  to  deceive  purchasers.  The  reference  is  to  a  trade-mark 
registered  by  Miller,  Mason  &  Co.,  on  August  2,  1004..  That  mark  is  described 
as  "  the  representation  of  an  Indian's  head  with  a  feather  head-dress.*'  The 
drawing  and  labels  used  by  them  on  barrels  and  bags  of  Portland  cement,  show 
a  front  view  of  the  Indian's  head  with  a  feather  head-dress.  While  a  com- 
parison of  the  two  marks  as  represented  shows  difference  in  details^  the  feature 
of  each  is  a  conventional  Indian  head,  calculated  to  make  the  manufactures 
on  which  they  are  used  known  to  the  public  as  Indian-head  cement 

I  am  clearly  of  the  opinion  that  the  registered  mark  of  the  Ameri- 
can Brewing  Company  bears  such  a  resemblance  to  that  previously 
registered  and  used  by  the  Iroquois  Brewing  Company  as  would  tend 
to  cause  confusion  in  the  mind  pf  the  public  and  that  therefore 
the  right  to  the  mark  did  not  exist  in  the  American  Brewing  Com- 
pany at  the  time  of  its  registration.  It  is  accordingly  held  that  the 
registration  should  be  canceled. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Gale,  Sr. 

Decided  December  2,  1910, 

161  O.  G.,  530. 

Pbosecvtion  of  Application — Decision  of  Commissioneb  Affirming  Rejection 
OF  Claims — No  Fubtheb  Action  by  Office  Necessary. 
Where  on  nppenl  the  Commissioner  affirmed  the  decision  of  the  Examl- 
ners-in-Chief  holding  certain  claims  unpatentable,  there  is  no  reason  for  the 
Examiner  to  further  notify  applicant  tliat  these  claims  stand  finally  re- 
jected, and,  unlera  applicant  appetils  to  the  court  of  appeals,  his  year  in 
which  to  take  action  runs  from  the  date  of  the  decision  of  the  Commissioner. 

On  Petition. 

CURRENT-CONTROLLING  APPARATUS. 

Messrs.  Brown^  Darby  <&  Hopkins  and  Mr.  C.  M.  Nissen  for  the 
applicant. 

Billings,  First  Aftsistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned. 

On  December  14,  1908,  the  Commissioner  affirmed  the  decision  of 
the  Examiners-in-Chief  in  this  case  as  to  claims  31  and  84  and  re- 


288  DBdSIOVS  OF  THB  OOMBOSSIONEB  OF  PATBNTA. 

versed  their  decision  as  to  certain  other  claims  appealed.  No  further 
action  was  taken  by  applicant  until  November  11, 1910,  when  a  letter 
was  written  requesting  an  action  on  the  merits  of  this  case  at  an  early 
date.  On  November  17,  1910,  the  Examiner  informed  the  applicant 
that  the  case  was  abandoned,  and  the  present  petition,  accompanied 
by  an  amendment  canceling  the  two  claims  held  by  the  Commissioner 
to  be  unpatentable,  was  filed  November  23,  1910. 

In  excuse  for  the  delay  the  attorney  states  in  the  affidavit  accom- 
panying the  petition  that  he  supposed  that  action  on  this  case  had 
been  suspended  in  view  of  an  interference  involving  certain  copend- 
ing applications,  and  he  argues  that  it  was  the  duty  of  the  Examiner, 
after  the  decision  of  the  Commissioner,  to  notify  him  that  the  claims 
which  the  Commissioner  held  unpatentable  stood  finally  rejected. 

The  Examiner  finally  rejected  certain  claims  in  this  case  on  March 
28, 1908.  The  decision  of  the  Commissioner  was  an  affirmance  of  the 
Examiner's  action  as  to  the  two  claims.  It  was  clearly  not  necessary 
for  the  Examiner  to  take  any  action  in  the  case  after  the  decision  of 
the  Commissioner  until  the  applicant,  who  had  failed  to  take  an 
appeal  to  the  court  of  appeals,  should  have  canceled  the  two  claims. 
The  excuses  offered  by  the  applicant  are  clearly  insufficient  to  show 
that  the  delay  was  unavoidable  within  the  meaning  of  section  4894  of 
the  Revised  Statutes. 

The  petition  is  denied. 


Harris  v.  Kennedy. 

Decided  November  tS,  1910. 

lei  O.  G.,  530. 

IKTEBFERRNCB— CEBTTPIED  COPY  OF  SUBJECT-MaTTER— WHAT  SHOULD  BE  INCLUMSu 

Where  a  party  to  an  Interference  asks,  under  the  provisions  of  Rule  105, 
to  have  a  certified  copy  of  tbnt  portion  of  the  application  relating  to  the 
interfering  matter  substl'tuted  for  the  application,  such  copy  should  Include 
not  only  the  original  specification  and  claims,  so  far  as  they  relate  to 
the  invention  in  issue,  but  also  the  actions  of  the  Office  upon  such  invention 
and  the  amendatory  pai)ers  and  arguments  in  behalf  of  the  applicant 

On  Petition. 

COLLAB. 

Messrs.  Munn  cfe  Co.  for  Harris. 

Messrs.  Roberts^  Roberts  <6  Gushman  and  Messrs.  Meyers^  Ctiskman 
dk  Rea  for  Kennedy. 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  by  Kennedy  that  he  be  furnished  a  full  copy  of 
the  file-wrapper  and  contents  of  the  Harris  application,  No.  475,035, 
and — 

that  Harris  be  held  to  have  forfeited  all  rights  which  she  may  Jiave  under  Rale 
IQ6,  by  reason  of  failure  to  comply  with  the  same,  and  that  the  Primary  Bs- 
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amiaer  be  ordered  forthwith  to  honor  your  petitioner's  reqaest  tor  a  full  copy 
of  said  Harris  file-wrapper  and  contents  and  for  leave  to  inspect  the  said  file- 
wrapper  and  contents. 

It  is  stated  in  the  petition  that  on  August  8, 1910,  shortly  after  the 
approval  of  statements  in  this  interference,  Kennedy  ordered  a  copy 
of  the  file- wrapper  and  contents  of  the  Harris  application,  and  that 
on  August  19  he  renewed  his  request,  but  that  such  copy  was  not  fur- 
nished until  October  21,  to  the  inconvenience  of  the  party  Kennedy. 
It  is  urged  that  the  certified  copy  was  incomplete  in  that  it  contained 
only  the  specification,  claims,  and  drawings  filed  on  January  29, 1909, 
and  did  not  comprise  any  file-wrapper  memoranda  or  any  copies  of 
Patent  OfiSce  actions  and  jresponses  by  the  applicant  or  any  parts 
thereof.  It  is  urged  that  the  right  of  itte  applicant  Harris  to  conceal 
any  part  of  her  application  should  be  held  to  be  forfeited  and  that 
Kennedy  should  now  have  access  to  the  entire  application. 

It  does  not  appear  that  the  delay  in  furnishing  the  copy  of  the  ap- 
plication was  wholly  chargeable  to  the  party  Harris  or  her  attorneys, 
and  no  sufiicient  reason  appears  for  holding  that  Harris  has  for- 
feited her  right  to  conceal  any  patentable  invention  disclosed  in  that 
application,  which  is  not  involved  in  this  interference,  from  the  op- 
posing party  Kennedy.  Kennedy  is,  however,  entitled  not  only  to  the 
original  specification  and  claims  i  elating  to  the  specific  invention  in- 
volved in  this  interference,  but  also  to  the  actions  of  the  Office  upon 
such  invention,  together  with  the  amendatory  papers  and  arguments 
in  behalf  of  the  applicant  in  relation  to  the  invention  set  forth  as  the 
issue  of  this  interference.  {Reece  v.  Fenwick^  C.  D.,  1901,  73;  96 
O.  G.,  643;  Fenwick  v.  Dormandy^  C.  D.,  1903,  3;  102  O.  G.,  228.) 
In  the  latter  case  it  was  held  that — 

It  is  clear  that  Fenwick  is  entitled  to  iDPpect  everything  In  his  opponent's  appU- 
^tion  which  has  any  bearing  on  the  coinmon  subject-matter  of  the  two  applica- 
tions in  interference,  and  this  includes  not  only  his  opponent's  original  dis- 
closure of  said  subject-matter  and  all  amendments  in  connection  therewith,  but 
also  copies  of  any  OtBce  actions  in  relation  thereto.  In  short,  Fenwick  is  entitled 
to  see  nnd  obtain  copies  of  everything  contained  in  his  opponent's  application, 
including  the  official  actions  thereon,  except  what  may  relate  to  a  separate  and 
independent  invention,  and  by  which  is  meant  such  an  invention  as  might  prop- 
erly bo  made  the  subject-matter  of  another  application  and  sent  to  patent 
before  the  termination  of  the  interference  proceedings.  It  is  such  an  invention 
as  cannot  be  afPected  in  any  way^  by  the  outcome  of  the  interference. 

The  Examiner  is  therefore  directed  to  prepare  a  copy  of  such  por- 
tion of  the  application  as  does  not  relate  to  an  independently-patent- 
able  invention  from  that  involved  herein. 

The  petition  is  grcmted  to  the  extent  indicated* 
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ViciOR  Tauung  Machine  Co.  v.  American  Gbaphofhons  Co. 

Decided  December  6,  1910. 

161  O.  G^  75a. 

IRTEBFEBKNCB— Extending  Tim b  for  Taking  Testiiiont. 

It  l8  well  settled  that  the  setting  of  times  for  taking  testimony  ts  a 
matter  peculiarly  within  the  discretion  of  the  Examiner  of  Int^ferencea. 

On  Petition. 

TSAOE-lf ABK  BOB  TALKING-MACHINES  AND  PABT8  THEBB07. 

Mr.  Horace  Pettit  for  Victor  Talking  Machine  Co, 
Messrs.  Mauro^  Cameron^  Lewis  dk  Massie  for  American  Orapho- 
phone  Co. 

MdbRE,  Commissioner: 

This  is  a  petition  by  the  American  Graphophone  Co.  for  the  exer- 
cise of  the  Commissioner's  supervisory  authority  to  set  aside  a  deci- 
sion of  the  Examiner  of  Interferences  granting  the  Victor  Talking 
Machine  Co.  an  additional  time  of  eight  days  for  the  taking  of 
testimony. 

It  is  well  settled  that  the  setting  of  times  for  taking  testimony  is  a 
matter  perculiarly  within  the  discretion  of  the  Examiner  of  Inter- 
ferences. (Goodfellow  V.  J  oily  ^  C.  D.,  1906,  105;  115  O.  G.,  1064; 
Christensen  v.  McKemie^  C.  D.,  1905,  238;  117  O.  G.,  277;  Dalton  v. 
Hopkins  v.  Newman,  C.  D.,  1906, 154;  121  O.  G.,  2666.) 

The  rule  is  well  established  that  the  supervisory  authority  of  the 
Commissioner  will  be  exercised  only  to  correct  a  palpable  abuse  of 
discretion.    No  such  abuse  is  found  in  this  case. 

The  petition  is  denied. 


Ex  PARTE  McElROT. 
Decided  November  SO,  1909. 

161  O.  G.,  753. 

Patentability — Common  Knowledge — Immatebial  Changes  in  the  Pbiob  Abt. 
The  combination  of  a  high  non-inductive  resistance,  a  magnetic  intermpt- 
ing  trenibler-bell,  and  a  circuit-closer  in  series  across  a  high-power  circuit 
Held  so  elementary  in  character  as  to  be  a  matter  of  common  knowledge 
and  on  its  face  unpatentable  and  also  unpatentable  over  a  reference  showing 
substantially  the  same  arrangement  with  an  additional  adjustable  realst- 
ance  in  shunt  to  the  bell. 


Afp£al  from  Examiners-in-Chief. 


Digitized  by  VjOOQ IC 


DBGI6I0K8  6t  tTHS  G0MMI88IOKBB  09  ^ATBKTS.  241 

XLSCTBIO  8I02VAL  BTSTEM  lOB  HIOH-POWIB  OaOUIXB, 

Mr.  Robert  M.  Pierson  for  the  applicant 
BiujNQS,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Ezaminers-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  rejecting  the  fol- 
lowing claims: 

1.  Tbe  combination  with  bigb-power  direct-current  mains  sucb  as  tbose  of  a 
trolley-circuit,  of  a  bigb-yalue  substantially  non-inductlye  resistance,  a  circuit- 
closer,  and  a  signal  baving  an  electromagnetic  interrupter  device,  all  in  series 
in  a  principal  circuit  across  said  mains. 

2.  An  electric  signaling  system  comprising,  in  combination  witb  hlgb-power 
dlrect-curroit  mains  sucb  as  tbose  of  a  trolley-car-operating  circuit,  a  con- 
ductor across  said  mains  including  a  switcb,  a  suitably-wound  circuit-interrupt- 
ing trembler-signal,  and  a  non-inductive  bigb  resistance  of  sucb  value  as  to 
substantially  suppress  tbe  arc  of  rupture,  said  elements  being  in  series  In  tbe 
principal  circuit  so  tbat  tbe  entire  current-flow  of  said  conductor  passes  through 
tbe  signal. 

8.  Tbe  combination  witb  bigh-power  direct-current  mains,  of  a  principal  cir- 
cuit across  said  mains  including  tbe  following  instrumentalities  in  series,  to 
wit :  a  high-value  resistance  adapted  to  pass  an  actuating-current  of  negligible 
heating  and  inductive  effect,  a  circuit-closer,  and  a  signal  baving  an  electromag- 
netic interrupter  device  whose  winding  is  multiplied  in  inverse  ratio  to  the 
value  of  said  actuating-current 

The  references  cited  are:  Mather,  August  10,  1886,  No.  347,120; 
Hunter,  July  13, 1889,  No.  407,210;  McDonnell,  August  30,  1904,  No. 
768,616;  McDonnell,  September  26,  1905,  No.  800,315;  McDonnell, 
December  4,  1906,  No.  837,635.  British:  Jolin,  No.  3,529  of  1885; 
Elementary  Lessons  in  Electricity  and  Magnetism^  (Thompson,  p. 
417,  par.  414,  McMillan  &  Co.,  New  York,  1899.) 

The  alleged  invention  is  a  system  for  using  a  relatively  high  volt- 
age current  for  ringing  bells  such  as  those  in  common,  use  on  street- 
cars for  signaling  the  motorman.  The  system  includes,  besides  the 
bell  and  the  usual  push  button  or  buttons,  a  high  non-inductive  resist- 
ance. The  three  elements  are  connected  in  series  across  the  high- volt- 
age circuit,  the  resistance  serving  to  reduce  the  voltage  applied  to  the 
bell  to  the  desired  amount. 

The  Examiners-in-Chief  were  of  the  opinion  that  the  arrange- 
ment was  so  elementary  in  its  nature  as  to  be  obviously  unpatentable, 
even  though  no  references  were  cited,  as  appears  from  the  following 
paragraph  from  their  decision: 

It  would  api)ear  from  a  mere  inspection  of  applicnnfs  system  that  he  hns 
done  only  what  is  obvious  to  those  skilled  in  the  art.  Having  a  circuit  of  high 
voltage  from  which  to  derive  energy  to  operate  a  device  requiring  but  a  small 
current  and  low  voltage,  the  natural  solution  was  to  insert  a  suitable  resist- 
ance and  since  the  circuit  is  to  be  opened  and  closed  the  resistance  should  be 
non-inductive  in  order  to  avoid  sparking  which,  as  is  well  known,  results  from 
the  use  of  an  Inductive  resistance.  ^9  ^^    ^  ^^  v^^lv^ 
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They  also  held  the  daims  unpatentable  over  McDonnell,  No. 
837,636. 

The  use  of  resistance  to  reduce  a  voltage  to  the  desired  amount  is 
undoubtedly  an  expedient  so  common  as  to  be  familiar  to  almost 
every  one,  whether  especially  versed  in  electrical  matters  or  not. 
The  practice  of  making  the  resistance  non-inductive  to  avoid  spark- 
ing where  the  circuit  is  to  be  opened  and  closed  often  is  almost  as  old 
and  well  known.  It  is  not  understood  that  applicant  denies  these 
facts.  He  points  out,  however,  that  in  his  system  it  is  intended  to 
reduce  the  line  voltage  to  an  amount  not  low  enough  to  accommodate 
a  bell  designed  for  use  with  the  ordinary  bell-ringing  batteries,  but 
to  a  voltage  higher  than  that,  and  to  wind  the  magnets  of  the  bells 
to  have  the  proper  resistance  and  ampere  turns  for  this  higher  volt- 
age. Such  an  arrangement  is  claimed  to  be  advantageous  in  reduc- 
ing the  sparking,  and  it  is  here,  it  seems,  that  the  invention  is 
supposed  to  reside. 

The  selection  of  a  voltage  value  or  a  current  value  for  the  opera* 
tion  of  electric  bells  could  hardly  be  held  to  require  invention  in 
the  present  state  of  the  art,  and  tiiie  selection  having  been  made  the 
proportions  of  the  bell-windings  is  a  matter  that  may  be  determined 
mathematically  by  any  designer  of  electrical  apparatus.  The  claims 
are  believed,  therefore,  to  cover  a  combination  so  elementary  as  to 
be  a  matter  of  common  knowledge  and  on  its  face  unpatentable. 

Furthermore,  the  patent  to  McDonnell,  No.  837,635,  shows  a  bell, 
push-button,  and  non-inductive  resistance  connected  across  a  high- 
voltage  circuit  in  series  and  is  found  to  fully  meet  the  claims.  Appli- 
cant objects  to  this  reference  because  there  is  also  a  shown  resistance 
in  shunt  to  the  bell-terminals  and  because  it  is  not  stated  that  a  volt- 
age higher  than  the  ordinary  is  to  be  applied  to  the  bell.  The  pres- 
ence of  the  additional  resistance  in  shunt  to  the  bell-terminals  does 
not  destroy  the  pertinency  of  the  patent,  for  applicant  has  exercised 
no  invention  in  simply  omitting  this  element  and  at  the  same  time 
dispensing  with  its  function.  The  function  of  the  remaining  parts 
is  unchanged  by  this  omission,  and  their  action  is  the  same  as  in  appli- 
cant's system.  The  actual  voltage  used  on  the  bell  by  McDonnell  is 
considered  unimportant  He  suggests,  by  way  of  illustration,  how- 
ever, that  twenty  volts  may  be  used  for  the  ringing  pressure,  which  is 
much  higher  than  that  usually  used  on  bells  supplied  from  batteries. 
Other  voltages  are  also  contemplated,  as  is  indicated  by  the  specifica- 
tion, page  1,  lines  17  to  26  and  59  to  70,  and  by  the  fact  that  the 
resistances  are  shown  as  adjustable.  Applicant's  assumption  that 
McDonnell  never  intended  to  use  any  bell  except  one  adapted  for 
such  voltage  as  would  be  derived  from  an  ordinary  bell-battery  is 
therefore  unwarranted.  I  consider  this  patent  a  full  anticipation  of 
the  claims.  o 
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Appellant  has  jBled  affidavits  tending  to  show  that  his  system  has 
been  extensively  used,  whereas  heretofore  such  bells  have  been  rung 
only  by  the  old  battery  system.  It  is  well  settled,  however,  that  such 
evidence  cannot  be  accepted  as  showing  that  a  device  involves  inven- 
tion except  in  doubtful  cases.  {Durham  v.  Seymour^  C.  D.,  1895, 307 ; 
71  O.  G.,  601;  6  App.  D.  C,  78;  in  re  Garrett,  C.  D.,  1906,  646;  122 
O.  G.,  1017 ;  27  App.  D.  C,  19.)  In  the  present  case  there  is  no  doubt 
entertained.  I  am  clearly  of  the  opinion  that  the  claims  present 
nothing  patentable,  for  the  reasons  above  given. 

The  decision  of  the  Examinere-in'Chief  is  a^rmed. 


RiETZEIi  V.  HaRMATTA. 

Decided  December  S,  19t0. 

161  O.  G.,  1048. 

IirnBRFEBENCs— -Monoif  roB  DissoLirrioN — SuppLEicBifTAL  Oath. 

It  Is  well  settled  that  the  question  of  whether  claims  inserted  by  amend- 
ment shonld  be  supported  by  a  supplemental  oath  is  an  e9  parte  matter  not 
open  for  argument  in  the  interference  proceeding  and  that  in  the  absence  of 
such  an  oath,  eyen  where  it  should  have  been  furnished,  there  is  no  such 
irregularity  as  will  preclude  the  proper  determination  of  the  Interference. 

Appeal  on  Motion. 

ELBCTBIO  WKLDIHOw 

Messrs.  Totonsend  <&  Decker  for  Rietzel. 
Messrs.  O.  E.  Duffy  db  Son  for  Harmatta. 

Moore,  Commissioner: 

This  is  an  appeal  by  Rietzel  from  that  portion  of  the  decision  of 
the  Examiner  of  Interferences  refusing  to  transmit  to  the  Primary 
Examiner  the  third  ground  of'  his  motion  to  dissolve  the  interference. 

This  ground  reads  as  follows: 

Third,  that  the  party  Harmatta  has  no  right  to  make  the  claims  forming  the 
SDbject  of  counts  4,  5,  6,  7  and  8  of  the  issue  of  this  interference  for  the  reason 
that  he  has  not  filed  the  oath  required  by  Rule  48  and  the  patent  statutes. 

Transmission  of  this  part  of  the  motion  to  dissolve  was  denied  by 
the  Examiner  of  Interferences  upon  the  ground  that  the  sufficiency 
of  the  oath  is  an  ex  parte  matter  which  may  be  readily  adjusted  after 
the  interference  shall  have  been  determined. 

The  record  shows  that  the  application  of  Harmatta  as  filed  dis- 
closed a  method,  an  apparatus,  and  an  article,  but  contained  only 
claims  to  the  method  and  apparatus.  The  Examiner  suggested  to 
him,  under  the  provisions  of  Rule  96,  both  method  and  article  claims 
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from  the  patent  to  appellant,  which  had  in  the  meantime  inadvert- 
ently issued  upon  a  subsequently-filed  application.  The  amendment 
of  Harmatta  inserting  his  claims  was  not  accompanied  by  a  supple- 
mental oath. 

It  is  well  settled  that  the  question  of  whether  claims  inserted  by 
amendment  should  be  supported  by  a  supplemental  oath  is  an  ^a? 
parte  matter  not  open  for  argument  in  the  interference  proceeding 
and  that  in  the  absence  of  such  an  oath,  even  where  it  should  have 
been  furnished,  there  is  no  such  irregularity  as  will  preclude  the 
proper  determination  of  the  interference.  (Rennyson  v.  Merritt^ 
C.  D.,  1892,  64;  68  O.  G.,  1415;  Kane  v.  Brm  and  Adams,  C.  D.,  1898, 
146 ;  84  O.  G.,  1142 ;  ex  parte  Ricltards.  C.  D.,  1901, 46 ;  95  O.  G.,  1853 ; 
Silverman  v.  Hendrickson,  C-  D.,  1902, 123;  99  O.  G.,  446;  Auerbach 
and  Cubing  v.  WisweJl,  C  D.,  1904,  7:  108  O.  G.,  289;  Schubert  v. 
Munro,  C.  D.,  1904,  460;  113  O.  G.,  288;  Phillips  v.  Sensenieh^  C.  D., 
1908,  391;  134  O.  G.,  1806;  31  App.  D.  C,  169.) 

It  is  urged  by  appellant  that  he  should  not  be  put  to  the  expense  of 
contesting  the  interference  where  there  is  doubt  as  to  whether  his  op- 
ponent '*'  can  make  such  a  statement  under  oath.''  In  answer  to  this 
contention  it  is  noted  that  the  issue  in  the  interference  includes  both 
method  and  article  claims,  and  the  interference  would  continue  as  to 
the  former  claims  even  if  this  ground  of  the  motion  to  dissolve  were 
granted;  also,  that  Harmatta  has  filed  a  preliminary* statement  in 
which  he  alleges  that  he  is  the  inventor  of  the  issue  in  the  interfer- 
ence. In  the  latter  respect  this  case  is  similar  to  that  of  Silverman  v. 
Hendrickson^  supra. 

Appellant  suggests  that  the  interference  should  be  suspended,  at 
least,  and  Harmatta  required  to  file  a  supplemental  oath. 

In  the  case  of  Rowe  v.  Brinkmann,  (C.  D.,  1908,  75 ;  133  O.  O., 
515,)  where  the  original  oath  of  Brinkmann  was  defective,  a  motion 
of  Rowe  to  dissolve  the  interference  based  upon  this  ground  was  re- 
fused transmission;  but  it  was  directed  by  the  Commissioner  upon 
appeal  that  the  interference  be  suspended  and  a  proper  oath  required 
for  the  reason  that  ^^  Brinkmann  had  filed  no  preliminary  statement." 
In  the  present  case,  as  stated  above,  Harmatta  has  filed  a  proper 
preliminary  statement. 

The  decision  of  the  Examiner  of  Interferences  is  afjirmei. 


Ex  PARTE  MeRRITT,  BlAGK,  AND  MOKRIS* 
Decided  March  SO,  1910. 
161  O.  Q.,  1043. 
Patentability — Metal  Looker. 

Claims  for  a  uietnl  locker  Held  unpatentable  in  ^Ij^ef^l  t&^J^d^lcrt. 

Appeal  from  £xaminers-in-Chief. 
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If  ETAL  LOO] 

Mr.  E.  H.  Hunter  for  the  applicants. 
BiULiKGS,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  rejecting  claims  1  to 
26,  inclusive,  of  this  application. 

The  subject-matter  of  the  claims  is  sufficiently  illustrated  for  the 
purpose  of  this  decision  by  the  following: 

1.  A  metaMocker  structure  having  the  back,  top,  and  bottom  each  formed  of  a 
series  of  overlapping  sheets  forming  substantially  a  plate-girder. 

9.  A  locker  structure  embracing  vertical  partitions  forming  the  side  walls,  a 
iMck  sheet  secured  to  the  back  edges  of  the  partitions,  and  a  t>ottom  sheet  se- 
cured to  the  bottom  edges  of  said  partitions  and  having  at  its  front  a  flange 
extending  between  the  partitions  and  forming  alone  the  bottom  sill  of  the  locker 
without  the  aid  of  an  angle-iron  or  cross-bar. 

10.  In  a  locker  structure,  the  combination  with  a  vertical  partition  forming 
the  dividing- wall  between  adjacent  locker-compartments,  of  top  sheets  forming 
the  tops  of  the  lockers  and  having  their  adjacent  edges  secured  to  the  top  edge 
of  said  partition  and  provided  at  their  front  edges  with  flanges  forming  alone 
the  top  sills  of  the  lockers  without  the  aid  of  angle-irons  or  cross-bars,  the  adja- 
cent flanged  front  comers  of  said  top  sheets  being  notched,  and  flanged  plates 
secured  to  said  partition  at  said  notches  and  having  their  flanges  extending  over 
the  front  upper  comer  of  the  partition. 

12.  In  a  locker  structure,  the  combination  with  a  vertical  partition  forming 
the  dividing- wall  between  adjacent  locker-compartments,  of  a  sheet-metal  back 
secured  to  the  back  edge  of  said  partition,  top  sheets  forming  the  tops  of  the 
locker-compartments  and  having  their  adjacent  edges  overlapping  and  secured 
to  the  top  of  said  partition,  and  provided  at  the  back  with  flanges  secured  to 
the  upper  edge  of  the  sheet-metal  back,  the  front  edges  of  said  top  sheets- being 
flanged  to  form  the  top  sills  of  the  locker-compartments. 

19.  In  a  metal-locker  structure,  the  combination  with  a  sheet-metal  back,  of 
a  vertical  sheet-metal  partition  having  its  rear  vertical  edge  flanged  and  secured 
directly  to  the  sheet  metal  of  the  back,  horlssontal  irons  secured  at  the  top  and 
bottom  to  the  sheet  metal  of  said  partition,  and  top  and  bottom  pieces  secured  to 
said  horizontal  irons. 

24.  A  metal-locker  structure  embracing  vertical  partitions  forming  the  side 
walls,  a  back  sheet  secured  to  the  back  edj^es  of  the  partitions,  and  a  bottom 
secured  to  the  lower  edges  of  said  partitions  and  having  at  its  back  a  flange 
riveted  to  the  lower  edge  of  the  back  slieet  and  at  its  front  a  flange  extending 
between  the  partitions  and  forming  alone  the  lower  sill  of  the  locker  without  the 
aid  of  an  angle-iron  or  cross-bar. 

The  references  relied  upon  are:  Matz,  April  13,  1880,  No.  226,530; 
Hoffman,  May  15, 1888,  No.  382,875;  Breslin,  December  12,  1893,  No. 
510,662;  Jefferis,  March  5,  1901,  No.  669,171;  Meyer,  April  28,  1903, 
No.  726,555 ;  Jefferis,  January  23, 1906,  No.  810,415;  Jefferis,  May  22, 
1906,  No.  821,102;  Thomley,  August  6, 1907,  No.  862,596;  Will,  May 
12,  1908,  No.  887,168;  Churchill,  September  29,  1908,  No.  899,589; 
Holden,  March  9,  1909,  No.  914,572;  Jefferis,  April  13,  1909,  No. 
917^69.    Britidi :  Tresck  et  d,.  No.  3,268  of  1907.    "'    '  ^ "'"'6 '" 
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The  invention  relates  to  lockers  constructed  from  sheet  metaL  As 
shown  by  the  references  cited,  it  is  quite  old  broadly  to  make  such 
structures  from  sheets  of  metal  suitably  bolted  or  riveted  together 
and  stiffened  by  angle-irons  or  the  like  where  found  necessary.  In 
the  applicant's  construction  the  top,  back,  and  bottom  of  a  row  of 
lockers  are  formed  from  separate  sheets  of  metal,  each  corresponding 
in  width  to  a  single  locker  and  overlapping  each  other  on  the  line 
where  they  are  joined  to  the  partition.  The  construction  thus  formed 
is  designated  in  the  claims  as  ^  substantially  a  plate-girder."  Angle- 
irons  or  strips  of  plain  bar-iron  are  used  to  stiffen  the  front  vertical 
edges  of  the  locker  and  the  upper  and  lower  comers  running  from 
front  to  back.  No  such  iron  is  used,  however,  across  the  front  of  the 
locker  either  at  the  top  or  bottom,  the  sheet  metal  of  the  top  and  bot- 
tom being  flanged  and  itself  forming  the  upper  and  lower  sills.  This 
feature  and  the  so-called  ^^  plate-girder  construction  "  are  the  points 
which  applicant  appears  to  consider  the  most  essential  and  novel 
characteristics  of  his  invention.  Besides  these,  various  minor  fea- 
tures are  mentioned  in  the  claims,  which  may  be  briefly  referred  to. 
The  top  sheets  are  bent  downward  at  the  back,  so  that  they  may  be 
secured  thereto  by  suitable  rivets  or  bolts.  The  same  is  true  of  tlie 
bottom  sheet.  The  top  plates  are  notched  near  the  front,  so  that 
instead  of  overlapping  they  meet  edge  to  edge  at  this  point,  and  the 
joint  is  covered  by  a  strip  of  iron  bent  to  fit  the  formation  of  the 
flange  on  this  plate,  forming  the  upper  sill.  Small  tie-plates  -of 
metal  cut  in  a  suitable  shape  are  used  to  connect  the  lower  sills  and 
the  partitions  at  the  lower  comers  of  each  locker. 

The  patent  to  Jefferis,  No.  917,869,  shows  a  row  of  lockers  made 
of  sheets  of  metal  joined  together  at  substantially  the  same  places  as 
the  sheets  in  applicant's  locker.  Jefferis  uses  angle  or  channel  irons 
to  stiffen  the  front  vertical  edges  of  the  locker,  as  does  applicant,  and 
shows  similar  irons  bolted  to  tlie  top  and  bottom  plates  to  form  the 
upper  and  lower  sills.  He  omits,  however,  the  stiffening-irons  run- 
ning from  front  to  back  at  the  upper  and  lower  comers,  which  appli- 
cant uses,  apparently  depending  upon  the  joint  at  these  edges  to  give 
the  desired  stiffness.  The  plates  as  shown  by  Jefferis  do  not  overlap 
each  other  in  the  plane  of  the  top,  bottom,  and  back,  but  are  flanged 
and  fastened  by  bolts.  The  top  plates  are  bent  downward  and  over- 
lap the  back  plates.  Thomley  shows  the  use  of  tie-plates  for  joining 
the  sheet  metal  at  the  comers,  and  Jefferis  shows  pieces  covering  the 
joints  at  the  upper  corners  of  the  lockers  which  corresp<Mid  substan- 
tially with  applicant's  "  top  union-pieces." 

Claims  1  to  6  call  merely  for  a  stracture  in  which  the  top^  back, 
and  bottom  sheets  overlap.  This  is  not  considered  a  patentable  fea- 
ture, since  it  is,  in  fact,  the  simplest  and  most  obvious  way  of  joining 
a  row  of  sheets  together.    Holden  shows  back  sheets  overlapping  and 
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secured  together  in  a  similar  structure  and  must  be  considered  as 
anticipating  these  claims,  for  it  clearly  would  not  require  invention 
to  use  the  overlapping  feature  in  top  and  bottom  plates  as  well. 

Claims  7,  8,  9,  10,  14,  15,  16,  17,  18,  22,  23,  and  24  all  cover  the 
flanging  of  the  top  and  bottom  sheets  to  form  the  lower  sills  of  the 
locker  without  the  use  of  any  separate  strip.  As  above  stated,  Jef- 
feris  forms  the  top  and  bottom  sijls  by  bolting  on  strips  of  a  suitable 
form,  which  are  shown  as  substantially  the  same  thickness  as  the 
sheets  of  which  the  locker  is  constructed.  It  would  not  seem  to  be 
patentable  merely  to  form  these  integrally  instead  of  bolting  them  on. 
Furthermore,  Thomley  and  Holden  show  sills  formed  by  bending  the 
plates  around  a  stiffening-strip.  As  stated  by  the  £xaminers-in- 
Chief ,  it  must  be  held  unpatentable  merely  to  omit  these  stiffening- 
strips  where  the  sheet  metal  itself  is  found  to  be  strong  enough.      * 

Claims  11,  12,  13,  25,  and  26  include  both  the  overlapping  of  the 
plates  and  the  flanging  of  the  top  and  bottom  sheets.  These  features 
have  been  found  to  be  unpatentable  separately,  and  since  placing 
them  together  produces  a  result  which  is  only  the  aggregate  of  .their 
individual  results  these  claims  must  also  be  held  unpatentable. 

Claims  19,  20,  and  21  refer  to  the  structure  of  the  partition,  which 
is  flanged  at  the  back  and  stiffened  at  its  top  and  bottom  by  angle- 
irons.  Hoffman  shows  partitions  flanged  at  the  back  for  the  pur- 
pose of  connecting  them  to  the  back  plates,  and  this  would  obviously 
be  the  most  simple  way  of  forming  the  connection.  Stiffeners  at  the 
top  and  bottom  of  such  partitions  are  shown  in  Jefferis.  These 
claims  are  believed  to  present  nothing  patentable  ii  view  of  the  art 
cited. 

It  must  he  held^  therefore^  that  aU  of  the  claims  were  properly 
rejeetedj  and  the  decision  of  the  Examiners-in-Chief  is  affirmed. 


Barnes  v.  Swabtwout. 

Decided  April  6,  1910. 

161  O.  a,  1045. 

1.  iNTeBTSBBNOS— TBBTIMOHT— VaUANCB    BETWEEN    TeSTIMONT    AND    Ex   PABXB 

AFTioAvna. 
Where  the  aUcgations  mnde  by  an  applicant  in  his  preliminary  statement 
and  in  affidavits  filed  during  the  ex  parte  prosecution  of  his  application 
are  not  at  all  supported  by  the  testimony  offered  on  his  behalf  in  the  inter- 
ference, Held  that  this  variance  tends  to  discredit  the  value  of  the  testi- 
taiony. 

2.  Same— Pmobitt— Obioinality. 

Evidence  considered  and  Held  to  establish,  in  view  of  all  the  circum- 
stances of  the  case,  that  S.  was  not  an  original  Inventor,  but  derived  her 
knowledge  of  the  Invention  in  issue  from  B.  ugzeiDy  ^iwv/^l^ 

Appeal  from  Exaininers-in-Chief. 
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DBB88  AHD  O0B8BT  STAT. 

Mr.  Herbert  CottreU  and  Messrs.  H.  C.  Evert  <6  Co.  for  Barnes. 
Messrs.  Fischer  db  Sanders  and  Messrs.  Bacon  <6  MUans  for  Swait- 
wout 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Swartwout  from  the  decision  of  the  Exam- 
iners-in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences 
and  awarding  priority  of  invention  to  Barnes,  the  junior  party. 

The  invention,  which  relates  to  improvements  in  corset^stays,  is  set 
forth  in  count  4  as  follows: 

4.  A  coTset  or  dress  stay  consistliig  of  a  single  elastic  wire  formed  Into  a 
aeries  of  aubstantially  cloaed  and  alined  tandem  triangular  loops  all  normally 
lying  in  the  aame  plane. 

The  question  presented  in  this  case  is  clearly  one  of  originality  of 
invention.  It  is  understood  that  on  November  26, 1906,  an  interview 
was  had  between  the  parties  in  which  the  invention  in  issue  was  dis- 
cussed'  Each  claims  to  have  disclosed  the  invention  to  the  other  at 
this  time,  and  each  claims  to  have  independently  conceived  the  inven- 
tion in  issue  prior-  to  the  date  of  this  interview.  The  Examiner  of 
Interferences-  was  of  the  opinion  that  Swartwout  was  the  first  to  con- 
ceive the  invention  and  that  the  circumstances  of  the  case  warrant 
an  award  of  priority  in  her  favor.  The  Examiners-in-Chief,  how- 
ever, were  of  the  opinion  that  the  conduct  of  the  party  Swartwout 
was  such  as  to  discredit  her  story  and  that  the  circumstances  of  the 
case  justified  the  conclusion  that  Barnes  was  the  prior  inventor. 

At  the  time  the  invention  in  issue  was  made  Swartwout  was  the 
proprietor  of  the  Delsarte  Manufacturing  Company,  engaged  in 
manufacturing  corsets  in  Newark,  N.  J.,  the  corsets  being  sold  under 
the  name  ^^  Delsarte."  Barnes  was  an  advertising  agent  and  had  at 
one  time  been  connected  with  the  manufacture  and  sale  of  a  corset 
embodying  the  "Spirella"  type  of  wire  stay,  which  comprised  a 
spiral  series  of  loops  flattened  down  as  nearly  as  possible  into  a 
single  plane,  the  loops,  however,  overlapping.  It  appears  that  in  an 
interview  between  Barnes  and  Eason,  the  manager  for  Swartwout, 
Barnes  was  advised  of  the  desire  of  Swartwout  to  obtain  a  wire  stay, 
such  as  the  ^^  Loomer  "  stay,  which  is  somewhat  similar  to  the  inven- 
tion in  issue,  which  could  be  used  in  the  "  Delsarte  "  corset  without 
infringement  of  patented  devices.  Barnes  advised  Eason  that  the 
Loomer  form  of  stay  was  patented,  but  said  that  he  could  devise  for 
Swartwout  a  satisfactory  wire  stay.  In  view  of  this  conversation 
an  interview  between  Barnes  and  Swartwout  was  arranged  by  Easoa. 
The  first  interview  occurred  on  Friday,  November  23,  1906,  and  it 
appears  that  as  a  result  thereof  Barnes  returned  the  following  Mon- 
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day,  November  26,  1906,  with  samples  of  the  device  which  he  pro- 
posed to  furnish. 

Barnes  testified,  and  is  corroborated  by  Mrs.  Irish,  with  whom  he 
boarded,  that  he  made  certain  forms  of  wire  stays,  which  are  offered 
in  evidence  as  Barnes  Exhibits  Nos.  1  and  4  to  8,  Friday  evening, 
November  28,  1906,  which  he  submitted  to  Swartwout  the  following 
Monday,  in  Eason's  presence.  Among  these  devices  Exhibit  No.  1 
embodies  the  invention  in  issue.  Swartwout  agrees  that  Barnes 
submitted  Exhibits  4  to  8  to  her  at  the  interview  on  Monday,  Novem- 
ber 26,  but  states  that  Exhibit  No.  1  was  not  among  the  number 
shown  to  her.  On  the  contrary,  she  states  that  she  objected  to  the 
exhibits  shown  to  her  by  Barnes  and  suggested  to  him  the  construc- 
tion of  Exhibit  No.  1,  which  he  thereafter  furnished  to  her.  It  is 
undisputed  that  subsequently,  in  December  or  January,  Barnes  pre- 
pared a  sufGicient  number  of  stays  of  the  character  disclosed  in 
Exhibit  Na  1  to  enable  the  construction  of  two  corsets,  one  of  which 
was  worn  by  Swartwout  and  another  by  a  customer.  A  letter 
(Barnes  Exhibit  No.  13)  written  by  Swartwout  to  Barnes  giving 
directions  as  to  the  size  and  length  of  stays  for  one  of  these  corsets 
contains  the  foUowiog  statement: 

I  am  Borry  the  work  is  so  hard  on  your  hands,  yet  if  aU  is  true  regarding 
the  work  the  wires  wUl  do,  It  is  worth  It,  also  regarding  the  little  expense 
on  your  part  you  are  entitled  to  bear,  as  I  have  always  said  that  if  what  you 
haye  is  worth  it,  I  will  stand  for  the  expense  of  the  patent  and  machine,  pro- 
yiding  the  conditions  can  be  made  right  for  myself. 

In  other  words*  I  want  you  to  proye  the  article  as  I  haye  always  said. 

To-day  I  stand  for  $29.00  before  the  trial  of  the  wire,  but  my  faith  is  good 
that  it  will  come  as  you  say. 

It  is  also  undisputed  that  after  the  interview  of  November  26, 
1906,  negotiations  were  entered  into  beween  the  parties  whereby 
Barnes  was  to  have  an  interest  in  the  business  in  consideration  of 
his  services  and  was  directed  by  Swartwout  to  call  upon  her  attor- 
neys, Fischer  &  Sanders,  to  arrange  for  filing  an  application  for 
patent.  It  further  appears  that  Swartwout  paid  the  expenses  of 
Barnes  on  a  trip  to  Philadelphia,  which  had  for  its  object  the  pur- 
pose of  enlisting  the  cooperation  of  one  Edwards  to  increase  the 
capitalization  in  the  Delsarte  Company  and  to  promote  the  exploita- 
tion by  that  company  of  the  corset-stay  which  forms  the  subject- 
matter  in  issue.  The  proposition  made  by  Edwards  was  appar- 
ently unsatisfactory  and  was  not  carried  out.  This  is,  however, 
immaterial  in  this  controversy,  except  in  so  far  as  it  bears  upon  the 
relations  of  the  parties  to  this  proceeding.  The  interview  betwera 
Barnes  and  Swartwout  and  Edwards,  it  is  agreed,  occurred  on 
November  30, 1906. 
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Swartwout's  story  of  the  transaction  differs  from  that  of  Barnes 
mainly  in  the  assertion  that  she  had  previously  conoeived  the  inven- 
tion in  issue;  that  it  had  been  recalled  to  her  mind  at  the  interview 
between  herself  and  Barnes  on  November  26,  at  which  time  she  dis- 
closed the  invention  to  him.  She  testifies  that  as  early  as  1893  she 
made  a  model  of  the  invention  in  issue  from  a  piece  of  ratan,  which 
is  offered  in  evidence  as  Swartwout  Exhibit  No.  1 ;  but  her  testimony 
in  respect  to  this  fact  is  not  corroborated.  She  also  testifies  that  in 
1904  an  agent  ordered  through  one  of  her  saleswomen  a  corset  con- 
taining a  Loomer  stay  like  Barnes'  Exhibit  No.  11.  The  agent,  how- 
ever, was  not  furnished  with  such  goods  and  wrote  a  letter  to  Swart- 
wout's  general  agent,  Mrs.  Bond,  threatening  to  stop  work  for  the 
reason  that  her  order  had  not  been  properly  filled.  Swartwout  testi- 
fies that  in  discussing  this  matter  with  Mrs.  Bond  she  explained  her 
inability  to  get  the  kind  of  steel  ordered,  but  told  Mrs.  Bond  that 
she  had  something  better,  and,  picking  up  a  corset-wire,  bent  it  into 
form  of  the  idea  she  wanted  to  give  to  Mrs.  Bond.  This  device  is 
offered  in  evidence  as  Swartwout's  Exhibit  No.  4.  It  consists  of  a 
flat  wire,  without  temper,  roughly  bent  into  a  form  which  approxi- 
mates that  disclosed  in  the  invention  in  issue. 

Swartwout's  testimony  concerning  the  construction  of  this  device 
is  corroborated  by  Bond.  Nothing  further  appears  to  have  been 
done,  notwithstanding  the  admitted  demand  for  stays  of  this  char- 
acter.   Swartwout  states  that — 

I  let  the  idea  rest  owing  to  lack  of  time  and  perhaps  proper  funds  to  manu- 
facture and  carry  it  out  successfully  for  the  use  of  my  goods. 

In  fact,  she  had  apparently  forgotten  this  circumstance  until  the 
interview  with  Barnes  above  referred  to,  for  she  states  in  her  testi- 
mony concerning  the  interview  with  Barnes  on  November  26, 1906 : 

As  I  sat  there,  my  own  design  of  the  triangle  which  I  had  in  my  mind  no 
many  years,  came  to  me,  and  it  was  a  question  of  about  six  minutes  deUberatlon 
whether  I  would  name  this  Idea  to  Mr.  Barnes,  or  not 

It  is  •hardly  credible  that  a  business  woman  of  experience  would 
have  deliberately  suggested  her  own  invention  to  another  under  such 
circumstances' and  offered  to  share  equally  the  profits  of  the  invention 
in  return  for  the  mere  mechanical  development  of  so  simple  an  idea* 

Much  stress  is  laid  by  Swartwout  upon  the  fact  that  the  sample 
(Barnes  Exhibit  No.  1)  made  by  Barnes  of  the  invention  herein  was 
iron  wire  instead  of  brass,  as  are  the  remaining  samples  submitted 
by  him  to  Swartwout,  and  it  is  alleged  that  it  is  improbable  that 
Barnes  would  have  made  this  sample  of  different  wire  had  it  been 
made  at  the  time  the  other  samples  were  prepared.  While  there  is 
some  force  to  this  suggestion,  it  is  believed  to  be  insufficient  to  offset 
the  presumptions  arising  from  undisputed  relations  of  the  parties 
which  followed  the  production  of  this  invention.  ^ 
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It  is  also  sought  to  discredit  the  testimony  of  Barnes  by  showing 
that  although  he  testified  that  his  first  visit  to  the  office  of  Fischer  & 
Sanders  occurred  on  November  26,  1906,  after  he  had  showed  his 
samples  to  Swartwout,  the  call-book  kept  by  that  office  contains  an 
entry  showing  that  he  had  called  on  November  23,  1906.  This  cir- 
cumstance is  not  believed  to  have  any  special  bearing  upon  the 
question  in  issue.  It  is  certain  that  he  called  at  Fischer  &  Sanders' 
office  not  only  alone,  but  with  Swartwout,  and  that  such  calls  related 
to  the  obtaining  of  a  patent  on  the  invention  in  issue.  The  failure 
of  Sanders  to  testify  regarding  the  subject-matter  discussed  at  these 
interviews  is  sufficient  in  my  opinion  to  counterbalance  any  unfavor- 
able presumption  which  might  be  had  from  any  error  on  the  part  of 
Barnes  as  to  the  date  of  the  call. 

The  Examiners-in-Chief  have  justly  criticised  the  variance  between 
the  testimony  presented  by  Swartwout  and  the  preliminary  statement 
filed  by  her  in  this  case.  The  records  show  that  two  preliminary 
statements  were  filed,  one  of  which  was  executed  on  February  27, 
1908,  the  other  on  March  11, 1908.  In  each  statement  she  alleged  that 
she  conceived  the  invention  in  1893,  that  on  or  about  September  15, 
1906,  she  first  embodied  her  invention  in  a  full-sized  dress  or  corset 
stay,  that  on  or  about  December  1, 1906,  said  dress  or  corset  stay  was 
first  successfully  used.  Swartwout  testifies  of  a  conception  in  1893 ; 
but  this  testimony  is  not  corroborated.  The  alleged  date  of  reduction 
to  practice,  September  15,  1906,  is  absolutely  without  the  support  of 
any  testimony,  and  no  reasonable  excuse  is  given  for  the  obvious  error 
in  this  allegation. 

The  record  of  Swartwout's  application  involved  herein  contains 
two  affidavits  executed,  respectively.  May  23, 1907,  and  July  25, 1907, 
in  each  of  which  Swartwout  swears — 

that  she  had  caused  a  complete  stay  to  be  made  and  exhibited  to  others  prior 
to  the  said  2Sth  day  of  November,  1906 — 

and,  further — 

that  subsequent  to  the  manufacture  of  the  hereinbefore-mentioned  stay  she  has 
caused  large  numbers  of  additional  stays  substantially  identical  with  the 
before-mentioned  stay  to  be  made  and  used,  all  of  which  acts  took  place  prior 
to  the  said  28th  day  of  November,  1906. 

Such  variance  between  the  allegations  of  the  sworn  ex  parte  state- 
ments and  the  testimony  tends  to  discredit  the  value  of  the  testimony 
of  such  witnesses,  and  this  is  especially  true  in  a  case  like  the  present, 
where  the  question  is  one  of  originality  of  invention.  In  the  case  of 
Shafer  v.  Dolan  (C.  D.,  1904,  592;  108  O.  G.,  2146;  23  App.  D.  C, 
79)  the  Court  of  Appeals  said : 

It  is  a  remarkable  fact  that  neither  party  in  the  testimony  in  this  case  has 
made  tlie  slightest  attempt  to  support  the  allegation  of  his  preliminary  state- 
ment as  to  the  date  of  his  reduction  to  practice.  The  proof  of  such  reduction 
62746*— 11 ^18 
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to  practice  Is  on  the  part  of  both  parties  fleveral  montlui  later  than  as  alleged 
in  the  preliminary  statonent  This  ftict  would  Indicate  a  rf'^wehenslble  loose- 
ness of  assertion  in  the  preliminary  statement,  which  tend'  o  discredit  boIJi 
parties. 

Furthermore,  material  witnesses,  such  as  Sanders  and  Eason,  who 
were  readily  available  to  Swartwout  and  who,  according  to  the  testi- 
mony of  Barnes  in  his  prima  fcune  case,  had  knowledge  of  the  trans- 
actions between  the  parties,  were  not  called. 

The  circumstances  of  the  agreement  between  Swartwout  and 
Barnes  are  inexplicable  if  it  be  once  granted  that  Barnes  was  not  the 
inventor  of  the  subject-matter  in  issue.  It  is  incredible  that  if  Swart- 
wout was  the  real  owner  of  the  invention  which  had  been  made  by 
her  either  two  or  thirteen  years  before  she  should  have  encouraged 
Barnes  to  develop  this  invention  in  the  terras  contained  in  her  letter, 
(Barnes  Exhibit  No.  18,)  which  clearly  appears  to  indicate  an  admis- 
sion on  her  part  that  the  origin  of  the  invention  was  with  Barnes. 

It  is  insisted  that  Swartwout  has  established  a  conception  of  the 
invention  through  her  testimony  and  that  of  Bond,  and,  being  the 
first  to  conceive,  it  must  be  presumed  that  she  disclosed  the  invention 
to  Barnes  rather  than  that  Barnes  disclosed  the  same  to  her;  but,  as 
stated  by  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  Bedls  v.  Finkehbinerj  (C.  D.,  1898,  826 ;  82  O.  G.,  598 ;  12  App. 
D.  C,  28)— 

In  weighing  testimony  we  are  not  bound  to  believe  a  particular  fact,  testified 
to  by  one  or  more  witnesses,  simply  because  they  may  not  have  been  directly 
contradicted  therein  or  impeached  generaUy  by  evidence  tending  to  show  a 
want  of  reputation  for  veracity.  The  inherent  probability  or  improbability  of 
such  a  fttct  is  to  be  tested  by  the  unquestioned  circumstances  that  surround  the 
main  transaction  or  occurrence,  as  well  as  by  **  the  ordinary  laws  that  govern 
human  conduct"  ( Atlantic  Work$  v.  Brady,  C.  D..  1883,  214,  23  O.  0„  1330; 
107  U.  S.,  102,  203;  Telephone  Cases,  C.  D.,  1888,  321 ;  43  O.  G.,  877 ;  128  U.  &, 
667.) 

See  also  Tyler  v.  Kelch,  (C.  D.,  1902,  606;  98  O.  G.,  1282;  19  App. 
D.  C,  180;)  Flather  v.  Weber,  (C.  D.,  1903,  661;  104  O.  G.,  812;  21 
App.  D.  C,  179;)  Quiet  v.  Oetromy  (C.  D.,  1904,  694;  108  O.  G.,  2147; 
23  App.  D.  C,  69.) 

The  testimony  of  Swartwout  is  not  only  discredited  by  the  looseness 
of  assertion  in  her  sworn  statements,  above  referred  to,  but  is  also 
discredited  by  the  circumstances  surrounding  the  transactions  between 
the  parties  to  this  interference.  These  circumstances,  on  the  other 
hand,  support  the  story  of  Barnes  in  the  main  and,  in  my  opinion,^ 
warrant  the  conclusion  that  Barnes  was  the  original  inventor. 

The  decision  of  the  Examiner-in-Ohief  awarding  priority  of  inven- 
tion to  Barnes  is  affirmed. 
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Ex  PARTS  The  Saint  Anthony  MnxiNo  &  Elevator  Company. 
Decided  December  15,  1910. 

161  O.  G.,  1047. 

1.  Tkadb-Mabks — GoicBiNATiON  OF  Non-Rbgibtraklb  Wobdb— Not  Rbgistbable. 

A  registrable  trade-mark  cannot  be  made  by  combining  non-registrable 
words.  {In  re  Meyer  Brother$  Coffee  and  Spice  Company,  G.  D.,  1900,  812 ; 
140  O.  a,  756;  32  App.  D.  C.  277.) 

2,  Sa|cs — Non-Registrablb  Wobds  Gombuiep  with  Pbiob  Rbgistkbed  Mabk. 

A  mark  consisting  of  the  words  "Yellowstone  Special"  and  the  repre- 
sentation of  a  train  of  cars  Held  not  registrable  as  a  trade-mark  for  flour, 
since  the  word  "Yellowstone"  Is  geographical,  the  word  "Special"  is 
descriptive,  and  the  representation  of  a  train  of  cars  Is  shown  In  prior 
registered  marks  for  goods  of  the  same  descriptive  properties. 

On  Appeal. 

TBADE-lf  ABK  FOB  WHEAT-FL0X7B. 

Messrs.  Taylor  <6  Hulae  and  Messrs.  Steuart  <&  Steuart  for  the 
applicant 

Tennant,  Assistant  Cam/missioner : 

This  is  an  appeal  from  the  Examiner  of  Trade-Marks  refusing  to 
register  a  trade-mark  consisting  of  the  words  ^'  Yellowstone  Special," 
representing  a  train  of  cars  with  a  series  of  mountain-peaks  in  the 
background,  as  a  trade-mark  for  flour. 

Registration  is  refused  upon  the  ground  that  the  word  "  Yellow- 
stone "  is  geographical  and  that  the  word  ^'  Special ''  is  descriptive, 
and  that  the  representation  of  a  train  is  prohibited  registration  by 
the  previously-registered  trade-marks  of  C.  HoflPman  &  Son,  No. 
36,806,  July  23, 1901,  and  of  the  Oklahoma  City  Mill  &  Elevator  Co., 
No.  40,739,  July  7, 1903. 

It  is  contended  in  behalf  of  the  appellant  that  registration  is  not 
sought  for  the  word  "  Yellowstone  "  alone  or  the  word  "  Special " 
alone,  or  the  pictorial  representation  of  a  railway-train  alone.  It  is 
alleged  that  there  is  no  flouring-mill  or  other  flour  industry  in  the 
Yellowstone  Valley  and  that  therefore  "  Yellowstone  "  is  not  merely 
geogfaphical  as  applied  to  this  merchandise.  It  is  asserted  that 
**  Yellowstone  Special "  associated  with  the  pictorial  representation  of 
a  train  indicates  the  Yellowstone  special  express  train  and  that  the 
composite  mark  is  therefore  of  an  arbitrary  character  and  registrable 
as  a  whole.  This  contention  is  believed  to  be  without  force.  As 
stated  by  the  Examiner,  "  Yellowstone  "  is  the  name  of  a  county  in 
Montana,  the  name  of  mountains  in  the  same  State,  the  name  of  a 
lake  in  Wyoming,  the  name  of  a  large  river  rising  in  Wyoming  and 
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also  of  the  National  Park  located  between  Wyoming  and  Idaho.  The 
word  alone  is  clearly  geographical  in  significance  and  prohibited 
registration  under  the  provisions  of  the  Trade-Mark  Act  of  1905. 

The  word  ^^  Special "  is  clearly  descriptive  of  the  character  of  mer- 
chandise, as  was  held  in  the  decision  in  ex  parte  Kiffe  and  Dischj 
(C.  D.,  1904, 169;  110  O.  G.,  604.) 

It  is  well  settled  that  a  registrable  trade-mark  cannot  be  made  by 
combining  two  non-registrable  words.  In  the  case  in  re  Meyer 
Brothers  Coffee  and  Spice  Company  (C.  D.,  1909,  812 ;  140  O.  6.,  756 ; 
32  App.  D.  C.,  277)  the  Court  of  Appeals  said  in  respect  to  the  «words 
"America's  Strength : " 

Neither  of  the  words  used  In  this  combination  would,  standing  alone,  be 
registrable  as  a  trade-mark  for  coflTee.  The  word  "America"  is  clearly  geo- 
graphical. {Shaver  y.  Heller  d  Merz,  C.  D.,  1001,  424;  96  O.  G.,  2229;  108 
Fed.  Rep.,  821.)  The  word  "  Strength,"  if  used  as  a  mark  on  coffee,  would  be  de- 
Bcriptlye  of  quality  and  likewise  prohibited  by  section  5  of  tlie  Trade-Mark  A.ct 
of  1905.  This  court  has  held  that  a  registrable  mark  cannot  be  made  by 
combining  two  non-reglstrable  words.  {Kentucky  Distilleries  d  Warehouse  Co. 
y.  Old  Lexington  Club  Distilling  Co.,  O.  D.,  1908,  417;  135  O.  G.,  220;  31  Api». 
D.  C,  223.) 

The  assertion  that  the  combination  of  these  words  ^^  Yellowstone^ 
and  "  Special,"  when  associated  with  the  pictorial  representation  of 
a  train,  would  suggest  to  a  prospective  purchaser  the  particular  train 
known  as  the  ^^  Yellowstone  Special "  is  believed  to  be  without  sub- 
stantial force.  In  any  event  it  constitutes  no  sufficient  reason  for 
permitting  the  registration  of  this  combination  of  a  geographical 
and  a  descriptive  word. 

Furthermore,  the  representation  of  an  engine  and  portion  of  a  train 
has  been  previously  registered  by  other  milling  concerns,  and  the  ap- 
propriation and  use  of  a  similar  pictorial  representation  of  an  engine 
and  trains  by  the  present  applicant  would  undoubtedly  lead  to  con- 
fusion in  the  mind  of  the  purchasing  public.  It  is  well  settled  that 
where  a  mark  contains  features  which  so  closely  resemble  those  of  a 
trade-mark  previously  adopted  and  used  by  others  and  registered  in 
the  United  States  Patent  Office  all  doubts  should  be  resolved  in  ftivor 
of  the  registrant  as  against  a  later  applicant.  {Waj/ne  County  Pre- 
serving  Company  v.  The  Burt  Olney  Canning  Company^  C.  D.,  19Q9, 
318;  140  O.  G.,  1003;  32  App.  D.  C,  279;  in  re  Wright  cfe  Taylor^ 
et  oZ.,  C.  D.,  1909,  479;  148  O.  G.,  884;  88  App.  D.  C,  610.) 

For  the  reasons  above  stated  I  am  clearly  df  the  opinion  that  the 
decision  of  the  Examiner  of  Trade-Marks  refusing  to  register  the 
applicant's  mark  is  right.    It  is  accordingly  affirm^. 
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DuNKIiBY   V.   BeEKHUIS. 

Decided  Septeniher  13,  1910. 

168  O.  O.,  886. 


1.  JUBISDICnON    OF   THB    SeGSETABT    OF    IlTTEBIOB    OVEB    THB    Ck>MMI8SI0NEB   OF 

Patents— ESxTEiTBioiT  of  Final  Heabino  in  an  Intebfebence. 
Where  an  appeal  was  taken  to  the  Secretary  of  the  Interior  from  the 
decision  of  the  Ck)ininlBsioner  of  Patents  refusing  to  set  aside  the  action  of 
the  Examiner  of  Interferences  extending  the  time  for  final  hearing  in  an 
interference  where  the  printed  copies  of  the  Junior  party's  testimony  had 
been  filed  less  than  forty  days  before  the  date  of  hearing  originally  set,  Held 
that  "  it  might  well  be  held  upon  the  uniform  decision  of  the  court  and  this 
department  that  this  appeal  does  not  lie."  (Buiterworih  v.  Hoe,  C.  D., 
1884,  429;  29  O.  G.,  615;  112  U.  S.,  50;  Knight  v.  Bagnall  v.  CuriiB  v.  Mor- 
gan, C.  D.,  1896,  109;  76  O.  G.,  1115;  12  Op.  Asst  Atty.-Gen.,  183;  and  the 
decision  of  Assistant  Attorney- General  Van  Devanter,  Poole  v.  Avery,  O.  D., 
1899;  255;  87  O.  G.,  357;  14  Op.  Asst.  Atty.-Gen.,  177.) 

2.  INTEBFEBENCK— Postponement  of  Final  Heabing. 

Where  the  Junior  party  to  an  interference  failed  to  file  the  printed  copies 
of  his  testimony  forty  days  before  the  day  set  for  final  hearing  and  upon  a 
showing  the  Elxaminer  of  Interferences  extended  the  date  of  final  hearing 
and  the  Commissioner  of  Patents  refused  to  set  aside  the  action.  Held  that 
the  Patent  Office  acted  within  its  discretion,  (citing  Rule  120  of  the  Rules 
of  Practice  of  the  Patent  Office.) 

Messrs.  Bacon  db  MUans  and  Mr.  T.  Walter  Fowler  for  appellant. 

Messrs.  Chappell  <&  Earl  for  the  appellee. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Department  of  the  Interior, 

Washington^  September  13, 1910. 
The  Commissioner  of  Patents  : 

Sir:  Hermanus  A.  Beekhuis  proffered  an  appeal  to  the  Secretary  of 
the  Interior  from  your  office  decision  of  August  8,  1910,  refusing  to 
set  aside  the  action  of  an  Examiner  of  Interferences  in  extending  the 

255 
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time  for  final  hearing  in  the  interference  proceeding  of  Dunkley  t. 
Beekhtdsj  No.  80,610,  which  inyolyed  an  application  for  Letters  Pat- 
ent for  an  invention  and  in  accepting  the  printed  record  of  testimony 
filed  on  behalf  of  Dunkley,  the  junior  party,  in  that  proceeding. 

August  16,  1910,  the  Acting  Secretary  transmitted  such  proffered 
appeal  for  the  consideration  and  report  of  the  Commissioner  of  Pat- 
ents, advising  that  such  report  should  fully  inform  the  department 
of  the  issues  involved  in  this  matter,  and  inviting  suggestion  as  to  the 
jurisdiction  of  the  Secretary  of  the  Interior  over  the  question  raised 
by  the  appeal. 

Under  date  of  August  19,  1910,  in  response  to  such  reference,  the 
Acting  Commissioner  of  Patents  reported  that  this  interference  was 
declared  in  accordance  with  the  Rules  of  Practice  of  the  Patent  Office 
on  July  18,  1909,  and  that  the  time  for  final  hearing  was  set  for 
September  18, 1909 ;  that  after  various  proceedings  had  in  accordance 
with  the  Rules  of  Practice  of  your  Office  and  pursuant  to  certain 
stipulations,  times  for  taking  testimony  were  extended,  and  on  April 
28, 1910,  Dunkley's  rebuttal  testimony  was  set  to  close  May  18, 1910, 
and  the  final  hearing  in  the  case  set  for  July  21, 1910;  that  testimony 
was  taken  and  filed  on  behalf  of  both  parties,  and  that  on  July  6, 
1910,  printed  copies  of  Dunkley's  testimcmy  were  received;  that  on 
July  6, 1910,  Dunkley  was  notified  by  the  Chief  Clerk  of  the  Patent 
Office  that  these  printed  copies  of  the  record  had  been  received  late 
and  would  not  be  filed  except  upon  stipulation  or  motion.  This 
notification  was  given  under  Rule  162  of  the  Rules  of  Practice  of  the 
Patent  Office,  which  provides  for  the  filing  of  printed  copies  of  testi- 
mony, and  reads  in  part  as  follows: 

These  copies  ot  the  record  of  junior  party's  testiinony  must  be  filed  not  less 
than  forty  days  before  the  day  of  final  hearing,  and  In  the  case  of  the  senior 
party,  not  lees  than  twenty  days; 

that  on  July  11,  1910,  Dunkley  filed  a  motion  that  the  date  of  final 
hearing  be  extended  and  that  the  printed  copies  of  the  record  be 
accepted,  this  motion  being  based  on  the  affidavit  of  Fred  L.  Chagpell, 
one  of  the  attorneys  of  record  for  Dunkley,  and  that  the  motion  was 
opposed  by  Beekhuis,  but  was  granted  by  the  Examiner  of  Interfer- 
ences July  15, 1910.  Said  decision  of  the  Examiner  of  Interferences 
sets  out  that  said  affidavit  was  to  the  effect  that  he  consulted  the  Rules 
of  Practice  and  found,  as  he  supposed,  that  the  printed  record  should 
be  on  file  ten  days  before  the  hearing;  that  he,  tiie  said  Chappell,  did 
not  notice  the  letter  referring  to  the  amended  rules  fortning  an  appen- 
dix to  the  volume  and  therefore  supposed  he  was  complying  with  the 
rules  in  filing  his  printed  copies  at  the  time  he  did ;  that  he  even  went 
to  the.  trouble  to  call  on  the  Patent  Office  for  its  latest  edition  of  the 
rules  in  order  that  he  might  make  no  mistake,  but  that  the  present  rule 
with  respect  to  the  printing  of  testimony  being  in  the  appendix  of  this 
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edition  also,  did  not  serve  to  avoid  the  mistake.  Thereupon  the  Ex- 
aminer of  Interferences  allowed  the  motion,  continuing  the  daU  of 
final  hearing  to  August  15, 1910,  and  the  printed  record  of  testimony 
filed  by  Dunkley  was  accepted  and  filed. 

The  parties  to  this  proceeding  were  heard  in  oral  argument  before 
the  Assistant  Secretary  of  the  Interior  on  the  6th  instant,  both  parties 
being  represented  by  counsel,  and  the  Commissioner  of  Patents  being 
represented  by  an  officer  of  his  Bureau.  It  was  urged  on  behalf  of 
the  appellant  that  he  is  the  patentee  of  an  invention  for  which  the 
appellee  is  prosecuting  his  claims;  that  Rule  162  of  the  Rules  of  Prac- 
tice has  been  grossly  violated  by  indirection,  in  that  the  language  of 
that  rule  is  imperative  to  the  effect  that  printed  copies  of  the  record  of 
the  junior  party's  testimony  must  be  filed  not  less  than  forty  days 
before  the  day  of  final  hearing,  by  the  action  of  the  Examiner  of 
Interferences  in  postponing  or  moving  forward  tlie  day  of  final  hear- 
ing, thereby  bringing  the  filing  of  this  record  of  testimony  within  the 
letter  of  said  rule. 

It  is  not  claimed  on  behalf  of  the  party  Beekhuis  that  he  has  been 
deprived  of  any  right  to  be  heard  by  reason  of  this  order,  but  it  is 
strenuously  urged  that  in  view  of  the  flimsiness  or  impertinence  of 
the  claims  of  the  party  Dunkley  upon  the  merits  the  party  Beekhuis 
is  entitled  to  make  the  technical  objection  to  the  violation  of  the  letter 
of  this  rule,  and  that  he  is  entitled  to  an  appeal  to  the  Secretary  of  the 
Interior  from  the  action  of  the  Commissioner  of  Patents  sustaining 
the  Examiner  of  Interferences. 

On  behalf  of  Dunkley  it  is  contended  by  brief  and  was  contended 
upon  the  oral  argument  that  the  order  of  the  Examiner  of  Interfer- 
ences was  within  his  power,  and  under  the  circumstances  within  his 
duty  to  make;  that  no  substantial  right  of  the  party  Beekhuis  has 
been  invaded  by  such  order,  and  that  if  jurisdiction  be  assumed  of 
this  appeal  the  action  of  the  Commissioner  of  Patents,  sustaining 
such  Examiner,  should  be  approved  by  the  Secretary  of  the  Interior. 

It  is  clear  from  the  foregoing  statement  that  if  the  Secretary  of 
the  Interior  assumes  jurisdiction  of  the  appeal  and  sustains  the  action 
of  your  Office  in  the  premises,  the  interference  may  then  proceed  to 
a  determination  in  regular  course  upon  the  merits,  but  if  the  action  of 
your  Office  should  not  be  sustained  the  interference  declared  will  be 
at  an  end  and  the  party  Beekhuis  will  be  entitled  to  a  judgment  upon 
the  record.  In  this  latter  event  it  must  result  that  the  Secretary  of 
the  Interior  has  interfered  with  the  judicial  functions  of  the  Com- 
missioner of  Patents  in  the  matter  of  Dunkley's  application  for  I^et- 
ters  Patent  for  invention,  for  if  the  Secretary  of  the  Interior  may  ter- 
minate this  proceeding  he  thereby  denies  to  Dunkley  the  right  to  fur- 
ther prosecute  his  application — a  quasijudicial  question  committed 
by  law  to  the  Commissioner  of  Patents  and  subject  to  review  by  the 
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Court  of  Appeals  of  the  District  of  Columbia.  This  \mng  true,  it 
might  well  be  held  upon  the  uniform  decisions  of  the  courts  and  of 
this  department  that  this  appeal  does  not  lie.  (See  Bt^terworthj 
Commissioner  of  Patents^  v.  United  States^  ex  rel.  Hoe  and  othera^ 
C.  D.,  1884,  429;  29  O.  G.,  615;  112  U.  S.,  60;  opinion  of  Assistant 
Attorney-General  Little  of  May  8, 1896,  in  the  case  of  Knight  v.  Bag- 
naU  V.  CuHis  v.  Morgan,  C.  D.,  1896,  109;  76  O.  G.j  1115;  12  Op. 
Asst.  Atty.-Gen.,  183,  and  the  decision  of  Assistant  Attorney-General 
Van  Devanter  of  February  20,  1899,  approved  by  the  Acting  Secre- 
tary of  the  Interior,  PooU  v,  Avery ^  C.  D.,  1899,  255;  87  O.  G.,  857; 
14  Op.  Asst  Atty.-Gen.,  177.) 

But  the  department  is  not  disposed  to  rest  its  disposition  of  this 
matter  upon  a  question  of  jurisdiction.  It  is  clear  that  the  discretion 
with  which  your  Office  is  vested  by  law  and  approved  regulations  has 
not  been  abused.  While  the  rule  of  practice  referred  to  appears  to  be 
mandatory  in  terms  and  seems  to  peremptorily  require  the  filing  of  a 
junior  party's  testimony  at  least  forty  days  before  the  day  set  for  final 
hearing,  yet  no  penalty  is  imposed  by  that  rule  for  the  fiiilure  of  such 
party  to  file  such  testimony  within  the  time  fixed. 

The  contention  of  the  party  Beekhuis  is  that  a  failure  to  conform 
to  the  rule  is  such  default  as  compels  the  Commissioner  of  Patents  to 
dissolve  tlie  interference  and  dismiss  the  junior  party's  application  for 
patent.  The  department  cannot  concur  in  this  view.  It  is  not  denied 
that  for  sufficient  reasons  the  Commissioner  of  Patents  may  postpone 
a  day  set  for  final  hearing  in  interference  cases.  Rule  120  of  the  rules 
of  your  Office  specifically  provides  that — 

if  either  party  desire  to  have  the  hearing  continued,  he  wlU  make  appUcatioii 
for  such  postponement  by  motion,  (see  Rule  163,)  and  will  show  sufficient  reason 
therefor  by  affidavit 

The  application  for  postponement  was  made  in  this  case,  and  in  the 
judgment  of  your  Office  sufficient  reason  theref<Hr  was  shown  by  affida- 
vit. The  fact  that  this  postponement,  under  the  reas<AS  given,  has 
the  effect  of  bringing  the  filing  of  this  testimony  technically  within 
the  time  provided  by  Rule  162  is  not  important.  The  fact  remains 
that  clearly  your  Office  was  acting  within  its  discretion  when  it  post- 
poned the  day  for  final  hearing,  and  if  such  postponement  brought 
the  filing  of  said  testimony  within  the  time  fixed  by  Rule  162  the 
party  Beekhuis  may  not  complain  of  such  action,  unless  a  substantial 
right  be  invaded  thereby,  and  this  does  not  appear  upon  this  record. 
TJie  appeal  is  dismissed  and  the  papers  are  herewith  transmitted. 
Very  respectfully, 

Jesse  E.  Wilson, 

Assistant  Secretary. 

uigiiizea  oy  vjOOVt  l\^ 
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[SQpreme  Coart  of  the  District  of  Colombia.] 

Thb  Tabiti^ating  Machine  Company  v.  Duband. 
Decided  March  U,  1010. 
156  O.  6.,  268. 

PaTKRTS — IimtmOCMENT — ^RKPAIBTNO,  IMFBOTINO,  and  PEBTEOTINa. 

HeM  on  a  motion  for  a  preliminary  injunction  that  infringement  of  a 
patent  for  a  machine  for  sorting  cards  had  not  been  established  by  a  show- 
ing that  the  owner  of  a  machine  covered  thereby  had  widened  the  same  to 
carry  larger  cards  and  altered  parts  of  the  machine  to  improve  its  opera^ 
tion  where  it  appeared  that  the  identity  of  the  machine  had  not  been 
destroyed  and  that  the  changes  did  not  contain  anything  patentable 

Messrs.  Newccmb^  OkurchiUj  and  Frey  for  complainant.  {Mr. 
J.  Nota  McGUl  and  Mr.  Samuel  O.  Metcalf  of  counsel.) 

Mr,  Daniel  W.  Baker  and  Mr.  Reginald  8.  Hmdekoper  for  defend- 
ant   {Mr.  Walter  F.  Rogers  and  Mr.  Harry  H.  Allen  of  counseL) 

Barnard,  /.; 

In  1901  or  1902  the  complainant  sold  to  the  then  Director  of  the 
Census,  '^  twenty  electrically-controlled  automatic  card-sorting  ma- 
diines."  There  is  no  claim  that  these  machines  were  patented,  and  I 
therefore  assume  that  there  was  no  patent  coyering  the  various  de- 
vices composing  the  said  machines.  Afterward,  Letters  Patent  were 
taken  out  by  tlie  complainant  on  machines  of  similar  construction, 
which  the  complainant  has  since  been  manufacturing  and  leasing  to 
various  customers,  and  of  which  it  is  alleged  the  complainant  has  a 
monopoly,  by  virtue  of  the  Letters  Patent  reissued  to  the  complain- 
ant on  July  25, 1906,  and  being  No.  12,523. 
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After  the  completion  of  the  Twelfth  Census,  it  is  alleged  that  the 
twenty  machines  so  sold  to  the  said  Director,  were  stored  away;  and 
after  the  issue  of  the  said  Letters  Patent,  it  is  alleged  that  the  defend- 
ant, the  present  Director  of  the  Census,  made  certain  changes  in  one 
of  the  said  machines,  by  which  it  was  made  to  carry  larger  cards, 
(the  machine  being  widened  about  one  inch,)  and  that  in  making  the 
said  changes  the  defendant  has  infringed  the  rights  of  the  com- 
plainant under  the  said  Letters  Patent 

On  the  filing  of  the  bill,  and  accompanying  affidavits,  a  temporary 
restraining  order  was  granted,  and  a  rule  issued  requiring  the  de- 
fendant to  appear,  and  show  cause  why  a  preliminary  writ  of  injunc- 
tion should  not  be  granted  pending  the  final  hearing. 

In  answer  to  this  rule,  the  defendant  says  that  he  has  not  in  any 
way  violated  or  infringed  upon  the  exclusive  rights  secured  to  the 
plaintiff  by  said  reissued  Letters  Patent;  and  he  denies  that  any  act 
of  his  has  done  any  irreparable  injury  or  damage  to  the  plaintiff. 

He  further  says  that  the  Oovemment  has  done  nothing  but  repair 
and  make  operative  said  machines  which  were  purchased  without  any 
limitation  upon  their  use.  That  all  the  Government  officers  have  done 
is  to  arrange  to  use  these  machines  in  the  only  line  of  work  where  they 
can  be  economically  used,  and  to  make  them  operative  and  quicker  in 
action,  thus  converting  crude,  experimental  machines  into  prac- 
tical, operative  machines.  A  number  of  affidavits  have  been  filed  by 
the  defendant  in  support  of  his  answer,  and  other  affidavits  in  reply 
by  complainant 

The  case  has  now  been  heard  on  the  rule  to  show  cause  why  an 
injunction  should  not  be  granted  pendente  lite.  Counsel  on  both 
sides  have  furnished  carefully-prepared  briefs,  covering  the  various 
phases  of  the  law,  and  the  machines  were  brought  into  the  court- 
room, and  exhibited  to  the  court  and  counsel  in  the  course  of  the 
argument 

I  assume  that  under  section  4899  of  the  Revised  Statutes  of  the 
United  States,  the  officers  of  the  Government  have  the  right  to  use  the 
said  machines,  and  to  sell  the  same,  if  necessary,  without  liability 
therefor.  In  addition  to  the  right  to  use  or  to  sell,  coimsel  for  the 
defendant  claim  that  the  Government  also  has  the  right  to  modify 
or  improve  the  said  machines,  to  make  them  more  useful,  provided 
that  in  doing  so  they  shall  not  violate  any  right  granted  to  any  other 
party,  by  using  parts  covered  by  lawful  patents.  They  claim  that 
there  is  no  infringement  of  complainant's  patent  in  enlarging  the 
machines  so  as  to  make  them  capable  of  sorting  larger  cards;  and 
that  the  other  changes  made,  or  contemplated,  are  only  the  substitu- 
tion of  equivalent  parts,  producing  similar  results  to  those  contem* 
plated  by  the  machines  in  the  condition  they  were  when  purchased* 

uigiiizeci  Dy  x^j  v^v^pi  l\^ 
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That  the  tnechanical  devices  which  have  been  substituted,  or  which 
the  Government  desires  to  substitute,  do  not  substantially  affect  the 
character  of  the  machines,  or  change  their  identity. 

They  also  claim  that  it  is  the  Government  that  is  undertaking  to 
make  these  changes,  and  to  use  the  said  machines,  and  not  the  defend- 
ant personally;  and  that  the  Government  cannot  be  restrained  or 
enjoined;  but  if  it  has  wronged  the  complainant  by  infringing  its 
patent,  that  the  complainant  has  an  adequate  remedy  at  law,  by  suit 
in  the  Court  of  Claims  to  recover  such  damage  as  it  may  have  sus- 
tained, or  will  sustain,  by  the  action  of  the  defendant. 

On  behalf  of  the  complainant,  it  is  claimed  that  what  the  defend- 
ant is  doing,  or  contemplating  doing,  is  an  infringement  of  its  patent. 
That  it  is  a  reconstruction  of  the  machines  so  sold,  and  that  such 
reconstruction  amounts  to  an  infringement.  The  said  machines  were 
not  worn  out,  and  what  is  contemplated  cannot  be  properly  desig- 
nated as  a  repair.  That  if  the  machines  were  wholly  worn  out  and 
destroyed  by  use,  the  defendant  could  not  rebuild  or  reconstruct, 
without  infringing  the  complainant's  patent;  and  that  the  proposed 
improvements  or  changes  do  violate  the  provisions  of  several  of  the 
claims  contained  in  complainant's  patent. 

Under  the  statute  and  adjudged  cases  the  defendant,  or  the  depart- 
ment of  the  Government  represented  by  him,  can  continue  to  use  the 
specific  machines  which  were  sold  to  the  Census  Bureau,  or  to  the 
Director  thereof,  without  paying  compensation  to  the  complainant, 
whose  patent  was  issued  subsequent  to  the  said  sale.  The  machines 
so  sold  were  set  free  from  the  monopoly  which  the  complainant  has 
a  right  to  claim  under  his  Letters  Patent.  The  changes  that  have 
been  made,  or  that  are  contemplated,  according  to  the  showing  in  this 
case,  do  not,  in  my  judgment,  destroy  the  identity  of  the  machines. 
The  nearest  approach  to  a  destruction  of  the  identity,  as  it  appears 
to  me,  is  the  enlargement  of  the  machines  so  as  to  carry  larger  cards 
than  those  carried  by  the  original  machines;  but  I  do  not  under- 
stand that  the  size  of  the  machine  is  what  is  covered  by  the  Letters 
Patent,  or  that  invention  ever  resides  in  the  size  of  a  machine  alone. 
It  is  the  principle,  the  portion  that  amounts  to  or  includes  invention 
and  novelty,  that  is  patented.  The  other  changes,  it  seems  to  me,  are 
only  substitutioYis  of  certain  mechanical  devices  for  others  which  are 
supposed  to  make  the  machines  work  with  greater  facility  or  greater 
rapidity,  but  do  not  in  themselves  destroy  the  identity  of  the  old 
machines,  and  do  not  contain  anything  which  is  patentable.  (Water 
Meter  Co.  v.  Deeper,  101  U.  S.,  332.) 

Not  being  convinced  that  infringement  has  been  shown,  the  rule  to 
show  cause  will  be  discharged  and  the  injunction  pendente  lite  denied. 

uigiiizea  oy  VjOO^  Iv 
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[United  state!  Ctrcolt  Court— Sonthem  District  ot  New  Tork.] 

Cheney  Bbothebs  v.  Weinreb  and  Weinseb. 

Decided  July  18,  1910. 

157  O.  Gn  1002. 

1.  Desioh  Patents — ^Validitt— -Ducbiftioh  or  thk  Dbsxoh  in  Woum. 

a  design  patent  for  a  textile  fabric  Held  not  invalid  because  of  tbe 
absence  tberefroni  of  a  description  of  the  design  in  words. 

2.  Samb— Same— Same. 

"Of  course  I  do  not  mean  that  the  design  cannot  also  be  described  in 
words  but  I  think  it  confusing  and  useless,  provided  there  be  some  writing 
to  indicate  upon  what  character  of  goods  the  design  is  to  be  applied.** 
&  €k>NSTBUcnoN  or  Statutes — ^Practicb  of  the  Patent  Office. 

a  construction  given  to  a  statute  by  the  uniform  practice  of  the  Patent 
Office  for  many  years  is  entitled  to  much  weight,  l>elng  a  construction 
adopted  by  a  coordinate  branch  of  the  Government 

Mr.  Edward  C.  Davidson  for  the  complainant,  {Mr.  James  J.  Ken* 
nedy  of  counsel.) 
Mr.  A.  Bell  Mcdcomson  for  the  defendants. 

statement  of  the  case. 

This  is  a  demurrer  to  a  bill  of  complaint  upon  a  design  patent 
The  only  question  raised  is  the  validity  of  the  patent  itself  in  that 
the  design  is  not  described  in  words.  The  patent  in  full  is  as  follows : 
To  all  v)hwn  it  may  concern: 

Be  it  known  that  I,  Helen  Pabkeb  Johnstone,  a  citizen  of  the  United  States, 
residing  at  Glenridge,  in  the  county  of  Essex  and  State  of  New  Jersey,  have 
invented  a  new,  original,  and  ornamental  Design  for  Textile  Fabrics,  of  which 
the  following  is  a  specification,  reference  being  had  to  the  accompanying  draw- 
ing, forming  part  thereot 

The  figure  is  a  plan  view  of  the  fabric,  showing  my  new  design. 

I  claim: 

The  ornamental  design  for  a  textile  fabric,  as  shown. 

HELEN  PARKER  JOHNSTOME. 

Witnesses: 

M.  L.  Johnstone, 
Pebct  L.  Oallaoheb. 

Attached  to  the  patent  is  a  diagram  showing  the  complainant's 
design. 
Hand,  Dis.  J.: 

The  demurrer  in  my  judgment  is  entirely  witnout  merit  and  con* 
trary  to  any  reasonable  implication  of  the  words  of  the  statute. 
Section  4933,  Revised  Statutes,  provides  that — 

aU  the  regulations  and  provisions  which  apply  to  obtaining  or  protecting  patents 
for  invention  or  discoveries  not  inconsistent  with  the  provisions  of  this  title 
shall  apply  to  patents  for  designs. 

The  demurrant  relies  on  the  provision  in  section  iSfi^/^fevised 
Statutes,  that  the  inventor  shall  file  in  the  Patent  Office  ^  a  written 
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description  of  the  same."  The  only  effective  way  of  describing  the 
design  is  to  say  that  it  is  the  design  applicable  to  textile  fabrics  and 
then  refer  to  the  design  itself.  Of  course,  I  do  not  mean  that  the 
design  cannot  also  be  described  in  words  but  I  think  it  confusing  and 
useless,  provided  there  be  some  writing  to  indicate  upon  what  char- 
acter of  goods  the  design  is  to  be  applied.  In  corroboration  of  this 
conclusion  I  may  consider  the  uniform  practice  of  the  Patent  Office 
itself  for  many  years.  Being  the  construction  of  a  statute  adopted 
by  a  coordinate  branch  of  the  Government,  this  is  an  interpretation 
entitled  to  much  weight  under  well-recognized  principles.  I  also 
think  the  decision  in  point  in  Tompkins  Company  v.  New  York 
Woven  Wire  Mattress  Company^  (159  Fed.  Rep.,  133.)  In  that  case 
a  design  patent  was  declared  invalid  by  the  Circuit  Court  of  Appeals 
for  the  Second  Circuit  because  it  was  impossible  to  tell  from  the 
design,  without  further  description,  just  what  the  design  was.  Had 
the  patent  been  invalid  in  any  event  for  lack  of  a  written  description 
the  court  would  have  found  it  unnecessary  to  enter  into  the  discus- 
sion which  it  did.  It  would  have  been  enough  to  say  in  that  case 
that,  as  there  was  no  written  description  of  the  design,  the  patent  was 
invalid.  The  case  relied  <m  by  the  demurrant  of  Bennett  v.  Carr  (96 
Fed.  Rep.,  213)  is  not  in  point.  There  the  statute  specifically  pro- 
vided for  both  a  photographic  and  written  description.  The  court 
had  no  alternative  there  but  to  enforce  the  statute  as  was  provided. 
Here,  as  I  have  said,  there  is  a  written  description  of  the  patent 
although  it  is  not  self-subsisting  without  a  picture  of  the  design.  I 
cannot  think  that  Congress  could  have  any  such  absurdly  redundant 
intention  by  the  words  of  section  4888,  "  a  written  description  of  the 
same.'' 

Demurrer  overruled  with  costs;  defendant  to  answer  on  the  next 
rule  day. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Lacroix  V.  Ttberg. 
Decided  November  t,  1909. 

160  o.  a,  2err;  33  App.  d.  c,  see. 

1.  IlTTEBrEBSROB— PRIORITT^RiOHT     TO     MaKK     THE     CLAIMS— USB     OF     TSRM 

••Mkahs.- 
The  term  "  means,**  followed  by  a  statement  of  function,  Held  to  be  appli- 
cable to  a  structure  In  which  such  means  includes  a  plurality  of  elements. 
2L  Same— Sam^— Question  Raised  ix>b  Fibst  Time  on  Appeal. 

"  It  Is  also  urged  that  the  Ck>mmi88ioner  erred  in  awarding  priority  of 
Inyention  to  Tyberg  on  count  4  because  the  applications  of  the  respective 
parties,  so  far  as  this  count  is  concerned,  do  not  show  the  same  invention. 
This  question  cannot  be  raised  for  the  first  time  at  this  stage  of  the  pro- 
ceeding. It  sbould  have  been  raised  by  appropriate  motion  before  the 
Patent  Oflloe  and  brought  here  on  appeal." 


264      DECISIONS  OF  UNITED  STATES  COUBTS  IN  PATENT  OASES. 

S.  Saxk — Same — Question  of  Pubuc  Use  Not  Considebed. 

*'  Whether  there  exists  a  Ftatutory  bar  of  public  use  to  the  issuance  of  a 
patent  to  Tyberg,  as  is  contended  by  appellant,  is  not  an  issue  here.  (Bur- 
son  V.  Vogeh  C.  D..  1907.  669;  131  O.  G.,  042;  29  App.  D.  C,  388.)" 

4.  Same — Same — Question  of  Patentabilitt  Not  Ck)N8n>EBED. 

"  Neither  are  we  called  upon  In  this  proceeding  to  determine  the  patent- 
ability of  the  Invention.  That  is  a  question  to  be  determined  by  the  Pat- 
ent Office.  Mell  v.  Midgley,  C.  D.,  1906,  512;  136  O.  G.,  1634;  31  App.  D.  C, 
634;  Sobey  ▼.  HoUclaw,  G.  D.,  1907,  466;  126  O.  G.,  3041;  28  App. 
D.  C.,  66.)" 

Mr.  W.  G,  Henderson  and  Mr.  /.  L.  Norrisj  Jr.y  for  the  appellant. 
Mr.  M.  B.  PhUipp  and  Mr.  J.  Q.  Rice  for  the  appellee. 

RoBB,  /.; 

This  is  an  interference  proceeding  involving  cigar-machines  and 
appellant,  the  junior  party,  seeks  a  reversal  of  three  concurrent  de- 
cisions of  the  Patent  Office  tribunals.    The  issue  is  thus  stated : 

1.  The  combination,  with  a  wrapping  mechanism,  of  means  for  supporting  a 
plurality  of  bunches,  and  means  for  transferring  bunches  from  the  supporting 
means  to  the  wrapping  mechanism. 

2.  The  combination,  with  a  wrapping  mechanism,  of  means  for  supporting  a 
mold,  and  means  for  transferring  the  bunch  from  the  mold  to  the  wrapping 
mechanism. 

3.  The  combination,  with  a  wrapping  mechanism,  of  means  for  supporting  a 
mold  containing  a  plurality  of  bunches,  and  means  for  transferring  the  bunches 
from  the  mold  to  the  wrapping  mechanism. 

4.  The  combination  with  a  bunch-support  operating  to  sustain  a  plurality  of 
bunches,  of  a  lifting  device  including  means  for  engaging  each  bunch,  and  de- 
vices for  operating  the  lifting  device  to  remove  the  bunches  from  and  trans- 
port them  from  the  support 

6.  The  combination,  with  means  for  supporting  a  mold  having  a  plurality 
of  bunch-receptacles,  of  means  for  removing  the  bunches  from  said  receptacles 
and  transporting  them  from  the  mold. 

6.  The  combination,  with  a  bunch-support,  of  bunch-removing  meana  said 
means  including  a  bunch-impaling  device,  and  means  for  operating  said  bunch- 
removing  means  to  transport  the  bunch  from  the  support 

It  will  be  observed  that  counts  1,  2,  and  3  involve  as  an  essential 
element  the  wrapping  mechanism,  while  counts  4,  5,  and  6  do  not. 

On  March  28,  1901,  Tyberg,  a  mechanical  engineer  highly  skilled 
in  this  art,  filed  application  No.  53,211  embracing  the  subject  of 
counts  4,  5,  and  6.  On  Sept.  19, 1002,  he  filed  application  No.  123,970 
embracing  the  subject  of  counts  1,  2,  and  3. 

The  application  of  Lacroix,  embracing  the  subject  of  each  of  the 
counts  was  not  filed  until  Oct.  10,  1902. 

The  Examiner  of  Interferences,  after  a  very  careful  review  of  the 
evidence  submitted,  ruled  (1)  that  Lacroix  had  failed  to  prove  con- 
ception and  disclosure  of  the  invention  prior  to  Tyberg's  date  of  re- 
daction to  practice  and  (2)  that  even  assuming  such  prior  conception 
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and  disclosure  Lacroix  could  not  prevail  because  he  had  been  lacking 
in  diligence  from  March,  1900,  the  date  when  Tyberg  had  a  full  con- 
ception of  the  invention,  to  August,  1901.  These  rulings  were  fuUy 
sustained  by  the  Board  of  Examiners-in-Chief  and  by  the  Commis- 
sioner (C.  D.,  1909,  216;  148  0.^6.,  831,)  and  were  not  seriously 
challenged  in  the  argument  at  bar.  The  record,  we  think,  fully 
sustains  these  conclusions,  and  we  therefore  approve  them  without 
entering  upon  an  unprofitable  review  of  the  evidence. 

But  appellant  earnestly  insists  that  Tyberg  has  no  right  to  make 
the  claims  forming  counts  1,  2,  and  3  because  his  machine  does  not 
embody  the  structure  called  for  by  those  counts.  If  this  contention  is 
sound  it  follows  that  as  to  those  counts  the  interference  is  merely  in 
words. 

The  record  fails  to  show  that  this  question  was  presented  to  the 
Examiner  of  Interferences.  At  all  events  his  decision  contains  no 
reference  to  it  It  was,  however,  considered  by  the  Examiners-in- 
Chief  and  disposed  of  as  follows : 

Lacroix  strongly  contends  in  support  of  his  claim  of  priority  that  Tyberg 
instead  of  having  in  the  machine  of  his  application  and  proofs  means  for  trans- 
ferring cigar-hunches  from  the  support  (mold)  to  the  wrapping  mechanism,  as 
required  by  the  issue,  employs  three  separate  independently-acting  means,  each 
performing  a  different  function,  for  carrying  bunches  from  the  support  to  the 
wrapping  mechanism;  whereas  the  Lacroix  machine  comes  directly  under  the 
terms  and  spirit  of  the  issue  because  said  machine  is  provided  with  swinging 
arms  which  lift  the  bunches  from  the  support  (mold)  and  transfer  them  to  the 
wrapping  mechanism.  Lacroix  claims  that  the  machines  of  the  two  interferants 
are  substantially  different  from  each  other  in  construction,  operation,  and  func- 
tion, and  that  it  is  only  by  a  strained,  unauthorised,  and  unnatural  interprets 
tion  of  the  language  of  the  issue  that  it  includes  Tyberg's  construction. 

Tyberg  discloses  a  rocking  needle  for  transferring  bunches  from  the  mold,  a 
traveling-chain  support  to  receive  the  bunches  from  the  needle-bar  and  transport 
them  to  a  point  adjacent  the  cigar-wrapping  machine,  and  a  horiiontal  swing- 
ing arm  provided  with  grippers  to  lift  the  bunches  from  the  chain  support  and 
transfer  them  to  the  wrapper-applying  machine.  We  do  not  feel  Justified  in 
holding  that  this  machine  is  not  within  the  terms  of  the  issue,  for  the  means  for 
transferring  the  bunches  from  the  supporting  means  or  molds  is  broadly  defined 
in  the  issue  and  may  be  either  the  direct  and  simple  means  of  Lacroix  or  the 
Indirect  and  more  complex  means  of  Tyberg. 

On  appeal  the  question  was  presented  to  the  Commissioner  and  his 
decision  was  in  harmony  with  that  of  the  Examiners-in-Ghief.  He 
said : 

In  Tyberg's  device  a  plurality  of  bunches  are  transferred  by  an  arm  carrying 
a  series  of  needles  from  their  support  in  the  mold  to  a  chain  carrier.  From 
said  chain  carrier  a  swinging  gripping  device  transfers  the  bunches  one  by  one 
to  the  wrapping  mechanism.  In  the  device  of  Lacroix  a  single  bunch  is  trans- 
ferred at  one  operation  by  means  of  an  oscillating  arm  from  the  mold  to  the 
wrapping  mechanism  and  without  the  use  of  the  intermediate  chain  carrier  of 
Tyberg.  Lacroix  contends  that  the  portion  of  claims  1,  2,  and  3  calling  for 
^  means  for  transferring  the  bunches  from  the  mold  to  the  wrapping  mechan- 
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ism  "  is  not  properly  readable  oa  Tyberg's  stnictore,  since  In  the  latter  struc- 
ture It  must  cover  three  elements— viz.,  the  needle-bar,  the  chain  carrier,  and 
the  swinging  arm. 

This  contention  Is  beHeved  to  be  without  force.  The  claims  constituting 
these  counts  of  the  issue  originated  In  the  Tyberg  application  and  should  be 
construed  in  the  light  of  his  disclosure.  In  Tyberg's  machine  it  was  found 
advantageous  to  remove  all  the  bunches  from  the  mold  at  one  operation.  The 
wrapping  mechanism,  however,  (x>u]d  operate  on  but  one  bunch  at  a  time.  It 
was  therefore  necessary  In  his  device  to  provide  the  Intermediate  chain  carrier 
to  receive  a  plurality  of  bunches  removed  from  the  mold  and  permit  them  to  be 
taken  one  at  a  time  to  the  wrapping  mechanism.  The  only  function  of  the 
needle-bar,  chain  carrier,  and  swinging  arm  Is  to  take  the  bunches  from  the 
mold  to  the  wrapping  device.  Taken  togethw  they  form  the  transfer  mechan- 
ism, or  the  "  means  for  transferring  the  bunches  from  the  mold  to  the  wrapping 
mechanism  " — as  called  for  in  these  counts  of  the  issue.  It  Is  true  that  Lacrolx 
shows  a  different  species  of  transferring  device,  and  the  means  in  his  case 
covers  merely  the  oscillating  arm  and  Its  operating  mechanism.  The  term 
"  means,"  however,  is  a  geuerlc  one  and  equally  applicable  to  either  species  of 
transferring  device.  In  r^ly  to  the  contention  that  It  does  i^ot  properly  define 
Tyberg's  invention  it  may  be  said  that  the  Invention  of  the  counts  imder  con- 
sideration does  not  reside  In  any  particular  construction  of  transferring  means, 
but  in  the  combination  of  the  transferring  means  with  the  other  elements  of 
the  combination  claimed. 

Molds  have  long  been  employed  for  shaping  machine-made  cigars. 
Whai  placed  in  these  molds  the  cigar,  then  technically  called  a 
"  bunch,"  consists  of  a  filler  of  tobacco,  or  some  substance  resembling 
it,  and  a  binder.  When  Tyberg  entered  the  field  these  bunches  were 
removed  from  the  molds  by  hand,  and  by  hand  transferred  to  the 
wrapping  mechanism.  Bunch-making  machines,  molds  and  wrap- 
ping-machines, were  all  old  in  the  art. 

What  Tyberg  sought  to  construct,  and  what  he  did  in  fact  con- 
struct, was  a  machine  that  would  remove  automatically  the  bunches 
from  the  molds  and  transfer  them  to  the  wrapping  mechanism.  It 
is  apparent,  therefore,  that  if  adequate  protection  is  to  be  given  his 
invention  it  must  be  held  to  reside  not  in  any  particular  construction 
of  the  transferring  means,  but  in  the  combination  of  elements,  viz., 
the  mold,  or  support  for  the  bunches,  the  wrapping  mechanism,  and 
means  for  t^-ansferring  the  bunches  from  the  mold  to  the  wrnnping 
mechanism.  Tyberg's  machine,  by  this  combination  of  elements,  ac- 
complished a  new  result.  Its  utility  being  unquestioned  the  inven- 
tion is  entitled  to  much  greater  liberality  of  treatment  than  as  though 
it  dealt  merely  in  specific  improvements  upon  old  machines.  {Marley 
Sewing  Machine  Co.  v.  Lancaster^  C.  D.,  1889,  880;  47  O.  G.,  267; 
129  U.  S.,  263;  Hohhs  v.  Beach,  C.  D.,  1901,  311;  94  O.  G.,  2357;  180 
U.  S.,  383.)  We  agree  with  the  Commissioner  that  the  words — 
means  for  transferring  the  bunches  from  the  mold  to  the  wrapping  mechanism — 
as  used  in  counts  1,  2,  and  3,  are  applicable  alike  to  the  transferring 
device  of  each  party.    The  term  "  means,'*  as  us^ J^  |l|ii|^QQ|mjE^tion, 
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must  be  held  to  be  a  generic  term  and  hence  applicable  to  each  species 
of  transferring  device.  It  follows  that  these  counts  are  readable  on 
Tyberg's  structure. 

It  it  also  urged  that  the  Commissioner  erred  in  awarding  priority 
of  invention  to  Tyberg  on  count  4  because  the  applications  of  the  re- 
spective parties,  so  far  as  this  count  is  concerned,  do  not  show  the 
same  invention.  This  question  cannot  be  raised  for  the  first  time  at 
this  stage  of  the  proceeding.  It  should  have  been  raised  by  appro- 
priate motion  before  the  Patent  Office  and  brought  here  on  appeal. 

Whether  there  exists  a  statutory  bar  of  public  use  to  the  issuance 
of  a  patent  to  Tyberg,  as  is  contended  by  appellant,  is  not  an  issue 
here.  {Bunon  v.  Vogel^  C.  D.,  1907,  669;  181  O.  G.,  942;  29  App. 
D.  C.,388.) 

Neither  are  we  called  upon  in  this  proceeding  to  determine  the 
patentability  of  the  invention.  That  is  a  question  to  be  determined 
by  the  Patent  Office.  {Mell  v.  Midgley,  C.  D.,  1908,  512;  186  O.  G., 
1534;  31  App.  D.  C,  634;  Sobey  v.  HoUclaw,  C.  D.,  1907,  466;  126 
O.  G.,  3041 ;  28  App.  D.  C,  66.) 

The  decision  of  the  Commissioner  is  aiftrmed^  and  the  clerk  of 
this  court  will  certify  this  opinion  and  the  proceedings  in  this  court 
to  the  Commissioner,  as  required  by  law. 


jst  of  Appeals  of  the  District  of  Columbia.  1 

DiLo  V.  MooRE,  Commissioner  of  Patents. 

Decided  Vovemher  $0,  19Q9. 

160  O.  Q.,  268;  34  App.  D.  0.,  106. 

PATEKTABn.ITT — BOX  UnDEB  SECTION  4915,  REVISED  STATITTES — SITBJEOT-MaTTEB 

OF  Gaims  Not  Disclosed. 
Evidence  considered  and  Held  insufElcient  to  show  that  the  elements  of 
the  claims  were  described  or  disclosed  in  applicant's  original  application. 

Mr.  Wallace  Greene^  Mr.  Henry  D.  WiUiaw^j  and  Mr.  Victor  D. 
Borst  for  the  appellant. 
Mr.  Webster  S.  Ruchnan  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  a  decree  of  the  Supreme  Court  of  the  Dis- 
trict of  Columbia  dismissing  a  bill  in  equity  to  compel  the  Commis- 
sioner of  Patents  to  issue  a  patent  to  appellant  containing  the  claims 
here  in  issue.  (C.  D.,  1909,  255;  149  O.  O.,  601.)  Section  4815  of 
the  Bevised  Statutes  of  the  United  States,  under  which  this  action 
was  brought,  is  as  follows: 

Whenever  a  patent  on  application  Is  refused,  either  by  the  Ck)mmissioner  of 
Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia  upon  appeal  from 
52746*— 11 ^19 
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the  OommiB8loner,  the  applicant  may  have  remedy  by  bill  in  equity;  and  the 
court  having  cognizance  thereof,  on  notice  to  adverse  parties  and  other  due 
proceedinga  had,  may  adjudge  that  such  applicant  is  entitled,  according  to  law, 
to  receive  a  patent  for  hia  invaition,  as  specified  in  his  claim,  or  for  any  part 
thereot  as  the  facts  In  the  case  may  appear.  And  such  adjudication,  if  it  be 
in  favor  of  the  right  of  the  applicant,  shall  authorlae  the  Ck>mmis8ioner  to  isaoe 
such  patent  on  the  applicant  filing  in  the  Patent  Office  a  copy  of  the  adjudica- 
tion, and  otherwise  complying  with  the  requirements  of  law.  In  all  cases,  whore 
there  is  no  opposing  party,  a  copy  of  the  bill  shall  be  served  on  the  €k>nmil»- 
sioner;  and  all  the  expenses  of  the  proceeding  shall  be  paid  by  the  applicant; 
whether  the  final  decision  is  in  his  favor  or  not 

The  invention  in  issue  relates  to  rings  or  retaining  devices  for 
holding  in  place  the  balls  used  in  ball-bearings.  It  consists  of  a  flat 
ring  having  upon  its  edges  oppositely-disposed  vertical  projections  or 
standards.  The  end  portions  of  the  projections  on  one  edge  of  the 
ring  are  bent  over  at  right  angles,  forming  flat  angular  flaps  extend- 
ing over  to  the  top  of  the  projections  on  the  other  edge  of  the  ring 
in  a  plane  parallel  to  its  edges.  The  issue  is  embodied  in  the  follow- 
ing counts: 

14.  A  ball-retaining  device  for  baU-bearlngs  consisting  of  a  rlng-fiOiaped  por- 
tion or  base  having  series  of  standards  springing  from  one  edge  thereof  only 
and  provided  with  sector-shajied  or  fiaring  angularly-arranged  extenBion8» 
whereby  suitable  spaces  are  formed  for  deceiving  and  confining  the  balla  be- 
tween adjacent  standards. 

16.  A  ball-retainer  consisting  of  an  annular  base  portion  and  a  series  of 
integral  parts  extending  from  one  edge  only  of  said  base  and  having  flaring^ 
portions  arranged  at  an  angle  thereto,  whereby  suitable  spaces  are  formed  for 
receiving  balls  which  are  sprung  into  said  spaces  and  confined  between  said 
parts. 

Id.  A  baU-retaining  device  for  ball-bearings,  consisting  of  a  ring-shaped  por- 
tion or  base  having  a  series  of  standards  springing  axially  from  one  edge 
thereof  only  and  terminating  in  sector-shaped  or  fiaring  angularly-arranged 
fianges  or  extensions,  whereby  spitable  spaces  are  formed  for  receiving  and 
confining  the  balls  between  adjacent  standards. 

It  appears  that  appellant  filed  an  application  for  Letters  Patent 
on  October  18,  1897,  and,  on  February  16,  1900,  in  accordance  with 
the  requirements  of  the  JPatent  Office,  filed  a  divisional  application 
covering  the  same  subject-matter,  which  latter  is  the  one  involved  in 
this  cause.  On  September  1,  1903,  appellant  inserted  five  claims  in 
tiie  divisional  application,  four  of  which  were  rejected  by  the  Pri- 
mary Examiner.  Ob  appeal  to  the  Board  of  Examiners-in-Chief, 
one  additional  daim  was  allowed.  An  appeal  was  then  taken  to  the 
Commissioner  of  Patents,  who  affirmed  the  decision  of  the  Exam* 
iners-in-Chief  (C.  D.,  1904,  401;  112  O.  G.,  953,)  which  decision  was, 
in  turn,  affirmed  by  this  court.  (C.  D.,  1906,  620;  116  O.  G.,  1067;  26 
App.  D.  C,  9.)  Thereupon,  appellant  filed  a  bill  in  equity  in  the 
supreme  court  of  the  District  to  compel  the  issuance  of  the  patent 
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sought,  as  permitted  by  the  Revised  Statutes,  and  from  the  decision 
of  the  court  dismissing  the  bill  the  case  comes  here  on  appeal. 

We  have  examined  carefully  the  evidence  adduced  in  support  of 
appellant's  contention  in  the  court  below.  One  witness  testified  that, 
in  his  opinion,  the  elements  of  the  claims  in  issue  are  present  in  ap- 
pellant's original  structure.  Three  other  expert  witnesses  testified, 
not  one  of  whom  was  examined  upon  this  crucial  point.  Appellee 
presented  no  evidence,  electing  to  stand  upon  the  record  made  in  the 
Patent  Office.  Upon  that  record,  all  three  tribunals  ruled  against 
appellant. 

On  the  appeal  from  the  decision  of  the  Commissioner  of  Patents, 
this  court  held  that  appellant  had  no  right  to  make  the  claims  in 
question,  because  the  elements  of  the  claims  were  neither  described 
nor  disclosed  in  his  original  application.  {In  re  Dilg^  C.  D.,  1905, 
620;  116  O.  G.,  1067;  26  App.  D.  C,  9.)  We  are  unable  to  discover 
wherein  the  position  of  appellant  has  been  improved  since  his  last 
appearance  in  this  court.  At  that  time,  his  right  to  make  ihese 
claims  was  carefully  considered,  and  we  find  no  reason  to  change  or 
revise  the  opinion  then  given. 

The  decree  of  the  supreme  court  of  the  District  of  Columbia  die- 
mdssinff  the  hiU  is  affirmed  with  costs. 


(Court  of  Appeals  of  the  Diftrlct  of  Colombia.] 

Gou>  V,  GbliD. 

Decided  December  16^  1909. 

150  O.  6.,  670;  M  App.  D.  C,  229. 

1.  iNTnnaKiiCB— Patentabiutt   of    Issue — Nor   Ck)NsiDEBBD    bt   Coxjvt   of 

Affbals. 
"  It  is  the  settled  doctrine  of  this  court  that  the  allowance  of  a  claim  in 
the  Pat^t  Office  is  conclusive  of  the  question  of  patentability  in  an  inter- 
ference proceeding,  because  the  appellate  Jurisdiction  in  respect  to  patent- 
ability is  limited  to  cases  where  claims  have  been  rejected  on  that  ground." 

2.  Samb— Right  to  Make  Claims— Ancillabt  to  Pbiobitt. 

While  the  question  of  the  patentability  of  the  issue  will  not  be  enter- 
tained on  appeal  from  an  award  of  priority,  the  right  of  one  of  the  parties 
to  make  the  claims  under  the  disclosures  of  his  application  will  be  enter- 
tained as  an  ancillary  question.  (Podleaak  and  Podleaak  v.  Molnnemey, 
C.  D.,  1906,  658;  120  O.  G.,  2127;  28  App.  D.  C,  309.) 

8.  Same — ^Decision  on  Motion  to  Dissolve — Res  Aojudicata. 

Where  an  Interference  is  dissolved  on  the  ground  that  one  of  the  parties 
thereto  has  no  right  to  make  claims  corresponding  to  the  counts  of  the  issue 
and  no  appeal  is  taken  from  such  decision,  the  question  of  his  right  to 
make  such  claims  is  res  adfudioata,  ^,g,  ,ea  oy  ^  w v.^^^  l^ 
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4.  Saicb— Samx^Saiol 

Where  no  appeal  was  taken  from  the  decision  of  the  Primary  Bxamlner 
dlBSOlving  an  interference  on  the  ground  that  the  claims  in  issue  are  not 
patentable  and  a  second  interference  was  declared  inrolving  claims  ii<»t 
essentially  difFerent  from  those  involyed  in  the  former  interference,  JBtld 
that  the  question  of  patentability  was  not  omcluded  by  the  decision  in  the 
prior  interference. 

6.  Samb^Psiobitt— Right  to  Makk  thk  Claims— Congubbert  1>xgisioh  or 

THE  IBIBITNALS  OF  THB  PaTBNT  OWFIOJL 

Where  all  of  the  tribunals  of  the  Patent  Office  have  concurred  in  holdios* 
especially  in  a  case  Involving  somewhat  complicated  mechanical  means,  that 
the  Invention  claimed  is  not  disclosed  in  the  description  of  a  party's  inven- 
tion, error  must  be  clearly  shown  in  their  conclusion  to  justify  a  reversal 
of  the  same. 

Mr.  O.  R.  Bamett  for  the  appellant 

Mr.  A.  C.  Fraaer  and  Mr.  W.  A.  Redding  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  a  steam-heating  system,  in  an  issue  of  twelve  counts  as  follows : 

Is  In  combination,  an  admission-pipe  carrying  a  supply  of  steam  at  pressure 
greater  than  atmospheric  and  a  steam-heating  system  taking  steam  from  said 
admission-pipe  and  circulating  it,  and  including  thermostatically-controlled 
means  for  determining  whether  it  shall  be  circulated  at  admission-pipe  pres- 
sure or  at  approximately  atmospheric  or  lower  pressure  and  for  automatically 
maintaining  it  at  such  determined  pressure. 

2.  A  steam-heating  system  including  in  combination  an  admission-valve  and 
an  exhaust-valve,  both  under  automatic  control  and  adjustable  by  hand  to 
cause  a  circulation  of  steam  at  a  high  pressure  or  at  a  low  pressure,  at  will. 

8.  In  combination,  an  admission-pipe  for  carrying  a  supply  of  steam  at  high 
pressure,  and  a  steam-heating  system  including  in  combination  an  admission- 
valve  for  taking  steam  from  said  admission-pipe,  and  an  ezhaust-valve,  both 
under  automatic  control  by  the  temperature  beyond  the  exhaust-valve,  and  each 
adapted  to  be  held  open  so  as  to  cause  a  circulation  at  high  or  low  pressure 
at  wUl. 

4.  A  steam-heating  system  including  In  combination  an  admission-valve  and 
an  exhaust-valve,  both  under  automatic  control  by  a  single  controller  and  ad- 
justable by  hand  to  cause  a  circulation  of  steam  at  a  high  pressure  or  a  low 
pressure,  at  will. 

6.  A  steam-heating  system  Including  in  combination  an  admission-valve  and 
exhaust-valve,  both  said  valves  being  under  automatic  control,  and  hand- 
operated  means  for  opening  the  exhaust-valve  and  neutrallxing  the  automatic 
control  thereof. 

6.  A  steam-heating  system  including  in  combination  an  admission-valve^  an 
exhaust-valve,  both  said  valves  being  under  automatic  control,  and  means  for 
neutralizing  such  control  of  the  admission-valve. 

7.  A  steam-heating  system  including  in  combination  an  admission-valve,  an 
exhaust-valve,  both  said  valves  being  under  automatic  control  by  the  steam, 
and  means  for  neutralising  such  control  of  either  of  said  valves  at  will. 

8.  A  steam-heating  system  including  in  combination  an  admission-valve,  an 
exhaust-valve,  both  said  valves  being  under  automatic  control,  and  hand- 
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operated  means  for  opening  one  of  lald  valTee  and  thereby  neotrallslng  auto- 
matic control  thereof. 

9.  In  combination  an  admiselon-pipe  for  carrying  a  supply  of  steam  at  a  high 
pressure,  and  a  steam-heating  system  including  an  admission-valve  under  auto- 
matic control,  an  exhaust-valve,  means  for  holding  the  admission-valve,  and 
hand-operated  means  fbr  holding  the  exhaust-valve  open  when  the  admission- 
Talve  Is  under  automatic  control. 

10.  In  combination,  an  admission-pipe  carryiog  a  supply  of  steam  at  pressure^ 
greater  than  atmospheric,  and  a  steam-heating  system  including  an  admlasion- 
Talve  and  an  exhaust-valve,  both  under  automatic  control,  and  means  for  con- 
verting said  system  into  an  admiasion-plpe-pressure  system,  or  an  atmospheric- 
pressure  system  at  will. 

11.  In  combination  an  admission-pipe  carrying  a  supply  of  steam  at  pressure 
greater  than  atmospheric,  and  a  steam-heating  system  including  an  admission- 
valve  and  an  exhaust-valve^  both  under  automatic  control  by  a  single  controller, 
and  means  for  converting  said  system  into  an  admission-pipe-pressure  system 
or  an  atmospheric-pressure  system  at  will. 

12.  In  combination,  an  admission-pipe  carrying  a  supply  of  steam  at  pressure 
greater  than  atmospheric,  and  a  steam-heating  system  including  an  admission- 
valve  and  exhaustrvalve  both  under  automatic  control  by  the  temperature 
beyond  the  exhaust-valve,  and  means  for  converting  said  system  into  an  admis- 
aion-plpe-pressure  system  or  an  atmospheric-pressure  system  at  will. 

Edward  E.  Gold  the  senior  party  filed  his  application  July  16th, 
1904.    Egbert  H.  Gold  filed  his  on  February  11, 1905. 

A  first  interference  was  declared  between  the  parties  October  8, 
1906,  and  each  moved  to  dissolve.  The  grounds  of  Edward  E.  Gold's 
motion  were:  (1)  that  Egbert  H.  Gold  had  no  right  to  make  the 
claims  involved  in  view  of  certain  patents  referred  to;  (2)  that  the 
claims  are  not  patentable  to  Egbert  H.  Gold  in  view  of  those  patents. 
Egbert  H.  Gold  moved  to  dissolve  on  the  ground  that  the  subject- 
matter  of  each  of  counts  1,  2,  8,  6,  7,  8,  9,  is  unpatentable  in  view  of 
the  prior  art,  as  shown  in  a  number  of  patents  cited. 

oil  March  15th,  1906,  the  Primary  Examiner  dissolved  the  inter- 
ference on  the  following  grounds  stated  in  the  decision:  (1)  irregu- 
larity in  the  declaration  of  the  interference;  (2)  that  the  counts  of 
the  issue  are  not  patentable  to  Egbert  H.  Gold;  (3)  that  counts  1,  2, 
8,  6,  7,  8,  and  9  are  not  patentable.  He  added  that  the  question  of 
the  patentability  of  counts  4  and  5  to  Edward  E.  Gold  had  not  been 
raised  by  either  motion.  Neither  party  appealed  fr<»n  this  decision. 
Ew  parte  consideration  was  then  resumed.  Edward  E.  Gold's  appli- 
cation was  then  rejected  as  to  all  claims  except  4  and  5,  on  the  ground 
that  the  former  decision  was  final.  He  then  amended  substituting 
a  new  set  of  claims.  These  were  rejected  save  as  to  three,  on  the 
ground  that  they  had  become  res  adjvdicata  by  the  former  decision 
on  the  motion  to  dissolve.  On  appeal  to  the  Examiners-in-Chief 
they  reversed  the  Examiner  on  all  the  claims,  but  No.  1.  Applicant 
then  erased  No.  1  and  the  present  interference  was  declsred  with  the 
same  applicstion  of  Egbert  H.  Gold,  and  the  contest  was  renewed. 
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Both  parties  again  moved  to  dissolve.  The  grounds  of  Edward  E. 
Gold's  motimi  were:  (1)  that  the  daims  are  not  patentable  to  E.  H. 
Gold  in  view  of  former  patents  issued  to  him ;  (2)  that  he  had  no 
right  to  make  the  claims. 

The  grounds  of  Egbert  H.  Gold's  motion  were:  (1)  that  Edward 
E.  Gold  had  no  right  to  make  the  claims;  (2)  that  tlie  claims  are  not 
patentable  as  to  him  in  view  of  certain  patents  cited.  The  Examiner 
denied  both  motions.  Testimony  having  been  taken  the  interference 
was  heard  by  the  Examiner  of  Interferences,  who  found  the  follow- 
ing facts:  Edward  E.  Gold  conceived  the  invention  June  30th,  1901, 
but  made  no  actual  reduction  to  practice,  and  was  entitled  to  con- 
structive reduction  to  practice  by  virtue  of  his  application  filed  July 
16th,  1904.  That  Egbert  H.  Grold  conceived  the  invention  in  Febru- 
ary, 1904,  but  made  no  actual  reduction  to  practice.  That  Egbert  H. 
Gold  failed  to  use  diligence  in  reducing  to  practice  either  actually  or 
constructively.  Without  considering  whether  Egbert  H.  Gold  had 
disclosed  the  invention,  as  claimed  in  his  Patent  No.  771,628,  applied 
for  June  27th,  1904,  and  patented  October  4th,  1904,  for  an  ad- 
justable low-pressure  heating  system,  he  followed  the  decision  of 
the  Primary  Examiner  on  that  point.  He  declined  also  to  con- 
sider the  question  of  the  patentability  of  the  issue,  and  on  the  facts 
found  awarded  priority  to  Edward  E.  Gold.  Appeal  was  taken 
to  the  Examiners-in-Chief.  These  agreed  with  the  Examiner  as  re- 
gards the  conception  of  the  parties,  respectively,  and  the  failure  of 
diligence  on  the  part  of  Egbert  H.  Gold.  Taking  up,  first,  the  ques- 
tion of  the  patentability  of  the  issue,  not  as  a  subject-matter  of  ap- 
peal, but  under  the  power  conferred  by  Rule  126,  they  refused  to 
recommend  to  the  Commissioner  a  denial  thereof.  They  stated  that 
two  systems  of  heating  had  long  been  in  use:  first,  the  atmospheric- 
pressure  system  in  which  the  radiators  are  substantially  open  to  the 
atmosphere  at  the  exhaust  end,  and  the  admission  of  steam  from  the 
train-pipe  is  controlled  by  an  admission- valve;  second,  the  train- 
pipe-pressure  system  in  which  the  radiator  is  practically  open  to  the 
train-pipe  at  all  times,  and  the  exhaust  controlled  by  a  valve  open 
only  when  necessary  to  drain  off  the  water  of  condensation.  In  each 
system  the  valve  is  controlled  by  a  thermostat  in  the  outlet  The  in- 
vention of  the  interference  is  an  interconvertible  system  combining 
the  two  described ;  that  is  to  say,  a  system  in  which,  by  a  manipula- 
tion of  parts,  it  may  be  converted  at  will  to  either  an  atmospheric- 
pressure  system,  or  a  train-pipe-pressure  system.  The  subject-matter 
was  held  to  be  patentable,  and  while  the  specific  descriptions  of  the 
parties  differed,  each  disclosed  the  issue. 

They  next  took  up  the  question,  upon  which,  under  the  facts  pre- 
viously found,  the  final  award  of  priority  must  depend.  That  is 
whether  Egbert  H.  Gold's  former  application  of  June  27th,  1904, 
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upon  which  his  Patent  No.  771,628  had  been  issued,  disclosed  the 
invention  of  the  present  issue?  Having  made  an  analysis  of  the  in- 
vention as  disclosed  in  the  specifications  of  the  patent,  they  gave  a 
negative  answer  to  the  question.  They  noted  the  obstacle  to  the 
contention  of  disclosure  of  the  present  invention  in  that  patent  as 
consisting  in— 

Interposing  in  tbe  system  a  yielding  and  preferably  an  adjustable  obstruction 
whereby  the  heating  medium  is  kept  from  operative  relation  with  the  ther- 
mostat which  controls  the  operation  of  the  inlet-valve^ 

Regarding  this  they  said : 

Were  it  possible  to  adjust  the  pressure-controlling  valve  to  the  tightly-closed 
position,  or  to  withdraw  it  to  such  an  extent  that  the  spring  would  be  in 
operation,  to  do  so  would  entirely  change  the  character  of  the  device.  It  would 
in  fiict  destroy  the  very  element  which  the  patentee  has  described  as  the 
essence  of  his  invention,  to  wit,  the  yielding  obstruction.  The  system  so 
changed  would  constitute  a  new  means  having  an  entirely  differ^it  principle 
of  operation.  It  may  be  granted  that  the  mechanical  change  involved  is  but 
slight,  but  we  are  clearly  of  the  opinion  that  invention  was  involved  in  the 
conception  of  the  idea  of  means. 

In  accordance  with  this  conclusion  they  affirmed  the  decision  in 
favor  of  Edward  E.  Gold.  Egbert  H.  Oold  then  appealed  to  the 
Commissioner.  It  may  be  remarked  here  that  he  concedes  the  find- 
ings of  the  tribunals  in  respect  of  the  dates  of  conception,  and  of  his 
want  of  diligence.  His  appeal  involves  two  points.  The  first  relates 
to  the  patentability  of  the  issue,  and  his  contention  is  that  this  ques- 
tion has  been  finally  adjudicated  on  the  original  motion  to  dissolve 
the  interference,  and  was  therefore  conclusive  as  between  all  of  the 
parties.  The  second  relates  to  the  disclosure  of  his  Patent  No. 
771,628. 

The  first  question  was  raised  by  a  special  petition  to  the  Commis- 
sioner, which  was  heard  in  connection  with  the  appeal.  The  Com- 
missioner denied  the  effect  claimed  for  the  former  adjudication,  and 
then  in  a  decision  on  the  question  of  disclosure  in  the  patent  afore- 
said, affirmed  the  decision  of  the  Examiners-in-Chief. 

From  that  decision  Egbert  H.  Gold  has  prosecuted  this  appeal  on 
both  points. 

1.  It  is  the  settled  doctrine  of  this  court  that  the  allowance  of  a 
claim  in  the  Patent  Office  is  conclusive  of  the  question  of  patentabil- 
ity in  an  interference  proceeding,  because  the  appellate  jurisdiction 
in  respect  of  patentability  is  limited  to  cases  where  claims  have  been 
rejected  on  that  ground.  {Johnson  v.  Mueaer^  C.  D.,  1909,  437 ;  145 
O.  G.,  764;  29  App.  D.  C,  61,  and  cases  cited ;  Dunbar  v.  Schellenger^ 
C.  D.,  1907,  567;  128  O.  G.,  2837;  29  App.  D.  C,  129.)  But  whether 
a  former  adjudication  against  the  patentability  of  claims,  made  on 
motion  of  one  of  the  parties  in  interference  to  dissolve  on  that  ground, 
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is  conclusive  of  the  right  to  reconsider  the  question  of  patentability 
of  the  several  applications,  ex  parte,  and  then  to  renew  the  interfere 
enoe,  formerly  dissolved,  is  a  question  that  has  not  been  decided. 

As  we  have  seen,  the  first  motion  to  dissolve,  from  the  decision  on 
which  no  appeal  was  taken,  was  granted  on  the  ground  that  the 
claims  in  the  issue  of  the  interference  were  not  patentable  at  all  in 
view  of  the  prior  art.  Two  claims  of  the  issue  were  not  included  in 
that  adjudication,  as  they  were  not  embraced  in  the  motion.  As  the 
result  of  the  order  of  dissolution,  each  applicant  was  referred  back  to 
the  Primary  Examiner  for  separate  action.  The  ordinary  result  of 
this  would  be  the  final  rejection  of  the  claims  of  both  parties  which 
had  been  held  unpatentable.  Edward  E.  Gold  amended  his  claims 
and  demanded  reconsideration.  The  Examiner  rejected  them  but  on 
appeal  to  the  Examiners-in-Chief  they  were  allowed.  Egbert  H. 
Gold's  application  was  also  reconsidered  and  the  interference  was  re- 
declared.  Notwithstanding  the  amendments  referred  to  the  new 
claims  are.  not  essentially  different  from  the  old  ones. 

It  is  also  settled  that  where  an  application  has  been  finally  rejected 
by  the  Commissioner  in  an  ea^  parte  proceeding,  that  adjudication 
may  be  relied  on  by  him  as  conclusive  on  a  second  application  for  the 
same  invention.  {In  re  Barratfs  Appeal,  C.  D.,  1899,  320;  87  O.  G., 
1076 ;  14  App.  D.  C,  266 ;  in  re  Fay,  C.  D.,  1900,  232 ;  90  O.  G.,  1167 ; 
16  App.  D.  C,  616;  in  re  Edison,  C.  D.,  1908,  827;  188  O.  G.,  1190; 
80  App.  D.  C.,  821.)  A  qualification  of  this  doctrine  was  indi- 
cated by  the  following  language  in  the  opinion  by  Justice  Morris  in 
Barratt's  case: 

In  what  we  have  said  we  do  not  desire  to  be  understood  that  the  Patent 
Office  may  not,  if  it  thinks  proper  so  to  do,  entertain  and  adjudicate  a  second 
application  for  a  second  patent  after  the  first  application  has  been  rejected. 
What  we  decide  is  that  it  is  not  incumbent  upon  the  Office  as  a  duty  to  enter- 
tain such  applications  and  that  if  it  refuses  to  entertain  them  it  has  a  perfect 
legal  right  so  to  do.    An  applicant  is  not  legally  aggrieved  by  such  refusal. 

Therefore,  in  so  far,  as  the  public  interest,  of  which  the  Commis- 
sioner is  the  representative,  was  concerned,  it  seems  that  he  had  the 
power  to  permit  this  reconsideration  and  allowance.  The  doctrine 
of  res  ad  judicata  necessarily  applies  in  favor  of  the  successful  party 
to  an  interference  to  whom  an  award  of  priority  has  been  made, 
against  his  opponent's  attempt  to  renew  the  interference  upon  a  new 
application  with  claims  for  the  same  invention  although  in  different 
or  broader  form.  (Blackford  v.  Wilder,  C.  D.,  1907,  491 ;  127  O.  G., 
1255;  28  App.  D.  C,  535;  Honne  v.  Wende,  C.  D.,  1907,  616;  129 
O.  G.,  2858;  29  App.  D.  C,  415;  CarroU  v.  HaUwood,  C.  D.,  1908, 
444;  135  O.  G.,  896;  81  App.  D.  C,  165.) 

While  the  question  of  the  patentability  of  the  issue  will  not  be 
entertained  on  appeal  from  an  award  of  priority,  the  right  of  one  of 
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the  parties  to  make  the  claims  und^  the  disclosures  of  his  applica- 
tion will  be  entertained  as  an  ancillary  question  for  the  reason  that — 

If  It  be  incorrectly  held  that  such  party  has  the  right  to  make  the  claim  pri- 
ority may  he  awarded  to  him  and  his  adversary  be  deprived  of  a  substantial 
right  in  that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor, 
his  adversary  never  having  made  the  invention.  {Podleaak  v.  Mclnnemey, 
G.  D.,  1906,  668 ;  120  O.  G.,  2127 ;  26  App.  D.  C,  889.) 

As  a  consequence  of  the  doctrine  established  by  that  case,  it  has 
been  held  that  where  an  interference  has  been  dissolved  on  that 
ground,  without  appeal  from  the  decision,  this  right  to  make  the 
claim,  must  be  considered  res  adjudicata  in  a  later  interference  be- 
tween the  parties  on  the  same  application.  (27.  8.^  ex  rel.  Newcomb 
Motor  Co^  V.  Moarej  C.  D.,  1908, 832;  188  O.  G.,  1680;  30  App.  D.  C, 
464.)  In  that  case  Newcomb  had  received  a  patent  but  before  its 
issue  Thbmson  and  others  had  applications  pending  in  the  Office, 
the  claims  of  which  did  not  conflict  with  Newcomb's.  Hence  no  in- 
terference had  been  declared.  When  the  parties  saw  Newcomb's 
patent  they  amended  by  copying  every  one  of  its  claims.  Inter- 
ferences having  been  declared  between  the  amended  applications  and 
the  patent,  Newcomb  moved  to  dissolve  on  the  ground  that  his  op- 
ponerts  had  no  right  to  make  those  claims  under  the  disclosures  of 
their  applications.  The  motion  was  sustained  by  the  Examiner,  and 
the  opponents  took  an  appeal  to  the  Commissioner,  which  they  there- 
after abandoned.  After  withdrawing  their  appeals  they  proceeded 
ex  parte  and  secured  another  allowance  of  their  claims  as  being 
within  the  disclosures.  The  interference  was  then  again  declared. 
Newcomb  moved  to  dissolve  on  the  ground  that  the  question  of  his 
opponents'  rights  to  make  the  claims  was  concluded  by  the  judgment 
on  his  first  motion.  This  contention  was  sustained  on  a  petition  for 
mandamus  to  the  Commissioner  to  compel  him  to  give  effect  to  the 
former  judgment  and  vacate  the  later  proceedings  for  interference. 
That  case  is  relied  on  by  appellant  as  governing  the  question  under 
present  consideration.  We  cannot  agree  with  the  contention.  The 
question  of  the  right  of  one  of  the  parties  to  make  claims,  is  insep- 
arably connected  with  that  of  priority.  When  adjudged  that  one  of 
the  parties  had  no  right  to  make  the  claims,  in  other  words,  that  his 
description  fails  to  show  a  conception  of  the  invention  of  the  issue, 
the  other,  who  thereby  appeared  to  be  the  sole  inventor,  was  neces- 
sarily entitled  to  the  award  and  to  his  patent  The  effect  of  the 
decision  is  U)  establish  his  right  of  property  in  the  invention,  and  he  is 
entitled  to  the  benefit  without  further  impeachment  of  that  right  by 
his  adveroary  in  renewed  litigation  in  the  Patent  Office.  If  the  losing 
party  can  go  back  to  the  Examiner,  and  proceeding  ex  parte^  secure 
an  allowance  of  his  right  to  make  the  claims  and  then  renew  the  liti- 
gatiiMi  with  his  adversary,  there  might  be  no  end  to  it    It  is  to  meet 
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conditions  of  the  kind  that  the  salutary  doctrine  in  respect  of  the 
oonclusireness  of  former  judgments  had  been  applied  in  proceedings 
in  the  Patent  Office.  On  the  other  hand  the  patentability  of  a  de- 
scribed invention  is  a  question  that  arises  on  each  application  when 
presented,  and  is  necessarily  determined  ex  parte.  It  is  only  when 
patentability  has  been  allowed  in  the  ex  parte  proceeding  that  an 
interference  with  a  like  application  of  another  can  be  declared.  This 
allowance  is  not  appealable.  It  is  true  that  the  patentability  of  the 
claims  of  an  issue  in  interference  may  be  questioned  in  a  motion  to 
dissolve.  (Patent  Office  Rule  122.)  Why  this  is  permitted  by  the 
nile  we  do  not  understand,  unless  it  be  to  enable  the  Commissioner 
to  reexamine  the  question  in  the  light  of  argument  and  put  an  end 
to  useless  litigation  if  he  find  that  an  allowance  of  patentability 
ought  not  to  have  been  made  in  the  first  instance.  So  finding  he  acts 
for  the  protection  of  the  public  from  an  unauthorized  monopoly  and 
dissolves  the  interference  so  that  each  application  may  be  rejected. 
The  decisicm  determines  no  right  between  the  two  opponents  but  one 
between  them  both,  on  one  side,  and  the  public  on  the  other.  If 
either  desire  to  appeal  from  the  final  order  of  rejection,  he  must  do 
so,  ex  parte  in  regular  course  of  procedure.  {In  re  FuUagar^  C.  D., 
1909,  270;  188  O.  G.,  259;  32  App.  D.  C,  222;  Sohey  v.  HolsclcMy 

C.  D.,  1907,  466;  126  O.  G.,  8041;  28  App.  D.  C,  66.)  That  the 
question  is  to  be  considered  as  one  bcitween  the  public  and  the  par- 
ties, and  not  between  the  latter,  is  also  evidenced  by  the  provisions  of 
Bule  126  which  authorizes  the  Examiner  of  Interferoices,  and  the 
Examiners-in-Chief  to  direct  the  attention  of  the  Commissioner  to 
matters  not  relating  to  priority.  Moreovei  the  Commissicmer  may, 
with  or  without  such  direction  or  attention,  raise  the  question  of 
patentability  of  his  own  motion,  and  send  the  application  back  for 
rejection  without  deciding  the  question  of  priority,  or  he  may,  after 
the  question  of  priority  h^s  been  determined,  reject  the  application  of 
the  successful  interferant,  and  put  him  upon  an  ex  parte  appeaL 
{Sohey  V.  HoUclaw,  C.  D.,  1907, 466;  126  O.  G.,  8041;  28  App.  D.  a, 
66;  Seyraow  v.  Brodie,  C.  D.,  1897,  872;  79  O.  G.,  609;  10  App. 

D.  C,  667.)  We  must  hold  that  the  question  of  patmtability  was 
not  concluded  by  the  decision  of  the  original  motion  to  dissolve  the 
interference  on  that  ground. 

2.  The  remaining  question  is  whether  the  subject-matter  of  the 
issue  is  disclosed  in  Patent  No.  771,628,  for  if  it  is,  Egbert  H.  Grold 
is  entitled  to  the  filing  date  of  the  application  for  that  patent  for 
constructive  reduction  to  practice,  and  consequently,  to  the  award 
of  priority,  as  it  has  been  found  that  he  was  the  first  to  conceive  the 
invention. 

The  point  has  been  fully  and  ably  considered  in  the  decisions  of 
the  several  tribunals  of  the  CMfice,  and  we  find  no^o^asion  for  adding 
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to  the  diBcussioiL  When  all  of  these  expert  tribunals  have  con- 
curred in  holding,  especially  in  a  case  involving  somewhat  compli- 
cated mechanical  means,  that  the  invention  claimed  is  not  disclosed 
in  the  description  of  a  party's  invention,  error  must  be  very  clearly 
shown  in  their  conclusions  to  justify  a  reversal  of  the  same.  {See- 
herger  v.  Dodgf  C.  D.,  1906,  608;  114  O.  G.,  2882;  24  App.  D.  C, 
476;  KUbimm  v.  Himer,  C.  D.,  1907,  562;  128  O.  O.,  1689;  29  App. 
D.  C,  64;  Stone  v.  Pupin^  C.  D.,  1902, 660;  100  O.  O.,  1118;  19  App. 
D.  C,  896.) 

It  is  sufficient  to  say  tltat  no  such  error  hoe  been  shown.  The 
decision  wiUj  therefore^  he  affirmed.  It  is  so  ordered,  and  that  this 
decision  be  certified  to  the  Commissioner  of  Patents  as  required 
bylaw. 


[Ooort  of  AppMlt  of  tbo  mitilet  of  G^mnbUu] 

In  HE  Gold. 

Decided  Deeemher  IB,  19S9. 

160  O.  0.»  678;  84  Ap^  D.  O.,  289. 

Patkiitabilitt — ^Rdssus— Nbw  Mattkb. 

dertain  claims  of  G.'s  reissue  application  Held  not  patentable^  ISor  tlie 
reason  that  tlie  Invention  covered  thereby  was  not  discloisd  In  bis  original 
patent 

Mr.  0.  B.  Bamett  for  the  appellant 

Mr.  TF.  S.  Buckman  for  the  Commissioner  of  Patents. 

Shepard,  O.  /•; 

Egbert  H.  Gold  received  Patent  No.  771,628,  October  4th,  1904, 
for  an  adjustable  low-pressure  heating  system,  on  an  applicaticm 
filed  June  27th,  1904.  On  April  2nd,  1906,  he  filed  an  application 
for  reissue  on  the  ground  that  the  claims  of  the  patent  are  insuffi- 
cient to  cover  his  invention  broadly,  owing  to  inadvertence  and  mis- 
take, and  partly  to  a  misapprehension,  at  the  time,  of  the  true  scope 
of  the  invention  he  had  described.  Before  filing  this  application, 
namely  on  February  11,  1906,  he  had  filed  a  new  application,  for  a 
patent  for  the  same  invention,  that  is  sought  in  the  reissue  applica- 
tion. Edward  E.  Gold  had  filed  an  application  for  a  patent  for  the 
same  invention  substantially,  on  July  16th,  1904,  and  an  interference 
was  declared  between  the  two.  The  present  application  was  prose- 
cuted ex  parte  pending  the  interference  proceeding  between  the 
others,  and  was  ended  by  a  final  decision  of  the  Commissioner  re- 
jecting the  same  on  February  24. 1909.  The  reason  given  for  rejection 
was  that  the  invention  was  different  from  that  disclosed  in  his  patent. 
This  appeal  is  from  that  final  decision. 


278     DSOISIOHB  OF  XJNITBD  STATES  OOXJBTS  IK  PATENT  OASES. 

The  interference  case  above  mentioned  was  brought  to  an  end  on 
June  26,  1909,  by  a  decision  of  the  Commissioner  awarding  priority 
to  Edward  E.  Oold.  That  case  turned  also  on  the  question  whether 
the  patent  application  of  Egbert  H.  Gold  contained  a  disclosure  of 
the  invention  of  the  issue.  An  appeal  from  that  decision  was  also 
prosecuted  by  Egbert  H.  Oold,  and  is  numbered  615  on  the  docket  of 
this  court.  Both  appeals  involving  substantially  tiie  same  question 
were  submitted  together.  We  have  affirmed  the  decision  in  No.  615, 
delivering  an  opinion  in  which  the  claims  in  controversy  are  set  out 
in  full.   They  need  not  be  repeated  here. 

Having  held  that  the  invention  of  that  issue^  which  i9  the  same  a» 
here  claimed^  was  not  disclosed  in  the  patent  application^  it  foUows 
that  the  decision  in  this  case  must  also  be  affirmed.  It  is  so  ordered 
and  the  clerk  will  certify  this  decision  to  the  Commissioner  of  Patents. 


[CoDit  of  Appeal!  of  the  Dlitrlct  of  Golnmblft.] 

Petebs  V.  Hopkins  and  Dement. 

Decided  November  50,  1909, 

160  O.  G.,  1044 ;  84  App.  D.  C,  141. 

IHTEBrERENCB — JUDGICBNT  ON  THE  ReCOBD. 

Wbere  a  Junior  party  to  an  interferencer  aUeges  in  his  preliminary  rtate- 
ment  a  date  of  conception  of  the  invention  In  issue  prior  to  the  senior 
party's  filing  date,  hut  the  other  dates  alleged  are  sobsequent  thereto,  Held 
that  an  order  to  show  cause  why  Judgment  be  not  rendered  on  the  record 
should  not  be  issued,  as,  conceivably,  conception  might  be  proved  as  alleged. 

Mr.  F.  P.  Davis  for  the  appellant. 

Mr.  F.  B.  Com/waUj  Mr.  L.  S.  Bacon^  and  Mr.  J.  H.  MHans  for  the 
appellee. 

Shepabd,  C.  J.: 

This  appeal  arises  out  of  an  interference  between  applications  of 
Dement,  Hopkins  and  Peters,  respectively,  for  a  patent  for  an  im- 
provement in  adding-machines.  Dement's  application  was  filed  Jan- 
uary 9,  1904,  that  of  Peters,  April  14,  1905,  and  that  of  Hopkins 
April  9,  1906.  A  preliminary  statement  was  filed  by  Peters  in  con- 
formity with  Patent  Office  Rule  110,  which  requires  that  each  party 
to  an  interference  shall  file  a  preliminary  statement  under  oath 
showing  among  other  facts  the  date  of  original  conception  of  the 
invention;  the  date  upon  which  a  drawing  of  the  invention  was 
made;  and  the  date  upon  which  the  invention  was  first  disclosed  to 
others.  Peters's  statement  alleged  conception  on  or  about  January  1, 
1904|  drawings  illustrating  the  invention  about  February  10,  1904, 
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and  disclosure  of  the  invention  to  others  on  or  about  February  11, 
1909. 

Bule  114  provides  that  if  any  party  to  an  interference  other  than 
the  senior  party,  fails  to  file  a  statement,  or  if  his  statement  fails  to 
overcome  the  prima  facie  case  made  by  the  respective  dates  of  the 
application,  such  party  will  be  notified  by  the  Examiner  of  Interfer- 
ences that  judgment  upon  the  record  will  be  rendered  against  him  at 
the  expiration  of  thirty  days  unless  cause  is  shown  whereby  sudi 
action  should  not  be  taken. 

Acting  under  this  rule  the  Examiner  of  Interferences  gave  notice 
to  Peters  to  show  cause  why  judgment  should  not  be  rendered 
against  him  on  the  ground  that  the  date  of  disclosure  and  making 
of  drawings  as  alleged  are  subsequent  to  the  filing  date  of  Dement 
the  senior  party.  On  March  SS,  1908,  the  Examiner  of  Interferences 
rendered  judgment  against  Peters  on  the  record,  he  having  failed 
to  show  sufficient  cause  why  the  same  should  not  be  done.  An  appeal 
was  taken  by  Peters  directly  to  the  Commissioner,  who,  on  May  14, 
1908,  affirmed  the  decision.  (C.  D.,  1908, 131 ;  134  O.  G.,  1050.)  He 
expressed  the  opinion  that  mere  conception  existing  in  the  mind  of 
the  inventor  is  insufficient,  but  must  be  followed  by  proof  of  dis- 
closure, or  the  doing  of  other  acts  sufficient  to  establish  a  date  of 
conception  prior  to  the  filing  date  of  the  senior  party.  We  quote  the 
following  extract  from  his  opinion: 

Experience  has  shown  that  it  U  <mXj  In  rare  cases,  if  ever,  that  conception  Is 
proved  except  by  a  disc-osure  to  others,  either  orally  or  by  means  of  some 
tangible  evidence,  and  it  is  believed,  therefore,  that  in  those  cases  where  a 
Junior  party  allegefl  the  fact  of  conception  only  prior  to  the  filing  date  of  the 
senior  party  the  better  practice  Is  to  issue  an  order  to  show  cause  against  the 
junior  party.  If  the  case  is  one  of  those  conceivable  but  exceedingly  rare  cases 
where  conception  can  be  established  by  means  other  than  disclosure  and  the 
party  against  whom  the  order  to  show  cause  has  been  issued  shaU  within  the 
time  set  therein  file  the  affidavit  of  himself  or  of  his  attorney  setting  forth 
that  it  is  proposed  to  establish  conception  by  means  other  than  disclosure,  the 
Examiner  of  Interferences  wlU  not  render  a  Judgment,  but  wUl  set  times  for 
taking  testimony.  This  practice  will  work  no  hardship  upon  the  Junior  party, 
for  the  rule  permits  him  to  bring  all  valid  motions  after  the  order  Is  issued  to 
show  cause  why  Judgment  should  not  be  rendered. 

In  accordance  with  this  view,  he  remanded  the  case  to  give  Peters 
an  opportunity  to  file  such  an  affidavit  as  he  had  indicated.  Peters 
failed  to  file  the  amendment  and  then  took  an  appeal  from  the 
judgment  rendered  against  him  to  the  Examiners-in-Chief,  who 
affirmed  the  same.  The  Commissioner  in  turn  affirmed  their  decision. 
Frmn  this  decision  which  awarded  priority  to  Dement,  the  senior 
party,  as  against  Peters,  the  latter  has  appealed. 

The  single  question  presented  by  the  record  is  whether  in  a  pre- 
liminary statement,  an  allegation  of  the  conception  of  an  invention 

uigiiizea  oy  '^^j  v-zv^pi  l\^ 
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on  a  date  prior  to  the  filing  of  the  senior  application  but  unaccom- 
panied by  an  allegation  of  an  earlier  date  of  disclosure  also,  is  sufS- 
cient  to  prevent  an  entry  of  judgment  on  the  record  in  favor  of  the 
senior  applicant? 

Conception  of  an  invention  consists  of  the  formation  in  the  mind 
of  the  inventor  of  the  complete  and  operative  invention,  as  it  is  there- 
after to  be  applied  in  practice.  The  conception  is  complete  when  it 
has  assumed  such  shape  in  the  mind  that  it  can  be  described  and 
illustrated,  and  carried  into  execution,  if  it  be  a  machine  or  device, 
by  a  skilled  mechanic*  (Mergenthaler  v.  ScuddeTj  C.  D.,  1897,  724; 
81  O.  a,  1417;  11  App.  D.  C,  264.) 

The  one  first  to  conceive  an  invention  is  undoubtedly  entitled  to  the 
patent  therefor  if  he  be  in  the  exercise  of  diligence  in  perfecting  and 
reducing  the  same  to  practice  at  the  time  of  the  entry  of  a  rival 
inventor  in  the  field.  This  earlier  conception  is  a  matter  of  fact  and 
must  be  established  by  sufficient  proof.  While  an  invoitor  may 
testify  to  this  fact  of  invention  for  the  purpose  of  establishing  prior- 
ity over  another,  the  policy  of  the  law  does  not  permit  it  to  be  taken 
as  established  by  his  unsupported  testimony.  {Mergenthaler  v.  Sctid- 
4er,  C.  D.,  1897, 724;  81  O.  G.,  1417;  11  App.  D.  C,  264,  and  authori- 
ties  dted;  Oarrels  y.  Freeman,  C.  D.,  1908,  642;  108  O.  O.,  1688; 
21  App.  D.  C,  207.) 

It  is  quite  true  that  this  supporting  evidence  must  ordinarily  con- 
sist of  disclosures  of  the  invention  as  conceived,  to  others.  Such 
disclosures  may  be  in  writing,  or  be  made  orally  and  with  or  without 
the  aid  of  sketches  or  models.  If  in  writing  or  through  sketches  or 
models,  the  same  must  be  proved  in  some  satisfactory  manner,  and  if 
oral  only,  the  party  to  whcHn  the  disclosure  is  made,  or  some  other 
person,  who  may  have  overheard  it,  must  be  able  to  reproduce  it  with 
reasonable  certainty.  As  admitted,  however,  by  the  Commissioner, 
in  his  opinicm,  heretofore  quoted,  there  may  be  cases  in  which  concep- 
tion can  be  established  by  other  means  than  the  disclosures  referred 
to.  For  example:  An  inventor  might  write  a  complete  description 
of  his  invention  and  deposit  the  same  in  a  sealed  padket  with  another 
person  for  safe  keeping,  without  making  any  disclosure  of  the  con- 
tents. The  production  of  the  packet  with  proof  of  the  date  of  the 
receipt  would  be  sufficient  evidence  of  the  existence  of  the  concepticm 
on  that  date.  Other  ccmditions  more  or  less  probable  might  be 
imagined.  In  view  of  such  possibilities,  and  bearing  in  mind  that 
the  one  first  to  conceive  an  invention  is,  under  reasonable  conditions, 
the  particular  object  of  the  bounty  of  the  law  authorizing  the  grant- 
ing of  patents,  we  are  of  the  opinion  that  the  ruling  of  the  Commis- 
fidoner  in  this  case  is  too  strict  a  construction  of  Rule  114.    A  rule 
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providing  for  a  gamiiuury  judgment  by  preventing  a  party  from  hav- 
ing a  regular  trial  of  his  cause  should  be  liberally  construed.  The 
rule  of  the  Patent  Office  is  analogous  to  the  rule  of  the  court,  which 
authorizes  a  sunmiary  judgment  against  a  defendant  in  an  action  for 
debt,  supported  by  affidavits,  unless  he  shall  file  a  sufficient  affidavit 
.  of  defense.  In  the  enforcement  of  that  rule  it  has  beep  said  that  the 
truth  of  the  facte  in  the  affidavit  must  be  assumed  to  ))e  true,  and  that 
if  the  facts  by  any  reascmable  or  fair  construction  will  constitute  a 
defense  to  the  claim  of  the  plaintiff,  within  the  scope  of  the  pleadings, 
it  is  the  right  of  the  party  to  have  Lis  case  regularly  tried  in  due 
course  of  judicial  investigation. 

It  was  also  said  in  language  appropriate  to  the  condition  here 
presented: 

No  rule  however  benefldal  It  may  be  as  means  of  preventing  tbe  use  of  sbam 
or  feigned  defenses,  or  desirable  for  the  expedition  of  business,  can  deprive  the 
defendant  of  this  right  {Strauit  v.  Hensey,  7  App.  D.  O.,  2S9,  294;  see  also 
Lawrence  v.  Hammond,  4  App.  D.  C,  467-474 ;  Ptimphretf  v.  Bogan,  8  App.  D.  0.» 
44^-451;  Si.  Clair  v.  OonUm,  12  App.  D.  C  161-163;  Booth  v.  Arnold,  21  App. 
D.  C  287-291.) 

This  view  of  the  ccmstruction  of  Rule  114  is  upheld  also,  by  a  deci- 
sion of  Commissioner  Allen.  {Winsar  v.  StrubUj  C.  D.,  1904,  158; 
110  O.  O.,  600.)  In  that  case  Struble's  application  had  been  filed 
November  16,  1901.  Winsor,  the  junior  applicant,  alleged  in  his 
preliminary  statement  that  he  had  conceived  the  invention  in  Novem- 
ber, 1901,  and  had  made  sketches  and  disclosed  the  invention  to 
others  in  December,  1901.  Struble  moved  for  judgment  on  the 
record,  which  was  denied  by  the  Examiner  of  Interferences.  In 
affirming  the  decision  the  Commissioner  said : 

While  it  is  true,  in  view  of  these  allegations,  that  Winsor  is  precluded  by  his 
preliminary  statement  from  establishing  hia  conception  of  the  invention  in 
November,  1001,  by  the  means  which  are  nsaally  available  for  that  purpose^ 
nevertheless,  under  his  allegation  of  conception  of  the  invention  In  November, 
1901,  he  is  privileged,  if  he  can,  to  establish  conception  of  the  invention  prior 
to  November  16,  1901,  the  date  on  which  Struble  filed  his  application.  It  is 
therefore  seen  that  the  statement  filed  by  Winsor  does  not  fail  to  overcome  the 
prima  facie  case  made  by  Struble's  date  of  application. 

Far  the  error  committed  th£  decision  of  the  Commissioner  vnU  be 
reversed,  and  the  cause  remanded  that  the  judgment  m^y  he  vacated 
and  the  issue  of  priority  determined  in  due  cmtrse  of  proceeding. 

It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Commis- 
sioner of  Patents  as  the  statute  provides. 

Beversed* 
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[Court  ot  Appe«]B  of  the  District  of  Colombia.] 

CoBPEB  V.  Gold  and  Gold. 

Decided  December  7,  £909. 

151  O.  0.»  194 ;  34  App.  D.  O.,  194. 

!•  JuuBDionoir — Qovm  of  Avpeals  of  the  Distbiot  of  Ck>LnicBiA. 

"The  Jurisdiction  of  this  court  to  entertain  appeals  from  the  Gommls- 
sloner  of  Patents  is  limited  to  two  classes  of  decisions,  namely,  a  final  rejec- 
tion of  an  application  for  a  patent,  and  a  final  award  of  priority  to  one  of 
the  parties  in  an  interference  case.  (In  re  Fullagar,  G.  D.,  1909,  270 ;  138 
O.  G.,  259;  82  App.  D.  C,  222.)" 

2.  INTEBFBBEITOE — ^PUOBITT— RIGHT  TO  MAKK  CLAIMS. 

The  question  of  thd  right  of  a  party  In  an  interference  to  make  the  claims 
of  the  issue  is  one  that  may  be  raised,  decided,  and  brought  up  as  an  ancil- 
lary question  necessarily  involved  in  that  of  priority. 
8.  Same— MoTioir  to  Dissolve— No  Afpeal  fbom  Decision  Thereon. 

An  order  dissolving  an  interference  on  the  ground  that  one  of  the  parties 
thereto  has  no  right  to  make  the  claims  of  the  issue  is  itself  Interlocutory 
and  cannot  be  appealed  from  independently  of  a  final  decision  putting  an 
end  to  the  litigation  through  an  award  of  priority  to  the  rival  applicant 
When  that  final  award  has  been  made,  the  interlocutory  order  may  be 
reviewed  in  an  appeal  therefrom,  but  not  otherwise. 

Mr.  Charles  Neave  for  Cosper. 

Mr.  0.  B.  Bamett  for  E.  H.  Gold. 

Mr.  A.  O.  Eraser  and  Mr.  W.  A.  Bedding  for  E.  E.  Gold, 

Shepard,  C.  J.: 

This  appeal  arose  out  of  mi  interference  proceeding  to  which  the 
appellant  and  the  appellees  were  parties,  each  being  an  applicant  for 
a  patent  for  an  improved  steam-heating  system.  Appellant  Cosper, 
was  the  first  to  file,  on  April  1, 1901.  He  was  followed  by  Edward  E. 
Gold  on  July  16, 1904,  and  Egbert  H.  Gold  on  February  11, 1905. 

Repeated  objections  were  made  to  appellant's  application  by  the 
Primary  Examiner,  from  time  to  time,  which  were  followed  by  many 
amendments.  Finally  five  claims  made  by  him  were  rejected  by  the 
Primary  Examiner.  On  appeal  to  the  Examiners-in-Chief  this 
decision  was  reversed  January  8,  1908,  and  the  claims  allowed.  In 
March,  1908,  the  interferences  between  the  respective  applicants  were 
declared,  on  an  issue  having  three  counts  as  follows: 

1.  In  a  steam-heating  apparatus,  the  combination  of  an  apartment  to  be 
heated,  a  radiator  therein,  a  steam-inlet  valine  for  said  radiator,  and  a  thermo- 
stat in  the  line  of  the  radiator-discharge  located  on  the  outside  of  said  apartment 
and  controlled  by  changes  in  the  outside  temperature  so  as  to  vary  the  normal 
standard  of  regulation  inversely  to  the  changes  in  said  outside  temperature. 

2.  In  a  car-heating  apparatus,  the  combination  with  the  car,  of  a  radiator 
therein,  and  an  automatic  regulator  carried  by  the  car  and  comprising  a  steam* 
inlet  valve  for  said  radiator,  and  a  thermostat  located  below  the  car  In  the 
path  of  the  radiator-discharge  and  subject  to  the  temperature  outside  the  car. 
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8.  li  a  car-heatlnc  appantm,  tbe  oombtiwtlan  with  a  car,  of  a  sapply-plpe, 
mdlator-pipes,  an  outlet  into  tbe  air  from  said  radiator-pipes,  and  meehanlam 
for  antomatlcally  controlling  the  admlaslon  of  heating  fluid  from  the  aapply- 
pipe  to  the  radiator-pipes  consisting  of  an  intermediate  yalye  between  the  said 
pipes,  and  thermostatic  means  exposed  to  the  outer  air  and  to  the  heat  of  the 
discharge  from  the  radiator-pipes  and  controlling  said  intermediate  yalve, 
whereby  the  admission  of  heating  fluid  from  the  supply-pipe'  to  the  radiator- 
pipes  is  controlled  by  the  temperature  of  the  outer  air  and  that  of  the  said 
heating  fluid  after  It  has  passed  through  the  radiator-pipes. 

Each  of  the  Golds  filed  a  motion  to  dissolve  the  interference.  The 
only  ground  that  need  be  mentioned  was  that  Cosper  was  not  entitled 
to  make  the  claims.  The  Examiner  to  whom  the  motion  was  referred, 
decided  that  Cosper  was  not  entitled  to  make  the  claims  under  his 
original  disclosure.  The  decision  was  limited  to  this.  Gosper  ap- 
pealed to  the  Examiners-in-Chief ,  who  affirmed  the  decision,  anH 
then  to  the  Commissioner  who  affinned  their  decision. 

The  question  turned  on  the  rig^t  of  Cosper  to  a  thermostat-* 

located  on  the  outside  of  the  apartment  and  controlled  by  changes  in  the  outside 
temperature. 

A  thermostat  is  a  deyice  which  expands  under  the  influence  of 
heat.  In  Cosper's  arrangement  it  is  placed  in  the  discharge-passage 
from  the  radiator,  and  is  connected  with  a  steam-admission  ralve  in 
the  service-pipe  leading  from  the  main  steam-pipe.  He  stated  that 
his  system  was  particularly  adapted  for  use  in  railway-cars.  When 
steam  is  first  turned  on  and  flows  through  the  main  pipe  located 
always  under  the  car,  the  thermostat  is  cold  and  contracted,  and  the 
valve  being  opened,  the  steam  enters  the  radiator-sections  and  pro- 
ceeds to  heat  them.  The  radiator-sections  having  been  cold,  a  large 
amount  of  steam  will  condense  and  flow  flrom  the  discharge-pipe  as 
water.  This  water  will  become  more  and  more  heated  as  the  radi- 
ators increase  in  heat,  and  some  steam  will  also  escape  with  it 
through  the  discharge-pipe.  This  will  have  the  effect  to  expand  the 
thermostat  which  will  cause  it  to  move  the  admission- valve,  to  which 
it  is  connected,  so  as  to  shut  off  a  further  supply  of  steam  to  the 
radiators,  until  such  a  time  as  that  the  thermostat  will  begin  to 
grow  cold  again.  The  cooling  of  this  thermostat  is  more  effective 
when  exposed  to  the  outer  air,  as  it  would  be  under  the  car-body. 
Cosper  did  not,  in  his  original  specifications  describe  the  particular 
location  of  the  thermostat.  He  relies  upon  his  original  drawings, 
of  which  there  are  two  figures  disclosing  the  arrangement  of  each 
element,  as  sufficiently  showing  that  the  location  was  necessarily 
under  the  body  of  the  car.  He  relies  upOn  the  well-known  facts  that 
the  steam-supply  pipe  underlies  each  car  in  the  train;  that  the  sup- 
ply-pipe for  eadi  car  penetrates  through  the  car-flocMr  to  a  connection 
with  the  radiator-pipe  system;  and  that  the  radiators  are  located 
adjacent  to  the  car-floor.    He  argues  that  the  discharge  must  be 
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located  lower  than  the  radiator  or  else  it  will  not  discharge.  The 
figures  of  the  drawing  whether  drawn  to  a  scale  or  not,  show  the 
edge  of  the  discharge-pipe  in  which  the  thermostat  is  located  as  low, 
and  even  slightly  lower  than  the  train-pipe.  If  this  is  intended  to 
represent  anything  like  accuracy  the  thermostat  would  certainly  be 
under  the  car-floor.  If  not  so  intended,  the  sections  of  the  drawing 
illustrating  it  are  unnecessarily  long.  As  indicating  that  the  loca- 
tion was  necessarily  intended  to  be  outside  the  car,  and  therefore 
exposed  to  the  open  air,  the  fact  is  urged  that  there  is  no  drain-pipe 
connected  with  the  discharge  to  carry  the  water  and  steam  out  of 
the-  car,  which  would  have  to  be  the  case  if  located  on  the  inside 
instead  of  the  outside.  There  seems  to  be  some  force  in  this  con- 
tention, and  it  was  so  intimated  by  the  court  during  the  argument 
on  behalf  of  the  first  appellee,  Egbert  H.  Gold. 

The  argument  had  proceeded  upon  the  assumption  that  the  deed- 
sion  being  to  dissolve  the  interference,  had  also  included  an  award  of 
priority  in  favor  of  one  or  both  of  the  opposing  parties.  Attention 
was  then  called  by  counsel  for  Edward  E.  Qold  to  the  fact  that  the 
only  decision  made  and  entered  was  that  the  interference  be  dis- 
solved. Upon  the  assumption  that  the  decision  was  interlocut(»7 
and  not  final,  he  moved  to  dismiss  the  appeal.  It  was  the  duty  of 
counsel  to  have  raised  the  point  in  limine^  but  it  is  a  question  that 
cannot  be  waived  as  it  goes  to  the  jurisdiction  of  the  court  to  enter- 
tain the  appeal. 

We  have  had  occasion, heretofore,  to  call  attention  to  the  fact  that 
the  jurisdiction  of  this  court  to  entertain  appeals  from  the  Commis- 
sioner  of  Patents  is  limited  to  two  classes  of  decisions,  namely,  a  final 
rejection  of  an  application  for  a  patent,  and  a  final  award  of  priority 
to  one  of  the  parties  in  an  interference  case.  {In  re  FuUagary  C.  D., 
1909,  270;  138  O.  O.,  259;  32  App.  D.  C,  222.)  It  has  been  set- 
tled also  that  the  question  of  the  right  of  a  party  in  an  interference 
to  make  the  claims  of  the  issue  is  one  that  may  be  raised,  decided, 
and  brought  up  as  an  ancillary  question  necessarily  involved  in  that 
of  priority.  {Podlesak  v.  Mclnnemey,  C.  D.,  1906,  658;  120  O.  G., 
2127;  26  App.  D.  C,  399.)  The  order  dissolving  the  interference 
on  that  ground  is  itself  interlocutory  and  cannot  be  appealed  from 
independently  of  a  final  decision  putting  an  end  to  the  litigation 
through  an  award  of  priority  to  the  rival  applicant.  When  that  final 
award  has  been  made  the  interlocutory  order  may  be  reviewed  in  an 
appeal  therefrom,  but  not  otherwise.  (See  Podlesak  v.  Mclnnemey^ 
9upra/  in  re  Fullagar,  C.  D.,  1909,  270;  188  O.  G.,  269;  32  App, 
D.  C,  222.) 

The  record  shows  that  there  has  been  no  final  adjudication  of  prior- 
ity in  favor  of  the  opposing  parties,  and  we  are  therefore  constrained 
to  dismiss  the  appeal*    The  appellant  must  go  back  to  the  Patent 
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Office,  there  to  await  a  final  decision  of  the  Commissioner  of  the 
question  of  priority. 

An  order  will  be  entered  dismissing  the  appeal,  and  this  decision 
will  be  certified  to  the  Commissioner  of  Patents. 

Appeal  dismiawd. 


[Court  of  Appeal!  of  the  District  of  Columbia.] 
COSFEB  V.  GrOLD. 

Decided  December  7, 1909. 
151  O.  a,  195;  34  App.  D.  C,  19a 

Mr.  Charles  Neave  for  Cosper. 
Mr.  O.  R.  Bamett  for  Gold. 

Shepard,  O.  J.: 

This  is  a  branch  of  the  main  case  No.  599,  and  presents  a  like  ques- 
tion as  to  the  right  to  appeal  from  an  interlocutory  order  dissolving 
an  interference.  For  the  reasons  given  in  No.  599  (Cosper  v.  Gold 
and  Gold,  ante,  282;  151  O.  G.,  194;)  the  appeal  must  be  dismissed. 

It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Commis- 
sioner of  Patents. 

Appeal  dismissed. 


[Court  of  Appeal!  of  the  Diatrlct  of  Columbia.] 

Pool  v.  Dunn. 

.  Decided  Ncvemher  SO,  1909. 

151  O.  Q.,  450;  84  App.  D.  O.,  132. 

1.  iNTiarEBENCs — Puobitt—Rkduction  to  Pkagticb— Test  Nbckssabt. 

In  order  tbat  a  device  may  constitute  a  reduction  to  practice,  It  is  \ 
sary  In  every  case,  except  tbat  of  a  very  simple  device,  tliat  It  be  tested. 

2.  Bake — Same — Same — Character  or  Tests. 

It  Is  not  necessary  In  order  to  establlsb  reduction  to  practice  tbat  tbe 
test  of  tbe  device  relied  upon  should  be  one  of  complete  accuracy.  It  Is 
seldom  tbat  an  Inventor  reacbes  perfection  In  tbe  first  device  constructed. 
Tbe  test  sbould  be  to  ascertain  wbetber  tbe  device  reasonably  meets  tbe 
requirements  of  tbe  specifications,  and  If  it  does  not  measure  up  to  tbls 
test  can  It  be  made  to  meet  It  by  tbe  introduction  of  mere  mecbanlcal 
cbanges?    If  it  can,  It  sbould  be  regarded  as  a  reduction  to  practice. 

Mr.  Frank  P.  Davis  for  the  appellant* 
Mr.  V.  H.  Lockwood  for  the  appellee. 

Yak  Orsdkl,  /•; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
affirming  the  decision  of  the  Board  of  £xaminers-in-Chief ,  which,  in 
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turn,  affirmed  the  decision  of  the  Examiner  of  Interferences,  award- 
ing priority  of  invention  to  appellee,  on  the  ground  that  appellant 
did  not  establish  conception  and  reduction  to  practice  of  his  invention 
prior  to  appellee.  The  invention  in  issue  consists  of  a  scale  of  the 
pendulum  pattern.  The  issue  of  the  interference  is  set  forth  in  eight 
counts,  two  of  which  sufficiently  illustrate  the  invention  and  wiU 
sorve  the  purpose  so  far  as  ibis  inquiry  is  concerned.  The  counts  are 
as  follows: 

1.  In  a  scale,  the  combination  with  a  pivoted  beam  adapted  to  receive  a  load 
on  one  end  and  having  a  normally  weigiited  opposite  end  to  oppose  an  applied 
load,  of  a  counterbalance  normally  in  raised  position,  a  connection  between  said 
counterbalance  and  the  scale-beam  whereby  said  counterbalance  will  act  until 
equilibrium  upon  the  scale-beam  in  the  direction  of  applied  load  with  a  variable 
force  as  the  counterbalance  approaches  or  recedes  from  its  normal  position, 
and  means  for  indicating  the  position  of  equUibrium  of  the  scale-beam  under 
an  applied  load,  whereby  the  effect  of  such  applied  load  is  indicated. 

8.  In  a  scale,  the  combination  with  a  pivoted  beam  adapted  to  receive  a  load 
on  one  end  and  having  a  normally  weighted  opposite  end  to  oppose  an  applied 
load,  of  a  rotative  indicator-support,  an  indicator,  a  scale  traversed  by  said 
indicator,  a  connection  between  the  indicator-support  and  the  scale-beam,  a 
counterweight-arm  carried  by  said  indicator-support  in  a  normally  raised  posi- 
tion, a  counterweight  on  said  arm  to  act  upon  the  scale-beam  in  the  direction 
of  the  applied  load,  and  means  connected  to  said  scale  connected  to  one  of  the 
movable  parts  of  said  structure  to  regulate  the  vibration  of  the  beam. 

Appellee  filed  his  application  November  19,  1906,  on  which  a 
patent  was  issued  June  11,  1907.  Appellant  filed  his  application 
February  7,  1907.  Inasmuch  as  appellant's  application  was  pending 
at  the  time  the  patent  issued  to  appellee,  no  additional  burden  is  cast 
upon  the  appellant  by  reason  of  this  outstanding  patent.  The  whole 
case  turned  in  the  tribunals  of  the  Patent  Office  upon  the  date  of 
reduction  to  practice.  These  tribunals  all  established  the  summer  of 
1906  as  the  date  of  appellee's  reduction  to  practice.  Appellant 
claims  actual  reduction  to  practice  in  the  fall  of  1905. 

From  a  careful  review  of  the  evidence,  we  are  satisfied  that  ap- 
pellee is  not  entitled  to  an  earlier  date  for  reduction  to  practice  than 
that  given  him  by  the  tribunals  of  the  Patent  Office — July  31,  1906. 
We  are  also  inclined  to  accord  him  the  dates  there  found  for  con- 
ception, to  wit:  for  counts  1  to  7,  June  30,  1904;  and  for  count  8, 
October  31,  1904.  These  dates  for  conception  of  the  invention  in 
issue  by  appellee  antecede  the  earliest  date  claimed  by  appellant. 
We  can,  therefore,  pass  the  further  consideration  of  the  evidence 
establishing  the  dates  of  conception,  awarding  to  appellee  priority  on 
this  branch  of  the  case.  This  being  so,  appellee  must  prevail ;  pro- 
vided he  was  exercising  due  diligence  in  reducing  his  invention  to 
practice,  or  unless  his  reduction  to  practice  antedates  that  of  appel- 
lant's, when  the  question  of  diligence  becomes  immaterial.  The 
rase,  therefore,  narrows  itself  to  the  following  questions  of  fact: 
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first,  whether  appellant^s  date  of  reduction  to  practice  is  prior  to 
that  of  appellee;  and  second,  if  so,  whether  or  not  appellee  first  con- 
ceived the  invention  in  issue  and  exercised  due  diligence  in  making 
a  reduction  to  practice.  We  agree  with  the  Examiner  of  Interfer- 
ences that — 

in  order  that  a  device  may  be  a  reduction  to  practice,  it  is  necessary  in  every 
case,  except  that  of  a  very  simple  device,  that  It  be  tested.  A  scale  such  as 
that  in  controversy  is  considered  to  be  a  device  requiring  a  test  to  show  its 
accuracy. 

The  first  consideration  is  to  ascertain  the  date  of  appellant's  re- 
duction to  practice.  The  earliest  date  necessary  to  consider  in  this 
connection  is  November  26,  1906,  when  one  De  Vilbiss,  an  agent  of 
the  Computing  Scale  Ccmipany,  of  Toledo,  Ohio,  visited  appellant's 
place  in  New  Castle,  Pa.,  and  saw  a  device  which  he  attempts  to 
identify  as  ap^Uant's  Exhibit  ^  O,"  the  scale  involved  in  this  issue. 
This  witness  states  that  he  examined  the  device  at  night  by  lamp- 
light, the  examination  lasting  from  fifteen  to  thirty  minutes.  He 
tested  the  scale  by  the  use  of  pound  and  half-pound  weights,  and  the 
scale  worked  well  under  this  test.  He,  however,  did  not  repeat  the 
tests  to  ascertain  whether  it  would  always  indicate  the  same  with  the 
same  weights,  nor  did  he  test  the  scale  to  ounces.  Speaking  of  this 
test,  the  witness  said : 

I  tested  the  scale  with  the  weights  and  was  surprised  at  the  accurate  manner 
that  the  scale  operated,  considering  the  apparently  crude  manner  in  which  it 
was  constructed.    I  placed  small  coins  on  the  scale  and  it  was  very  sensitive. 

It  appears,  however,  that  the  scale  De  Vilbiss  saw  was  not  the 
same  scale  in  all  particulars  as  the  one  here  shown  as  Exhibit  ^  O." 
Several  important  changes  were  made  by  appellant  after  the  visit  of 
De  Vilbiss  on  November  26, 1906.  On  this  point,  appellant  wrote  to 
De  Vilbiss  a  letter  dated  March  19, 1906,  in  which  he  states: 

Owing  to  Illness  and  press  of  other  matters  I  have  been  unable  to  get  it  in 
anything  like  a  complete  condition  until  this  time.  Since  you  were  here  I  have 
made  numerous  changes  &  improvements  and  have  changed  the  design  as  you 
win  notice  by  the  small  photo  which  I  am  mailing  under  separate  cover.  •  •  • 
I  would  be  glad  to  have  you  call  and  let  me  show  it  to  you  as  it  is  now  con- 
structed, with  changes  A  improvements  that  I  have  made,  I  must  say  it"  works 
fine  *  *  *  It  is  hardly  possible  to  go  into  the  details  of  the  improvements 
made  in  this  letter. 

De  Vilbiss  is  not  positively  clear  as  to  just  what  he  saw  at  appel- 
lant's place  on  November  26,  1906 ;  and,  even  were  we  satisfied  that 
what  De  Vilbiss  saw  worked  sufficiently  well  to  establish  a  reduction 
to  practice,  it  by  no  means  follows  that  it  would  work  equally  well 
after  appellee  made  the  ^^ numerous  changes  and  improvements" 
referred  to  in  his  letter.  Hence,  we  have  appellant's  uncorroborated 
evidence  as  to  what  changes  he  made  and  the  result  of  the  tests  after 
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these  changes  were  made.    This  seems  to  us  to  be  the  turning-point 
in  appellant's  case. 

The  scale  was  afterward  shipped  to  the  works  of  the  Computing 
Scale  Company  at  Toledo,  Ohio,  and  later  to  its  attorney  at  Chicago, 
BL,  but  no  test  of  the  device  was  made  by  any  of  these  parties. 
True,  it  is  shown  that  in  shipment  to  Toledo,  a  small  steel  band, 
called  the  torsion-strap,  was  broken.  No  effort  was  made  there  to 
replace  it,  but  the  scale  was  returned  to  appellant  for  repairs.  Ap- 
pellant replaced  the  torsion-strap  and  made  some  pther  changes,  and 
it  was  then  shipped  to  Chicago.  In  the  absence  of  any  test  being 
made  of  the  completed  device  prior  to  the  date  of  appellee's  reduction 
to  practice,  other  than  that  testified  to  by  appellant  alone,  coupled 
with  it9  failure  to  respond  to  the  tests  applied  when  the  evidence  was 
taken,  leads  us  to  concur  in  the  conclusion  of  the  Commissioner  of 
Patents  where  he  says : 

Tbe  scale  was  tested  by  both  Pool  and  De  Vilbiss  daring  the  taking  of  tbeir 
testimony.  The  action  of  the  scale  was  erratic  and  the  explanation  given 
therefor  Is  that  the  disk  over  which  the  band  supportlhg  the  weight  passes  had 
not  been  changed  after  the  new  band  was  pat  in  and  that  the  scale  had  not  betm 
otherwise  properly  adjusted  to  the  ncvr  parts.  There  is  no  testimony  bat  that 
of  Pool  as  to  any  tests  of  the  scale  between  November  25,  1906,  and  the  time 
the  testimony  was  taken.  As  pointed  out  above  De  Vilbiss  did  not  repeat  his 
tests  and  did  not  test  the  scale  to  ounces.  In  view  of  the  general  character 
of  his  testimony,  of  the  tuct  that  the  scale  was  never  tested  by  the  Toledo  Com- 
pnting  Scale  Company  the  owner  of  the  invention  when  it  was  in  its  shops  and 
of  the  fact  that  the  criticisms  of  De  Vilbiss  as  to  the  use  of  the  torsion-strap 
were  apparently  Justified  by  the  tnct  that  it  broke  twice  in  transit,  it  must  be 
held  that  Pool  has  failed  to  establish  a  reduction  to  practice  of  the  invention 
In  November,  1906.  It  is  also  to  be  noted  in  this  connection  that  while  both 
Pool  and  De  Vilbiss  say  the  scale  which  the  latter  saw  on  November  25,  1908^ 
was  substantially  the  same  as  *' Pool's  Exhibit  'O,"  Pool  in  his  letters  to 
De  Vilbiss  which  are  in  evidence  and  which  were  written  after  the  scale 
was  changed  to  its  present  form,  speaks  of  having  made  many  changes  and 
Improvem^its  in  his  scale. 

It  is  not  necessary  in  order  to  establish  reduction  to  practice  that 
the  test  should  be  one  of  complete  accuracy.  It  is  seldom  that  an 
inventor  reaches  perfection  in  the  first  device  constructed.  The  test 
should  be  to  ascertain  whether  the  device  reasonably  meets  the  re- 
quirements of  the  specifications,  and,  if  it  does  not  measure  up  to 
this  test,  can  it  be  made  to  meet  it  by  the  introduction  of  mere  me- 
chanical changes?  If  it  can,  it  should  be  regarded  as  a  reduction  to 
practice.  In  this  condition  it  demonstrates  the  ability  of  the  inven- 
tor to  display  the  thing  of  which  he  has  a  conception  in  such  a 
manner  that  those  skilled  in  the  particular  art  may  understand  the 
novelty  therein  embraced.  It  is,  however,  essential  that  the  device 
relied  upon  shall  be  clearly  shown  to  be  not  only  the  same  device  as 
the  one  tested,  but  it  must  be  in  the  same  condition  it  was^m  ^hen 
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the  test  was  made  upon  which  reducticm  to  practice  is  sou^t  to  be 
established.  With  the  burden  resting  upon  the  appellant,  we  are 
not  able  to  say  that  the  test  made  on  November  25,  1905,  taken  in 
connection  with  the  subsequent  action  of  appellant  in  changing  the 
device,  meets  the  requirements  of  the  law  in  establishing  reduction 
to  practice. 

In  this  view  of  the  evidence,  it  beccMnes  unnecessary  to  consider 
the  question  of  diligence  on  the  part  of  appellee.  Appellant  has  not 
placed  himself  in  a  position  to  challenge  appellee's  right  to  a  patent 
on  this  ground. 

For  the  above  reaaonsj  the  decision  of  the  Commissioner  of  Patents 
is  affirrfied^  and  the  clerk  will  certify  these  proceedings  as  by  law 
required.    Affirmed. 

[Court  of  Appeals  of  the  Dtstiict  of  Oolombta.) 

In   RE  WOI/TERECK. 

Decided  November  SO,  1909. 

161  O.  G.,  451;  84  App.  D.  C,  180. 

PATENTABnJTT. 

Glaims  for  a  process  of  producing  ammonia  Beld  unpatentable  In  view 
of  the  prior  art 

Mr.  F.  C.  Somes  for  the  appellant 

Mr.  W.  S.  Ruckm>an  for  the  Commissioner  of  Patents. 

Shefabd,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  an  application  for  a  patent  having  the  following  claims: 

1.  The  process  of  producing  ammonia,  consisting  in  passing  air  and  steam 
OT^  peat,  maintained  at  a  temperature  above  2S0  O.  and  below  525  O.,  by  the 
process  of  alow  oxidation  taking  place  as  shown  and  described. 

2.  The  process  of  producing  ammonia,  consisting  in  passing  a  mixture  of 
water  vapor  and  air  over  peat,  maintained  at  a  temperature  preferably  between 
350  O.,  and  460  C,  by  slow  oxidation  thereof  as  shown  and  described. 

Rejection  for  want  of  novelty  was  founded  on  references  to  the 
British  patents  of  Talbot,  Kickman,  and  Mond  respectively. 

These  are  fully  discussed  in  the  decisions  both  of  the  Examiners- 
in-Chief,  and  of  the  Commissioner,  (ante^  19;  150  O.  G.,  1041,)  and 
we  see  no  occasion  to  add  to  the  discussion.  We  agree  entirely  with 
their  conclusion  that  in  the  light  of  the  disclosures  of  the  patents 
referred  to  the  variations  of  the  temperature  claimed  by  applicant 
does  not  amount  to  invention.  The  conditions  presented  are  analo- 
gous to  those  shown  in  the  case  of  in  re  Mvngrave  et  al:^  (C.  D.,  1897, 
38fi;  78  O.  G.,  2047;  10  App.  D.  C,  164,)  in  which  the  application 
was  denied.  ^  ^   "  "^  ^ ^'^& '^ 
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The  decision  rejecting  the  application  will  he  affirmed.  It  is  so 
ordered  and  that  the  derk  of  this  court  shall  certify  this  decision  to 
the  Commissioner  of  Patents.    Affirmed^ 


(Court  of  Appeals  of  the  District  of  ColumblA.] 

Goldberg  v.  Hallb. 

Decided  December  7, 1909. 

161  O.  G.,  462;  84  App.  D.  a,  188. 

INTKBTEBENCI — PSIOBITT— APPEAL. 

Where  the  decision  of  the  Commissioner  of  Patents  was  based  on  testi- 
mony, but  this  testimony  Is  not  included  in  the  record  on  appeal.  It  must  be 
assumed  that  his  decision  is  correct 

Mr.  Howell  Bartle  for  the  appellant, 
Mr.  B.  O.  Foster  for  the  appellee. 

BoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  affirming  the  decisions  of  the  Exam- 
iners-in-Chief  and  the  Examiner  of  Interferences,  and  awarding  pri- 
ority of  invention  to  Halle,  the  senior  party. 

Tlie  invention  relate  to  an  improvement  in  calculating  attachments 
for  ordinary  type-writing  machines.  The  issue  is  set  forth  in  nine 
counts.  Count  8  being  the  broadest  of  these  counts  will  alone  be 
reproduced  here: 

The  combination  with  printing  mechanism  and  a  plurality  of  seiwrate  comput- 
ing devices,  of  keys  for  operating  the  printing  mechanism  and  for  simultane- 
ously operating  said  computing  devices  in  correspondence  with  each  other. 

It  is  not  contended  that  there  was  a  reduction  to  practice  by  Gh)ld- 
berg  of  the  invention  prior  to  Halle's  filing  date;  hence  to  entitle 
Goldberg  to  prevail  it  is  necessary  for  him  to  prove  a  conception  of 
the  invention  prior  to  that  date  and  diligence  in  reducing  the  inven- 
tion to  practice  at  and  subsequent  to  the  time  Halle  entered  the  field* 
It  is  apparent,  therefore,  that  a  determination  of  the  questions  here 
involved  depends  upon  the  view  taken  of  Goldberg's  testimony;  but 
the  record  contains  no  testimony.  The  only  things  before  us  are  the 
assignment  of  errors  and  the  decisions  of  the  Patent  Office  tribunals. 
Each  of  these  tribunals  has  reviewed  the  case  and  reached  a  conclusion 
adverse  to  Goldberg.  In  the  absence  of  the  testimony  upon  which 
these  conclusions  were  based  we  must  assume  that  they  are  correct. 

It  follows^  therefore^  that  the  decision  of  the  Commissioner  must  be 
affirmed. 

The  derk  will  certify  this  opinion  as  by  law  required.      ^ 
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[Court  of  Appeal!  of  the  Dlttrict  of  Columbia.] 

In  SB  Anti-Cori-Zine  Chemical  Gohfant. 

DeoUM  Deoemter  7,  1909. 

IM  O.  G.,  4S2;  84  App.  D.  a,  191. 

1.  TRASB-KABKa — Section  6  or  the  Tbadb-Mabk  Act  Gonbtbukd. 

Section  5  of  the  Trade-Mark  Act  prohibits  the  registration  of  a  mark 
which  is  merely  descriptlTe  of  the  goods  or  quality  of  the  goods  with  which 
it  is  used.  Doubtless  this  proTlsion  would  permit  the  registration  of  a 
mark  primarily  intended  to  suggest  origin  or  ownership  and  only  second- 
arily descriptiye  or  suggestive  of  quality. 

2.  8aM»~"  GkTWXZX  "  lOB  a  Mkdicine— Dsscbiptivb. 

The  word  "Getwell"  as  applied  to  a  medicine  is  descriptive  of  the 
goods  or  of  a  quality  thoreof  and  is  not  regisirable  as  a  trade-mark. 

Mr.  Arthur  Steuart,  Mr.  E.  F.  SamueUy  and  Mr.  John  Emery 
Crasi  for  the  appellant 
Mr.  B.  F.  Whitehead  for  the  Commissioner  of  Patents. 

BoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  registration  of  the  word  ^^  Oetwell,"  printed  on  a  fanciful 
background,  as  a  trade-mark  to  be  applied  to  certain  medicines. 

The  exclusive  right  to  the  use  of  this  mark  would  not  be  sustained 
at  common  law  because  primarily  it  suggests  neither  origin,  manu- 
facture or  ownershp  but,  on  the  contrary,  is  suggestive  of  the  quality 
of  the  goods  upon  which  it  is  stamped,  and  was  evidently  selected 
for  that  reason  and  no  other.  {Columbia  Mill  Co.  v.  Alcorn^  C.  D., 
1898,  672;  65  O.  G.,  1916;  150  U-  S.,  460;  Brovm  Chemical  Co.  v. 
Meyer,  C.  D.,  1891,  846;  55  O.  G.,  287;  139  U.  S.,  540.)  We  have 
frequently  said  that  the  Trade-Mark  Act  did  not  create  trade- 
marks; it  merely  provided  for  their  registration.'  The  act  has  so  fre- 
quently received  our  consideration  that  we  do  not  deem  it  necessary 
to  answer  in  detail  the  contentions  of  counsel  for  appellant  in  this 
case.  No  new  questions  have  been  raised  nor  is  the  case,  in  our 
view,  at  all  difficult  of  determination. 

Section  5  of  the  Trade-Mark  Act  provides,  inter  aUa,  that  no 
mark  consisting — 

merely  in  words  or  devices  which  are  descriptive  of  the  goods  upon  which  th^ 
are  used,  or  of  the  character  or  quality  of  Buch  good9-^ 

shall  be  registered.  We  held  in  a  recent  case  {in  re  Cental  Con- 
summers  Co.,  C.  D.,  1909,  829;  140  O.  G.,  1211;  32  App.  D.  C,  528) 
that  it  was  evidently  the  intent  of  Congress  to  d^lare  against  the 
acquisition  of  a  property  right  by  any  one  in  a  name  possessing  such 
inherent  signification  as  would  enhance  the  sale  or  value  of  the 
goods  upon  which  it  was  stamped.  Registration  was  accordingly 
refused  the  mark  ^Nextobeer"  as  being  suggestive  of  quality.    See 
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also :  In  re  American  Circular  Loom  Co.^  (C.  D.,  1907, 481 ;  127  O.  G^ 
393;  28  App.  D.  C,  450;)  TTie  Winchester  Repeating  Arms  Co.  v. 
The  Peters  Cartridge  Co.,  (C.  D.,  1908,  401;  134  O.  G.,  2080;  80 
App.  D.  C,  606;)  in  re  New  South  Brewery  and  Ice  Co.^  (C.  D., 
1909,  364;  142  O.  G.,  291;  82  App.  D.  C,  591.) 

The  provision  of  the  act  above  quoted  prdiibits  the  registration 
of  a  mark  which  is  merely  descriptive  of  the  goods,  or  quality  of  the 
goods,  with  which  it  is  used.  Doubtless  this  provision  would  permit 
the  registration  of  a  mark  primarily  intended  to  suggest  origin  or 
ownership  and  only  secondarily  descriptive  or  suggestive  of  quality. 
Birt  that  is  not  this  case.  ^'  Getwell "  is  the  predominant  and  almost 
the  sole  feature  of  the  mark,  and,  as  applied  to  medicines,  is  pri- 
marily and  obviously  intended  to  be  descriptive  of  their  quality.  In 
other  words,  it  constitutes  an  advertisement  and  not  a  trade-mark. 
Every  other  dealer  has  the  right  to  use  these  words  in  vending  his 
goods  without  the  liability  of  molestation  by  this  applicant  We 
have  previously  remarked  that  the  range  in  the  selection  of  trade- 
marks is  as  broad  as  the  human  imagination.  It  is  manifest,  there- 
fore, that  one  who  seeks  a  monopoly  of  words  in  common  use  and 
that  are  primarily  descriptive  of  quality  is  not  entitled  to  special 
consideration.  If  the  remedies  of  this  applicant  possess  the  virtues 
indicated  by  this  mark  they  will  soon  becc»ne  known  to  the  public 
by  any  fanciful  and  legitimate  mark  which  may  be  selected.  He  is 
certainly  not  entitled  to  a  monopoly  of  any  part  of  the  English  lan- 
guage, when  the  granting  of  such  monopoly  would  give  him  an 
undue  advantage  over  his  competitors.  Courts  are  ever  ready  to  pro- 
tect the  honest  trader  from  those  who  would  take  advantage  of  his 
reputation ;  and  that  is  precisely  the  object  of  the  Trade-Mark  Act 
It  permits  the  registration  of  all  marks  honestly  intended  to  indicate 
the  origin,  ownership  or  manufacture  of  the  goods  upon  which  they 
are  used.  It  would  require  quite  a  stretch  of  the  imagination  for  us 
to  hold  that  the  mark  here  involved  was  selected  for  any  of  those 
reasons  and  that  it  is  not  merely  descriptive  of  quality. 

The  decision'is  afflrmed. 

The  clerk  will  certify  this  opinion  as  by  law  required. 


[Court  of  Appeals  of  tbe  District  of  Colombta.] 

In  re  Heinz. 

Decided  December  7,  1909. 

161  O.  G..  1014;  34  App.  D.  0.,  18T. 

1.  Patentability. 

ClniuiR  for  a  wall-tie  Held  not  patentable  In  view  of  the  prior  art 

2.  Same— Appeal. 

When  after  final  rejection  new  claims  were  presented  wh^'^tr^ i^ated 
by  tbe  tribunals  of  the  Patent  Office  without  objection  by  applicant  as  pot- 
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this  tlie  TCjected  claims  In  better  form  for  consideration  on  appeal  applicant 
waived  his  objection  to  their  being  so  considered  If  in  fact  there  was  any 
ground  for  It  and  cannot  be  heard  to  nrge  it  on  appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia. 

Mr.  J.  M.  Spear  for  the  appellant 

Mr.  /?.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Shepabd,  C.J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  an  application  for  a  patent  for  an  improvement  in  wall-ties. 
(J.n^,26;  161  O.  a,  198.) 

The  application  was  filed  March  20,  1906,  and  contained  eight 
claims.  These  were  rejected  on  reference  to  the  patents  to  Knox, 
Grafton,  Morse,  and  Raymond  &  Gockel,  on  August  15,  1906.  On 
September  15,  1906,  a  slight  amendment  was  made  to  the  specifi- 
cations and  two  new  claims  substituted  for  the  original  eight  These 
were  rejected  October  1,  1906,  and  after  a  slight  amendment  again 
rejected  November  10, 1906.  A  third  claim  was  then  added,  and  re- 
consideration requested.  These  claims  were  again  rejected  on  No- 
vember 27,  1906.  On  October  26,  1907,  applicant  filed  substitute 
specifications,  and  submitted  the  two  following  claims  in  lieu  of  his 
former  ones: 

1.  An  improTed  article  of  manufacture  of  the  claw  mentioned,  comprising 
an  intermediate  straight  tie-rod  and  two  equilateral  quadrangular  bonding- 
heads  extended  in  the  same  plane,  the  bonding-heads  being  joined  at  one  of 
their  angles  to  the  end  of  the  tie-rod,  and  having  the  opposite  angle  disposed 
in  a  line  coincident  with  the  axis  of  the  tie-rod. 

2.  An  Improved  article  of  manufacture  of  the  class  mentioned  comprising  a 
straight  tie-rod  and  an  equilateral  quadrangular  bonding-head  extended  in  the 
same  plane,  the  bonding-head  being  joined  at  one  of  its  angles  to  the  end  of  the 
tie-rod  and  haying  the  opposite  angle  disposed  in  a  line  coincident  with  the 
axis  of  the  tie-rod,  and  securing  means  on  the  other  end  of  the  tie-rod. 

He  also  filed  his  affidavit  relating  to  the  novelty  of  his  invention, 
and  tending  to  show  that  he  had  manufactured  the  same  in  large 
quantities  and  found  general  sale  in  the  market,  and  during  this 
period  had  never  seen  or  heard  of  the  devices  of  the  patents  referred 
to  by  the  Examiner.  On  December  13, 1907,  the  Examiner,  as  shown 
in  his  statement  then  made  in  response  to  the  amendment,  regarded 
the  amended  claims  as  anticipated  by  the  former  patents.  He  also 
stated: 

It  is  noted  that  the  present  claims  are  not  identical  with  the  claims  which 
were  finally  rejected,  but  the  Examiner  is  not  disposed  to  raise  any  question  of 
substantial  identity,  and  desires  to  save  applicant  any  further  delay  in  the 
prosecution  of  the  case  and  therefore  forwards  the  appeuL 

uigitized  by  VjOOQ IC 
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The  applicant  then  prosecuted  his  appeal  before  the  Examinera- 
in-Chief.  These  noted  the  Examiner's  statement  above  quoted,  and 
added: 

We  bare  compared  the  two  sets  of  claims  and  find  they  are  substantially  the 
same  In  subject-matter,  and  will  treat  the  appealed  claims  as  being  simply  in 
better  form  than  those  finally  rejected,  and  the  final  rejection  of  the  latter  as 
the  final  rejection  of  the  appealed  claims.  The  aK>llcant  has  also  taken  the 
same  view  of  the  appealed  dalma 

They  then  affirmed  the  decision  appealed  from.  On  appeal  to  the 
Commissioner,  their  decision  was  affirmed,  {antSf  26;  151  O.  G., 
193,)  he  noting  also  that  the  last  claims  had  been  introduced  by 
amendment — 

for  the  purpose  of  presenting  the  case  In  better  form  for  appeal-^ 

and  further  the  statement  of  the  Examiners-in-Chief  to  the  effect 
that  they  had  b^n  so  treated  by  both  the  Examiner  and  the  appli- 
cant 

From  this  last  decision  this  appeal  has  been  taken. 

The  first  reason  assigned  for  the  appeal  is  that  the  Commissioner 
erred  in  considering  the  amended  claims  as  substantially  the  same 
as  those  for  which  they  had  been  substituted,  and  in  not  referring 
the  case  back  to  the  Primary  Examiner  for  the  reconsideration  to 
which  he  was  entitled  by  law. 

Patent  Office  Bule  68  permits  amendments  after  appeal  noted,  can- 
celing claims  or  presenting  those  rejected  in  better  fbrm  for  consid- 
eration on  appeal,  and  also  amendments  touching  the  merits  of  the 
application,  but  the  latter  must  be  upon  a  showing,  duly  verified,  of 
good  and  sufficient  reasons  why  they  were  not  earlier  presented. 

The  applicant  evidently  regarded  the  amendments  to  the  claims  as 
presenting  them  in  better  shape  for  appeal,  for  he  offered  no  showing 
why,  in  case  he  regarded  them  as  making  substantial  changes,  they 
had  not  been  earlier  presented;  nor  did  he  ask  for  a  reconsideration. 
He  must  have  conceded  on  the  hearing  before  the  Examiners-in- 
Chief  that  the  last  claims  were  substantially  like  the  former  ones, 
and  merely  put  in  better  form  for  consideration  on  appeal,  of  else 
they  would  not  have  stated  in  their  decision  that  he  took  that  view. 
He  then  appealed  to  the  Commissioner  on  the  merits  of  his  case,  and 
suffered  him,  without  correction  or  objection,  to  indulge  the  same 
view.  He  waived  the  objection  if,  in  fact,  there  was  any  ground  for 
it,  and  cannot  now  be  heard  to  urge  it 

On  the  merits  of  the  application  the  Examiners-in-Chief  and  the 
Commissioner,  after  a  full  and  fair  discussion  of  the  resemblances 
and  differences  between  the  devices  of  former  patentees,  and  that  of 
the  applicant,  concurred  in  holding  that  he  had  done  nothing 'more 
than  make  changes  in  form,  which  produced  no  new  result^  5*^ 


iLV 
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Agreeing  with  their  reasons  fully,  further  discussion  would  serve 
no  useful  purpose. 

The  affidavit  of  the  applicant,  before  referred  to,  in  regard  to  the 
general  sales  and  use  of  his  device  need  not  be  discussed.  Even  if  it 
were  shown  that  a  newly-claimed  invention  had  not  only  entered  into 
public  use,  but  had  also  displaced  rival  devices,  it  would  not  make 
that  patentable  which  is  clearly  not  so.  Such  proof  is  of  value  only 
in  cases  where  patentability,  irrespective  of  such  proof,  is  a  matter 
of  doubt.  {In  re  Garrett,  C.  D.,  1906,  645;  122  O.  G.,  1047;  27  App. 
D.  C,  19,  and  cases  there  cited.) 

The  decision  wW-  he  affirmed.  It  is  so  ordered,  and  that  this  deci- 
sion be  certified  to  the  Commissioner  of  Patents.    Affirmed. 


(Oolirt  of  Appeals  of  the  Dlstriet  of  CoulmbU.] 

In  be  Wright. 

Decided  December  7, 1909. 

151  O.  G.,  1015;  84  App.  D.  O.,  199. 

(For  Commiasioner'a  decision,  see  C.  D.,  1909, 165;  HI  O.  G.,  tS5.) 

Patentabiutt— Pbocebs  of  Oasting  Metal. 

Claims  for  a  process  of  introducing  a  modifying  elem^it  Into  a  cast  body 
during  pouring  Held  unpatentable  in  view  of  the  prior  art 

Mr.  J.  C.  Bradley  and  Mr.  C.  C.  Linthioum  for  the  appellant. 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Shepard,  G.  J.: 

The  appellant,  Frank  G.  Wright,  filed  his  application  for  a  patent 
for  new  and  useful  improvements  in  the  process  for  introducing 
modifying  elements  into  castings. 

The  original  claims  were  reduced  and  changed  into  the  three 
following: 

1.  The  process  of  introducing  a  modiflying  element  into  a  cast  body  during 
pouring  Into  the  molds  which  consists  in  forcing  the  element  in  the  form  of  a 
powder  by  fluid-pressure  into  a  stream  of  heated  metal  intermediate  the  ladle 
and  the  mold. 

2.  A  process  for  introducing  a  modifying  element  into  a  cast  body  during 
pouring  which  consists  in  forcing  the  element  in  the  form  of  a  powder  by 
fluid-pressure  into  the  stream  of  metal  in  the  direction  of  travel  of  such  metal. 

8.  The  process  of  introducing  a  modifying  element  into  a  cast  body  during 
pouring  into  the  molds  which  consists  of  directing  a  blast  of  air  containing 
the  element  in  the  form  of  a  powder  into  a  downward  direction  into  the  stream 
of  heated  metal  as  it  enters  the  mold. 

The  alleged  objects  as  described  are — 
to  provide  a  process  whereby  the  element  introduced  is  thoroughly  itiii^f&ted 
tfiroagboat  the  mass  of  the  casting  to  the  end  that  uniformity  of  product  la 
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■ecured ;  to  provide  a  procen  wbereby  die  quantity  of  modifying  element  intro- 
duced into  the  body  of  tlie  casting  may  be  accurately  gaged  and  regulated ;  and 
to  provide  a  procen  whereby  the  mixing  is  accomplished  conveniently  and  ex- 
peditiously during  the  pouring  of  the  casting. 

One  form  of  apparatus  is  described  whereby  the  process  may  be 
carried  out,  and  a  drawing  of  the  same  is  given.    This,  he  says — 

may  be  conveniently  employed  for  mixing  the  powder  with  the  eomprcsscd  air 
and  forcing  it  through  the  heated  metal  as  it  is  b^g  poured. 

This  drawing  shows  a  ladle  from  an  opening  in  which,  the  liquid 
metal  flows  into  the  mold.  The  compressed  air  flows  through  a  pipe 
having  a  turned-down  outlet  or  spout,  carrying  the  powdered 
material  into  the  stream  of  metal  as  it  falls.  A  valve  in  the  pipe  regu- 
lates the  force  with  which  the  powdered  material  may  be  directed, 
and  governs  the  quantity  of  the  material  introduced,  and  secures  an 
even  distribution.  He  then  ptooeeds  with  a  description  of  the  pur- 
pose and  result  of  his  process  which  will  be  quoted  later. 

The  Patent  Office  allowed  the  third  of  the  foregoing  claims  and 
rejected  the  other  two,  and  from  that  rejection  this  appeal  has  been 
prosecuted. 

The  rejections  of  claims  1  and  2  were  founded  on  references  to  the 
prior  art  as  disclosed  in  an  expired  patent  issued  to. Wilmington, 
December  4, 1888,  No.  289,741,  and  another  to  Samuel,  February  16, 
1888,  No.  886,489.  Wilmington's  patent  is  for  a  method  of  casting 
car-wheels  in  which  powdered  material  is  placed  gradually  in  the 
current  of  metal  flowing  from  the  ladle  into  the  casting-mold.  He 
says: 

In  carrying  out  my  invention  I  take  in  a  pouring-ladle  a  suiDcient  quantity  of 
iron  to  pour  a  car-wheel  weighing  about  five  hundred  and  fifty  pounds  and  pour 
it  into  the  mold  in  the  ordinary  manner  of  casting  car-wheels,  with  the  excep- 
tion or  addition  of  the  foUowing  process :  When  the  mold  is  al>out  three-fourtha 
flUed  with  molten  iron,  and  while  the  metal  is  flowing,  I  commence  to  place  gradu- 
ally into  the  current  of  molten  iron  flowing  from  the  pouring-ladle  (or  in  the 
receiTing-basin)  about  a  pgund  of  finely-powdered  ferromanganese  or  its  equiv- 
alent, allowing  the  same  to  be  melted  by  its  particles  being  in  contact  and 
taitmningling  with  the  hotter  and  continuous  stream  of  molten  iron  falling  into 
the  iMwin  during  the  last  of  tl.e  filling  of  the  mold.  The  continuous  flow  of 
molten  iron  into  the  basin  will  carry  with  it  into  tlie  mold  tlie  ferromanganese 
or  its  equivalent,  which  will  be  disseminated  in  the  molten  iron  forming  the  hub 
and  plate  portions  of  the  wheeL 

The  appellant's  description  points  out  that  his  process  is  particu- 
larly advantageous  in  casting  car-wheels,  through  which  by  allowing 
the  metal  to  run  untreated  for  a  time  into  the  mold,  the  general  por- 
tion of  which  remains  soft  and  tough,  and  then  treating  with  th^ 
powder  the  metal  which  forms  the  rim  in  ordpr  to  render  it  harder. 
This  has  been  emphasized,  on  the  argument,  as  the  particular  advan- 
tage of  the  process  claimed* 
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It  is  contended  by  the  appellant  «that  the  mingling,  of  the  powder 
in  the  Wilmington  process  is  by  hand,  and  therefore  impracticable 
as  the  operator  could  not  stand  close  enough  to  the  flowing  current 
of  molten  metal  to  accomplish  the  mixing,  and  further  because  the 
quantity  cannot  be  graduated  as  in  appellant's  method. 

Wilmington  does  not  say  that  the  mixture  is  to  be  accomplished  by 
hand,  but  it  is  true,  that  he  points  out  no  apparatus  or  device  by  which 
it  may  be.  It  does  not  follow,  therefore,  that  his  is  necessarily  a  hand 
method,  but  this  is  immaterial. 

▲  process  is  a  mode  of  treatmoit  of  certain  materials  to  produce  a  given 
result.  It  is  an  act,  or  series  of  acts,  performed  upon  the  subject-matter  to  be 
transformed  and  reduced  to  a  different  state  or  thing.  {Cochrane  v.  Demer, 
C.  D.,  1877,  242;  11  O.  G.,  687;  94  U.  S.,  780;  RUdon  Lwxmotive  Works  t. 
MeOart,  C.  D.,  1895,  880;  71  O.  G.,  751;  158  U.  S^  6a) 

The  result  particularly  desired  by  Wilmington  was  the  extra 
hardening  of  cast-iron  car-wheels  in  certain  parts,  and  he  discovered 
that  this  result  could  be  accomplished  by  incorporating  the  powdered 
hardening  material  in  the  stream  of  molten  metal'  as  it  flows  from  the 
ladle  into  the  mold.  .  He  might  have  indicated  some  device  or  appa- 
ratus for  the  accomplishing  of  tins  mixture,  but  it  was  not  necessary 
to  do  so. 

That  a  process  may  be  patentable  irrespective  of  the  particular  form  of  the 
instrumentalities  used  cannot  be  disputed.  If  one  of  the  steps  of  a  process  be 
that  a  certain  substance  is  to  be  reduced  to  a  powder,  it  may  not  be  at  all 
material  what  instrumentality  or  machinery  is  used  to  effect  that  object  whether 
a  hammer,  a  pestle  and  mortar,  or  a  mill.  Either  may  be  pointed  out;  but  if 
the  patent  is  not  confined  to  that  particular  tool  or  machine,  the  use  of  the 
others  would  be  an  infringement,  the  general  process  being  the  same.  *  •  • 
The  machinery  pointed  out  as  suitable  to  perform  Ihe  process  may  or  may  not 
be  new  or  patentable,  while  the  process  may  be  altogether  new,  and  produce  an 
entirely  new  result  The  process  requires  that  certain  things  should  be  done 
with  certain  substances  and  in  a  certain  order;  but  the  tools  to  be  used  in 
doing  this  may  be  of  secondary  consequence.  {Cochrane  v.  Deener,  supra;  see 
also  Marchand  t.  Bmken,  0.  D.,  1889,  074 ;  49  O.  G.,  1841 ;  132  U.  S.,  195.) 

In  the  language  of  Mr.  Justice  Grier : 

A  new  process  is  usually  the  result  of  discovery;  a  machine,  of  invention. 
One  may  discover  a  new  and  useful  improvement  in  the  process  of  tanning, 
dyeing,  etc.,  irrespective  of  any  particular  f6rm  of  machinery  or  mechanical 
device.  And  another  may  invent  a  labor-saving  machine  by  which  this  operation 
or  process  may  be  performed,  and  each  may  bo  entitled  to  his  patent.  •  •  • 
It  is  when  the  term  process  is  used  to  represent  the  means  or  method  of  pro- 
ducing a  result  that  it  is  patentable,  and  it  will  include  all  methods  or  means 
which  are  not  effected  by  mechanism  or  mechanical  combinations. 

But  the  term  process  is  often  used  in  a  more  vague  sense,  in  which  it  cannot 
be  the  subject  of  a  patent  Thus  we  say  that  a  board  is  undergoing  the  process 
of  being  planed,  grain  of  being  ground,  iron  of  being  hammered  or  rolled. 
Here  the  term  is  used  subjectively  or  passively  as  applied  to  the  material 
operated  on,  and  not  to  the  method  or  mode  of  producing  that  operation,  which 
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Is  by  mechanical  means,  and  the  n^  of  a  machine,  as  dlsttngnlahad  fhnn  a 
procesB. 

In  this  use  of  the  term  it  represents  the  function  of  a  machine,  or  the 
effect  produced  by  it  on  the  material  subjected  to  the  action  of  the  machine. 
But  it  is  well  settled  that  a  man  cannot  have  a  patent  for  the  function  or 
abstract  effect  of  a  machine,  but  only  for  the  machine  which  produces  tt. 
{Coming  r.  Burden,  15  How.,  252;  RUd&n  LocamoUn^e  Warka  ▼.  Jfedoft,  O.  D^ 
1896,  880;  71  O.  O.,  751;  158  U.  8.,  68.) 

The  process  of  the  appellant,  like  that  of  Wilmington^  is  for  the 
hardening  of  cast-iron  by  a  process  of  adding  to  the  metal,  on  its 
way  to  the  mold,  a  powdered  material  which  when  thus  incorporated 
therein  produces  the  result  No  particular  proportion  between  the 
metal  and  the  produced  material  added  thereunto,  is  pointed  out  by 
either.  Wilmington  indicates  no  madiine  or  device  by  which  the 
mixture  is  made.  The  appellant  does.  His  improvement,  therefore, 
consists  in  the  effect,  in  other  words,  of  the  function  of  his  machine. 
He  says: 

It  has  heretofore  been  common  to  introduce  modifying  elements  Into  molds, 
and  also  to  supply  such  elements  in  the  form  of  powder  to  the  metal  as  it  Is 
poured,  but  in  so  ftir  as  I  am  aware,  no  means  has  been  provided  for  forcing 
the  powder  into  and  through  the  heated  metaL  My  process  which  is  an  embodi- 
ment of  the  latter  idea,  constitutes  an  improvement  on  the  old  methods  above 
indicated,  and  consists  substantially  in  forcing  the  powder  through  the  metal, 
as  it  is  being  poured,  by  means  of  air-pressure.  This  secures  an  intimate  mix- 
ture and  prevents  any  uneven  collection  of  the  modifying  materiaL  It  also 
incorporates  the  material  instantly  into  the  body  of  the  heated  metal  so  that  it 
is  free  from  the  continued  action  of  the  air  as  is  the  case  in  the  old  methods  In 
which  no  means  are  provided  for  getting  the  powder  away  from  the  surface  of 
the  heated  metal. 

Assuming  this  last  assertion  to  be  true,  the  process  is  still  the 
same,  and  the  appellant  merely  secures  a  better  result  from  the  use 
of  the  old  process  by  means  of  his  mechanical  device.  He'  has  applied 
for  a  patent  for  his  device,  and  it  may  be  patentable  as  a  novel 
means  for  carrying  out  the  process,  but  is  not  an  improvement  on  tne 
process  itself. 

It  is  not  necessary,  however,  to  rest  the  determination  of  the  ques- 
tion upon  the  foregoing  conclusion,  for  it  appears  by  reference  to  the 
Samuel  patent  that  apparatus  for  supplying  powdered  materials  to 
flowing  metal  by  means  of  an  air-blast  is  not,  itself,  new.  Samuel 
only  claims  a  method  of  treating  molten  metals  to  convert,  refine,  or 
purify  them,  which  consists  in  causing  the  metal  to  fall  in  a  thin 
sheet  through  an  unobstructed  chamber,  and  directing  against  this 
sheet,  as  it  falls,  divided  blasts  of  air  or  gases.  This  unobstructed 
chamber  receives  the  metal  as  it  comes  from  the  ladle  and  the  treat- 
ment of  the  metal  is  therein,  on  its  way  to  the  mold,  instead  of  in 
the  open  air  as  contemplated  by  the  appellant  It  is  not  the  claim 
of  Samud  that  anticipates,  as  his  process  relates  to  the  refining  of 
th^  molten  metal  by  means  of  various  gases  adapted,  from  time  to 
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time,  to  the  different  results  sought  He,  howeyer,  suggests  in  the 
description  of  his  method  and  apparatus,  the  utilization  of  the 
process  of  mingling  powdered  materials  with  the  flowing  stream. 
He  provides  rows  of  twyers  that  divide  the  blasts  of  air  or  gases  in 
their  direction  against  the  flowing  stream  of  metal,  at  several  points 
in  its  progress.    He  says: 

I  prefer  to  combine  with  each  set  of  twyers  a  device  for  supplying  powdered 
metal  to  be  blown  into  the  molten  metal  through  the  laid  twyers  intennized 
with  the  blast,  and  for  this  porpoee  the  rows  of  twyeni  are  intemipted  in  front 
of  the  blast-box,  by  a  common  mixing-chamber,  provided  at  its  upper  end  with 
a  valved  hopper  and  at  its  lower  end  with  a  door  or  other  device  admitting 
of  the  removal  of  any  material  which  may  have  dropped  past  the  twyer- 
openings,  so  that  when  desired  the  valve  may  be  opened  and  the  material  be 
aUowed  to  drop  into  the  chamber,  where  It  Is  caught  by  the  blasts  of  air  and 
carried  thereby  through  the  twyers  into  the  puritying^chamber. 

Provision  is  also  made,  unnecessary  in  the  open-air  treatment,  for  a 
glazed  opening  in  line  with  one  of  the  rows  of  twyers  for  the  purpose 
of  enabling  the  operator  to  watch  the  entire  process  without  dangler. 
Objection  is  made  to  this  process,  first,  because  the  blast  of  air  passes 
through  the  flowing  stream  of  metal,  and  because  by  the  construction 
of  the  apparatus,  the  blast  is  directed  against  the  stream  and  not  in 
the  direction  of  the  flow  as  shown  in  the  apparatus  of  the  appellant 
The  process  carried  out  by  means  of  this  machine,  is  as  we  have  seen, 
intended  primarily  for  the  purpose  of  purification  by  the  gases  which 
cut  through  the  metal;  but  it  does  not  follow  that  the  powdered  ma- 
terial, would  necessarily  be  driven  through  the  metal  also.  The  ob- 
ject of  using  it  is  to  incorporate  it  with  the  metal.  Moreover,  the 
appellant,  in  his  own  description  heretofore  quoted,  speaks  of  ^'forcing 
the  powder  into  and  through  the  heated  metal.''  As  the  powdered 
material  is  driven  through  a  twyer  provided  for  it  by  a  blast  of  air, 
tiie  force  of  the  blast  may  be  regulated  by  the  ordinary  valve 
^  whereby,"  as  the  appellant  says  in  his  description,  '^  the  force  with 
which  the  powder  is  sent  into  the  stream  of  metal  may  be  varied." 
This  regulation  of  force  as  well  as  tiie  direction  of  the  blast  of  air 
which  carries  the  powder  into  the  metal  are  improvements  that  would 
readily  occur  to  the  skilled  operator  of  the  Samuel  device,  who  is 
provided  with  a  point  of  observation  from  which  he  may  watch  the 
process,  while  it  is  being  operated.  But  whatever  there  may  be  in 
the  direction  of  the  blast  of  air  carrying  the  powder,  the  third  claim 
which  has  been  allowed  the  appellant  covers  the  introduction  ^  in  a 
downward  direction  into  the  stream  of  heated  metal  as  it  enters  the 
mold."  This  third  claim,  having  been  allowed,  is  not  before  us  on 
this  appeal,  and  we  shall  not  discuss  it. 

We  are  dearly  of  the  opinion  that  there  woe  no  error  in  rejecting 
the  appealed  cUdmSj  and  the  deeieian  tpiU  be  a0rmed.  It  is  so 
ordered  and  that  this  decision  be  certified  to  the  Commissioner  of 
Patents.    Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columblt.] 
FlOTD  V.  KOHLFING. 

Decided  Deoember  7, 1909. 
152  O.  G.,  230;  84  App.  D.  0.,  208. 

INTEBFERBNCE — PUOBITT— DiLIQEirGB. 

Where  F.,  who  was  the  first  to  conceiTe  the  invention  In  issne,  bnt  the 
last  to  reduce  it  to  practice,  was  lacking  in  diligence  before  and  at  the  time 
R.  entered  the  field,  Held  that  this  lack  of  diligence  could  not  be  cured  by 
activity  subsequent  to  that  time. 

Mr.  C.  C.  Linthicum,  Mr.  W.  M.  FuOer^  Mr.  W.  O.  Belt^  Mr.  L.  S. 
Bacofij  and  Mr.  J.  H.  MUana  for  the  appellant. 
Mr.  Walter  A.  Scott  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  interference  case  appealed  from  the  decision  of  the  Com- 
missioner of  Patents  awarding  priority  to  appellee  for  an  invention 
relating  to  railway-car  trucks.  The  single  count  of  the  issue  is  as 
follows: 

A  railway-truck  comprising  side  frames  and  journal-boxes,— the  latter  being 
divided  and  cast  partly  with  said  frames  and  part  separately,— and  means  to 
secure  said  divided  boxes  in  matching  position  to  said  frames. 

The  appellant  filed  his  application  in  the  Patent  Office  April  26, 
1907.  Appellee  filed  his  application  March  6,  1907,  upon  which  a 
patent  was  granted  to  him  June  11, 1907.  Since  appellant's  applica- 
tion was  pending  at  the  time  the  patent  was  granted,  no  additional 
burden  is  cast  upon  him  for  this  reason.  Appellant  claims  concep- 
tion of  the  invention  in  issue  December  23, 1905 ;  disclosures  January 
8, 1906,  and  that  he  made  drawings  of  the  device  January  18,  1906. 
Appellee  claims  conception  June  15,  1905;  disclosure  June  1,  1906, 
and  that  he  made  drawings  showing  his  invention  October  1,  1906. 
It  will  be  readily  observed  from  a  compairison  of  these  dates  that  if 
no  question  of  diligence  entered  into  the  case,  it  would  turn  upon  the 
truth  of  appellee's  claim  to  prior  conception.  Appellant  is  the  junior 
party,  and  with  the  burden  resting  upon,  him,  before  he  can  assail 
appellee's  alleged  date  of  conception,  he  must  appear  with  dean 
hands  on  the  question  of  diligence.  This,  we  think,  he  has  not  done. 
On  this  point  the  case  must  turn. 

For  the  purposes  of  this  inquiry,  we  will  accept  the  contention  of 
counsel  for  appellant  at  bar  that  appellee  did  not  enter  the  field  by 
the  disclosures  of  his  invention  until  November,  1906,  (though  we 
think  the  evidence  establishes  a  much  earlier  date.)  The  evidence 
shows  that  appellant  conceived  and  disclosed  his  invention  in  Janu- 
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ary,  1906,  to  certain  officers  of  the  American  Steel  Foundries,  for 
which  both  appellant  and  appellee  were  working  at  this  time.  Work- 
ing drawings  were  made  by  appellant  in  the  early  part  of  January, 
1906,  and  shortly  thereafter  he  made  prospective  views  of  the  inven- 
tion, as  shown  by  exhibits  in  the  record.  It  was  found  by  the  tri- 
bunals of  the  Patent  Office  that  these  exhibits  clearly  disclose  the 
issue  of  the  interference.  Thus  we  find  appellant  with  complete 
drawings  of  his  invention  ten  months  before  he  concedes  appellee 
entered  the  field  and  fourteen  months  before  appellee  filed  his  appli- 
cation. This  long  period  of  time  between  the  completion  of  his 
drawings  and  the  filing  of  his  application,  in  a  device  so  simple  as  the 
one  in  issue,  must  be  accounted  for. 

It  appears  that,  after  the  preparation  of  the  drawings  in  January, 
1906,  nothing  was  done  by  appellant  until,  on  September  30,  follow- 
ing, he  presented  the  drawings  or  part  of  them  to  his  attorney,  who 
testified  that — 

at  that  time  I  folly  anderstood  this  inventioo,  because  Mr.  Floyd  is  unusually 
ladd  in  his  explanation. 

Appellant  refused  to  permit  his  attorney  to  proceed  with  the  prepa- 
ration of  an  application  for  patent,  but  promised  to  furnish  further 
drawings.  On  October  18, 1906,  his  attorney  not  having  heard  from 
him,  wrote  to  him  calling  his  attention  to  his  promise  to  send  further 
illustrations.    On  October  19th,  he  replied  in  part  as  follows: 

We  have  not  forgotten  this  matter,  but  our  drawing-room  is  so  crowded  with 
current  woric  that  we  have  not  as  yet  been  able  to  get  it  The  work  is  about 
half  completed  and  we  will  make  an  effort  to  get  it  to  you  some  time  the  first 
of  next  week  and  it  might  be  well  for  you  to  hold  up  the  matter  until  we  can  get 
you  these  prints. 

Presumably,  this  letter  refers  to  some  additional  prints  other  than 
those  prepared  the  previous  January.  The  prints,  however,  were 
not  sent  to  his  attorney  until  December  27, 1906,  after^it  is  conceded 
appellee  had  come  into  the  field.  The  attorney  then  turned  the  mat- 
ter over  to  his  draftsman  to  prepare  application  drawings.  On  Jan- 
uary 31,  1907,  appellant  had  a  conference  with  his  attorney,  as  a 
result  of  which  he  furnished  some  additional  drawings. 

From  this  time  on,  there  seems  to  have  been  considerable  activity 
on  the  part  of  the  appellant,  the  reason  for  which  is  apparent.  On 
January  12,  1907,  appellee  employed  one  Plaisted,  a  draftsman  of 
the  American  Steel  Foundries,  to  make  drawings  and  apply  for  a 
patent  for  the  invention  in  issue.  This  was  done,  and  the  applica- 
tion was  filed  on  January  27,  1907.  It  will  be  observed  that  it  was 
just  four  days  later  that  appellant  had  his  last  conference  with  his 
attorney.  Shortly  after  this,  Plaisted,  who  was  working  under  ap- 
pellant, persuaded  appellee  to  abandon  the  appl|^||j)jj  ^^dv^  Jled 
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and  file  another  involving  the  same  subject-matter,  omitting  Plai- 
sted's  name  as  attorney,  which  was  done  on  March  6, 1907,  and  which 
is  the  one  here  in  issue. 

It  appears  that  before  appellee  filed  his  second  application,  he  took 
a  drawing  to  appellant  lor  the  purpose  of  having  him  negotiate  with 
the  American  Steel  Foundries  for  the  sale  of  the  invention,  should  a 
patent  subsequentiy  be  granted.  At  this  interview,  appellant  criti- 
cised appellee  for  filing  an  application  for  a  patent  in  his  own  name, 
without  first  consulting  the  officers  of  the  American  Steel  Foundries, 
and  called  his  attention  to  the  instance  of  an  employee  of  the  com- 
pany's having  lost  his  position  for  similar  conduct  It  also  appears 
that  after  appellee  filed  his  application  here  in  issue,  he  was  dis- 
charged from  the  employment  of  the  company. 

It  will  be  observed  that  in  November,  when  appellee  entered  the 
field,  appellant  was  not  only  inactive,  but  was  deliberately  delaying 
the  preparation  and  filing  of  his  application.  In  September,  he  had 
instructed  his  attorney  not  to  prepare  his  applicf.tion,  but  to  await 
instructions  from  him,  notwithstanding  the  attorney  states  he  clearly 
understood  the  invention  from  appellant's  explanation  and  the  draw- 
ings furnished  him  made  in  the  previous  January.  It  must  be  re- 
membered that  neither  party  had  reduced  this  invention  to  practice 
prior  to  filing  his  application.-  Appellant's  lack  of  diligence  before 
and  at  the  time  appellee  entered  the  field,  could  not  be  cured  by  ac- 
tivity subsequent  to  that  date,  since  he  was  the  last  to  reach  the  Patent 
Office.  Being  the  junior  party,  his  inactivity  at  a  time  when  dili- 
gence was  essential  to  overcome  the  claims  of  his  rival,  bars  his  right 
of  recovery.  As  this  Court  said  in  Seeberger  v.  Dodge^  (C.  D.,  1905, 
608;  114  O.  G.,  2882;  24  App.  D.  C,  476:) 

Since  Seeberger  was  the  first  to  conceive,  but  tbe  last  to  reduce  to  practice* 
tbe  burden  is  imposed  upon  him  to  show  that  immediately  before  Dodge  entered 
the  field  and  unon  that  date  he  was  exercising  due  diligence  in  perfecting  his 
Inyention  and  attempting  to  reduce  it  to  actual  practice. 

Considering  the  whole  case,  the  inactivity  of  appellant  after  prac- 
tically completing  his  drawings  in  January,  1906,  his  lack  of  diligence 
at  the  time  appellee  is  conceded  to  have  entered  the  field,  and  his 
conduct  thereafter,  the  Commissioner  of  Patents  was  justified  in 
awarding  priority  of  invention  to  appellee,  the  senior  pailner  to  the 
interference. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 


Digitized  by 


Google 


D1CI8ION8  OF  XJKITED  STATES  OOXTBTB  XV  PATUIT  OASSS.     808 

[Oonrt  «(  Appoftis  of  the  District  of  Golambte.] 

Storer  V.  Baxb. 

Decided  December  7, 1909, 

152  O.  Gm  281;  S4  App.  D.  C^  178. 

Ihtxbfbbengb— PUOBITTt-DIUOKNCK. 

The  qaestlon  of  what  constitutes  due  diligence  in  redncing  an  tnrention 
to  practice  must  depend  upon  the  circumstances  of  each  case  and  cannot  be 
determined  by  a  mere  computation  of  time 

Mr.  H.  P.  Denisan  and  Mr.  T.  K.  Bryant  for  the  appellant 
Mr,  W.  O.  Carr  for  the  appellee. 

Van  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  awarding  priority  of  invention  to  appellee  for  a  voltage- 
regulator  for  alternating  currents.  The  case  comes  here  with  the 
decisions  of  all  the  tribunals  of  the  Patent  Office  in  favor  of  appellee. 
The  issue  of  the  interference  contains  thirty-two  counts,  the  follow- 
ing, however,  sufficiently  illustrating  the  invention  for  the  purposes 
of  this  inquiry: 

1.  A  voltage-regulator  for  electrical  distributing  systems  including  a  trans- 
former and  means  for  winding  and  unwinding  one  of  its  conductors  to  vary  the 
effectlye  voltage  of  one  of  its  circuits. 

7.  In  a  voltage-regulator  for  electrical  distributing  systems,  a  transformer 
and  reels  carrying  part  of  its  winding  in  its  magnetic  field,  said  winding  being 
adapted  to  be  wound  and  unwound  from  one  reel  to  another. 

12.  In  a  voltage-regulator  for  electrical  distributing  systems,  a  transformer, 
and  a  reel  for  supporting  part  of  its  winding,  in  combination  with  a  current- 
collecting  segment  revolving  with  the  reel,  and  means  for  taking  the  current  to 
and  from  said  segment 

13.  In  a  YOltage-regulator  for  electrical  distributing  systems,  a  transformer, 
and  a  reel  for  supporting  part  of  its  winding,  in  combination  with  a  current- 
collecting  segment  and  brushes  for  taking  current  to  and  from  said  segment 

14.  In  a  voltage-regulator  for  electrical  distributing  systems,  a  transformer 
and  two  rotary  elements  upon  which  part  of  its  winding  is  adapted  to  be  wound 
and  unwound,  in  combination  with  a  plurality  of  current-collecting  segments 
rotating  with  each  rotary  element,  the  segments  for  each  element  being  insu- 
lated from  each  other,  and  means  for  taking  the  current  to  and  from  said  seg- 
ments. 

15.  In  a  Toltage-regnlator  for  electrical  distributing  systems,  a  transformer, 
separate  reels  upon  which  the  secondary  winding  is  adapted  to  be  wound  and 
unwound,  commutator-segments,  each  rotating  with  one  of  the  reels,  a  brush 
for  each  commutator,  each  segment  and  brush  of  each  commutator  being  so 
arranged  as  to  prevent  short-circuiting  of  the  transformer. 

28.  The  combination  with  an  electric-supply  circuit,  of  a  voltage-regulator 
therefor  comprising  a  magnetizable  core,  a  primary  magnetizing-winding  Con- 
necting to  said  supply-circuit,  a  secondary  winding,  tind  means  for  transferring 
any  desired  number  of  turns  of  said  secondary  winding  from  one  portion  of 
the  core  to  another  portion  thereof. 
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80.  The  oombliiation  with  a  sonrce  of  alternatliig-ciimiit  energy,  a  iiiagii»- 
tisable  core*  a  primary  magiietlsing-windlng  mounted  opon  said  core  and  ener- 
gised from  said  soorce,  and  a  secondary  winding  for  aopplying  energy  to  an 
external  circuit,  of  means  for  transferring  one  or  more  turns  of  the  secondary 
winding  from  one  portion  of  the  core  to  another  portion  thereof. 

Appellee  filed  his  application  in  the  Patent  Office  July  17,  1905, 
and  appellant  filed  his  application  December  5,  1905.  Appellant 
was  found  to  have  had  a  conception  of  his  invention,  which  prob- 
ably amounted  to  a  disclosure,  in  October,  1904,  but,  inasmuch  as  he 
claims  November  15,  1904,  as  his  date  of  disclosure,  an  earlier  date 
cannot  be  awarded  him.  AppeUee,  on  the  other  hand,  has  been  given 
May  16,  1905,  as  his  date  of  conception  and  disclosure  of  the  invep- 
tion  here  in  issue.  We  have  examined  the  evidence  and  find  no 
reason  to  disturb  the  conclusion  of  the  Examiner  of  Interferences  on 
this  point  The  filing  dates  of  each  of  the  parties  must  be  regarded 
as  their  respective  dates  of  reduction  to  practice.  The  dates  of  the 
parties  thus  established  seem  to  have  been  accepted  as  correct 
through  the  various  stages  of  this  proceeding.  The  sole  question  to 
be  determined  is,  whether  appeUant  has  been  lacking  in  diligence. 
This  is  the  point  on  which  the  case  turned  in  each  of  the  tribunals 
below. 

It  is  insisted  by  counsel  for  appellant  that  the  Westinghouse  Elec- 
tric &  Manufacturing  Company,  the  conceded  assignee  of  appellee's 
rights  in  the  invention  in  issue,  lulled  the  appellant  into  inactivity 
by  a  pretended  desire  to  purchase  his  invention.  It  appears  that 
during  the  period  between  his  date  of  disclosure  and  December,  1904, 
appellant  was  in  the  onploy  of  the  Westinghouse  Electric  &  Manu- 
facturing Company;  that  he  had  sold  other  patents  to  this  company, 
and  that  he  had  begun  n^otiations  for  the  sale  of  this  invoition  to 
the  company  in  the  latter  part  of  July,  1905.  There  is  some  evidence 
of  a  conversation  appellant  had  with  one  Scott  in  New  York  city. 
Scott  was  the  general  electrician  of  the  Westinghouse  Company. 
Scott  requested  appellant  to  write  him  a  full  description  of  the  in- 
vention in  order  that  he  might  take  it  up  with  the  proper  officials  of 
the  company.  This  appellant  did  in  a  letter  dated  July  25,  1905. 
Scott  does  not  seem  to  have  answered  this  letter  until  October  4, 
1905.    His  letter  contained  the  following  statement : 

It  happens  that  a  patent  application  upon  a  substantially  similar  arrange- 
ment was  made  several  months  ago  based  upon  the  idea  of  two  of  our  men 
here,  Messrs.  Thompson  and  Barr,  who  had  been  independently  working  along 
the  same  line.  We  do  not  see  that  it  would  be  worth  while  for  us  to  make 
appjication  upon  your  substantially  similar  invention  until  we  know  the 
fticts  of  the  application  already  made,  unless  you  antedate  our  inventors.  If 
you.  can  go  back  further  than  March  12,  1906,  it  will  probably  be  best  for  oa 
to  put  in  an  application  for  you.  If,  therefore,  your  date  runs  back  sulBciently 
far,  and  you  would  Uke  to  have  us  do  so^  we  will  proceed  with  the  application. 
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It  appears  from  this  that  the  Westinghouae  Company  was  con- 
sidering the  probable  rights  of  both  the  appellee  and  the  appellant 
and  were  prepared  to  purchase  the  rights  of  whichever  one  should 
be  able  to  prevail.  In  fact,  the  subsequent  correspondence  shows 
that  the  Westinghouse  Company  was  contemplating  the  withdrawal 
of  appellee's  application  and  the  substitution  therefor  of  an  appli- 
cation by  appellant.  This  is  evidenced  by  a  letter  to  appellant  from 
one  Osborne,  an  officer  of  the  company,  dated  November  17,  1905,  in 
which  he  said: 

My  inTestigation,  therefore,  shows  me  no  grotmA  for  withdrawing  the  patent 
and  substituting  this,  and  I  would  suggest  as  when  you  were  here  that  you 
proceed  Independently  to  make  your  application,  and  let  the  merits  of  the  case 
come  out  in  the  Office.  I  recognise  that  our  necessarily  slow  consideration  of 
this  matter  might  possibly  have  delayed  you  somewhat,  but  as  explained  to 
you,  the  matter  could  not  have  been  naturally  otherwise  and  we  believe  wiU 
not  be  to  your  disadvantage  as  our  patent  had  already  been  applied  for  before 
you  had  brought  this  matter  to  our  attention. 

This  contention  of  delay  caused  by  the  negotiations  with  the  West- 
inghouse Company  must  fail,  for  the  reason  that  appellee  had  filed 
his  application  before  appellant  brought  his  invention  to  the  atten- 
tion of  the  company.  We  do  not  regard  the  time  elapsing  between 
the  date  when  the  company's  attention  was  called  to  appellant's  in- 
ventioijL  and  his  filing  date  as  of  consequence  in  determining  this  case. 
Hence,  it  becomes  immaterial  whether  the  delay  during  that  period 
was  due  to  the  action  of  the  Westinghouse  Company  or  not  Had 
this  been  the  sole  delay,  the  company,  as  appellee's  assignee,  might 
have  been  estopped  to  assert  it  against  appellant,  but  it  is  unneces- 
sary to  decide  that  point.  Appellant's  inactivity  from  November  15, 
1904,  the  date  of  his  disclosure,  imtil  after  appellee  had  filed  his 
application,  is  not  satisfactorily  accounted  for,  and  it  is  here  that  the 
case  turned  against  him  in  the  Patent  Office.  We  think  the  evidence 
fully  sustains  the  conclusion  of  the  Ezaminers-in-Chief  on  this 
point,  where,  in  their  opinion,  they  said : 

But,  anyway,  there  is  the  period  of  time  betwe^  just  prior  to  May  16,  1905, 
and  July  19,  1905,  which  must  be  accounted  for  by  him,  Barr  having  in  the 
meantime,  July  17,  1905,  constructively  reduced  the  inyention  to  practice  by 
the  filing  of  his  application  for  the  patent  It  is  no  help  to  Storer  to  seek  to 
explain  his  delay  after  July  19,  1905,  unless  he  can  satisfactorily  account  for 
the  time  between  it  and  May  16, 1905.  He  has  sought  to  do  this  by  explaining 
that  he  wished  td  assure  himself  of  the  best  form  as  well  as  all  the  forms  in 
which  the  invention  would  be  operative.  But  in  answer  to  the  question  **  Did 
you  develop  all  of  these  fbrms,  and*  if  so,  during  what  period?"  he  replied 
that  he  was  unable  to  give  the  exact  period  as  to  all  "  but  the  essential  forms 
were  developed  within  a  few  months  after  his  first  conception  of  the  general 
idea."  As  he  testified  that  his  first  conception  was  in  August,  1904,  his  testi- 
mony results  to  the  efCect  that  he  developed  the  essential  forms  as  early,  at 
least,  as  November,  1904,  some  six  months  prior  to  MayLl%ei905,^  the  day  Barr 
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oonceiyed  the  invention,  and  therefore  tlie  development  of  the  eeaentlal  fSoms 
at  least  cannot  account  for  the  delay  on  or  after  May  10,  1906,  In  filing  his 
application,  nor,  what  is  more  to  the  point,  his  inactivity  dnring  the  time  be- 
tween May  16,  1906,  and  Jnly  19,  1906. 

A  race  of  diligence  between  rival  inventors  cannot  be  judged  by  a 
mere  computation  of  time.  A  period  of  time  that  might  constitute 
due  diligence  in  one  case  may,  in  another  case,  be  imexcusable.  The 
circumstances  of  each  case  must  determine  this  question.  PracticaUy 
no  excuse  is  here  given  for  appellant's  delay.  From  his  own  state- 
ment, his  forms  were  completed  long  before  appellee  came  into  the 
field.  He  was  inactive  at  the  date  of  appellee's  disclosure  and  his 
inactivity  continued  until  after  appellee  filed  his  application. 

We  see  no  reason  for  disturbing  the  decision  of  the  Commissioner 
of  Patents.  It  is  affirmed^  and  the  derk  is  directed  to  certify  these 
proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Waterman. 

Decided  December  7,  J909. 

162  O.  O.,  282;  84  App.  D.  C,  186. 

Tbade-Marks — Red  Feed-Bab  tob  FoxmTAiir-PsNs. 

A  trade  mark  for  fountain-pens  described  as  follows:  "Tlie  feed-bar  Is 
red  and  the  portion  of  the  fountain-pen  reseryoir  or  handle  adjacent  to  the 
feed-bar  is  black,"  Held  not  registrable. 

Mr.  S.  S.  Watson  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Van  Orsdbl, /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  appellant's  application  for  the  registration  of  a  trade-mark 
for  fountain-pens.  In  his  statement,  appellant  described  its  mark  as 
follows: 

The  feed-bar  is  red  and  the  portion  of  the  fountain-pen  reservoir  or  liandle 
adjacent  to  the  feed-bar  is  black.  •  •  •  The  trade-mark  is  applied  to  the 
goods  during  the  manufacture  by  coloring  the  feed-bar  red. 

The  statement  that  the  feed-bar  is  colored  red  ih  the  course  of 
manufacture  indicates  that  the  bar  is  made  of  material,  in  this  in- 
stance rubber,  produced  in  a  particular  way.  To  grant  this  mark 
would  give  appellant  a  monopoly  of  a  product  for  use  in  feed-bars 
of  fountain-pens  that  is  free  to  the  public  to  use  in  the  manufacture 
of  stationery  goods  generally,  including  fountain-pens.  Such  a  right 
is  not  permitted  by  the  Trade-Mark  Act.  (/.  A.  Sfriven  c6  Co.  v. 
Morris  et  al.^  154  Fed.  Rep.,  914;  158  Fed.  Bep.,  1020.) 
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In  the  case  of  HandotC$  Trade-MaTk^  (87  Chan.  Div.  112,)  where 
a  trade-mark  for  French  coffee  was  claimed  for  a  red,  white  and  blue 
label,  in  imitation  of  the  French  tri^colpr,  the  English  court  holding 
that  it  was  not  entitled  to  registration,  said: 

It  iB  the  plain  Intention  of  the  act  that,  inhere  the  distinction  of  a  trade-mark 
depends  upon  color,  that  wUl  not  do.  Yon  may  register  a  mark,  which  Is  other- 
wise distinctive,  in  color,  and  that  gives  you  the  right  to  use  It  In  any  color 
yon  like;  but  yon  cannot  register  a  mark  of  which  the  only  distinction  Is  the 
use  of  a  color,  because  practically  under  the  terms  of  the  act  that  would  give 
yon  a  monopoly  of  aU  the  colors  of  the  rainbow. 

But,  it  is  insisted  by  counsel  for  appellant  that  the  trade-mark 
consists  in  the  distinctive  combination  of  *the  red  feed-bar  and  the 
black  neck  of  the  reservoir  or  handle  adjacent  to  it.  This  position  is 
entirely  inconsistent  with  the  one  assumed  in  the  statement,  where  the 
mark  is  claimed  as  an  incident  of  the  manufacture  of  the  bar.  In 
any  event,  we  are  unable  to  see  just  how  the  status  of  appeUant  is 
improved  by  this  distinction.  It  is  well  settled  that  a  trade-mark 
cannot  be  acquired  in  the  use  of  color  not  connected  with  some  symbol 
or  design.  {Leschen  Rope  Co.  v.  Broderich  Rope  Co.^  201  U.  S.,  166 ; 
Diamond  Match  Co.  v.  Saginaw  Match  Co.^  142  Fed.  Rep.,  727.)  In 
the  latter  case,  the  Court  said: 

The  primary  colors,  even  adding  black  and  white,  are  but  few.  If  two  of 
tliese  colors  can  be  appropriated  for  one  brand  of  tipped  matches,  it  will  not 
take  long  to  appropriate  the  rest  Thus,  by  appropriating  the  colors,  the  manu- 
facture of  tipped  matches  could  be  monopolized  by  a  few  vigilant  concerns, 
without  any  patent  whatever.  Indeed,  it  is  customary  for  a  large  company 
like  the  defendant  to  issue  many  brands  of  matches,  with  heads  of  different 
colors.  It  is  now  making  tipped  matches.  If,  by  appropriiiting  two  colors  for 
each  brandt  it  could  monopolise  them,  it  would  soon  take  oil  the  colors  not  in 
use  by  the  complainant,  and  thus  cover  the  entire  field  at  once. 

We  know  of  no  principle  upon  which  the  contention  of  appellant 
in  this  case  can  be  upheld. 

The  decision  of  the  Commissioner  of  Patents^  therefore^  is  afftrmed^ 
and  the  clerk  is  directed  to  certify  these  proceedings  as  by  statute 
required. 


[Court  of  Appeals  of  the  PiMtrlet  of  Colambla.] 

Wm.  Wrigi,ky,  Jr.,  &  Co.  v.  Norkis. 

Deaided  yoretnher  SO,  1909. 

102  O.  G.,  488;  S4  App.  D.  C,  33a 

1.  ^nUU>B-MABK8 — OPPOBITIOH— KSQISTRATIOn    UHDKB  TBH-TKABS  GLAUSK  or  THS 

.Tsaus-Mabk  Act. 
The  testimony  reviewed  and  held  to  eetabllsh  that  applicant  did  not  have 
**  exclnsiye  "  use  of  the  mark  sought  to  be  registered  for  ten  years  next  pre- 
eeding  the  passage  of  the  Trade-Mark  Act 
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2.   SA1»— SAMB— TEBTIMOmr— PBXSUMFTIOir. 

Where  a  witness  testifies  that  the  firm  with  which  he  was  connected 
purchased  during  a  period  of  two  years  labels  and  boxes  having  a  certain 
trade-mark  thereon,  Held  that  It  would  be  unreasonable  to  assume  that 
they  were  not  used. 

S.   8a1£B— Sa1£B— BUBDBH  OF  PbOOT. 

Where  an  application  for  registration  of  a  trade-'marlc  Is  regular  In 
form,  the  applicant  is,  prima  faciei  entitled  to  registration;  but  where,  in 
an  opposition  proceeding,  testimony  has  been  introduced  overcoming  the 
prima  facie  case  it  is  Incumbent  upon  the  applicant  to  establish  his  right 
to  registration  by  a  fair  preponderance  of  testimony. 

Mr.  C.  K.  O field,  Mr.  J.  R.  Oifield,  and  Mr.  John  M.  Coit  for  the 
appellant. 

No  appearance  for  appellee. 

BoBB, /.; 

This  is  an  appeal  from  a  decision  of  the  C<»n]nissioner  of  Patents 
sustaining  the  opposition  of  appellee  to  the  registration,  under  the 
^^  ten-years  "  clause,  of  the  word  '^  Spearmint "  as  a  trade-mark  for 
chewing-gum.  It  is  not  denied  that  the  mark  is  descriptive  within 
the  meaning  of  the  Trade-Mark  Act;  hence  to  entitle  appellant  to 
the  right  of  registration  it  must  appear  that  he  was  the  actual  and 
exclusive  user  of.  said  mark  for  ten  years  next  preceding  February 
20th,  1905,  the  date  of  the  passage  of  the  Trade-Mark  Act  ( Worces- 
ter  Brewing  Corporation  v.  Beuter  dk  Co.,  C.  D.,  1908,  829;  188  O.  Gr., 
1190;80App.D.  C.,428.) 

Charles  W.  Huff  testified  in  behalf  of  appellee  that  the  Charles  W. 
Huff  Company,  Incorporated,  during  the  period  between  1900  and 
1908,  was  a  dealer  in  chewing-gum  and  placed  upon  the  market  and 
sold  during  that  time  in  Illinois,  Indiana,  Ohio,  West  Virginia, 
Maryland  and  Pennsylvania,  a  brand  called  '^  Spearmint."  Mr.  Huff 
was  unable  to  specify  how  much  Spearmint  gum  was  sold  by  his 
company  but  he  did  remember  that  a  ^^  Sweet  Marie "  brand  was 
ordered  in  lots  of  five  hundred  boxes  at  a  time  and  that  more  of 
the  ^^  Spearmint "  brand  was  sold,  there  being  a  better  demand  for  it 
than  for  the  other  brand.  The  witness  produced  a  label  such  as  was 
used  on  the  Spearmint  gum.  This  label  bore  the  words  '^  Spearmint 
Pepsin  Gum  "  in  connection  with  a  representation  of  a  hand  holding 
a  spear  and  on  which  appear  the  words  '^  Trade-Mark."  The  witness 
testified  that  these  labels  were  made  by  the  Rochester  Lithographing 
Company,  and  that  the  boxes  in  which  the  Spearmint  gum  was 
packed  were  made  by  the  Penn  Paper  Box  Company,  Pittsburg,  Pa. 
On  the  label  of  these  boxes  was  the  word  "  Spearmint"  The  witness 
also  produced  a  copy  of  a  letter  dated  December  21st,  1900,  from  his 
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c<xnpany  to  the  Orove  Company,  of  Salem,  Ohio,  manufacturers  of 
gum.    In  this  letter  it  is  stated : 

Please  kindly  give  us  qnotatlons  on  chewlng-gnm  wrapped  singly  also  wmpped 
tkve  in  a  bunch,  we  to  furnish  the  labels  and  boxes,  inclosed  find  labels  showing 
■ixe  etc. 

The  parties  who  have  been  making  our  chewing-gum  are  not  giving  us  what 
we  want  and  this  is  our  reason  for  writing  you.  We  want  nothing  but  first-class 
gum,  or  at  least  one  that  will  compare  favorably  with  other  standard  gums  on 
the  market 

One  of  the  brands  you  will  notice  is  **  Sweet  Marie,"  this  is  wintergreen  flavor ; 
the  other  brand  is  "  Spearmint "  and  is  spearmint  flavor. 

The  witness  gave  as  a  reason  for  his  failure  to  produce  any  of  the 
records  of  the  company  the  fact  that  the  company  went  out  of  busi- 
ness in  1903,  at  which  time  all  its  records  were  destroyed.  A  repre- 
sentative of  the  Grove  Company  produced  the  original  letter  which 
was  written  his  company  by  the  Charles  W.  Huff  Company,  under 
said  date  of  December  21st,  1900,  and  testified  that  it  had  been  in  the 
files  of  the  former  company  since  its  receipt. 

In  answer  to  this  direct  evidence  appellant  produced  witnesses  sup- 
posed to  be  familiar  with  the  chewing-gum  trade  during  the  period 
covered  by  the  testimony  of  Mr.  Huff.  All  stated  that  they  had  never 
seen  the  Spearmint  chewing-gum  of  the  Huff  Company,  or  heard  of 
its  being  on  the  market. 

The  Commissioner  was  clearly  right  in  refusing  registration  of 
this  mark.  The  witness  Huff  was  disinterested  and  his  testimony  was 
reasonable  and  entitled  to  full  credit.  The  firm  being  in  the  chewing- 
gum  business  it  would  be  unreasonable  to  assume  that  it  was  purchas- 
ing labels  and  boxes  with  the  word  ^^  Spearmint  ^  thereon  during  the 
period  of  Jbwo  years  unless  it  was  using  them.  Since  the  witness  gave 
the  names  of  the  concems<from  whom  the  labels  and  boxes  were  pur- 
chased it  would  have  been  a  very  easy  matter  for  appeUant  to  have 
disproved  his  testimony  if  it  had  not  been  true. 

The  application  of  appellant  being  regular  in  form  entitled  him 
prima  facie  to  the  right  of  registration,  but  upon  the  introduction  of 
appeUee's  testimony  the  prima  facie  case  of  appellant  was  overcome 
and  it  was  then  incumbent  on  him  to  establish  his  right  to  registration 
by  a  fair  preponderance  of  testimony.  In  other  words,  it  was  incum- 
bent on  him  to  convince  the  Commissioner  that  the  testimony  thus 
introduced  in  opposition  was  not  true.  {In  re  Nash  Hardware  Go.^ 
C.  D.,  1909, 413 ;  143  O.  G.,  1347 ;  88  App.  D.  C,  221.)  This  he  failed 
to  do.  The  sale  of  the  Spearmint  gum  by  the  Huff  Company  covered 
such  a  wide  area  that  the  testimony  of  a  few  witnesses  that  they  had 
never  heard  of  such  sales  falls  far  short.of  overcoming  the  case  then 
made  by  the  opposition. 

Digitized  by  VjOOQ IC 
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It  foUoiDB  that  the  decUion  of  the  Cammissumer  is  right  and  ia 
therefore  affirmed. 

The  clerk  is  directed  to  certify  these  proceedings,  as  by  law 
required. 


(Court  of  Appeal!  of  the  District  of  Colombia.] 

Enqel  V.  Sinclair  bt  al. 

Decided  December  i5,  1909. 

162  O.  G.,  4S9;  34  App.  D.  C,  212. 

1.  iNTEBniBHOB — ^Patknt — Ck>ir8TBUCTioir    or    Claims — Pbogesdinos    in    Pat> 

BHT  OinCB. 

''A  pat^tee  baying  onoe  presented  bis  daim  In  one  form  and  the  Patent 
Office  haying  rejected  it  with  his  aoqniescencep  he  is  estopped  to  claim  tbe 
benefit  of  his  rejected  daim  or  snch  conBtruction  of  bis  amended  daim  as 
wonld  be  eqniyalent  to  the  rejected  daim,  and  it  makes  no  difference 
whether  the  rejected  daim  be  broader  or  narrower  than  the  one  allowed.** 

2.  Sams— Samk— Sams— Sams. 

Where  a  party  copies  a  daim  of  a  patent  for  the  purpose  of  interference^ 
it  must  be  construed  in  the  light  of  tbto  disclosure. of  the  patent;  but  this 
rule  is  subject  to  the  limitation  that  the  proceedings  in  the  Patent  Office 
leading  to  the  grant  of  the  patent  must  be  taken  into  consideration  la 
determining  the  scope  of  the  daim. 

Mr.  J.  Nota  McOiU  for  the  appellant 
Mr.  Hvhert  Howeon  for  the  appellee& 

SOBB,  /..* 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents.(C.  D.,  1909, 184;  147  O.  O.,  769),  in  an  interference  proceeding, 
awarding  priority  of  invention  to  appellees  as  ezecutcMrs  and  trustees 
of  (George  Sinclair,  deceased,  on  the  ground  that  appellant  has  no 
right  to  make  the  claims  of  the  issue,  which  read  as  follows: 

1.  In  a  water-tube  boiler,  a  plain  drum  having  separate  tube-landings  formed 
therein,  in  parallel  row%  and  so  arranged  as  to  leave  sufficient  space  between 
the  adjacent  transverse  rows  for  the  insertion  or  withdrawal  of  the  tubes  from 
either  side  of  a  row  without  the  use  of  manholes,  as  described. 

2.  In  a  water-tube  boiler,  a  plain  drum  having  parallel  row^  of  separate 
circular  tube-landings  formed  partially  above  and  partially  below  the  drum- 
face,  and  so  arranged  as  to  leave  sufficient  space  between  the  adjacent  trans- 
verse rows  for  the  insertion  or  withdrawal  of  the  tubes  from  either  side  of  m 
row  without  the  use  of  manholes,  as  described. 

EngePs  application  was  filed  September  8th,  1905,  while  the  Sin- 
clair application  was  not  filed  until  October  28d,  1906.  Throu^ 
inadvertence,  however,  a  patent  was  issued  to  Sinclair  on  June  4tby 
1907,  whereupon  Engel  copied  the  claims  here  involved  and  an  in- 
terference was  declared.    It  developed  that  the  dates  set  up  by  Sin- 
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dair  in  his  preliminary  statement  were  subsequent  to  EngePs  filing 
date,  hence  Sinclair,  in  accordance  with  the  prevailing  Office  prac- 
tice, was  notified  to  show  cause  why  judgment  should  not  be  ren- 
dered against  him.  Thereupon  Sinclair  moved  to  dissolve  the  inter- 
ference on  the  ground  that  Engel  has  no  right  to  make  the  claims 
of  the  issue  because  (1)  claim  1  calls  for  the — 

insertion  or  withdrawal  of  the  tubes  from  either  side  of  a  row, 

whereas  Engel^s  drawings  show  that  the  tubes  are  arranged  in 
^oups  of  two  parallel  rows  and  that  any  individual  tube  can  be 
inserted  or  withdrawn  from  one  side  only,  and  (2)  claim  2  calls  for 
separate  circular  tube-landings  whereas  Engel  shows  tubes  arranged 
in  groups  of  parallel  rows,  two  tubes  resting  on  each  separate  oblong- 
shaped  landing.  (3)  Engel  does  not  show  ^^  a  separate  landing  for 
each  separate  tube.'' 

The  Primary  Examiner  denied  this  motion  and  ruled  that  the 
Engel  structure  clearly  shows  the  features  called  for  by  the  claims 
of  the  issue.  The  case  was  then  passed  upon  by  the  Examiner  of 
Interferences  who  sustained  the  view  of  the  Primary  Examiner  and 
awarded  priority  of  invention  to  Engel.  On  appeal  to  the  Exam- 
iners-in-Chief  the  decision  of  the  Examiner  of  Interferences  was 
affirmed,  one  member  dissenting.  Whereupon  an  appeal  was  prose- 
cuted to  the  Commissioner  who  ruled'that  appellant  has  no  right  to 
make  the  claims  of  the  issue  and,  therefore,  awarded  priority  to  ap- 
pellees.   This  appeal  followed. 

The  object  of  the  invention  as  stated  in  the  Sinclair  specifica- 
tion : 


to  ImproYe  the  construction  of  water-tube  boilers  of  the  type  having  upper  and 
lower  cylindrical  drums  connected  together  by  rows  of  straight  water-tubes,  so 
that  while  the  tubes  can  be  readily. assembled  or  removed  for  renewal  or  repair, 
without  head-room  in  the  boiler-house  above  or  beyond  the  upper  drums,  the 
known  advantages  of  cylindrical  water-drums  are  obtained  such  as  that  there 
being  no  portion  of  the  drum  in  the  form  of  a  fiat  tube-plate  there  Is  less  lia- 
bility to  buclcling  and  consequent  damage  to  the  tube-fixings  and  the  drums  do 
not  require  to  be  Internally  stayed  to  give  them  the  necessnry  strength. 

Appellees'  claims  as  originally  drawn  referred  to  "  a  drum  having 
separate  landings  for  each  water-tube/*  The  claims  as  thus  drawn 
jwere  rejected  on  certain  references.  Whereupon  appellees  asked  for 
a  reconsideration  of  their  claim,  saying: 

The  third  parngraph  of  our  speciflcntion  shows  that  we  are  fkmiHar  with  the 
first  three  references  while  Meehan-(the  fourth  reference)  merely  discloses  the 
ftdmlttedly  old  feature  of  separate  landings  for  each  water-tube. 

The  object  of  my  invention  is  to  provide  ready  means  for  the  Insertion  or 
removal  of  the  water-tubes  without  corrugating  the  drum-head  *  *  *  I 
accomplish  my  aim  by  providing  additional  space-room  between  each  row  of 
tubes*  as  pointed  out  hi  the  claims.    This  Is  not  disclosed  In  the  patents  cited. 
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In  response  to  this  communication  the  Examiner  disallowed  the 
claims  saying: 

The  drums  wltb  the  teparate  landings  being  old,  as  shown  by  Thnrstensen^  no 
inyenti<m  is  required  to  sfMice  the  tubes  far  enough  apart  in  one  row  to  permit 
access  to  the  tubes  of  another  row,  as  in  Gart>e^  for  Instance. 

Whereupon  appellees  amended  their  specification  and  changed  the 
claims  to  their  present  form.  They  now  contend  that,  notwithstand- 
ing the  claims  as  originally  drawn  and  rejected  by  the  Patent  Office 
were  clearly  limited  to  a  structure  containing  separate  landings  tat 
each  water-tube,  the  amended  claims  should  be  given  the  samie  inter- 
pretation as  the  rejected  claims. 

It  is  a  familiar  rule,  many  times  affirmed  by  the  Supreme  Court 
of  the  United  States,  that  a  patentee  having  once  presented  his  claim 
in  one  form  and  the  Patent  Office  having  rejected  it  with  his  acqui- 
escence, he  is  estopped  to  claim  the  benefit  of  his  rejected  claim,  or 
such  a  construction  of  his  amended  claim  as  would  be  equivalent  to 
the  rejected  claim,  and  that  it  makes  no  difference  whether  the  re- 
jected claim  be  broader  or  narrower  than  the  one  allowed.  {Morgan 
Envelope  Company  v.  Albany  Paper  Company^  C.  D.,  1894,  238 ;  67 
O.  G.,  271;  162  U.  S.,  425;  United  States  Repair  Etc.  Company  ▼. 
Assyrian  Asphalt  Company^  C.  D.,  1902,  575;  98  O.  G.,  582;  183 
n.  S.,  591.)  The  latter  case  was  a  suit  for  infringement  of  a  patent 
to  one  Perkins,  designed  to  produce  a  method  whereby  the  repairing 
of  asphalt  pavements  might  be  quickly,  cheaply  and  neatly  accom- 
plished.   The  claims  as  finally  drawn  covered  a  method  consisting — 

in  subjecting  the  spot  to  he  repaired  to  heat,  adding  new  material  and  smootb- 
Ing  and  burnishing  substantially  as  described. 

To  avoid  an  anticipatory  patent  it  was  contended  in  behalf  of  the 
Perkins  patent  that  the  method  therein  described  was — 
characterised  by  a  new  and  useful  way  of  applying  heat  to  the  payement,  to 
wit,  by  sending  a  flame-blast  into  direct  contact  with  the  pavement-surface. 

It  was  held  that  the  patentee  having  voluntarily  abandoned  the 
claim  for  a  method  limited  to  the  use  of  ^^a  blast  of  heat"  was 
estopped  to  claim  such  a  restriction  in  the  broader  claim  allowed 
him.  In  other  words,  the  doctrine  thus  announced  amounts  to  this : 
a  patentee  may  not  blow  hot  and  then  cold  as  the  exigencies  of  his 
situation  may  demand. 

It  is  true,  as  stated  by  the  Commissioner,  that  where  a  party  copies 
a  claim  of  a  patent  for  the  purpose  of  interference  it  must  be  read  in 
the  light  of  the  disclosure  of  the  patent.  But  this  rule  is  subject  to 
the  limitation  imposed  by  the  rule  above  stated.  Manifestly,  what 
has  gone  before  must  be  considered  in  determining  the  scope  and 
meaning  of  the  counts  of  this  interference.  Appellees  are  not  here 
entitled  to  an  interpretation  which  this  patent^standi^^^lpnf  jurould 
not  sustain.  ^ 
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It  remains  to  apply  the  above  rules  to  the  facts  of  this  case.  Sin* 
dair  originally  claimed  a  construction  specifically  limited  to  separate 
tube-landings  for  each  water-tube.  He  yoluntarily  amended  his 
claims  so  that  they  now  refer  to  ^^  a  plain  drum  having  separate  tube- 
landings  formed  therein.'^  The  Examiner  of  Interferences  in  his 
decision  said: 

If  Sinclair  bad  desired  to  limit  theee  claims  when  he  presented  them  In  his 
application  In  the  respects  In  which  he  now  contends  they  shonld  be  limited,  it 
would  bare  been  a  very  ea«7  matter  for  him  to  have  done  so  at  that  time.  His 
failure  to  incorporate  in  his  claims  any  words  suggeiting  inch  limitations  must 
be  taken  as  conclusive  evidence  that  he  did  not  intend,  when  his  patent  was 
taken  out,  that  it  should  be  so  limited. 

In  the  majority  opinion  of  the  Board  of  Ezaminers-in-Chief  it  is 
stated: 

Our  conclusion  is  that ''  separate  tube-landings  **  are^  according  to  the  plain 
meaning  of  the  language^  separate  landings  which  are  also  tube-landings  and 
not  landings  sustaining  each  a  single  tube.  The  landings  are  first  of  all  tube- 
landings  and  after  that  they  are  separate  landings  for  tubes.  If  we  were  to 
sustain  the  contention  of  counsel  for  Sinclair  we  wonld  have  to  read  into  the 
Issae  a  statement  to  the  effect  that  each  landing  is  connected  with  only  a  single 
tube,  since  the  language  employed  in  the  issue,  as  we  view  it,  describes  no  oon- 
atmction  of  this  kind. 

In  the  circumstances  of  the  case  we  have  no  hesitancy  in  adopting 
this  view  of  the  claims.  The  only  object  in  having  Uiese  separate 
landings  was  to  leave  a  space  between  each  transverse  row,  thereby 
permitting  the  insertion  or  withdrawal  from  the  side  of  the  boiler 
of  the  tubes  in  adjacent  rows.  This  object  is  quite  as  well  acc<Hn- 
plished  by  appellant's  construction  as  by  that  of  appellees,  for  his 
tubes  are  mounted  on  separate  landings,  are  formed  in  a  plain  drum, 
in  parallel  rows,  and  with  intervening  spaces  between  the  rows  for 
landings — 
for  the  insertion  or  withdrawal  of  the  tubes  from  either  side  of  a  row. 

This  oonstruction,  we  think,  &iirly  responds  to  the  claims  of  the 
issue. 

One  point  remains.  It  is  urged  that  since  in  count  2  the  landings 
are  stated  to  be  circular  in  form  that  appellant  cannot  prevail  as  to 
this  count  since  two  circular  landings  merged  into  one  are  shown  in 
his  application.  We  agree  with  the  Primary  Examiner  and  the 
Examiner  of  Iirterferences  that  appellant  is  entitled  to  make  this 
daim.  The  landings  originally  shown  by  him  contained  semicircu- 
lar ends,  that  is,  they  conformed  on  either  end  to  the  shape  of  the 
tubes,  which  was  circular.  If  two  tubes  are  to  be  placed  on  one 
landing,  and  we  have  held  the  counts  susceptible  of  this  construction, 
necessarily  the  landing  for  each  tube  cannot  be  exactly  circular  in 
form.    However,  there  is  nothing  in  the  record  to  indicate  that  it 
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makes  the  slightest  difference  whether  these  landings  ar6  circular, 
semicircular,  or  some  other  shape.  In  other  words,  a  semicircular 
landing  clearly  anticipates  one  circular  in  form. 

The  decision  of  the  Commissioner  must  be  reversed  and  the  derk 
of  this  court  will  certify  this  opini<m  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  ColvunblA.] 

Gold  v.  Gold. 

Decided  December  7,  1999. 

152  O.  G.,  781;  84  App.  D.  O.,  1C2. 

iNTBBRBBirOB—PBiOBiTT— Right  to  Make  Glaimb. 

Record  considered  and  Held  to  estabUdi  that  appeUant  is  entitled  to  make 
the  claims  in  issue. 

Mr.  O.  R.  Bamett  for  E.  H.  Gold. 

Mr.  A.  C.  Fraser  and  Mr.  WiUiam  A.  Redding  for  E.  E,  Gold. 

RoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  awarding  priority  of  invention,  as  to 
certain  claims,  to  the  junior  party,  Edward  E.  Gold,  on  the  ground 
that  the  senior  party,  Egbert  H.  Gold,  has  no  right  to  make  the  claims. 

The  invention  is  a  narrow  one  and  resides  in  an  improvement  con- 
sisting of  an  auxiliary  locking  device  for  hose-oouplings  in  heating 
systems  for  railroad-cars.  The  counts  here  in  issue  are  five,  and  are 
as  follows: 

1.  A  direct-port,  gravity  hose-coupler  fbr  railway-cars  having  a  locking-arm 
on  one  side  and  a  locking  projection  on  the  opposite  side,  adapted  to  conple 
with  its  reciprocal  coupler  by  a  downward,  swinging  movement,  and  to  auto- 
matically uncouple  with  an  upward  movement  by  the  tautening  of  the  hose 
as  the  cars  draw  apart,  combined  with  auxiliary  locking  means  arranged  to 
resist,  but  not  to  prevent,  the  uncoupling  movement  of  the  members  of  the 
coupling. 

2.  A  direct-port,  gravity  hose-conpler  for  raUway-cars,  having  a  locking-arm 
on  one  side  and  a  locking  projection  on  the  opposite  side,  adapted  to  couple 
with  its  reciprocal  coupler  by  a  downward,  swinging  movement,  and  to  anto- 
niatioally  uncouple  with  an  upward  movement  by  the  tautening  of  the  hose  as 
the  cars  draw  apart,  combined  with  a  spring-latch  Importtively  engaging  the 
reciprocal  coupler  and  resisting,  but  not  preventing,  the  uncoupling  movement 

3.  A  direct-port,  gravity  hose-coupler  for  railway-cars,  comprising  recipro- 
cally-engaging heads  having  locking  means  comprising  a  lug  on  one  side  of  each 
head  and  an  arm  on  the  opposite  side  formed  with  a  hook  for  engaging  the  lug 
on  the  other  head,  adapted  to  couple  by  a  downward,  swinging  movement,  to 
hold  the  heads  coupled  against  internal  pressure  during  normal  running,  and  to 
uncouple  automatically  with  an  upward  movement  by  the  tautening  of  the  hose 
as  the  cars  draw  apart,  combined  with  an  auxiliary  spring-latch  on  one  head 
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ImpotltlTely  engaging  the  other  head,  and  adapted  In  cooperation  with  aald  lock- 
ing means  to  resist  the  uncoupling  movement  sufficiently  to  prevent  accidental 
uncoupling,  but  not  sufficient  to  prevent  automatic  uncoupling,  as  the  cars  draw 
apart 

4.  A  direct-port,  gravity  hose-coupler  for  railway-cars,  comprising  recipro- 
cally-engaging heads  having  locking  means  comprising  a  lug  on  one  side  of 
each  head  and  an  arm  <m  the  opportte  side  formed  with  a  hook  for  engaging 
the  lug  on  the  other  head,  adapted  to  couple  by  a  downward,  swinging  move- 
ment, to  hold  the  heads  coupled  against  internal  pressure  during  normal  run- 
ning, and  to  uncouple  automatically  with  an  upward  movement  by  the  tautening 
of  the  hose  as  the  cars  draw  apart,  combined  with  an  auxiliary  sprlng-latcb  on 
one  head  impositively  engaging  the  other  head  to  resist  the  uncoupling  move- 
ment, and  adapted  to  be  displaced  by  said  movement  against  the  stress  of  its 
spring. 

6.  A  direct-port,  gravity  hose-coupler  having  locking  means  comprising  a  lug 
on  one  side  of  its  head  and  on  the  other  side  a  hooked  locking-arm  adapted  to 
engage  such  lug  on  a  mating  coupler,  combined  with  an  auxiliary  Impositive 
spring-latch  engaging  the  opposite  head,  the  engaging  faces  being  relatively 
shaped  to  press  back  said  latch  against  the  stress  of  its  spring  during  the  un- 
coupling movement,  the  said  latch  adapted  in  cooperation  with  said  locking 
means  to  resist  the  uncoupling  movem^it  sufficiently  to  prevent  accidental  un- 
coupling; but  not  sufficiently  to  prevent  automatic  uncoupling  as  the  cars  draw 
apart. 

It  will  be  observed  that  the  invention  sought  to  be  covered  in  these 
five  counts  is  directed  to  the  feature  of  having  the  locking  device  so 
arranged  as  to  hold  the  parts  of  the  coupler  together  under  ordinary 
strains  and  aUow  them  to  become  separated  or  uncoupled  under  more 
severe  strains.  This  feature  has  been  aptly  described  by  appellee 
in  his  application,  in  which  the  claims  originated,  as  an  ^'  impositive '' 
lock. 

The  Commissioner  awarded  priority  to  appellant  as  to  three  counts, 
of  which  the  following  is  typical : 

6^  A  direct-port,  gravity-coupling  comprising  reciprocal  coupling  members 
having  each  a  head  with  an  external  locking-arm  on  one  side  and  an  external 
locking  projection  <m  the  opposite  side,  combined  with  a  sprin^r-latch  on  one 
member  adapted  to  engage  the  opposite  member,  there  being  two  pairs  of  en- 
gaging faces  on  said  member  and  latch,  one  of  the  engaging  faces  of  one  imlr 
being  inclined,  whereby  the  said  latch  is  automatically  forced  back  in  the 
operation  of  coupling,  and  one  of  the  engaging  faces  of  the  other  pair  l^eing 
Inclined  and  both  of  said  faces  being  transverse  to  the  direction  of  movement 
of  the  members  in  coupling  and  uncoupling,  whereby  the  spring-pressure  tends 
to  force  the  members  in  the  directi<m  of  coupling  after  the  coupling  U  made. 

An  examination  of  the  counts  awarded  appellant,  from  which 
award  no  appeal  was  taken,  shows  that  there  is  not  necessarily  any 
difference  between  the  structure  called  for  by  these  counts  and  the 
structure  called  for  by  the  six  counts  awarded  appellee.  The  diiTer- 
ence,  if  any  there  be,  is  confined  to  the  angle  of  the  inclination  of  the 
under  cam-face  of  the  bolt  constituting  the  locking  device  and  the 
strength  of  the  spring  actuating  the  bolt  But  we  must  here  assume 
C2746'— U 22 
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that  there  is  a  patentable  difference  between  the  two  groups  of 
claims. 

It  is  conceded  that  when  these  parties  entered  the  field  couplers  of 
the  Sewell  iype  were  in  general  use.  These  couplers  were  automatic 
in  operation  and  comprised  two  interlocking  members,  from  tke 
body  of  each  of  which  projected  an  arm  which  interlocked  with  the 
undercut  lug  of  the  opposite  side  of  the  body  of  the  other  member, 
and  a  neck  extending  slantingly  upward,  to  which  the  hose  was 
attached.  The  construction  of  this  coupler  was  such  that  it  was 
maintained  in  position  by  gravity,  and  uncoupled  by  a  strong  lon- 
gitudinal puU  on  the  depending  hose,  or  by  a  sudden  central  upward 
pull.  Hence  if  cars  of  the  train  became  accidentally  separated  the 
couplings  became  disengaged  without  rupturing  the  hose.  It  was 
found,  however,  that  as  the  cars  were  made  longer  and  the  hose  used 
in  ccmnection  with  the  coupling  heavier,  sharp  and  especially  reverse 
curves  produced  lateral  movement  between  adjacent  car  ends  whicb 
tightened  the  hose  sufficiently  to  disengage  the  couplers.  Appellant, 
who  was  highly  skilled  in  ttie  art,  sought  to  overcome  this  defect. 
His  application  was  filed  April  10th,  1902.  He  made  drawings  of 
his  invention  in  December,  1901,  and  disclosed  it  to  others  in  Janu- 
ary, 1902.  The  application  of  appellee  was  not  filed  until  June  S^th, 
1908. 

In  his  specification  appellant  says: 

To  prevent  tbe  accidental  nnconpUng  of  my  device^  I  provide  the  lock  shown 
In  Flgores  8  and  4.  This  lock  consists  of  a  locklng-pln  provided  with  an  ana 
and  mounted  within  a  transverse  recess  In  the  coupling.  This  recess  Is  wt> 
located  that,  when  the  coupling  members  are  clamped  together,  the  pin,  pro- 
jecting from  the  recess,  wm  engage  the  upper  edge  of  the  arm  of  the  coupling. 
The  locking-pin  is  normally  forced  outwardly  In  a  position  to  lock  with  the  arm 
by  means  of  a  spring  In  any  suitable  manner  •  •  •  the  pin  may  be  pro- 
vided with  a  $hart  kicMned  face  at  the  upper  side  of  Its  forward  end,  as  shown 
In  Figs.  8  and  4,  In  which  event  It  may  be  first  released  and  then,  as  the 
coupling  is  clamped  together,  the  under  edge  of  the  arm  wlU  engage  this  In- 
clined or  wedged  face,  thereby  ferdn^  the  pia  Jntckwardly  eutMent  to  olloto 
the  passage  of  the  arm.  Whereupon  It  wlU  Immedlaiely  return  to  Its  loddng 
position  In  engagement  with  the  upper  side  of  the  arm. 

I  also  preferably  provide  the  under  face  of  the  forward  end  of  the  pin  wttli 
a  long  inclined  face,  extending  backwardly  at  such  an  angle  that  the  upward 
pressure  of  the  arm  against  said  tAce  will  not  tend  to  force  the  pin  back- 
wardly, but,  on  the  contrary,  the  combined  action  of  the  spring  and  this  long 
Inclined  under  face  wlU  be  to  constantly  wedge  the  pin  against  the  upper  face 
of  the  arm  and  hold  the  coupling  In  a  tightly-locked  posltloii  at  aU  times. 

Accompanying  this  specification  was  a  drawing  showing  a  spring- 
actuated  pin  on  the  coupler-head.  The  upper  side  of  this  pin  is 
wedge-shaped  as  indicated  in  the  specification,  and  there  is  no  ques- 
tion that  the  angle  is  such  as  readily  to  permit  the  automatic  coup- 
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ling  of  the  device.  The  under  side  of  the  pin  is  cat  away  at  a  more 
obtuse  angle.  In  other  words,  as  the  specification  suggests  it  was 
provided  with  a  long  inclined  face.  There  is  testimony  in  the  reo- 
ord,  which,  we  think,  has  not  been  successfully  met,  to  the  effect  that 
couplings  equipped  with  a  locking  device  constructed  in  accordance 
with  this  drawing,  would  uncouple  automatically. 

In  May,  1902,  appellant  had  constructed  several  couplings  clearly 
embodying  the  subject-matter  of  the  issue.  One  of  these  couplings 
was  publicly  exhibited  by  him  at  the  Master  Car-Builders'  Conven- 
tion in  Saratoga,  N.  Y.,  in  June,  1902.  Appellee  was  within  two 
feet  of  the  exhibit  and  carefully  examined  it.  In  the  brief  of  counsel 
for  appellee  it  is  said: 

It  is  clearly  established  that  B.  H.  Gold  in  May  and  June,  1902,  had  the 
Crane  Ck>miMUiy  make  f6r  him  the  couplers  offered  as  "  Bgl>ert  EL  Gold,  Sara- 
toga BzhlMt"  These  couplers  have  sprinf-bolts  with  very  weak  sprinss,  and 
with  beveled  heads.  B.  H.  Gold  was  then  ondcar  great  pressure  to  produce 
some  kind  of  a  coupler  that  he  could  offer  to  his  customers.  The  couplers  he 
made  would  hardly  stay  coupled  at  all  without  spring-bolts;  and  even  with 
these  the  couplers  uncouple  so  easily  as  to  be  fully  as  liable  to  uncouple  acci- 
dentally as  the  Edward  B.  Gold  coupler  without  any  lock. 

It  will  thus  be  seen  that  long  prior  to  appellee's  filing  date  appel- 
lant had  constructed  a  device  which  appellee's  counsel  now  says  was 
too  automatic.  It  conclusively  appears,  therefore,  that  the  very 
first  embodiment  of  appeUant's  structure,  which  he  publicly  exhib- 
ited, was  an  automatic  coupler.  His  claims  as  originally  drawn, 
however,  did  not  cover  this  feature,  and  it  was  not  until  an  interfer- 
ence on  the  related  subject-matter  had  exposed  the  application  of 
appellee  that  such  claims  were  inserted.  The  Examiner  finally  re- 
jected the  claims  as  not  warranted  by  the  disclosure  of  appellant, 
and  upon  an  ex  parte  appeal  to  the  Board  of  Examiners-in-Chief  the 
decision  was  reversed,  one  member  dissenting.  Thereupon  the  pres- 
ent interference  was  declared  and  appellee  moved  to  dissolve,  con- 
tending that  appellant  had  no  right  to  make  the  claims.  The  Ex- 
aminer denied  the  motion  and  the  case  was  again  taken  to  the 
Examiners-in-Chief,  on  the  motion  that  the  Board  recommend  the 
rejection  of  appellant's  claims  under  Rule  126.  This  recommenda- 
tion the  Board  declined  to  make,  sajring  that — 

If  Bdward  B.  Gold  can  show  that  the  latch  as  originally  described  and  shown 
by  Bgbert  H.  Gold  is  a  **  positive  '*  latch  and  will  not  yield  to  unusual  strains 
transmitted  through  the  coupling,  he  may  secure  an  adjudication  of  the  ques- 
tion involved  at  the  final  hearing  in  connection  with  the  main  question  of 
priority. 

The  decision  of  the  Examiner  of  Interferences,  upon  final  hearing, 
was  in  favor  of  appellee,  but  it  turned  upon  another  point  The  per- 
eannel  of  the  Board  of  Examiners-in-Chief  had  changed  when  the 
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final  hearing  was  had  before  that  tribunal.  Upon  that  hearing  a 
majority  of  the  Board  ruled  that  appellant  had  no  right  to  make  the 
claims  of  the  issue,  and  this  finding  was  affirmed  by  the  Commissioner. 

We  incline  to  the  view  that  the  conclusion  reached  by  the  Com- 
missioner is  based  upon  a  too  technical  and  illiberal  consideration  of 
appellant's  case.  We  are  convinced  that  the  subject-matter  of  the 
issue  was  disclosed  in  the  specification  and  drawings  of  appellant. 
It  will  be  remembered  that  the  angle  of  the  upper  side  of  the  locking- 
pin  as  shown  in  the  drawing  and  as  described  in  the  specification 
readily  permitted  the  automatic  coupling  of  the  device.  The  angle 
on  the  under  side  of  the  pin  was  longer.  Experts  have  subjected  a 
coupler  ^[uipped  with  a  locking-pin  having  the  angles  described  in 
the  specifications  and  shown  in  the  drawings  to  tests,  and  these  tests 
have  demonstrated  that  the  lock  was  not  a  positive  lock;  in  other 
words,  that  the  coupler  was  automatic  The  angle  on  the  upper  side 
of  the  pin  was  designed  to  withstand  slight  resistance  only;  the  angle 
on  the  under  side  much  greater  resistance.  But  to  any  one  skilled  in 
the  art  the  specification  and  drawings  would  immediately  suggest  the 
automatic  coupler.  It  seems  to  us  that  any  other  conclusion  almost 
amounts  to  an  absurdity.  The  bolt  was  there;  the  spring  was  there; 
their  position  was  correct.  As  the  coupler  was  clamped  together  the 
upper  bevel  of  the  pin  engaged  the  under  edge  of  the  arm  of  the  coup- 
ling, the  pin  was  readily  forced  back,  thereby  permitting  the  passage 
of  the  arm.  Whereupon  the  pin  receded  or  assumed  its  normal  posi- 
tion and  the  coupler  was  locked.  Exactly  the  same  principle  is 
invoked  in  uncoupling  the  coupler.  Any  one  skilled  in  the  art  would 
know  at  a  glance  that  to  subject  the  hose  to  a  longitudinal  pull  would 
tend  to  tilt  up  the  ends  of  the  arms  of  the  coupler  and  bring  the  upper 
edge  of  these  arms  into  engagement  with  the  under  beveled  edge  of 
the  pin.  It  is  also  apparent  that  to  withstand  a  pressure  of  one  hun- 
dred poimds  a  certain  bevel  or  angle  would  be  necessary,  and  that  to 
withstand  a  greater  pressure  a  different  angle  would  be  required. 
The  angle  shown  in  appellant's  drawing  was  designed  to  withstand 
severe  strains.  The  angle  finally  adopted  by  him  ia,  as  above  noted, 
criticised  because  it  did  not  withstand  greater  strains.  As  we  view 
it,  this  is  not  a  question  of  angles  so  much  as  it  is  one  of  ideas.  In 
other  words,  did  appellant's  specification  and  drawings  disclose  the 
inventive  thought? 

The  failure  of  appellant  to  make  the  claims  of  the  issue  until  after 
the  filing  of  his  adversary's  application  cannot  affect  his  rights  in 
the  circumstances  of  this  case.  (Lotz  v.  Kenney^  C.  D.,  1908, 467 ;  135 
O.  G.,  1801:  31  App.  D.  C,  205;  Cleveland  Foundry  Co.  v.  Detroit 
Vapor  Stove  Co.^  131  Fed.  Rep.,  863.)  In  the  latter  case  the  court, 
after  pointing  out  the  distinction  between  allowable  amendments  and 
those  not  allowed  said;  "^Q^^^^^ ^y  ^^wv/^l^ 
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This  difltinctlon  harmonlieB  with  the  doctrine  that  the  benefit  aecnred  by  an 
tnyentian  extends  to  all  the  uses  of  which  it  is  capable,  whether  the  inrentor 
had  them  all  in  contemplation  or  not,  and  the  other  mle,  to  which  we  have 
already  referred,  that  it  does  not  matter  that  he  does  not  understand  the  prin- 
ciples on  which  his  device  operates.  If  he  discovers  new  uses  to  which  his 
inyention  may  be  put,  or  discerns  the  principles  thereof  more  clearly,  while  his 
Application  Is  pending,  in  neither  cane  is  there  any  new  invention,  nor  any 
oUargement  of  the  old.  And,  that  being  so,  there  can  be  no  legal  objection  to  his 
■o  molding  his  claims  as  to  secure  all  his  invention  discloses. 

In  Potti  V.  Creager  (C.  D.,  1895,  148;  70  O.  G.,  494;  155  U.  S., 
597)  the  Ciourt  said: 

Doubtless  the  patentee  Is  entitled  to  every  use  of  which  his  invention  is  sus- 
ceptible^ whether  such  use  be  known  or  unknown  to  him. 

It  must  be  remembered  that  appellant  was  seeking  to  improve  an 
automatic  coupler  and  that  his  specification  and  drawings  must  be 
construed  in  the  light  of  the  prior  art  In  the  decision  of  the  Board 
of  £zaminers-in-Chief  on  final  hearing  they  said : 

An  lnq[>ectlon  of  the  drawings  of  the  senior  party  discloses  a  spring-pressed 
bolt  for  securing  the  sections  of  his  coupling  in  locked  position,  the  nose  of 
the  bolt  chamfered  or  cut  away  on  its  upper  and  lower  sides.  So  far  as  the 
drawing  shows  the  bolt  might  form  the  impositiye  lock  of  this  issue  if  we 
assume  (1)  that  the  angle  of  inclination  of  the  cam-face  of  the  bolt  is  such  as 
to  permit  it  to  be  forced  back  by  the  member  with  which  it  coacts,  and  (2)  that 
the  spring  is  of  such  strength  in  view  of  the  angle  of  the  eam-fece  of  the  bolt 
as  to  yield  to  the  movement  of  the  members  of  the  coupling  only  when  a  strain 
is  put  upon  it  less  than  would  injure  the  hose  and  its  connections  and  greater 
than  that  to  which  It  might  be  accidentally  subjected.  Neither  of  these  con- 
ditlcms  is  expressed  in  the  drawing.  The  strength  of  spring  it  is  obTiously 
Impossible  to  represent  It  is  also  Impossible  to  tell  from  the  angle  shown 
whether  a  device  constructed  in  exact  accord  with  the  drawing  would  have  the 
function  here  In  Issue  or  not 

This  criticism  of  appellant's  drawings  is  based  upon  the  propo- 
sition that  he  is  restricted  to  the  exact  angle  there  shown.  Manifestly 
Patent  Office  drawings  are  not  working  drawings.  Their  object  is 
to  aid  in  conveying  to  oi^e  skilled  in  the  art  the  idea  of  the  inventor. 
When  the  inventor  in  this  instance  stated  in  his  specification  that  to 
provide  the  upper  side  of  the  end  of  the  locking  pin  *^with  a  short 
inclined  face  "  would  permit  the  automatic  coupling  of  the  device  and 
showed  a  longer  inclined  face  on  the  under  side  of  the  end  of  the 
pin  which  was  capable,  under  severe  strains,  of  automatic  operation, 
he  disclosed  this  invention.  The  angle  of  inclination  could  be  varied 
to  meet  the  requirements  of  service.  Any  mechanic  could  do  that 
The  invention  has  been  greatly  magnified  for,  after  all,  it  is  a  very 
simple  thing  and  amounts  to  little  more  than  putting  an  old  device 
to  a  new  use.  Locking-pins  of  various  f  oiins  were  old  but  they  had 
not  been  applied  to  automatic  couplers.  Appellant  conceived  the  idea 
of  so  applying  thenu    He  knew,  as  every  one  skilledzinytiie^^  knew. 
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tiiat  there  mnrt  be  little  resistanoe  to  the  damping  together  of  the 
coupler.  Consequently  he  cut  away  the  upper  cam-face  of  the  lock- 
ing-pin at  an  acute  angle.  It  was  also  perfectly  well  known  to  him 
that  to  overcome  the  liability  to  accidentally  uncouple  a  more  obtuse 
angle  would  be  necessary  on  the  under  cam-face  of  the  pin.  His 
drawings  show  a  coupler  equipped  with  a  locking-pin  permitting 
automatic  operation.  We  think  it  logicaHy  f oUows  from  what  we 
have  said  that  appellant  was  entitled  to  make  the  claims  of  the  issue. 

As  previously  stated,  appellant  has  been  awarded  priority  as  to 
three  claims.  Exactly  the  same  testimony  was  involved  in  the  deter- 
mination of  the  question  of  priority  as  to  the  claims  of  the  issue. 
Since  the  two  groups  of  claims  are  so  closely  related  and  as  appellee 
has  taken  no  appeal  from  the  adverse  decision  of  the  Commissioner  as 
to  one  group  of  claims  he  is  not  in  a  very  good  position  to  urge  the 
question  of  ^priority  as  to  the  other  group.  We  have,  however, 
examined  the  testimony  bearing  upon  this  question  and  we  are  not 
convinced  that  appellee,  when  he  saw  the  embodiment  of  appellant's 
structure  at  Saratoga  in  June,  1902,  had  then  conceived  this  invention. 
The  testimony  of  appellee  himself  on  this  point  is  very  vague  and 
indefinite.  He  produced  the  workman  who  made  the  spring  used 
in  the  experimental  device  who  testified,  purely  from  memory,  that 
it  was  made  in  the  summer  of  1901  and  '^  in  the  very  hot  weather.'' 
He  also  produced  a  witness  who  testified  that  he  saw  this  experi- 
mental coupler  when  he  took  the  1902  inventory,  that  his  attention 
was  not  directed  to  it,  and  that  it  was  in  a  box  containing  twenty-five 
or  thirty  pieces  of  castings.  The  memory  of  this  witness  is  so  re- 
markable as  to  be  unreliable.  When  the  vagueness  of  appellee's 
testimony  on  this  point  is  considered  and  the  fact  that  in  June,  1902, 
he  saw  appellant's  device  under  such  conditions  as  must  have  disclosed 
its  novel  features  to  him  the  conclusion  is  almost  irresistible  that 
the  very  hot  weather  mentioned  by  the  witness  who  made  the  experi- 
mental spring  was  in  July,  1902,  and  after  appellee's  return  from . 
the  Saratoga  convention. 

But  accepting  appellee's  contention  that  he  conceived  the  inventi<Mi 
in  1901  we  agree  with  the  £xaminers-in-Chief  and  the  Commis- 
sioner that  he  was  lacking  in  diligence.  According  to  his  own  tes- 
timcmy  practically  nothing  was  done  toward  reducing  the  invention 
to  practice  between  1901  and  June  24th,  1908,  when  he  filed  his 
application. 

Since  the  evidence  clearly  shawB  that  appellant  conceived  the 
invention  in  December^  1901  j  and  was  diligent  thereafter  in  reducing 
it  to  practice  it  foUowe  that  the  decision  of  the  Commissioner  M 
reversed. 

The  clerk  will  certify  this  opinion  as  by  law  jpyjji|^OOQle 
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[Ooort  ot  Appeals  of  tte  Dlirtrlet  of  ColmBM*.] 

BaSTIAN  V.  CUAMP. 

Decided  December  U,  t9a9. 

102  O.  O^  784;  84  App.  D.  O*  228. 

IATBRTUBFCB — ^PUOBITT. 

Bvideace  constdered  and  held  to  establiflh  that  B.  If  the  tint  to  con- 
ceive  the  invention  in  iiwoe  was  the  last  to  reduce  it  to  practice  and  was 
not  exercising  due  diligence  at  the  time  0.  entered  the  field  and  subse- 
quently thereto. 

Mr.  W.  0.  BeltyMr.  L.  8.  Bacan^  Mr.  0.  0.  Lintkieum^  and  Mr. 
J.  H.  Milans  for  the  appellant 
Mr.  J.  B.  Fay  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding  affirming  the  decision  of  the 
Board  of  £xaminers-in-Chief ,  which,  in  turn,  affirmed  the  decision 
of  the  Examiner  of  Interferences,  awarding  priority  of  invention  to 
appellee.  The  issue  relates  to  bottle-fiUing  madiines  containing 
fluid-actuated  means  for  lifting  the  bottles  into  filling  position,  and 
is  embodied  in  the  following  counts: 

1.  In  a  bottle-filling  machine,  the  combinatloii  of  a  rotatable  upright  shaft, 
a  tank  carried  by  said  shaft,  a  series  of  bottle-fllUng  valves  connected  to  said 
tank,  a  series  of  fiuid-pressure  bottle-lifts  carried  by  said  shaft,  and  means 
for  automatically  operating  said  bottle-lifts  by  said  fluid-pressure  during  the 
rotation  of  the  shaft 

2.  In  a  bottle-filling  machine,  the  combinatloii  of  a  bottle-mouthpiece,  a  bot- 
tle-rest, fluid-actuated  means  for  moving  said  bottle-rest  relatively  to  said 
mouthpiece,  said  members  having  conjoint  travel  distinct  firom  said  bottle-rest 
movement,  two-part  means,  one  part  traveling  and  the  other  not  traveling  with 
said  distinct  travel  and  automatically  cooperative  during  same  to  control  flow 
of  fluid  fbr  said  fluid-actuated  means,  substantially  as  set  forth. 

8.  In  a  bottle-filling  machine,  the  combination  of  a  bottle-mouthpiece,  a  bot- 
tle-rest, piston  means  for  moving  said  bottle-rest  toward  said  mouthpiece,  said 
members  having  conjoint  travel  distinct  firom  said  bottle-rest  movement,  two- 
part  means,  one  part  sharing  and  the  other  part  not  sharing  in  said  conjoint 
travel  and  controlling  flow  of  liquid  to  move  said  bottle-rest  toward  said  mouth- 
piece, substantially  as  set  forth. 

Appellee  filed  his  application  October  4,  1904,  while  the  applica- 
tion of  appellant  was  not  filed  until  February  18,  1905.  It  will, 
therefore,  be  seen  that  appellant  comes  here,  not  alone  with  the 
burden  of  the  unanimous  decisions  of  the  three  tribunals  of  the 
Patent  Office  against  him,  but  also  with  the  burden  of  proof  resting 
upon  him  as  the  junior  party  to  this  interference. 

Appellee  has  offered  some  evidence  to  prove  that  he  disclosed  the 
invention  in  issue  as  early  as  the  spring  of  1902,  but  we  think  this 
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date  is  not  sufficiently  established.  It,  however,  appears  that 
appellee  instructed  one  Smith  to  make  drawings  of  the  device,  which 
were  completed  and  dated  on  September  10,  1902.  Smith  identified 
the  drawings  as  having  been  completed  by  him  on  the  date  marked 
thereon.  Appellee  then  instructed  Smith  to  proceed  to  embody  this 
invention  in  a  working  machine,  which  was  done,  and  the  device 
satisfactorily  tested  prior  to  November  17,  1902,  which  date  is  fixed 
by  means  of  a  memorandum  signed  by  appellee  and  Smith,  and  by 
the  testimony  of  Smith  and  one  Steinmetz.  Regarding  this  machine^ 
the  Conmiissioner  said : 

Thereafter,  under  Champ's  instructions,  a  machine  was  completed,  and  this 
machine,  which  la  referred  to  in  the  record  as  machine  Na  1,  was  tested 
not  later  than  November  17,  1902.  It- was  subseqaently  dismantled  and  parts 
of  it  used  in  making  another  machine  which  is  referred  to  as  machine  No.  2. 
Machine  No.  2  was  completed  about  the  first  part  of  the  year  }903.  A  part 
of  the  No.  1  machine  has  been  introduced  in  evidence  and  is  known  as  "one 
unit  of  first  machine.**  This  exhibit  does  not  embody  aU  the  elements  in 
issue,  but  taken  in  connection  with  drawings  which  are  proved  to  have  been 
made  prior  to  the  building  of  the  machine  and  the  testimony  of  Champ,  Smith, 
and  Steinmetz,  it  clearly  establishes  a  conception  of  the  invention  by  Champ 
as  early  as  November,  1902. 

We  see  no  reason  to  disturb  this  conclusion. 

Appellant  claims  conception  and  disclosure  of  the  invention  in 
August,  1902.  For  the  purposes  of  this  inquiry,  we  may  concede 
him  that  date,  although  the  evidence  is  far  from  being  conclusive  on 
this  point  The  earliest  date  alleged  for  reduction  to  practice  is 
January  1,  1905,  three  months  subsequent  to  appellee's  filing  date. 
Therefore,  even  granting  that  he  is  the  first  to  conceive,  he  is  the  last 
to  reduce  to  practice;  and  it  is  incumbent  upon  him  to  show  that  he 
was  exercising  due  diligence  in  perfecting  his  invention  from  a  time 
just  prior  to  the  date  appellee  entered  the  field  until  he  reduced  his 
own  invention  to  practice.  This  he  has  not  done.  On  the  contrary, 
between  August,  1902,  and  October,  1904,  when  he  ordered  the  prep- 
aration of  scale-drawings  of  the  invention,  he  was  doing  nothing 
toward  perfecting  his  device.  During  this  time  he  was  engaged  in 
building  machines  with  a  cam-lift  for  one  Strasburger,  a  witness  for 
appellant;  and  it  further  appears  from  the  testimony  of  this  witness 
that  appellant  had  agreed  not  to  build  any  machines  embodying  the 
invention  in  issue  as  long  as  he  could  get  witness's  work.  It  is  mani- 
fest that  an  inventor  cannot  stand  idly  by,  awaiting  his  business 
convenience,  and  then  satisfactorily  answer  the  charge  of  lack  of 
diligence. 

Counsel  for  appellant  contend  that  appellee's  structure  does  not 
contain  the  "  two-part,  means  "  called  for  by  counts  2  and  8  of  the 
issue  and  that,  therefore,  no  interference  in  fact  exists  as  to  these  two 
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counts.    This  contention  is  well  answered  in  the  opinion  of  the  Ex- 
aminers-in-Ghief,  as  foUows: 

Tbere  is  nothing  in  tlw  expression  **  two-part  means  "  that  necessarily  confines 
them  to  two  parts,  each  part  being  a  single  part ;  on  the  contrary  the  term  "  two- 
part  means"  is  descriptiye  of  two  means,  one  or  both  of  which  in  turn  may 
indnde  one  or  several  parts;  in  short,  the  expression  may  relate  to  two  grand 
or  main  divisions  of  means,  esch  of  which  divisions,  for  anght  that  the  lan- 
guage of  the  counts  says  to  the  contrary,  may  in  turn  be  composed  of  any  num- 
ber of  parts.  We  agree  with  the  reasoning  of  the  Examiner  of  Interferences 
as  to  the  matter  that  the  valve  and  lever  in  Champ's  disclosure  may  be  properly 
termed  one  "  means  **  and  the  bar  and  rollers  a  second  "  means^"  and  the  two 
together  be  designated  as  a  ''two-part  means." 

With  this  conclusion  we  fully  agree. 

The  decman  of  the  Cammisrianer  of  Patents  i$  affirmed^  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Colnmbia.] 

In  re  The  Success  Company. 

Decided  February  U  i910. 
152  Q.  G^  968;  34  App.  D.  0.,  448. 

1.  Trade-Masks — SsenoN  5  or  Tbade-Mabk  Act  GoifSTBUKD. 

"  To  entitle  anj  mark  to  re^ristration  which  consists  merely  in  the  name 
of  a  corporation  it  must  be  applied  '  in  some  particular  or  distinctlTe  man- 
ner/ •  •  •  The  word  'merely'  as  used  In  the  statute  was  clearly 
intended  to  prevent  the  reKlstratlon  by  a  corporation  of  its  own  name^ 
whether  that  name  be  the  subject  of  a  technical  trade-mark  or  not'* 

2.  Same — Success — Name  of  Applicant. 

The  word  "  Success  "  Held  to  be  the  dominant  feature  of  the  name  of 
the  applicant  "  The  Success  Company/*  atnl  therefore  not  registrable  as  a 
technical  trade-mark. 

Mr.  Arthur  Steiiart  and  Mr.  John  Emory  Cross  for  the  appellant 
Mr.  Webst^er  S.  Sttckman  for  the  Commissioner  of  Patents. 

BoBB,  /.; 

The  appellant,  The  Success  Company,  a  corporation,  seeks  a  re- 
versal of  the  decision  of  the  Commissioner  of  Patents  denying  it 
registration  of  the  word  "  Success  "  as  a  trade-mark. 

Section  5  of  the  Trade-Mark  Act  (33  Stats.,  724)  prohibits  the 
registration  of  any — 

mark  which  consists  merely  in  the  name  of  an  individual,  firm,  corporation,  or 
association,  not  written,  printed,  impressed  or  woven  In  some  particular  or  dis- 
tinctive manner  or  in  association  with  a  portrait  of  tiie  individual,  etc 

The  contention  put  forward  here  is  that  although  the  mark 
involved  is  not  applied  in  any  particiilsr  or  distinctive  manner  it 
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nevertheless  is  entitled  to  registration  because  it  is  the  subject  of  a 
technical  trade*mark,  and  hence  is  not  merely  the  name  of  the  cor- 
poration. The  mark  is  the  dominant  feature  of  the  corporate  name, 
for  ^^The''  and  ^^ Company"  add  nothing  to  that  name  any  more 
than  they  would  if  they  both  preceded  ^^  Success."  Under  such  an 
arrangement  the  corporate  name  would  read  ^^The  Company  Suo> 
cess,"  "  Success "  being  the  sole  distinctive  and  identifying  word. 

Unless,  therefore,  a  word  which  is  the  subject  of  a  technical  trade- 
mark, assuming  ^^  Success  "  as  here  used  to  be  such  a  word,  is  entitled 
to  registration  notwithstanding  it  is  a  substantial  reproduction  of 
the  corporate  name,  this  case  is  ruled  by  our  decision  in  Kentucky 
DiitiUeries  db  Warehouse  Company  v.  Old  Lexington  Club  Distil- 
ling Company,  (C.  D.,  1908, 417;  186  O.  G.,  220;  81  App.  D.  C,  228.) 
The  statute  makes  no  such  distinction  as  that  for  which  appellant 
contends;  and  to  read  such  a  distinction  into  the  statute  would,  we 
think,  render  abortive  the  intent  of  Congress.  To  entitle  any  mark 
to  registration  which  consists  merely  in  the  name  of  a  corporation  it- 
must  be  applied  ^in  some  particular  or  distinctive  manner."  This 
mark  not  being  so  applied  is  not  entitled  to  registration.  The  word 
^^  merely,"  as  used  in  the  statute,  was  clearly  intended  to  prevent  the 
registration  by  a  corporation  of  its  own  name,  whether  that  name 
be  the  subject  of  a  technical  trade-marW  or  not.  We  must  take  the 
statute  a?  we  find  it  and  attempt  to  enforce  its  plain  provisions. 

T?ie  decision  of  the  Commissioner  is  right  and  is  therefore  affbrmed. 
The  derk  will  certify  these  proceedings  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Young  v.  Struble. 
Decided  December  14, 1909. 

152  O.  G.,  1223;  34  App.  D.  C,  218. 

Intebixbenck-t-Pbiobitt. 

S.  relied  for  conception  and  co'nstructiye  reduction  to  practice  of  the 
invention  on  an  earlier  application  copending  with  the  one  involved  in  the 
Interference.  T.  contended  tlyit  the  earlier  application  did  not,  as  filed, 
diacloee  the  invention.  Some  months  prior  to  T.'a  date  of  conc^ytion  an 
amendment  to  that  application  was  filed  which  clearly  discloaed  the  in- 
voition  in  issue.  Held,  that  this  amendment  established  conception  and 
disclosure  of  the  invention,  that  the  prosecution  of  the  invention  disclosed 
therein  in  the  earlier  application  constituted  diligence,  and  that  priority 
was  properly  awarded  to  8. 

Mr.  C.  V.  Edwards  and  Mr.  E.  C.  Brown  for  the  appellant 
Mr.  Charles  H.  DueU,  Mr.  George  E.  Cruse,  and  Mr.  C.  P.  Byrnes 
for  the  appellee.  ugizeaDy^iwv/^L^ 
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Yax  Qbbdxl,  /./ 

This  is  an  appeal  fnmi  the  decision  of  the  Commissioner  of  Pai- 
.enta  in  an  interference  proceeding.  The  Examiner  of  Interferences 
awarded  priority  of  indention  to  appellant,  which  decision  was  re- 
versed bj  a  majority  of  the  Board  of  Examiners-in-Chief ,  the  latter 
decision  being  subsequently  affirmed  by  the  Ciommissioner. 

The  invention  in  issue  consists  of  certain  improvements  in  auto- 
matic electric  signaling  systems  for  electric  railways.  When  signal- 
ing systems  of  this  character  are  used  on  railways  using  steam  as  a 
motive  power,  the  track-rails  are  divided  into  block-sections  elec- 
trically separated  from  one  anothw  by  means  of  insulated  joints. 
Signals  and  batteries,  connected  with  a  relay,  are  then  so  arranged 
that,  when  a  car  enters  a  block-section,  the  wheels  and  axles  short- 
circuit  the  track-rails,  thereby  shunting  the  current  from  the  relay, 
which,  becoming  deenergiied,  drops  its  armature  and  sets  the  signal 
to  indicate  danger.  After  the  car  leaves  the  block,  the  current  is 
permitted  to  again  flow  through  the  relay,  causing  the  armature  to  be 
raised  and  the  signal  restored  to  the  safety  position.  When  the  need 
for  electrical  signaling  arose  for  use  on  electric  railways,  a  different 
and  more  serious  problem  was  presented.  It  was  customary  to  util- 
ize the  rails  as  conductors  for  the  return  of  the  propulsion-current 
In  adapting  this  system  to  electric  railways,  it  was  necessary,  prior 
to  the  invention  here  in  issue,  to  divide  one  of  the  rails  into  blocks 
insulated  from  each  other,  and  confine  the  power-current  to  the  other 
rail,  which  was  made  electrically  continuous.  Thus,  only  one  rail 
could  be  used  as  a  return-conductor.  This  proved  objectionable  for 
many  reasons,  one  of  which  being  that,  should  the  electrical  connec- 
ticm  formed  by-this  single  rail  become  broken  at  any  point  along  the 
line,  it  would  stop  the  operation  of  the  entire  road.  To  obviate  this 
difficulty,  what  is  known  as  the  two-rail  system  was  devised,  in 
which  an  alternating  current,  differing  in  character  from  the  direct 
current  used  for  propulsion  purposes,  was  employed  in  the  track 
signaling-circuit  Inductive  resistances,  which  would  permit  the  di- 
rect or  propulsion  current  to  flow  freely,  but  which  would  choke  back 
the  alternating  or  signaling  current,  was  substituted  for  the  insula- 
tion between  the  rails.  By  this  means,  it  was  possible  to  utilize  both 
rails  for  the  return  of  the  track-current  to  the  generator.  This  lat- 
ter ^stem  is  the  invention  involved  in  this  interference. 

The  issue  comprises  thirteen  counts.  Count  1  presents  the  inven- 
tion in  its  broadest  aspect,  and  reads  as  follows: 

1.  In  an  electric  railway  signaling  system  employing  a  closed  signal- 
eontrolling  track-circnit,  a  plurality  of  block-sectioifiB,  one  rail  being  divided 
into  insulated  sections  corresponding  to  the  block-sections,  a  signal  for  each 
blodc-aection  operable  by  an  alternating  current,  a  source  of  alternating  current 
for  satd  signals,  a  source  of  direct  current  for  propelling  the  railway-cars,  and 
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means  for  permitting  the  direct  current  to  pass  from  one  insnlated  rail-eectloii 
to  another  and  for  preventing  alternating  current  from  passing  from  one 
insulated  rail-section  to  another. 

Counts  2  to  6  and  10  to  12  are  merely  restatements  of  the  same 
invention.  Counts  8  and  9  contain  the  limitation  that  each  rail  sep- 
arately serves  as  the  return  for  the  direct  current,  and  counts  7  and 
13  include  reactance-bonds  connected  across  the  rails.  Count  7  is 
as  follows: 

7.  In  an  electric  railway  signaling  system  employing  a  closed  signal- 
controlling  track-circuit,  a  plurality  of  block-sections,  one  rail  being  divided 
into  insulated  sections  corresponding  to  the  block-sections,  a  signal  for  ea<^ 
block-section  operable  by  an  alternating  current,  a  source  of  alternating  car- 
rent  for  said  signals,  a  source  of  direct  current  for  propelling  the  railway- 
cars,  means  for  permitting  the  direct  current  to  pass  from  one  insulated  rail- 
section  to  another  and  for  preventing  alternating  current  from  passing  tnm 
one  insulated  rail-section  to  another,  and  one  br  more  inductive  bonds  con- 
necting the  rails. 

AppeUant  filed  his  application  April  io^  1908;  while  appellee's 
application  was  not  filed  until  March  4,  1904.    The  earliest  date 


FIG.  3. 


alleged  by  appellant  for  conception  and  disclosure  of  the  invention 
is  December,  1902.  Appellee  has  introduced  in  evidence  two  applica- 
tions, one  filed  on  November  16,  1901,  and  the  other  on  March  12, 
1902,  which  he  claims  disclose,  as  originally  filed,  the  invention  here 
in  issue;  or,  if  not,  it  is  disclosed  by  certain  amendments  filed  in 
April,  1902.  On  the  other  hand,  it  is  contended  by  appellant  that 
these  applications  relate  to  the  one-rail  system,  and,  neither  before 
nor  after  amendment,  disclose  the  invention  in  controversy;  and 
that,  conceding  that  the  amendments  of  April,  1902,  do  disclo^  the 
invention,  such  disclosure  would  constitute  new  matter  and,  there- 
fore, not  properly  made  in  these  applications. 

The  application  of  November,  1901,  contained  a  fragmentary  view 
(Figure  3)  showing  the  contiguous  ends  of  a  pair  of  rails  with  a 
helix  connecting  them  and  described  as  '^  a  detail  view  of  the  rail- 
joint.''  The  only  reference  made  to  this  figure  in  the  specificati<xi 
and  which  would  suggest  a  two-rail  system,  is  the  following: 

As  an  alternating  current  is  employed  in  the  track-civcnit,  resistance  5*  may 
be  so)>stituted  for  the  insulation. 

Whether  this  statement  discloses  the  elements  of  the  counts  of  the 
issue,  we  need  not  discuss,  for,  on  April  8, 1902,  the  following  amtod- 
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ment  was  filed,  which  was  not  considered  by  the  Examiner  of  Inter- 
ferences in  awarding  priority  to  appellant,  and  which  was  held 
by  the  majority  of  the  Board  of  Ezaminers-in-Chief  and  the  Com- 
missioner, with  whom  we  agree,  to  unquestionably  describe  the  inven- 
tion: 

As  an  alternating  current  is  employed  in  the  track-circoit  provision  may  be 
made  for  utilising  both  lines  of  rails  as  return-conductors  for  the  direct  or 
motor  curr^it  by  connecting  the  insulated  or  electrically-separated  ends  of  the 
rail-sections  2  by  inductive  resistances  6*  as  shown  in  Fig.  3.  As  is  well  known 
these  resistances  will  prevent  the  flow  of  alternating  currents  through  them, 
but  will  not  present  any  material  resistance  to  the  flow  of  direct  currents. 

The  following  claims  also  formed  part  of  this  amendment  : 

3.  »In  an  electric  railway  signaling  system,  the  combination  of  a  series  of  rail- 
sections  having  adjacent  ends  insulated  or  electrically  separated  from  each 
other,  and  inductive  resistances  connecting  the  rails  of  adjacent  sections 
whereby  alternating  currents  are  confined  to  the  track-circuits  and  the  direct 
or  motor  currents  are  permitted  to  flow  from  rail-section  to  rail-section. 

4.  In  an  electric  railway  signaling  system,  the  combination  of  a  series  of  raU* 
sections  having  adjacent  ends  insulated  or  electrically  separated  from  each 
other,  said  rail-sections  forming  portions  of  track-circuits,  a  source  of  alter- 
nating currents  included  in  the  track-circuits,  inductive  resistances  connecting 
adjacent  ends  of  rail-sections  and  forming  a  path  from  section  to  section  for 
direct  currents,  and  a  source  of  direct  currents  hsving  one  pole  connected  to 
the  lines  of  rails,  substantially  as  set  forth. 

In  the  course  of  the  proceedings  in  the  Patent  OiBce,  the  question 
of  new  matter  was  passed  upon  by  three  Primary  Examiners,  all  of 
whom  agreed  that  the  original  specification  and  drawings  warranted 
the  amendments.  This  position  was  subsequently  affirmed  by  the 
Board  of  E^xaminers-in-Chief  and  the  Commissioner  of  Patents.  It 
is  not  necessary  for  us  to  consider  this  question  at  length.  It  is  true, 
as  was  said  by  the  Supreme  Court  in  Railway  Co.  v.  Sayles^  (C.  D., 
1879,  349;  16  O.  G.,  243;  97  U.  S.,  554,  568,)  that— 

courts  should  regard  with  Jealousy  and  disfavor  any  attempts  to  enlarge  the 
Hcope  of  an  application  once  filed,  or  a  patent  once  granted,  the  effect  of  which 
would  be  to  enable  the  patentee  to  appropriate  other  inventions  made  prior  to 
such  alteration,  or  to  appropriate  that  which  has,  in  the  meantime,  gone  into 
public  use. 

But  a  different  rule  prevails  where,  as  in  this  case,  the  applicant 
has  amended  his  application  before  the  rights  of  others  have  inter- 
vened, 'in  PhiUips  V.  Sensenich  (C.  D.,  1908,  391;  184  O.  Q.,  1806; 
81  App.  D.  C  159)  this  Court  said: 

The  amendment  In  this  case  was  made  also  before  Phillips  filed  his  appli- 
cation, and  there  are  no  questions  of  estoppel  to  operate  against  the  exercise 
of  the  right  under  the  recognised  practice. 
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And  in  KircKberger  y.  American  Acetylene  Burner  Co.  (128  Fed. 
Bep.,  599)  it  was  said : 

It  is  ccmtended,  therefore,  that  the  original  sptcUlcatkm  flailed  to  deeerlbe 
the  prooeM  covered  by  the  patent  in  suit,  and  that  dains  1  and  2  of  the  patent 
are  inyalid.  This  contention  is  nnsonnd,  for  the  foUowlnir  reasons:  (1)  The 
amendment  was  filed  within  three  months  after  the  filing  of  the  original  sped- 
flcatlons,  and  before,  so  far  as  it  appears,  other  inventors  whose  rights  had 
been  prejudiced  had  entered  the  field.  (RaUwaif  Go.  y.  Sayles^  (X  D^  UTS, 
848;  15  O.  O.,  248;  97  U.  8.,  064;  24  L.  Bd.,  1068.)  (2)  The  original  drawinss 
and  spedflcatlons  saflklently  show  and  suggest  the  claims  finally  made,  or  at 
least  are  not  inconsistent  therewith.  {Hohhs  y.  Beaehf  O.  D^  1901«  811;  94 
O.  O.,  2867;  180  U.  8.,  888;  46  L.  Ed.,  686.)  (8)  Subject  to  the  foregoing  mies, 
an  inventor  may  amend  his  specification  so  as  to  indnde  therein  all  the  adran* 
tages  within  the  scope  of  his  invention.  {Bhigtr  Mfg.  Co.  r.  Cramer,  C  D., 
1901,  482;  97  O.  G.,  662;  100  Fed.,  062,  668;  48  a  C.  A.,  66&) 

But  counsel  for  appellant  contends  that  this  amendment  should 
not  be  considered,  for  the  reason  that  no  evidence  was  presented  by 
appellee  to  show  that  he  conceived  the  subject-matter  of  the  amend- 
ment prior  to  the  filing  of  the  November  application.  We  are  not 
impressed  with  this  contention.  The  amendment  was  accompanied 
by  a  supplemental  oath  setting  up  that  fact  Appellee's  sworn  state- 
ment furnishes  prima  facie  proof  of  its  truth,  which  must  be  over- 
come by  evidence  to  the  contrary.  No  such  evidence  appears  in  this 
rec<M-d.  To  hold  otherwise  would  make  it  incumbent  upon  a  party 
to  an  interference,  by  aflSrmative  testimony,  to  prove  all  the  aver- 
ments in  his  oath  before  being  permitted  to  rely  upon  his  filing  date. 
Neither  do  we  agree  with  the  contention  that  the  supplemental  oath 
is  insufficient  to  support  the  amendment  because  it  omitted  the  clause 
alleging  that  the  invention  was — 

not  patented  in  a  foreign  country  on  an  application  filed  more  than  twelve 
months  before  his  application. 

This  averment  was  required  by  the  rules  of  the  Patent  Office,  and 
it  was  for  its  officials  to  determine  the  sufficiency  of  the  oath.  In 
8eym>our  v.  Osborne j  (11  Wall.,  516,)  considering  this  question,  the 
Court  said: 

Extended  examination  of  the  question,  howeyer,  is  unnecessary,  as  every  one 
of  the  Letters  Patent  on  which  the  suit  is  founded  contains  the  recital  that  the 
required  oath  was  taken  before  the  same  was  granted,  and  the  court  is  of  the 
opinion  that  those  recitals,  in  the  absence  of  fraud,  are  conclusive  OTidence 
that  the  necessary  oliths  were  taken  by  the  applicants  before  the  Letters  Pat* 
ent  were  granted. 

It  must,  therefore,  be  held  that  appellee  has  proven  conception  and 
disclosure  of  this  invention  at  least  as  early  as  April,  1902,  ei^t 
months  prior  to  the  date  claimed  by  appellant. 

Whether  or  not  these  earlier  applications,  as  contended  for  by 
counsel  for  appellee,  and  as  found  by  the  Commissioner  and  Board 
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of  Examiners-in-Chief,  constitute  a  constructive  reduction  to  prac- 
tice of  the  invention  in  issuei  we  may  pass  without  opinion.  We 
have  concluded  that  they  fully  establish  c<mception  and  disclosure, 
and,  if  appellee  was  exercising  due  diligence  between  December, 
1902,  the  time  appellant  entered  the  field,  and  March  4,  1904,  ap- 
pellee's filing  date,  he  must  prevail.  During  this  period,  appellee 
was  prosecuting  the  earlier  applications,  which  contained  claims  to 
the  subject-matter  of  this  issue;  and  it  must  be  held  that  he  was 
justified  in  awaiting  the  final  rulings  of  the  Patent  Office  in  order 
to  determine  the  advisability  of  filing  a  separate  application.  But  it 
is  contended  on  behalf  of  appellant  that  appellee  was  not  prosecuting 
these  applications  with  diligence,  in  that  he  took  no  action  between 
the  date  of  the  amendments,  April  8, 1902,  and  January,  1903.  This, 
we  think,  is  not  an  unreasonable  length  of  time  in  which  to  amend 
an  application,  especially  in  view  of  the  fact  that  one  year  is  allowed 
before  an  application  is  declared  abandoned. 

The  decision  of  tJte  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required 
AfjiTmed. 


[Court  of  Appeals  of  tbe  District  of  ColambU.] 

Oakes  v.  Young. 

Decided  February  1,  IdlO. 

132  O.  G.,  1225;  34  App.  D.  O^  434. 

IirTEBnauBifCE — Peiobitt — ^Diuoenoe. 

Where  O.  was  restricted  to  his  filing  date,  August  8,  190S,  for  his  date 
of  conception  and  conBtructive  reduction  to  practice  of  the  invention  in 
issue,  a  stipulation  that  patterns  of  an  article  embodying  this  invention 
were  made  by  Y.  on  July  3,  finished  articles  made  on  July  25,  sold  and  de- 
livered July  29,  found  satisfactory  and  paid  for  September  17,  1006,  Held 
Bufllcient  to  establish  that  Y.  was  the  first  to  conceive  the  invention  and 
was  diligent  in  reducing  it  to  practice. 

Mr,  L.  S.  Bacon  for  the  appellant. 
Mr.  E.  N.  Pagelsen  for  the  appellee. 

Shepabd,  C*  /./ 

This  is  an  interference  proceeding  between  rival  claimants  of  an 
invention  of  an  improvement  in  water-closet  bends. 

The  object  of  the  invention  is  to  prevent  the  siphoning  of  the 
traps  of  bath-tubs,  washbasins,  etc.,  which  may  be  connected  with 
the  bend,  during  the  flushing  of  the  closets  attached  thereto.  This  is 
accomplished  by  providing  an  air-space  along  the  top  of  the  hori- 
zontal part  of  the  fitting  and  connecting  the  bath-tub,  etc,  pipes  at 
the  top  so  that  they  discharge  into  and  through  the  said  air-space, 
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and  suction  is  thereby  prevented  when  the  doeet  is  flushed.     The 
air-chamber  is  formed  by  arranging  in  the  neck  of  the  closet-fitting 
a  flange,  or  projection  which  extends  a  short  space  into  the  horizcMital 
part  of  the  fitting. 
The  issue  of  the  interference  is  in  the  three  foUowing  counts: 

1.  A  water-doBet  bend  having  an  inlet,  said  bend  being  so  constmcted  tbat 
the  upper  part  of  its  bore,  from  the  delivery  end  of  said  bend  toward  the  inlet- 
pipe,  shaU  be  above  the  delivery  end  of  the  said  inlet,  and  an  inlet  communi- 
cating with  said  upper  part  of  said  bore,  for  the  purpose  described. 

2.  A  water-closet  bend  having  an  inlet  provided  with  a  flange,  which  carries 
the  delivery  end  of  the  inlet  below  the  upper  part  of  the  bore  of  the  bend  and 
an  inlet  communicating  with  said  upper  part  of  the  bore,  substantially  as  and 
fbr  the  purpose  described. 

8.  A  water-closet  bend  having  an  inlet,  cNild  bend  being  so  constructed  that 
the  upper  part  of  its  bore  sluill  be  above  its  delivery  end  of  said  inlet,  an  inlet 
communicating  with  said  upper  part  of  said'  bore,  and  means  for  placing  said 
apper  part  of  said  bore  into  communication  with  the  outer  air  for  the  purpose 
described. 

Oakes  first  filed  an  application  for  a  patent  for  a  water-closet  bend 
on  August  8,  1906,  which  resulted  in  a  patent  issued  March  12, 1907. 
This  patent  did  not  claim  the  invention  of  the  issue.  On  May  17, 
1907,  he  filed  an  application  for  reissue  in  order  to  cover  the  inven- 
tion of  the  issue,  and  the  same  was  granted  August  27, 1907. 

Young  filed  April  22,  1907,  and  the  interference  was  declared 
between  this  application  and  the  reissue  patent  of  Oakes,  which  had 
been  granted,  while  his  application  was  pending.  The  Examiner  of 
Interferences,  and  the  Examiners-in-Chief  concurred  in  an  award  of 
priority  to  Oakes.  On  appeal  the  Commissioner  reversed  their  de- 
cision and  awarded  priority  to  Young. 

The  testimony  on  each  side  is  vague  and  uncertain  in  some  impor- 
tant particulars.  It  seems  that  there  is  an  infringement  suit  by 
Oakes  against  Young  pending  in  the  Circuit  Court  for  the  Eastern 
District  of  Michigan,  and  Young's  evidence  consists  of  extracts  from 
the  testimony  in  that  case  and  an  agreement  concerning  the  same. 
As  shown  therein  Young  testified  that  he  made  his  original  sketch 
illustrating  the  invention  on  ^^  Labor  Day,''  1905,  and  a  pattern- 
maker began'  work  on  a  wood-and-paper  pattern  about  January  1, 
1906,  at  a  foundry,  and  completed  the  same  about  the  end  of  June, 
1906.  Between  September,  1905,  and  July,  1906,  he  was  in  a  bad 
financial  condition.  He  had  lost  his  arm  and  his  business  as  a 
plumber  ran  down  until  he  had  to  give  it  up.  Keller  testified  that 
Young  telephoned  to  him  on  Labor  Day,  1905,  and  made  an  appoint- 
ment to  meet  him  on  that  day.  That  Young  had  a  small  pencil 
sketch  of  a  special  fitting  and  wanted  him  to  work  patterns  for  cast- 
ing.   When  shown  the  sketch  produced  by  Young  he  said : 

That  is  tbe  ouUine  of  it    I  would  not  be  positiYf  nljif^^Jl^te^^ 
or  odt* 
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He  also  said  that  Young  explained  that  operation  of  his  new  fitting. 
There  was  considerable  delay  in  making  the  patterns,  as  Young  testi- 
fied, and  they  were  not  completed  until  the  latter  part  of  June,  1906. 

This  evidence  was  embodied  in  a  stipulation  signed  by  the  respec- 
tive counsel,  which  began  as  follows: 

That  the  matter  hereto  attached,  consisting  in  part,  of  facts  agreed  upon 
between  the  parties,  in  part  of  testimony  relating  to  aUeged  facta,  and  in  part  of 
pencil  copy  of  an  original  sketch  made  and  produced  by  said  Young  and  which 
is  agreed  is  an  accurate  copy  of  said  original  sketch  shall  constitute  the  teati- 
mony-in-chief  of  the  junior  party. 

One  of  tiie  agreed  facts  is  that  Young  is  fifty-seven  years  old  and 
had  worked  in  the  plumbing  trade  as  a  master  plumber  since  the  age 
of  fifteen  years.  He  lost  his  arm  about  eleven  years  before  testifying. 
The  stipulation  concludes  with  the  following  paragraph : 

On  July  3d,  1906,  the  wood-and-paper  pattern  was  put  into  the  sand  and 
castings  made,  which  were  finished  off  at  once  into  metal  patterns.  From  these 
metal  patterns  the  finished  bends  were  made,  such  as  are  Ulustrated  in  Figures 
8  and  4  of  the  drawings  of  Young's  application.  Some  were  completed  on  or 
before  July  25th,  1906.  Some  were  sold  and  delivered  on  July  29,  1906,  were 
put  in  use,  were  found  satisfactory  and  were  paid  for.  Payment  was  mnde  on 
or  about  September  17th,  1906.  Hundreds  have  been  made  off  the  same  patten 
since  then  and  put  into  practical  use. 

On  this  evidence  all  of  the  tribunals  of  the  Office  agreed  that 
Young  must  be  awarded  a  date  of  conception  not  earlier  than  July 
1st,  1906.  Although  Oakes  claimed  to  have  conceived  the  invention 
in  1894,  he  undertook  to  prove  disclosure  in  May,  1906.  His  own 
testimony  is  positive  that  he  employed  a  pattern-maker  to  make  pat- 
terns for  a  casting  including  the  flange,  or  ^^  lip  "  as  it  is  called.  The 
corroborating  evidence  is  decidedly  vague.  The  difficulty  with  this 
corroborating  evidence  is  that  it  does  not  show  with  certainty  that  the 
early  patterns  of  May,  1906,  contained  a  specific  feature  of  the 
extended  projection,  flange  or  lip,  which  protects  the  air-space  in  the 
horizontal  part  of  the  structure.  On  his  cross-examination  his  atten- 
tion was  called  to  his  evidence  given  shortly  before  in  the  infringe- 
ment suit  His  attention  was  there  directed  to  this  special  feature 
as  indicated  in  his  Patent  Office  drawings,  and  he  was  asked  whether 
the  bends  made  by  Bryant  and  Berry  had  these  flanges.  (These  were 
the  first  bends  made  from  the  first  set  of  patterns  in  May  and  June, 
1906.)    Hb  answer  was: 

I  will  state  the  pnttern-maker  in  making  these  patterns  at  Bryant  and 
Berr7*s.  or  rather  the  foreman,  gave  me  the  impression  that  it  was  hard  to 
draw  the  patterns  from  the  sand,  consequently  being  in  a  hurry  to  get  the 
bends,  I  told  him  to  leave  it  out  and  it  was  not  cast  in  those  first  bends  that 
were  made. 

In  view  of  this  positive  statement  we  must  concur  with  the  tribu- 
nals of  the  Office  that  he  caimot  claim  a  date  earlier  than  his  first 
it74t*— U ^23 
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patent  application,  in  which,  as  we  have  seen,  he  omitted  to  claim 
this  feature  of  his  invention. 

The  agreed  statement  of  facts  shows  clearly  that  patterns  made 
from  Young's  sketch  were  put  in  the  sand,  and  metal  patterns  cast 
therefrom  on  July  8d,  1906.  The  further  recital  is  that  the  finished 
bends  of  the  issue  were  then  made. 

Some  were  completed  on  or  before  July  25th,  1906.  Some  were  sold  and 
delivered  on  July  28, 1906,  were  put  into  use,  were  found  satisfactory  and  were 
paid  for.  Payment  was  made  on  or  about  September  17,  1906.  Hundreds  bave 
been  made  off  tbe  same  patterns  since  then  and  put  into  practical  ase. 

All  of  the  tribunals  agreed  necessarily  that  under  this  stipulation 
Young  was  entitled  to  July  8d,  1906,  as  his  date  of  conception.  He 
was,  therefore,  the  first  to  conceive.  All  agreed  also  that  the  stipula- 
tion did  not  show  reduction  to  practice  before  Oakes's  filing  date. 
The  first  two  concurred  in  holding  that  Young  was  not  using  dili- 
gence on  that  date,  and  hence  their  award  of  priority  to  Oakes.  The 
Commissioner  was  of  the  opinion  that  he  was  using  diligence,  and 
therefore  reversed  the  decision  and  awarded  priority  to  Young. 

It  is  not  material  to  inquire  if  Young  is  not  entitled  to  reduction 
to  practice  of  a  date  prior  to  August  8th,  1906,  under  the  aforesaid 
stipulation.  Whether  so  or  not,  it  is  quite  clear  that  he  was  using 
diligence  at  least.  He  had  manufactured  and  sold  them  on  July  29, 
1906,  and  they  were  put  in  use,  found  satisfactory,  and  paid  for  on 
September  17,  1906.  He  continued,  thereafter,  to  make  them  from 
the  same  patterns  and  put  them  into  practical  use.  We  are  unable 
to  perceive  wherein  he  was  lacking  in  diligence  between  July  3  and 
August  8,  1906. 

A  question  of  originality  was  raised  by  Oakes's  testimony.  This 
was  noticed,  but  not  passed  upon  by  the  Examiner  of  Inter ferences, 
and  was  not  noticed  by  the  other  tribunals  at  all.  Oakes  testified 
that  he  met  Young  some  time  in  May,  1906,  and  explained  to  him 
that  at  the  time  he  was  ready  for  having  patterns  made  and  showed 
him  with  a  sketch  the  different  ways  in  which  he  could  make  the 
bends,  and  showed  him  how  he  was  making  the  first  one.  Going 
over  the  sketdi,  told  him  how  it  could  be  made  with  a  five-inch  outlet 
end,  or  a  four-inch  one,  and  explained  to  him  thoroughly  the  two  or 
three  styles  that  he  intended  to  get  out  There  were  several  impor- 
tant features  in  Oakes's  bend,  and  this  lip-flange  was  then  evidently 
not  considered  a  very  important  one,  because  he  had  omitted  it  in 
the  making  of  the  patterns  and  did  not  claim  it  in  his  first  appli- 
cation. If  this  specific  feature  was  explained  to  Young,  it  is  strange 
that  he  did  not  say  so,  and  not  leave  it  to  inference  from  his  general 
statement  of  the  information  given. 

Young  had  not  been  called  as  a  witness,  but  a  statement  from  his 
deposition  in  the  infringement  had  been  used  by  agreement    In  that 


DSCI8I0KB  OF  UNITED  STATES  GOUBTS  IK  PATENT  OASES.      SSS 

statement  he  testified  positively  to  his  conception  long  before  the 
date  of  the  alleged  communication,  nor,  it  seems,  had  he  been  in- 
quired of  concerning  this  in  his  examination  in  the  other  case.  It 
does  not  appear  whether  he  was  accessible  at  the  time  this  evidence 
was  taken  or  not.  He  should  have  been  called,  if  possible,  to  rebut 
Oakes.  But  had  he  heest^  he  would  have  had  to  deny  the  communi- 
cation, or  else  admit  the  falsity  of  his  former  testimony.  Oakes's 
testimony  was  not  supported  by  circumstances,  or  other  witnesses. 

In  view  of  these  conditions,  and  particularly  of  his  failure  to  state 
that  he  had  explained  this  specific  feature  to  Young  we  are  not  pre- 
pared to  hold  that  the  latter  received  his  ideas  from  the  former. 

Considering  the  manner  in  which  the  testimony  in  this  case  has 
been  taken,  we  must  confess  that  we  are  not  without  some  doubt  in 
regard  to  the  conflicting  claims  of  the  parties.  Oakes,  at  any  rate, 
has  his  patent  and  the  parties  are  at  issue  in  an  infringement  suit 
wherein,  alone,  the  rights  of  the  litigants  can  be  finally  settled. 

The  decision  will  he  affirmed.  The  clerk  will  certify  this  decision 
to  the  Commissioner  of  Patents.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

McKeen,  Jr.,  V,  Jerdone,  Jr. 

Bedded  December  7, 1909. 

153  O.  G..  272;  34  App.  D.  C,  163. 

Intebference — Originality — Employes  and  Employee. 

It  is  a  well-estiibllshed  principle  of  the  patent  law  that  where  an  Inventor 
employs  another  to  embody  his  conception  in  practicol  form  he  Is  entitled 
to  any  improvement  therein  due  to  the  mechanical  skill  of  the  employee; 
but  If  the  latter  goes  farther  than  mechanical  skill  enables  him  to  do  and 
makes  an  actual  Invention  he  is  entitled  to  the  benefit  thereof. 

Mr.  C.  H.  Dnell,  Mr.  F.  P.  Warfield,  and  Mr.  H.  S.  Duel!  for  the 
appellant. 
Mr.  E.  T.  Fen  icick  and  Mr.  L.  L.  Morrill  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  of  invention 
of  improvements  in  steel  car  structure. 

Jerdone  filed  an  application  for  a  patent  July  25,  1906,  which  was 
issued  December  4,  1906.  This  patent  contained  forty-eight  claims 
covering  a  number  of  specific  combinations.  McKeen  copied  the 
claims  in  his  application  for  the  same  invention  filed  March  9,  1907. 
McKeen  was  a  highly-educated  mechanical  engineer  who  had  begun 
work  as  a  mechanic  in  railway-shops,  and  risen  to  be  superintendent 
of  motive  power  and  machinei'y  of  the  Union  Pacific  Railway  Com- 
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pany,  and  had  held  that  position  for  some  time  pri(M*  to  the  date  of 
his  alleged  invention,  May  3,  1905.  His  office  was  in  the  railway- 
office  at  Omaha,  Nebr.  Jerdone  was  then  an  employee  alsa  He  had 
entered  the  service  late  in  1903  in  the  drafting  department,  but  some 
time  prior  to  May  3, 1905,  had  become  a  general  inspector  of  car  con- 
structiiMi.  McKeen  had  invented  a  steel  motor-car  and  some  other 
<»r  structures,  and  in  May,  1905,  conceived  the  idea  of  developing  a 
plan  for  constructing  all-steel  railway  freight-cars.  McKeen  having 
made  certain  crude  sketches  and  explained  some  ideas  of  his  con- 
templated construction  to  Edmund  B.  Dailey,  chief  draftsman,  and 
Arthur  H.  Felters,  mechanical  engineer,  in  the  Omaha  offices,  Jer- 
done was  called  from  his  duty  as  car-inspector  to  prepare  drawings 
for  the  same.  This  new  work  began  on  September  18,  and  ended 
December  16  or  17, 1905.  He  had  not  quite  finished  his  first  drawing 
when  he  returned  to  his  regular  duties  and  another  draftsman  com- 
pleted the  work.  McKeen  claims  to  have  conceived  the  entire  inven- 
tion before  that  time  and  to  have  conmiunicated  his  ideas  to  Jerdone, 
who  merely  executed  the  same.  Jerdone  claims  that  the  invention 
patented  to  him  is  entirely  different  fr(»n  that  disclosed  to  him  by 
McKeen,  and  his  own  independent  invention,  notwithstanding  his 
relations  with  McKeen,  who  was  his  superior  in  the  service  of  the 
railway  company.  The  Examiner  of  Interferences  stated  the  ques- 
tion involved  and  grouped  the  claims  as  follows: 

The  invention  pertains  to  an  art  that  is  at  this  time  weU  developed.  Patents 
are  being  constantly  granted  on  separate  and  independent  parts  of  car  struc- 
tures. There  is  no  particular  coactlon  between  many  of  these  parts,  and  it  is 
difficult  to  conceive  how  a  general  plan  of  a  car  can  be  said  to  extend  to  all 
of  its  various  parts  unless  these  i)arts  are,  at  least  in  a  general  sense,  embodied 
In  the  plan.  An  examinution  of  the  patent  to  Jerdone  shows  that  the  claims 
are  directed  to  the  various  parts  of  the  car  construction  and  that  several  patents 
might  have  been  granted  covering  these  various  parts  had  the  applicant  filed 
indei)endent  applications  for  these  respective  parta  In  fact  a  careful  exami- 
nation of  all  the  claims  of  the  patent  shows  that  the  same  are  directed  to  no 
lees  than  seven  independent  parts  or  features,  for  each  of  which  a  separate  pat- 
ent might  have  been  issued.  These  are:  (1)  The  structure  of  the  side  of  the 
car  including  the  bracing  and  door-framing  set  forth  in  claims  1,  2,  3,  6,  S,  7, 19. 
and  37  to  48.  inclusive;  (2)  the  draft-rigging,  and  the  bracing  in  the  bottom  of 
the  car,  included  in  claims  4,  8,  9,  11,  14,  15,  10,  29.  30,  31;  (3)  the  bolster  con- 
atruction,  which  includes  claims  12  and  13;  (4)  the  so-called  queen-post  con- 
fitniction  beneath  the  doors,  which  includes  claims  20  to  25.  and  32  to  38  indu- 
aive;  (5)  the  roof  construction,  which  includes  claim  26  only;  (6)  the  floor 
construction,  which  includes  claims  27  and  28;  and  (7)  the  comer-post  con- 
struction, which  includes  claims  10,  17  and  18. 

That  these  several  inventions  are  independent  of  each  other,  in  the  sense  that 
a  patent  might  have  issued  for  each,  seems  clear ;  for  obviously,  the  side  fkam- 
Ing  for  instance,  could  be  used  with  a  floor  of  different  tjrpe.  and  the  bolster 
with  a  car  having  a  different  roof  and  floor  construction.  In  cases  like  this, 
therefore,  it  is  essential,  in  order  that  one  luirty  may  prevail  under  the  doc- 
trine of  enii)loyer  and  employee,  that  the  employer  shall  include  in  his  dis- 
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eloaed  plan,  ideas  which  shall  extend,  generally  at  least,  to  each  and  all/  of 
the  several  independent  features  or  improvements.  Otherwise  those  parts  of 
which  there  is  no  proof  of  disclosure  must  he  regarded  as  the  independent  in- 
rentions  of  the  employee. 

Then  after  reviewing  the  evidence  he  rendered  a  decision  awarding 
priority  to  McKeen  of  thirty-one  of  the  claims  in  controversy  which 
covered  the  structure  of  the  side  of  the  car  including  the  bracing  and 
door- framing;  the  draft-rigging  and  the  bracing  in  the  bottom  of  the 
car;  and  the  bolster  construction.  He  awarded  seventeen  claims  to 
Jerdone  covering  respectively,  the  queen-post  construction  beneath 
the  doors;  the  roof  construction;  the  floor  construction;  and  the  cor- 
ner-post construction.  Jerdone  failed  to  perfect  an  appeal  from  the 
award  and  is  concluded  thereby  as  to  the  thirty-one  claims.  McKeen 
appealed  as  to  the  remaining  claims  awarded  to  Jerdone.  Those 
claims  were  as  follows: 

10.  In  a  car  structure,  a  sill,  a  door-frame  rigidly  secured  to  the  sill  and  com- 
prising spaced  door-posts  defining  a  door-opening  at  the  center  of  the  sill* 
bolsters  disposed  beneath  the  sill  adjacent  its  opposite  ends,-  a  truss-bar  rigidly 
secured  to  the  sUl  adjacent  the  bolsters  and  extending  at  an  inclination  to  and 
arched  over  the  door-frame,  a  comer-post  rigidly  secured  to  the  extremity  of 
the  sill  and  extending  above  and  below  the  sill,  and  a  brace  secured  to  the 
lower  extended  aid  of  the  corner-post  and  extending  toward  the  middle  of  the 
ear  and  rigidly  secured  to  the  sill. 

17.  In  a  car  structure,  spaced  side  sills,  a  draft-rigging  disposed  between  the 
side  sills  and  extending  to  the  end  of  the  structure,  a  supportiug-brace  rigidly 
secured  to  the  oblique  braces  and  passing  beneath  the  draft-rigging,  posts  rigidly 
secured  to  the  extremity  of  the  side  sills  and  extending  l>oth  above  and  below 
the  sills  and  braces  secured  to  the  lower  extended  «ids  of  the  comer-posts  and 
extending  in  an  incline  position  toward  the  center  of  the  structure  and  rigidly 
secured  to  the  silla 

18.  In  a  car  structure,  spaced  side  sills,  braces  rigidly  secured  to  the  side 
sills  and  extending  obliquely  relative  thereto,  door-frames  comprising  spaced 
side  posts  secured  to  the  sills  and  defining  registering  door-openings  centrally 
of  the  sills,  truss-bars  rigidly  secured  to  the  side  sills  adjacent  their  opposite 
ends  and  extending  to  and  arched  over  the  door-frames,  corner-posts  rigidly 
secured  to  the  extremities  of  the  sills  and  extending  al>ove  and  below  the  silla 
braces  secured  to  the  lower  extended  ends  of  the  comer-posts  and  extending 
toward  the  center  of  the  car  and  rigidly  secured  to  the  side  sills,  and  a  plate 
rigidly  secured  to  the  uprier  ^tremities  of  the  comer-posts  and  extending 
longitudinally  of  the  car,  and  rigidly  secured  at  its  central  point  to  the  door- 
frame and  the  truss-bar. 

20.  In  a  car  structure,  spaced  side  sills,  a  needle-beam,  extending  trans- 
versely between  and  rigidly  secured  to  the  side  sills  at  the  longitudinal  middle^ 
queen-posts  rigidly-secured  sills  upon  opposite  sides  of  the  needle-beam,  and 
with  inclined  brace  portions  extending  toward  each  other,  and  secured  to  the 
needlebeam,  and  a  truss-rod  rigidly  connected  with  the  sill  and  extending 
beneath  the  queen-posts. 

21.  In  a  car  structure,  spaced  side  sills,  bolsters  extending  transversely 
between  and  rigidly  secured  to  the  pide  sills  adjacent  their  ends,  a  needle- 
beam  extending  transversely  between  the  side  sills  at  their  longitudinal  middles* 
and  rigidly  secured  to  said  sills-,  queen-posts  disposed  beneath  the  side  slUa 
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«ii  oppoolte  Bides  of  the  queen-posts  and  having  brace  portions  extendlug  in 
reversely-inclined  position  to  and  secured  npon  the  needle4>eam,  and  a  tmss- 
sod  rigidly  secured  at  its  opposite  ends  to  the  bolsters*  and  extending  beneath 
the  queen-posts. 

22.  In  a  car  structure  a  side  door-frame  erected  upon  the  side  sill,  and  com- 
prising spaced  door-posts  defining  a  central  door-opening,  queen-posts  rigidly 
secured  to  the  said  sill  beneath  the  door-posts,  and  provided  with  brace  por- 
tions reversely  inclined  toward  each  other,  and  truss-rods  rigidly  connected 
with  the  side  sills  adjacent  their  opposite  ends  and  extending  beneath  tbe 
queen-posts. 

28.  In  |i  car  structure,  spaced  side  sills,  bolsters  rigidly  secured  beneath  the 
side  sills  adjacent  their  opposite  ends  and  extending  transvc'eely  relative 
thereto,  ^  door-frame  erected  upon  the  side  sill  and  comprising  Integral  spaced 
door-posts  arched  at  the  top  and  defining  a  door-opeuing  centrally  of  the  sills, 
a  truss-bar  rigidly  secured  to  the  sills  adjacent  the  bolsters,  and  extending  to 
and  arched  over  the  door-frame,  a  needle-beam  disposed  transversely  of  the 
sills  and  centrally  of  the  door-openings,  queen-posts  rigidly  secured  to  the  side 
sills  beneath  the  door-posts  and  provided  with  brace  portions  reversely  inclined 
extending  t6  and  secured  upon  the  needle-beam,  and  a  truss-rod  rigidly  secured 
at  its  opposite  ends  to  the  bolster  and  extending  beneath  the  queen-posts. 

24.  In  a  car  structure,  a  side  sill,  spaced  queen-posts  secured  to  the  side  sill 
and  having  brace  portions  extending  in  reversely-inclined  positions  and  secured 
to  the  crater  of  the  sill  truss-rods  rigidly  secured  to  the  side  sill  adjacoit  their 
opposite  ends  and  extending  beneath  the  queen-posts,  means  carried  by  the  trusi- 
rod  for  engaging  the  opposite  outer  fiices  of  the  queen-posts,  and  means  carried 
by  the  truss-rod  beneath  the  queen-posts  for  exerting  tension  upon  the  rod  and 
posts. 

26.  In  a  csr  structure,  spaced  side  wills,  l>olster8  secured  to  and  extendinc 
transversely  of  the  sills  adjacent  their  opposite  ends,  a  door-frame  erected 
upon  the  side  sill  and  comprising  integral  side  posts,  and  a  top  arched  portion 
defining  a  door-opening  centrally  of  the  sill,  a  truss-bar  rigidly  secured  to  the 
sills  adjacent  the  bolsters  and  extending  to  and  arched  over  the  arched  por- 
tion of  the  door-frame,  a  needle-beam  extending  transversely  of  the  car  and  cen- 
trally of  the  door-openings,  queen-posts  rigidly  secured  to  the  side  sills  beneath 
the  spaced  door-posts,  and  provided  with  brace  portions  reversely  inclined  ex- 
tending and  secured  to  the  needle-beam,  a  truss-rod  rigidly  secured  at  its  oppo- 
site ends  to  the  bolsters  and  extending  beneath  the  queen-posts,  means  carried 
by  the  truss-rod  for  engaging  and  bearing  against  the  outer  opposite  fttces  of 
the  queen-posts,  and  means  carried  by  the  truss-rod  between  the  queen-poiti 
for  exerting  tension  upon  the  truss-rod  and  the  queen-poets. 

26.  In  a  car  strOqrnre,  spaced  side  plates,  spaced  arched  carlines  secured  at 
their  opposite  ends  to  the  said  plates,  and  having  upstanding  flanges,  a  roof- 
plate  having  its  edges  turned  at  right  angles  to  the  plate  and  curved  to  con- 
fbrm  to  the  curvature  of  the  carlines,  and  with  a  curved  portion  formed  along 
tts  longitudinal  middle  proportioned  to  cover  one  carline,  a  cap  covering  one 
upstanding  edge  of  the  roof-plate,  and  a  flange  of  one  carline  removable  means 
for  securing  the  cap  upon  the  carlines,  and  removable  means  for  securing  the 
Intermediate  curved  portions  of  the  roof-plate  upon  the  intermediate  carlines. 

27.  In  a  car  structure,  spaced  side  llnes»  and  a  single  center  beam,  transverse 
beams  rigidly  secured  at  their  opposite  ends  to  the  center  beam  and  the  side 
sills,  and  arranged  in  pairs,  floor-plates  disposed  upon  the  transverse  sills  and 
having  their  opposite  edges  turned  downward  between  the  pair  of  sills,  and 
sneans  for  clamping  the  downwardly-turned  edges  of^^f  J^|>|»l9^sb(^ween  the 
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28;.  In  a  car  structore,  a  center  beam,  and  side  0III8  spaced  upon  opposite 
sides  of  the  center  l)eam,  transverse  sills  disposed  between  the  center  beam 
and  the  side  sills,  and  having  portions  at  each  end  tomed  at  right  angles  and 
secured  rigidly  to  the  said  center  beam  and  sill,  the  said  transverse  beams  being 
arranged  in  pairs»  a  floor-plate  disposed  upon  the  transverse  sills  and  having 
its  edges  turned  at  right  angles  to  the  plate  and  disposed  between  the  pairs 
of  transverse  sills  and  with  edges  adjacent  the  sides  of  the  structure  turned 
upwardly,  and  means  for  clamping  the  downwardlx-tumed  floor  edges  adjacent 
the  transverse  sills. 

82.  In  a  car  structure,  queen-posts  forming  an  arch  beneath  the  center  of 
the  car. 

33.  In  a  car  structure,  a  side  sill,  queen-posts  disposed  beneath  the  center  of 
the  side  sill  and  provided  with  members  forming  an  arch. 

34.  In  a  car  structure,  a  side  sill,  queen-posts  disposed  beneath  the  sill  and 
forming  an  arch,  and  a  truss-rod  having  its  opposite  ends  connected  with  the 
sill  and  disposed  beneath  the  queen-posts. 

35.  In  a  car  structure,  a  side  sill,  queen-posts  disposed  beneath  the  middle  of 
the  sill  and  provided  with  inclined  portions  extending  toward  each  other  and 
forming  an  arch,  and  means  for  supporting  and  exerting  tension  upon  the  queen- 
posts. 

36.  In  a  car  structure,  a  side  sill,  spaced  queen-posts  disposed  beneath  the 
middle  of  the  sill,  and  having  portions  extending  along  and  secured  to  the  sill, 
and  with  inclined  portions  extending  toward  each  other  and  forming  an  arch, 
and  means  disposed  beneath  and  to  support  the  queen-posts. 

The  Examiners-in-Chief  affirmed  the  decision  appealed  from. 
McKeen  then  appealed  to  the  Commissioner  who  affirmed  the  decision 
of  the  Examiners-in-Chief ;  and  he  has  taken  a  final  appeal  to  this 
court 

All  of  the  testimony  in  the  record  was  introduced  by  McKeen. 
Jerdone,  having  taken  no  testimony,  stands  upon  his  office  record  and 
patent. 

The  first  contention  on  the  part  of  the  appellant  is  that  these  seven- 
teen counts  should  be  awarded  to  him  on  the  issue  of  priority  merely, 
because  they  are  not  patentably  distinguishable  from  the  subject- 
matter  clearly  conceived  by  him  and  shown  in  certain  exhibit  draw- 
ings. We  have  already  quoted  the  conclusion  of  the  Examiner  as  to 
the  independence  of  the  inventions  set  forth  in  the  appealed  claims 
from  those  found  to  have  been  invented  by  McKeen.  The  Exam- 
iners-in-Chief  expressed  the  same  opinion,  and  so  did  the  Commis- 
sioner. We  make  the  following  extract  from  his  opinion  on  tins 
point: 

The  subject-matter  in  controvert,  railway-cars,  belongs  to  a  well-dereloped 
art  in  which  inventors  have  specialized  and  the  various  parts  of  the  car  have 
often  become  the  subject-matter  of  separate  patents.  Although  the  various 
parts  of  a  car,  such  as  the  roof,  the  doors,  the  floor,  the  side  construcllon,  the 
draft-rigging,  etc.,  are  related  and  cooperate  to  a  certain  extent,  they  are  sus- 
ceptible of  improvement  separately  and  such  improvements  in  these  parts  may 
constitute  independent  inventions  and  be  patented  separately.  While  one 
inventor  may  therefore  originate  the  general  plan  of  a  novel  car  for  which  he 
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Ifl  entitled  to  a  patent,  uid  alao  specific  conatractlons  of  the  various  parts  which 
he  may  also  cover,  other  inventors  are  likewise  entitled  to  a  patent  protection 
for  the  Invention  of  different  specific  Improvements  In  the  various  parta 

We  agree  with  the  Commissioner's  conclusion. 

The  substantial  question  in  the  case  is  whether  McKeen  had  th^ 
particular  combinations  conceived  in  his  mind,  and  communicated 
them  to  Jerdone  in  order  to  have  them  worked  out 

It  is  a  well-established  principle  of  the  patent  law  that  where  an 
inventor  employs  another  to  embody  his  conception  in  a  drawing  or 
in  practical  form,  he  is  entitled  to  any  improvement  thereon  due  to 
the  mechanical  skill  of  the  employee.  {Agawam,  Co.  v.  Jordan^  7 
Wall.,  688;  ColUir  Co.  v.  Van  Dusen,  7  O.  G.,  919;  23  Wall.,  630; 
MUton  V.  Kingsley,  C.  D.,  1896,  420,  426;  76  O.  G.,  2193,  2196.;  7 
App.  D.  C,  681;  Heuhel  v.  Bernard^  C.  D.,  1900,  223;  90  O.  G., 
761;  16  App.  D.  C,  510;  Gedge  v.  Cromwell,  C.  D.,  1902,  614;  98 
O.  G.,  1486;  19  App.  D.  C,  192;  OaUagher  v.  Hastings,  C.  D.,  1903, 
631;  103  O.  a,  1166;  21  App.  D.  C,  88;  Flather  v.  Weher,  C.  D., 
1903,  661;  104  O.  G.,  812;  21  App.  D.  C,  179;  SendUhach  v.  Gillette^ 
C.  D.,  1904,  597;  109  O.  G.,  276;  22  App.  D.  C,  168;  Kreag  v.  Geen, 

C.  D.,  1907,  602;  127  O.  G.,  1581;  28  App.  D.  C,  437;  Larkin  v.  Rich- 
ardson,  C.  D.,  1907,  608;  127  O.  G.,  2394;  28  App.  D.  C,  471;  Robin- 
son V.  McCormick,  C.  D.,  1907,  674;  128  O.  G.,  3289;  29  App.  D.  C^ 
98;  Braunstein  v.  Holmes,  C.  D.,  1908,  341;  133  O.  G.,  1937;  30  App. 

D.  C,  328.) 

But  while  an  employer  is  to  be  protected  from  the  bad  faith  of  his 
employee,  the  employee  is  equally  entitled  to  protection  from  the 
rapacity  of  his  employer.  If  therefore  he  goes  farther  than  mechan- 
ical skill  enables  him  to  do  and  makes  an  actual  invention,  he  is 
entitled  to  its  benefit 

To  claim  tlie  benefit  of  the  employee's  skill  and  achievement  it  is  not  sufll- 
dent  that  the  employer  had  in  mind  a  desired  result,  and  employed  one  to 
devise  means  for  its  accomplishment.  He  must  show  that  he  had  an  idea  of 
the  means  to  accomplish  the  particular  result,  which  he  communicated  to  the 
employee,  in  such  detail  as  to  enable  the  latter  to  embody  the  same  in  practical 
form.  {RobinBim  v.  McCormick,  C.  D.,  1907,  574;  128  O.  G.,  3288;  29  Ai^ 
D.  C.  98.) 

It  remains  to  apply  these  principles  to  the  facts  disclosed  by  the 
record. 

The  history  of  McKeen's  general  purpose,  as  stated  in  the  brief  in 
his  behalf,  is  substantially  this: 

Subsequent  to  the  development  of  an  all-steel  gasolene-motor  car 
McKeen  undertook  in  May  or  June,  1905,  the  design  of  an  all-steel 
box  or  freight  car  adapted  to  stand  the  severe  conditions  of  practical 
railway  traffic.  He  conceived  certain  novel  ideas,  whereby  the  weight 
of  the  car  could  be  materially  reduced  without  sacrifice  of  strength 
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or  stiffness.  Broadly  speaking,  the  members  were  to  be  ao  disposed 
and  related  one  to  another  in  the  form  of  either  struts  or  tension  mem- 
bers that  ihe  great  strength  of  the  metal  in  a  longitudinal  direction 
could  be  utilized  and  all  binding  stresses  reduced  to  a  minimimi.  A 
farther  idea  was  so  to  form  the  car  that  a  shock  or  jar  at  any  point 
would  be  communicated  to  the  entire  car  and  evenly  diffused  through- 
out the  frame  rather  than  met  and  resisted  locally  by  the  part  receiv- 
ing the  same.    It  is  then  said : 

Obviously  these  ideas  were  susceptible  of  various  embodiments,  and  one  thor- 
oughly imbued  with  the  teachings  of  their  originator  might  readily  vary  their 
form  of  embodiment  and  nevertheless  retain  their  essential  advantages. 

Founded  on  this  statement,  the  contention  of  the  appellant  is  out- 
lined as  follows: 

After  laying  out  this  work,  McKeen  called  in  his  subsidiary  engineering  offl- 
eers  (the  witnesses  Felters  and  Dailey)  and  disclosed  to  them  his  ideas. 
Jerdone  was  then  assigned  to  the  work  of  laying  out  the  design  of  the  car,  as 
every  confidence  was  reposed  in  his  integrity,  and  as  he  had  formerly  done  some 
work  in  car-designing.  This  Jerdone,  during  his  entire  employment  by  the 
Union  Pacific  Railway,  was  not  only  in  the  d^;>artment  of,  but  was  directly 
under  the  supervision  of  McKeen;  some  of  the  time,  it  is  true,  he  acted  as 
inspector,  supervising  the  construction  of  cars  building  for  the  railroad  by  other 
parties,  and  at  other  times  he  was  employed  in  the  drafting-room  on  plans  for 
cars  built  by  the  railroad  itself.  At  all  times  his  work  was,  however,  subject 
to  the  supervision  of  McKeen,  and  he  was  under  McKeen*s  orders.  Prior  to 
taking  up  the  work  on  the  subject-matter  of  this  interference,  Jerdone  liad  been 
employed  in  the  drafting-room,  then  was  again  placed  on  some  inspecting  work 
and  then  in  the  month  of  September,  1905,  took  up  his  all-steel  l>ox-car  design, 
all  of  this  work  being  under  the  supervision  of  McKeen.  In  December,  1005, 
his  work  on  this  design  being  somewhat  unsatisfactory,  he  was  again  given 
inspecting  duties  in  the  supervision  of  the  construction  of  cars  by  other  portles. 
At  the  time  Jerdone  was  taken  from  his  active  work,  the  car  so  far  as  its  1e:id- 
ing  features  were  concerned,  was  laid  out,  but  other  draftsmen  were  called  in 
to  complete  the  work  on  the  drawings  and  supply  some  minor  details.  The  work 
was  then  submitted  to  the  traffic  department  of  the  Union  Pacific  Railroad,  and 
objection  was  made  to  certain  features  of  the  car  having  no  relevance  herelii ; 
as  for  example,  the  width  and  lieight  of  the  door  were  believed  to  be  Insuflicicnt 
for  readily  loading  and  unloading  certain  kinds  of  freight.  This  necessitated 
the  remaking  of  the  drawings  and  with  delays  of  material,  it  was  not  until  the 
summer  of  1906  that  actual  work  on  the  construction  of  the  car,  of  which  two* 
slightly-different  forms  were  built,  could  be  commenced.  The  working  Jrawlngci 
of  these  two  cars  were  respectively  completed  July  6  and  July  28. 1906,  McKeen's 
Exhibits  No.  8  and  No.  9  being  reissued  forms  of  these  drawings,  identical  save 
in  minor  details. 

The  proposition  of  McKeen  before  stated,  assumes  more  than  is 
warranted  by  the  state  of  the  art  at  the  time  that  he  conceived  his 


Metal  cars  of  various  kinds  were  in  use  at  the  time  and  had  been 
devised  for  the  purpose  of  improving  upon  the  old  styles  of  cars  in 
respect  of  weight,  durability,  and  resisting  ^:trength.    Many  inventors 
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had  been  at  work  upon  the  problems  involved,  and  many  inventions 
had  been  made  in  parts  or  features  of  such  cars,  consisting  of  novel 
members,  and  in  arrangements  or  combinations  of  old  members  witii 
new  ones  tending  to  produce  novel  and  useful  resulta  McKeen  may 
have  had  in  contemplation  the  construction  of  a  new  and  better  car 
than  any  known,  but  invention  does  not  lie  in  the  idea  of  such  a  car 
as  a  thing  to  be  desired ;  it  lies>  in  the  conception  of  the  means  by  which 
the  desired  result  can  be  obtained.  Consequently  in  order  to  claim 
the  benefit  of  work  done  by  Jerdone,  independently  of  descriptions 
and  sketches  furnished  by  McKeen,  the  latter  must  show  that  he  had 
in  mind  and  communicated  to  the  former  some  specific  means  of  ac- 
complishing his  desired  end,  and  that  Jerdone's  independent  work 
consisted  of  nothing  more  than  improvements  therebn  that  might  have 
been  accomplished  by  any  mechanic,  or  designer  skilled  in  the  art 
If  the  improvements  worked  out  and  patented  by  Jerdqne  amounted 
to  nothing  more  than  this  it  is  immaterial  whether  he  worked  them 
out  while  in  the  employ  of  McKeen,  or  after  he  had  left  it.  If  on  the 
other  hand,  any  of  Jerdone's  improvements  were  not  mere  mechanical 
improvements  upon  disclosures  made  to  him  by  McKeen,  but  were 
something  in  addition  and  patentably  different,  then  Jerdone  is  an 
independent  inventor,  and  entitled  to  the  benefit  of  his  invention,  not- 
withstanding he  was  in  the  employ  of  another  at  the  time  of  the 
invention. 

The  Examiner  of  Interferences  has  found  that  thirty-one  of  the 
claims  of  Jerdone's  patent  were  based  on  disclosures  by  McKeen,  and 
has  awarded  priority  in  respect  thereof  to  McKeen.  He  has  found 
also  that  the  remainder  of  these  claims,  seventeen  in  number,  consti- 
tute independent  invention  and  has  awarded  them  to  Jerdone. 

These  seventeen  claims  embrace  what  has  been  called,  first,  the 
queen-post  constiniction ;  second,  the  floor  construction;  third,  the 
roof  construction;  and  fourth,  the  comer-post  construction.  These 
will  be  considered  in  their  order. 

1.  The  queen-post  construction  is  a  special  arrangement  of  parts 
placed  under  the  car  between  the  door-frames,  and  is  intended,  in 
connection  with  the  truss-rods,  to  support  the  center  of  the  car.  The 
queen-posts  are  substantial  continuations  of  the  side  posts  of  the  car 
beneath  the  floor.  Inclined  brace  parts  extend  from  each  queen-post, 
meet  under  the  center  of  the  intermediate  doorway,  and  are  fastened 
to  the  beam  at  that  point.  A  truss-rod  runs  longitudinally  and  i.«^ 
fitted  in  a  recess  in  each  queen-post  This  rod  is  supplied  with  an 
ordinary  turn-buckle.  When  the  truss-rod  is  tightened  the  queen- 
posts  are  lifted  and  forced  toward  each  other  so  that  the  ends  of  the 
inclined  braces  are  also  lifted,  and  support  the  beam  at  the  door  center 
which  is  the  center  of  the  car.  Thus  is  formed  what  Jerdone  de- 
scribes as  "  a  supporting-arch  for  the  center  of  the  car  structure." 
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Nothing  in  any  way  resembling  this  is  found  in  the  drawing  on  which 
JTerdone  was  engaged,  which  is  Exhibit  10  of  the  record.  McKeen 
contends  that  this  is  shown  in  his  later  drawing,  Exhibit  9,  which 
was  made  in  July,  1906. 

This  was  denied  by  the  several  tribunals  of  the  Office.  The 
Examiners-in-Chief  say : 

This  truss  feature  disclosed  by  Exhibit  Ko.  9  appears  to  us  to  be  entirely 
lacking  in  invention,  since  it  is  a  mere  broadening  of  a  queen-post  The  plate 
la  rigid  from  door-post  to  door-post.  In  the  queen-post  construction  of  this 
Interference  the  lower  ends  of  the  post  are  adjustable  toward  ench  other  and  by 
aucti  adjustment  the  center  portion  of  the  arch  may  be  raised  and  lowered.  The 
members  of  the  queen-post  form  an  arch  which  is  supported  from  the  ends  of 
tlie  posts.    No  such  capability  of  operation  is  disclosed  in  blue-print  No.  9. 

This  conclusion  seems  to  us  to  be  quite  reasonable,  but  the  question 
is  not  material  since  we  agree  with  ihe  tribunals  of  the  Office,  that  the 
evidence  does  not  show  that  this  drawing  was  ever  seen  by  Jerdone,  or 
that  the  ideas  embodied  in  it  were  communicated  to  him. 

2.  T\^  floor  construction  in  Exhibit  No.  10 — ^the  completed  draw- 
ing on  which  Jerdone  worked— consists  of  sheets  lapped  and  secured 
by  rivets  to  the  diagonal  braces.  Claims  27  and  28  cover  an  arrange- 
ment in  which  the  edges  of  the  floor-sheets  are  turned  down  at  right 
ang^les  between  cross-sills  to  which  they  are  clamped  or  riveted. 
Exhibits  8  and  9 — ^McKeen's  later  drawings — show  the  edges  of  his 
abutting  sheets  turned  down  and  riveted  together,  but  not  between 
cross-sills  as  described  by  Jerdone.  This  difference  has  been  held  to 
be  patentable  by  all  the  tribunals  of  the  Office.  Certainly  it  cannot  be 
said  to  have  been  suggested  to  Jerdone  by  the  drawing  shown  in  Ex- 
hibit 10.  That  the  new  construction  was  never  communicated  to 
Jerdone  is  apparent  from  the  evidence  of  the  chief  draftsman  Dailey. 
While  the  drawings  of  Exhibits  8  and  9  were  first  made  in  the  sum- 
mer of  1906,  this  new  flooring  feature  was  not  incorporated  therein 
until  in  the  late  fall  of  1906.  When  asked,  what  draftsman  applied 
to  the  original  the  matter  of  abutting  and  securing  the  floor-sheets  as 
shown  in  Exhibits  8  and  9  he  said : 

I  cannot  say  it  was  a  draftsman.  I  believe  the  matter  came  np  in  tlie  shopa 
I  believe  some  man  in  the  shop  proposed  turning  the  sheets  down  and  abutting 
tbem. 

This  was  done  in  the  construction  of  the  two  cars  upon  those  plans, 
and  long  after  Jerdone  had  applied  for  his  patent. 

8.  The  roof  construction  is  set  out  in  claim  26.  As  regards  this  the 
Examiner  of  Interferences  said : 

It  is  admitted  by  McKeen  that  his  exhibits  fail  to  show  the  specific  arrange- 
ment covered  by  this  claim,  and  he  does  not  clainS  to  have  made  a  disclosure 
to  Jerdone  in  .any  other  manner.  He  argues,  however,  that  the  claim  which 
Involves  the  ^)ecific  means  for  uniting  the  sheets  of  the  roof  is  directed  to  a 
eonstraction  similar  to  the  Joints  of  the  side  sheathing,  with  which  Jerdone 
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was  ^miliar,  and  is  a  mere  modification  of  tbe  details  ander  conalderatioB 
when  Jerdone  was  working  upon  the  drawings.  In  this  respect,  however,  the 
evidence  falls  to  support  his  views.  The  seam  or  joint  is  a  q)ecial  one  and 
totally  different  from  anything  he  has  proved  to  have  heen  disclosed  to  Jerdoae. 
Jerdone  must,  therefore,  he  regarded  as  an  independent  Inventor  so  far  as  the 
subject-matter  of  tlUs  claim  is  concerned. 

The  Examiners-in-Chief  concurred  in  this  view,  saying: 

As  to  the  roof  construction  of  count  28,  McKeen  employed  only  the  ordhiary 
lap-joint.    There  is  no  suggestion  whatever  of  the  subject-matter  of  the  count 

The  Commissioner  concurring  said: 

McKeen's  construction  is  disclosed  in  his  Exhibit  10  and  consists  merely  of 
an  ordinary  lap-joint.  Jerdone  has  a  specialized  construction  very  different 
from  that  of  McKeen,  or  of  the  patent  to  Murray,  cited  by  appellant 

Upon  examination  and  comparison  of  the  drawings  and  the  testi- 
mony relating  thereunto,  we  c<Hicur  in  this  concIusi<m. 

4.  What  is  called  the  corner-post  construction  is  included  in  the 
elements  embodied  in  claims  10, 17,  and  18.  They  call  for  comer-posts 
of  the  car  which  extend  some  distance  below  the  sills,  and  braces 
attached  to  the  lower  ends  thereof  extending  upward  to  the  side  sills 
and  rigidly  secured  thereto. 

We  find  nothing  in  the  evidence  to  indicate  that  McKeen  contem- 
plated any  such  extension  and  bracing  before  Jerdone  left  the  woric. 
It  is  not  shown  in  ihe  earlier  drawing  (Exhibit  10)  or  in  either  of 
the  later  ones  of  July  6  and  26, 1906,  (Exhibits  8  and  9.)  This  was 
clearly  an  independent  idea  of  Jerdone.  McKeen  has  been  allowed 
the  greater  number  of  the  claims  of  the  Jerdone  patent  as  additions  or 
improvements  ancillary  to  his  disclosures,  but  the  evidence  fails  to 
show  that  he  is  entitled  to  the  appealed  claims  on  the  same  ground. 

The  decision  will  therefore  be  affirmed.  It  is  so  ordered  and  the 
clerk  will  certify  this  decision  to  the  Commissioner  of  Patents. 

Affirmed* 

[Court  of  Appeals  of  the  District  of  Columbia.] 

In  .re  The  Seamless  Rubber  Ck>MPANT« 

Decided  January  i7, 1910, 

163  O.  G.,  547;  S4  App.  D.  C,  867. 

TBADB-M ARKS— "  KANTLEEK  **    FOR    AT0MIZEB8,    WATER-BOITLXS,    WtC — WW^Uh 
TlVt 

The  word  "  Kantleek  *'  as  ai>plled  to  atomizers,  fouBtain-^yringM*  £ice- 
bags,  Ice-baga,  and  water-l>ottle8  is  descriptive,  and  tJierefere  aet  reglatraUe 
as  a  teclinical  trade-mark. 

Mr.  F,  S.  Applem^n  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  PafenQPgl^ 
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Vast  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  ihe  Commissioner  of  Pat- 
ents, refusing  registration  of  the  word  ^  Kantleek  "  as  a  trade-mark 
for  atomizers,  fountain-syringes,  face-bags,  ice-bags  and  water- 
bottles.  Upon  ihe  authority  of  m  re  Central  Consumers  Co.  (C.  D., 
1909,  829;  140  O.  G.,  1211 ;  32  App.  D.  C,  523)  and  Trimdad  AsphdU 
Mfg.  Co.  V.  Standard  Paint  Co.  (163  Fed.,  977)  the  decision  of  the 
Gonmiissioner  of  Patents  is  affirmed,  and  the  clerk  is  directed  to 
certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Coart  of  Appeals  of  tho  DUtrlct  of  Colnmbla.1 

£«  MgIlhennt's  Son  v.  The  New  Iberia  Eztbaot  of  Tabasco 
Peppeb  Company,  I/td. 

Decided  February  1,  1910. 
168  O.  O.,  647;  34  App.  D.  C,  490. 

1.  Tbadb-Mabks — "  Tabasco  '* — Gboobaphical. 

Tlie  word  "  Tabasco  "  is  a  geographical  name  and  not  entitled  to  exclusive 
appropriation  as  a  technical  trade-mark. 

2.  Same — Section  13  or  the  Teaoe-Mabk  Act  Construed. 

Section  13  of  the  Trade-Mark  Act  construed  and  Held  to  confer  upon  the 
Commissioner  of  Patents  authority  to  cancel  a  mark  registered  under  the 
^  ten-years "  clause  whete  it  is  made  to  appear  In  a  proceeding  brought  in 
accordance  with  the  provisions  of  that  section  that  the  registrant  was  not 
the  exclusive  user  of  the  mark  for  ten  years  next  preceding  the  passage 
of  the  Trade-Mark  Act 

Mr.  Melville  Church  and  Mr.  J.  B,  Church  for  the  appellant. 
Mr.  Clifford  8.  Walton  for  the  appellee. 

BoBB,  /•; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
sustaining  the  petition  of  appellee  for  the  cancelation  of  the  word 
^  Tabasco,"  registered  to  appellant  as  a  trade-mark  for  pepper  sauce. 

Two  questions  are  here  involved.  First  as  to  whether  appellant's 
mark  may  properly  be  denominated  as  a  technical  trade-mark  and, 
if  not,  whether  the  Trade-Mark  Act  of  February,  1905,  clothes  the 
Commissioner  with  authority  to  cancel  a  mark  registered  under  tlie 
so-called  ten-years  clause  of  that  act 

Appellant's  application  was  sufficient  in  form  to  warrant  registra- 
tion under  either  the  provisions  of  the  statute  applying  to  technical 
trade-marks  or  under  said  ten-years  clause.  Therefore,  if  it  is  found 
that  the  registration  can  be  sustained  only  under  the  ten-years  clause 
it  will  be  presumed  that  registration  was  under,  that  clause.  If,  on 
the  other  hand,  the  registration  can  be  sustained  under  either  of  the 
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above  provisions  there  is  no  reason,  in  the  absence  of  an  express  find- 
ing by  the  Commissioner,  why  registration  should  not  be  treated  as 
that  of  a  technical  mark. 

We  will  first  inquire,  therefore,  whether  "  Tabasco,"  as  here  used, 
is  the  subject  of  a  technical  trade-mark.  Tabasco  is  a  State  in  the 
Republic  of  Mexico  and  was  when  appellant  adopted  the  name  as  a 
trade-mark.  Indeed,  the  record  shows  that  the  word  was  adopted  by 
the  predecessor  of  appellant  because  the  seed  of  the  pepper  from 
which  the  sauce  was  made  originally  came  from  that  State.  In  the 
application  for  a  patent  on  the  process  of  preparing  this  sauce  filed 
by  appellant's  predecessor,  and  upon  which  the  patent  was  granted 
September  27th,  1870,  it  is  stated: 

This  invention  relates  to  a  new  process  of  pr^;>aring  an  aroniatlc  and  strooc 
sauce  from  the  pepper  iniown  In  the  market  as  Tabasco  pepper.  Tbis  pepper 
it  as  strong  as  Cayenne  pepper  but  of  liner  flavor. 

It  is  worthy  of  notice  that  no  application  for  the  registration  of 
this  mark  was  made  until  after  the  term  of  the  monopoly  granted  by 
said  patent  had  expired.  (See  «/.  A.  Scriven  Company ,  v.  W.  H. 
Tawles  Manufacturing  Company ^Z2  App.  D.  C,  211.) 

Section  5  of  said  Trade-Mark  Act  prohibits  the  registration  of  any 
mark  "merely  a  geographical  name  or  tenn."  This  provision  is 
simply  declaratory  of  the  conunon  law,  as  it  is  well  settled — 

that  no  one  cun  apply  the  name  of  a  district  or  country  to  a  well-lcnown  article 
of  coiiiinerce.  and  obtain  thereby  such  an  exclusive  right  to  the  application  as 
to  prevent  others  inhabiting  the  district,  or  dealing  in  similar  articles  coming 
from  the  district,  from  truthfully  using  the  same  designation.  {Canal  Com- 
pany  v.  Clark,  1  O.  G..  279;  13  Wall.,  311.) 

In  Columbia  Mill  Company  v.  AUom  (C.  D.,  1893,  672;  650  O.  Q^ 
1916;  150  U.  S.,  4G0)  it  was  held  that  a  person  cannot  acquire  the 
right  to  the  exclusive  use  of  the  word  "  Columbia  "  as  a  trade-mark. 
The  Court  said: 

The  word  "  Columbia  "  is  not  the  subject  of  exclusive  appropriation  nndcr 
the  general  rule  that  the  word  or  words,  in  common  use  as  designating  localltj, 
or  section  of  the  country,  cannot  be  appropriated  by  any  one  as  his  ezdnslTe 
trade-mark. 

This  case  was  cited  with  approval  in  Elgin  National  Watch  Com-- 
pany  v.  IllinoiB  Watch  Ctmipany,  (C.  D.,  1901,  278;  94  O.  G.,  755; 
179  U.  S.,  673,)  where  the  Court  speaking  through  Mr.  Chief  Justice 
Fuller,  said: 

No  sign  or  form  of  words  can  be  appropriated  as  a  valid  trade-mark,  which 
from  the  nature  of  the  fact  conveyed  by  its  primary  meaning,  others  may  employ 
with  equal  truth,  and  with  equal  right,  for  the  same  purpose. 

It  appears  that  the  Tabasco  pepper  is  distinctly  different  from 
other  peppers  on  account  of  its  peculiar  aroma.    Manifestly,  there- 
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fore,  no  person  or  firm  should  be  given  the  exclasive  right  to  desig- 
nate pepper  sauce,  the  principal  ingredient  of  which  is  of  course 
peppers,  as  ^  Tabasco."  We  think  Tabasco  a  geographical  name  and 
hence  not  entitled  to  exclusive  appropriation  by  appellant  in  vend-* 
ing  pepper  sauce. 

It  is  not  denied  that  appellant  was  not  the  exclusive  user  of  said 
mark  during  the  period  required  to  justify  registration  under  said 
ten-years  clause.  It  is  insisted,  however,  that  if  the  registration  is 
to  be  treated  as  having  been  made  under  said  clause  the  Commis- 
sioner is  without  authority  to  cancel  it.  Section  18  of  said  Trade- 
Mark  Act  provides  that — 

whoiever  any  person  shall  deem  himself  Injured  by  the  registration  of  a  trade- 
mark in  the  Patent  Office  he  may  at  any  time  apply  to  the  Commissioner  of 
Patents  to  cancel  the  registration  thereof. 

Thereupon  the  Commissioner  is  required  to  refer  the  application 
to  the  Examiner  in  charge  of  interferences,  who,  after  notice  to  the 
registrant,  may  hear  and  deteiiiiine  the  question.  The  section  con- 
tinues: 

If  it  appear  after  a  hearing  before  the  Examiner  that  the  registrant  wAn  not 
entitled  to  the  use  of  the  mark  at  the  date  of  his  application  for  registration 
thereof,  or  that  the  mark  is  not  used  by  the  registrant,  or  has  been  abandoned^ 
and  the  Examiner  shall  so  decide,  the  Ck>mml88ioner  shall  cancel  the  regis- 
tration. 

It  is  contended  that  inasmuch  as  the  right  to  register  under  the 
ten-years  clause  is  made  to  depend  on  whether  the  applicant  was  the 
exclusive  user  of  the  mark  during  the  ten-year  period  the  words  of 
said  section  13  are  inapt  and  do  not  confer  the  authority  of  cancel- 
ation upon  the  Commissioner. 

It  requires  no  citation  of  authorities  for  the  proposition  that  the 
context  of  a  statute  must  be  considered  in  construiniz  any  portion  of 
it  It  is  apparent  from  reading  this  statute  that  Con&^ress  intended 
to  confer  upon  the  Commissioner  authority  to  rectify  a  wrong  or 
mistake,  upon  the  application  of  any  person  who  should  deem  himself 
injured  by  the  registration  of  any  trade-mark,  by  the  cancelation  of 
such  mark.  The  first  part  of  said  section  13  is  susceptible  of  no  other 
construction,  and  we  think  that  when  Congress  in  the  latter  part  of 
the  section  provided  that  the  finding  by  the  Examiner  that  the  regis- 
trant was  not  entitled  to  the  use  of  the  mark  at  the  date  of  his  appli- 
cation should  constitute  one  ground  for  cancelation  it  simply  meant 
such  a  use  as  the  statute  upon  which  the  application  was  based  con- 
templated. In  other  words,  to  ascertain  the  signification  and  mean- 
ing of  the  phrase  under  consideration  we  must  go  back  to  section  5  in 
the  act,  which  specifies  the  conditions  which  must  exist  to  entitle  the 
applicant  to  registration.    We  hold,  therefore,  that  the  Commissioner 

**  *^  uigiiizea  Dy  ■^wJ  v-'v^'pi  L\^ 
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M'as  clothed  with  authority,  upon  the  showing  made,  to  cancel  this 
mark. 

The  decision  is  aifirmed  and  the  clerk  wiU  certify  these  proceedings 
as  by  law  required. 


[Court  of  Appeals  of  the  Dtotriet  of  Colnmblft.] 

Illinois  Match  Company  v.  Broomalu 
Decided  February  i,  1910. 

103  O.  Gn  548;  84  App.  D.  0.,  427. 

TbADB-MaBKS — INTEEFEBENCB— PBIOBITT. 

Where  A.  decided  to  adopt  a  mark  in  November,  1906,  but  did  not  ship 
from  the  factory  goods  bearing  this  mark  until  June  28,  1906,  and  B.  had 
shipped  from  his  factory  to  purchasers  goods  bearing  the  same  mark  on 
June  4, 1906,  Held  that  priority  was  properly  awarded  to  B. 

Mr.  C.  L.  Parker  and  Mr.  John  H.  Oomsey  for  the  appellant 
Mr.  Charles  N.  BuUer  for  the  appellee. 

Van  Orsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  a  trade-mark  interference  awarding  priority  of  adoption  and 
use  of  the  mark  in  issue  to  appellee.  The  mark  in  interference 
consists  of  the  words  '' Velvet  Tip"  as  a  trade-mark  for  matches. 
Appellant  company  secured  the  registration  of  this  mark  June  11, 
1907,  alleging  the  use  of  the  mark  since  June  23,  1906.  Appellee 
alleges  in  his  application  the  use  of  the  mark  "  Velvet  Tip  *'  as  a 
mark  for  matches  since  April  1,  1906.  It  appears  from  the  rec- 
ord that  appellant  decided  to  adopt  its  mark  in  November,  1905,  and 
that  preparations  were  made  to  manufacture  and  place  on  the  market 
matches  designated  by  this  mark.  Before  this  was  accomplished, 
appellant's  plant  was  destroyed  by  fire.  The  factory  was  subse- 
quently reconstructed,  and  appellant  entered  into  a  contract  with  the 
Western  Match  Company  on  March  14,  1906,  for  the  purchase  of  a 
certain  quantity  of  matches.  It  is  contended  by  appellant  that  these 
matches  were  to  bear  the  mark  "  Velvet  Tip."  The  contract,  however, 
does  not  so  specify,  but  merely  mentions  ^'  double-tipped  matches.^ 
The  first  actual  shipment  of  matches  under  this  contract  was  made 
on  June  23,  lOOG. 

It  appears  from  the  evidence  submitted  by  the  appellee  that  he 
decided  to  use  the  mark  "  Velvet  Tips  "  for  matches  early  in  the  year 
1906,  and  that  he  received  an  order  for  this  brand,  which  was  filled, 
and  the  goods  bearing  the  mark  were  shipped  from  the  factory  to 
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the  purchaser  on  June  4, 1906.  There  is  evidence  of  other  shipments 
of  the  same  brand  being  made  on  the  same  day.  It  is  insisted  by  ap- 
pellant that,  although  appellee  actually  shipped  matches  bearing  the 
mark  in  question  prior  to  its  use  of  the  mark,  its  delay  was  occasioned 
by  the  burning  of  its  factory ;  that  the  equities  are  in  its  favor,  and 
that  it  should,  therefore,  be  given  the  award  of  priority. 

Section  7  of  the  Trade-Mark  Act,  among  other  things,  provides 
that  the  Commissioner — 

may  refuse  to  register  both  of  two  interfering  marks,  or  may  register  ^he  mark, 
as  a  trade-mark,  for  the  person  first  to  adopt  and  ase  the  mark. 

It  is  settled  law  that  the  one  first  to  adopt  and  actually  use  a  mark 
on  the  goods,  and  not  the  one  who  first  selects  the  mark  with  the  in- 
tention of  using  it,  acquires  a  right  to  the  trade-mark.  In  Macmahan 
Pharmacol  Co.  v.  Denver  Chemical  Mfg.  Co.  (113  Fed.  Rep.,  468)  the 
Court  said : 

The  right  to  a  trade-mark  at  common  law,  independent  of  the  registration 
statute,  is  not  created  by  invention  or  priority  of  adoption  alone.  A  word, 
^mbol  or  device,  to  be  a  valid  trade-mark  constituting  a  right  of  property,  must 
have  t>een  used  by  the  owner  in  connection  with  the  sale  of  his  goods  for  such 
length  of  time,  and  under  such  circumstances,  as  indicates  to  the  trade  that  the 
ipoods  in  connection  with  wliich  it  appears  are  his  goods,  as  distinguished 
from  those  of  other  manufacturers  or  dealers.  The  mere  adoption  of  such 
word,  symbol,  or  device,  unaccompanied  by  such  a  use,  is  not  sufficient  to  create 
an  exclusive  right  thereto. 

To  the  same  effect  are  American  Washboard  Co.  v.  Saginaw  Mfg. 
Co.j  (103  Fed.  Rep.,  281;)  Welsbach  Light  Co.  v.  Adam  et  al.^  (107 
Fed.  Rep.,  468;)  Kathreiner^a  Malzkaffer  Fab.  v.  Pastor  Kneipp  Med. 
Co..  ( 82  Fed.  Rep.,  321.)  This  rule  is  founded  in  reason.  The  act  of 
adoption  is  one  within  the  mind  of  the  person  intending  subsequently 
to  put  it  into  actual  use,  and  it  would  seldom  occur  that  any  record  of 
such  adoption  would  appear  available  for  the  purpose  of  corrobora- 
tion. Unlike  a  patent,  the  elements  of  invention  and  discovery  are 
absent.  As  the  right  granted  is  exclusive  authority  to  use  the  mark 
on  the  class  of  goods  designated,  it  is  a  sound  rule  that  use  and  not 
adoption  should  be  made  the  test.  In  the  Trade-Mark  Cams  (C.  D., 
1879,  619;  16  O.  G.,  999;  100  U.  S.,  82)  the  Court  said: 

The  ordinary  trade-mark  has  no  relation  to  invention  or  discovery.  The 
trade-mark  recognised  by  the  common  law  is  generally  the  growth  of  a  con- 
siderable period  of  use.  rather  than  a  sudden  invention.  *  *  *  At  common 
law  the  exclusive  right  to  it  grows  out  of  its  use,  and  not  its  mere  adoption. 

Applying  this  rule  the  case  of  appellant  must  fall,  since  the  evi- 
dence clearly  establishes  the  prior  use  of  the  mark  by  appellee. 

The  decision  of  the  Commissioner  of  Patents  is  a^rmedy  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed.  u^.^eooy^^^^.^ 

62746'— 11 ^24 
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[Court  of  Appeal!  of  tho  District  of  Columbia.] 

CSbesgekt  Oil  Company  v.  W.  C  Robinson  A  Son  Comfant. 

Bedded  Fettruary  i,  1910. 

103  O.  On  822;  34  App.  D.  O^  440. 

TBADS-MaSK8~I1IT1BRUNCB— BVIDKRCB. 

WbeQ  sales  memoranda  and  bills  weie  produced  showing  sales  of  oD 
designated  "Autolene,**  but  no  evidence  was  given  that  this  name  was  affixed 
to  or  marked  upon  packages  containing  the  oil,  Beld  that  while  the  evi- 
dence shows  that  the  word  was  adopted  in  the  office  and  warehonse  to  indi- 
cate grade  or  qnality  it  does  not  show  ad<H(>tion  and  nse  of  it  as  a  trade- 
mark. 

Mr.  J.  A.  Minium  and  Mr.  F.  W.  Woemer  for  the  appellant 

Mr.  Arthur  Steuart  and  Mr.  J.  Emory  Cross  for  the  appellee. 
Shspabd,  C.  J.: 

A  single  question  is  inyolved  in  these  two  appeals,  namely,  priority 
in  the  adoption  and  use  of  the  word  "Autoline,"  or  ^ Autolene  "  as  a 
trade-mark  for  lubricating-oils.  The  W.  C.  Bobinson  &  Son  Com- 
pany filed  an  application  for  the  registration  of  ^^Autoline"  as  a 
trade-mark  on  May  25th,  1905,  and  secured  registration  on  November 
7, 1905.  The  Crescent  Oil  Company  filed  an  applicaticm  for  the  reg- 
istration of  " Autolene  "  on  February  18,  1908.  The  Robinson  Com- 
pany filed  an  opposition  to  the  registration,  and  an  interference  was 
also  declared  between  the  parties.  By  stipulation  the  evidence  was 
taken  in  one  case  and  used  in  both.  Both  cases  were  decided  in  favor 
of  the  W.  C.  Bobinson  &  Son  Company.  617  is  the  appeal  in  the 
opposition  case  and  618  is  the  appeal  in  the  interference  case.  Both 
were  argued  and  submitted  together. 

The  evidence  on  behalf  of  the  W.  C.  Bobinson  &  Son  Company 
shows  that  it  adopted  and  commenced  the  use  of  the  word  ^Autoline" 
as  a  tradermark,  plainly  affixed  to  the  packages  of  their  goods,  in 
April,  1905,  and  has  continued  that  use  since  that  time.  Large  sales 
of  the  goods  have  been  made  throughout  the  country.  Its  registra- 
tion and  evidence  of  use  made  it  necessary  for  the  Crescent  Oil  Com- 
pany to  prove  a  like  use  of  the  word  "  Autolene  ^  prior  to  the  date  of 
adoption  and  use  by  its  opponent.  The  Examiner  of  Interferences 
and  the  Commissioner  concurred  in  holding  that  the  evidence  failed 
to  establish  the  fact,  and  we  find  no  error  in  their  conclusion. 

The  Crescent  Oil  C(»npany's  evidence  shows  that  it  was  incor- 
porated in  1898  and  has  since  been  engaged  in  the  sale  of  lubricating- 
oil;  whether  of  its  own  manufacture  does  not  appear.  In  1903  it 
kept  for  sale  more  than  thirty  different  kinds  or  qufilities  of  oil. 
Among  these  was  a  brand  called  ^^ Autolene."  A  number  of  sales 
memoranda  and  bills  were  produced  showing  frequent  sales  in  1903 
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and  thereafter  of  oil  designated  as  ^Autolene.'^  The  evidence  does 
not  show,  however,  that  this  name  was  affixed  to,  or  marked  upon  the 
packages.  It  would  seem  thi^  this  fact,  if  a  fact,  might  easily  and 
certainly  have  been  proved  by  the  officers  and  agents  of  the  company 
who  testified  in  the  case.  The  most  that  can  be  said  of  this  evidence 
is  that  it  shows  that  the  name  was  one  adopted  in  the  office  and  ware* 
house  to  indicate  grade  or  quality.  This  is  not  enough.  {BatUe 
Creek  Sanitarium  Co.  v.  Fuller,  C.  D.,  1908,  870;  134  O.  G.,  1299;  80 
App.  D.  C,  411.)  As  was  said  in  that  case,  (and  the  doctrine  is 
well  settled  as  shown  by  the  authorities  cited :) 

No  trade-mark  right  grows  out  of  the  mere  hiventlon  or  discovery  of  the  word 
or  symbol,  but  oat  of  its  nse  as  such.  (Trade-Mark  Oases,  G.  D.,  1879,  619; 
16  O.  G.,  999;  100  U.  8.,  82.)  To  constitute  a  trade-mark  use  the  mark 
must  be  attached  or  applied  to  the  goods.  (Columbia  Mill  Co.  y.  Alcorn,  0.  D., 
1893,  672;  62  O.  Q.,  1916;  160  U.  S.,  460.)  Property  in  It  can  only  be 
acquired  by  the  actual  application  of  it  to  goods  of  a  certain  class,  so  that  it 
aerres  to  indicate  the  origin  of  the  goods,  that  is  to  say,  identify  them  with  the 
particular  manufacturer  or  trader,  and  to  distinguish  them  from  similar  goods. 
iU.  8.  Y.  Braun,  89  Fed.  Rep.,  775;  28  Am,  d  Eng,  Bncy.  Law,  p.  346.)  The 
mere  advertisement  of  the  words  or  ^fmbol  without  application  to  the  goods 
themselves  is  insufficient  to  constitute  a  trade-mark. 

We  find  no  error  in  the  decisions  appealed  from  and  that  in  each 
ease  will  he  affirmed.  It  is  ordered  that  this  decision  be  certified  to 
the  CJommissioner  in  each  case.    Affirmed. 


[Court  of  Appeal*  of  the  Dlitrlct  of  ColiiiDMm.1 

Stanbon  i;.  Howe,  Wabren,  and  Fubbeb. 

Decided  February  i,  1910. 

158  O.  G.,  823;  S4  App.  D.  C,  418. 

Ihtebfebencb — REa)UCTiON  TO  PaACTicE — Proof  of. 

Where  a  machine  embodying  the  invention  in  issue  was  built  and  tested 
and  subsequently  other  similar  machines  were  put  in  commercial  use. 
Held  that  the  fiict  that  the  commercial  machines  operated  successfully  is 
corroborative  of  the  testimony  that  the  tests  of  the  original  machine  were 
successful. 

Mr.  F.  L.  Emery  and  Mr.  L.  H.  Janney  for  the  appellant 
Mr.  A.  D.  Salinger  and  Mr.  H.  A.  Dodge  for  the  appellee. 

ROBB,/./ 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  affirming  a  decision  of  the  Examiners- 
in-Chief  and  awarding  priority  of  invention  to  the  junior  party. 
Furber,  the  appellee  here.  Howe  and  Warren  being  nominal 
appellees  only,  they  have  abandoned  the  proceeding  after  the  decision 
of  the  Examiner  of  Interferences. 
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The  invention  is  a  machine  for  cementing  the  walls  of  an  oblique 
incision  or  ^'  channel  '^  cut  in  the  sole  of  a  shoe  pret>aratory  to  sewing 
the  outer  sole,  and  extending  around  the  sole  and  parallel  to  its  edge. 
The  incision  is,  of  course,  inclined  inward  to  form  a  thin  lip  which 
is  turned  back  toward  the  sole-face  so  as  to  leave  the  incision  open 
and  ready  to  receive  the  thread.  After  the  sewing  process  is  complete 
it  is  necessary  to  cement  the  faces  or  walls  of  this  so-called  channel 
and  turn  the  lip  back  to  its  original  position,  in  that  way  closing 
the  incision,  concealing  the  stitches,  and  leaving  the  sole-surface 
smooth.  Before  the  device  of  the  issue  it  had  been  the  practice  to 
apply  the  cement  to  said  channels  manually.  The  Patent  Office 
tribunals  selected  the  three  following  counts  as  sufficiently  illustra- 
tive of  the  twenty-four  counts  of  the  issue : 

1.  A  channel-cementing  machine,  having  in  combination,  a  cement-applyinf 
brush,  and  a  channel-flap  guide  arranged  to  support  the  flap  in  contact  with  the 
brush,  substantially  as  described. 

7.  In  a  machine  of  the  class  described,  the  combination  with  means  for  apply- 
ing cement  to  a  shoe-sole,  of  guiding  means  comprising  a  support  and  a  movable 
work-engaging  member  mounted  thereon  and  provided  with  a  laterally-projecting 
portion  adapted  to  extend  under  the  ctiannel-flap  of  the  sole  for  guiding  the 
work  to  the  cement-applying  meana 

24.  In  a  machine  of  the  class  described,  the  combination  with  means  for 
applying  cement  to  the  channel-flap  of  a  shoe-sole,  of  means  arranged  to 
extend  under  the  channel-flap  and  between  the  cement-applying  means  and  the 
face  of  the  sole  adjacent  to  said  applying  means  for  protecting  the  fkce  of  the 
sole  from  the  cement 

The  Examiner  of  Interferences  found  that  Stanbon  constructed 
and  tested  a  machine  embodying  all  the  counts  of  the  issue  as  early 
as  April  4th,  1903,  which  was  about  three  months  prior  to  the  earliest 
date  claimed  by  Furber.  He  further  found  that  Furber  had  failed  to 
establish  reduction  to  practice  prior  to  Stanbon's  filing  date,  and 
hence  without  determining  whether  Stanbon^s  early  construction  con- 
stituted reduction  to  practice  awarded  priority  of  invention  as  to  all 
the  counts  to  Stanbon. 

The  Examiners-in-Chief  in  discussing  Stanbon's  date  of  conception 
said: 

We  deem  it  unnecessary  to  discuss  the  question  of  Stanbon*s  conception,  since 
It  is  clearly  shown  by  the  testimony  that  he  produced  a  machine  embodying  the 
invention  of  the  issue  In  March  or  April,  1903. 

They  held,  however,  that  this  machine  '^  amounted  to  no  more  than 
an  abandoned  experiment;**  that  Stanbon  was  not  diligent  at  or  im- 
mediately subsequent  to  the  time  Furber  entered  the  field,  and  that 
therefore  Furber  was  entitled  to  the  award  of  priority. 

The  Commissioner  ruled  that — 

the  testimony  clearly  establishes  that  a  machine  embodying  the  inrentUm  la 
issue  was  built  br  Stanbon  In  March  or  April,  1906;jgizea  oy  %^  wv/^l^ 
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that  this  machine  was  a  mere  experiment  and  not  a  reduction  to 
practice';  that  Stanbon  was  not  diligent  the  latter  part  of  June  or  the 
first  of  July  when  Furber  entered  the  field,  and  because  of  this  lack 
of  diligence  Furber  was  entitled  to  the  award  of  priority. 

Stanbon,  when  he  conceived  this  invention,  was  a  manufacturer 
of  light  shoe  machinery,  and  as  a  sort  of  adjunct  to  his  machine-shop 
he  ran  a  small  shoe  factory  under  the  name  of  Nicholson,  Cole  &  Com- 
pany. This  shoe  factory  was  used  as  a  trying-out  phice  for  new 
machinery.  It  is  not  disputed  that  Stanbon  completed  and  installed 
in  this  factory  as  early  as  April  4th,  1903,  a  machine  embodying 
every  element  of  this  invention.  Stanbon  himself  testifies  that  he 
operated  this  machine  frequently  while  it  was  installed  in  his  factory 
and  that  its  operation  was  entirely  successful ;  that  immediately  there- 
after he  commenced  to  .make  ^  sketches  "  for  a  commercial  machine 
which  was  to  be  identical  in  every  respect  with  the  first  machine 
except  that  it  was  to  be  a  post  instead  of  a  bench  machine;  that  as 
soon  as  he  had  completed  the  sketches  for  the  different  parts  of  the 
new  machine  he  gave  them  to  his  pattern-maker  for  the  purpose  of 
having  patterns  made ;  that  he  devoted  all  the  time  he  could  to  the 
making  of  these  sketches;  that  it  was  particular  work  since  castings 
were  to  be  made  like  the  drawings.  Mr.  Stanbon  also  testified  that  the 
man  he  employed  in  his  factory  as  cementer  and  beater-out  objected 
to  the  use  of  the  cementing-machine  because  he  contended  he  could 
do  the  work  faster  by  hand.  As  he  was  paid  by  the  piece  his  wages 
would  have  been  affected.  The  witness  knew  of  no  reason  why  this 
man  could  not  have  used  the  machine  except  that  owing  to  the  small 
number  of  shoes  he  had  to  cement  at  one  time  he  could  not  get  used  to 
it  so  as  to  operate  it  properly.  An  unsuccessful  effort  was  made  by 
Stanbon  to  locate  this  former  workman. 

John  Husler,  Jr.,  foreman  machinist  for  nine  or  ten  years  in  this 
machine-shop  of  Stanbon  testified  that  Stanbon  began  work  on  his 
first  cementing-machine  in  February,  1903;  that  after  it  was  com- 
pleted it  was  taken  over  to  the  shoe  factory  and  t&«^ed ;  that  the  ma- 
chine was  complete  in  all  respects  as  early  as  the  middle  of  March ; 
that  he  participated  in  its  construction ;  that  he  saw  Stanbon  cc*m^rit 
a  number  of  pairs  of  shoes  on  it,  and  that  he  operated  it  himself  and 
had  no  difficulty  in  doing  so;  that  Stanbon  informed  him — 

that  the  machine  was  where  he  wanted  it  *  *  * ;  then  he  talked  of  the  gen- 
eral construction  of  the  next  machine; 

that  Stanbon — 

immediately  started  to  sketch  a  fall-sized  machine  for  the  pattern-maker  to 
work  from. 

The  witness  saw  Stanbon  at  v.ork  on  the  sketches  for  the  commer- 
cial machine  from  day  to  day  and  discussed  the^j^j^c(^^i4li  him. 
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Other  machines  were  subsequently  constructed  like  the  first  machine 
and  sold  to  the  trade  as  early  as  January,  1904.  After  a  rotary  brush 
had  been  substituted  by  Stanbon  for  the  oscillating  brush  the  witnes.^, 
by  Stanbon 's  direction,  equipped  two  machines  in  Portland,  Me.,  with 
the  new  brush.  These  machines  when  sold  by  Stanbon  were  equipped 
with  the  oscillating  brush  and  one  of  the  owners  hesitated  about  per- 
mitting the  change  to  be  made  because  he  was  satisfied  with  the  opera- 
tion of  the  machine  without  change. 

Charles  H.  Mclntire,  in  the  laundry  business  when  he  testified, 
worked  in  Stanbon's  shoe  factory  at  the  time  the  c^iginal  cementing- 
machine  was  completed.  He  stated  that  his  work  followed  the  work 
performed  on  this  machine;  that  he  left  Stanbon's  employ  about  the 
middle  of  April,  1903.  The  witness  identified  the  reproduction  of 
Stanbon's  original  machine  and  testified  that  he  had  cemented  twelve 
pairs  of  shoes  on  it  at  one  time.  Asked  to  state  the  circumstances 
under  which  he  did  this  the  witness  replied: 

Tbere  was  a  hurried  lot  of  twelve  pair ;  the  orders  were  given  that  th^  were 
to  be  gotten  ont  that  night.  I  had  no  other  work  ahead  of  me,  and  woald  be 
able  to  go  home  when  I  finished  that  twelve  pair ;  but  I  had  to  wait  until  they 
were  beat  out,  in  order  to  do  my  work ;  so  I  cemented  them  and  aised  them  ont 
for  the  beater-out; 

that  the  witness  afterward  nailed  and  slugged  these  shoes  and  thnt 
the  work  done  on  the  machine  was  properly  done;  that  he  has  seen 
the  beater-out  operate  the  machine  suocessfully ;  that  he  had  oocasior* 
ally  seen  appellant  operate  the  machine;  that — 

he  (appellant)  would  occasionally  come  in,  do  a  lot  of  shoes,  have  them  beat  out 
and  send  them  along. 

The  witness  was  asked  whether,  if  the  cementing  by  the  aid  of  tills 
machine  had  been  improperly  done,  he  would  have  discovered  the  fact 
in  connection  with  his  work,  and  answered: 

I  wouldt  because  each  man  is  responsible  for  aU  work  that  passes  him  im- 
properly done. 

Bichard  A.  Nicholson,  the  Nicholson  of  Nicholson,  Cole  &  Com- 
pany, but  who  had  severed  his  connection  with  appellant  when  he 
testified,  remembered  appellant's  original  machine,  that  it  was  used 
in  the  shop  in  cementing  shoes,  and  that  it  properly  performed  the 
work. 

Olaf  P.  Stanbon,  a  brother  of  appellant  who  was  employed  io 
appellant's  shoe-shop  in  the  spring  of  1903,  testified  that  he  saw 
appellant  successfully  operate  his  original  machine  by  cemenUiig 
shoes  thereon,  and  that  Mr.  Husler  was  present. 

Furber  introduced  in  rebuttal  three  former  employees  of  Stanbon, 
two  of  whom  had  been  discharged.  The  testimony  of  these  witness 
is  purely  negative  in  character  and  is  not  of  sufficient  importance  to 
warrant  analysis.  "^   "  ''  ^v^  v.§.^ 
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In  constructing  this  original  machine  appellant  made  use  of  a 
Gushing  machine  which  had  been  consigned  to  him  for  sale.  This 
machine,  however,  embodied  no  features  of  this  invention.  After 
appellant  had  completed  and  tested  his  first  machine  early  in  April 
of  1903,  it  was  permitted  to  remain  in  his  shoe  factory  for  a  period 
of  about  two  months,  when  it  was  returned  to  the  machine-shop  and 
taken  apart^  The  Gushing  machine  was  reassembled  and  subse- 
quently returned  to  the  owner.  After  the  declaration  of  this  inter- 
ference appellant  purchased  this  identical  Gushing  machine  and  again 
equipped  it  with  the  devices  of  the  issue.  Thus  equipped  the  machine 
was  introduced  as  an  exhibit.  It  was  not  questioned  in  the  argument 
at  bar  that  this  exhibit  was  an  exact  reproduction  of  the  original 
machine.  Neither  was  it  questioned  that  the  two  machines  sold  to 
parties  in  Portland,  Me.,  were  similarly  equipped.  The  one  defect 
that  counsel  for  appellee  could  point  out  in  this  machine  as  originally 
constructed  and  operated  was  that  cement  would  be  liable  to  drip 
from  the  brush  when  the  machine  was  not  in  operation.  In  other 
words,  it  is  not  denied,  and  indeed  it  could  not  well  be,  that  the  ma- 
chine while  in  operation  worked  successfully  and  performed  every 
function  demanded  of  it  Because,  however,  there  was  a  slight  drip 
from  the  brush  when  the  machine  was  not  in  operation  we  are  asked 
to  say  that  the  early  trials  did  not  constitute  a  reduction  to  practice. 

In  holding  that  appellant's  original  machine  did  not  constitute  a 
reduction  to  practice  we  think  the  Commissioner  erred.  The  testi- 
mony of  the  several  witnesses  who  operated  this  machine  is  straight- 
forward, consistent,  and,  to  us,  convincing.  We  can  discover  no 
reason  why  this  testimony  should  be  disregarded  and  a  conclusion 
reached  inconsistent  therewith.  This  is  not  a  case  where  it  is  im- 
possible to  reproduce  an  embodiment  of  the  original  structure. 
(Bursan  v.  Vogel,  C.  D.,  1907,  669;  181  O.  G.,  942;  29  App.  D.  G., 
388.)  Neither  is  it  a  case  where  the  operation  of  the  device  is  so 
difficult  and  involved  that  witnesses  testifying  in  reference  thereto 
are  liable  to  mistake.  If  the  testimony  of  appellant's  witnesses  is  to 
be  accepted  his  original  device  was,  without  question,  a  reduction  to 
practice.  If  the  statements  of  these  witnesses  in  any  material  respect 
were  incorrect  they  could  easily  have  been  disproved  by  a  further 
test  of  the  machine,  introducted  as  an  exhibit.  No  importance  ap- 
pears to  have  been  attached  to  the  introduction  of  this  exhibit  by 
either  the  Examiners-in-Ghief  or  the  Gommissioner.  As  the  case 
stands  the  testimony  of  several  intelligent  and  apparently  truthful 
witnesses  has  been  disregarded  notwithstanding  that  the  machine 
about  which  they  testified  was  an  exhibit  in  the  case,  available  to 
appellee. 

Stanbon  gave  the  names  of  those  to  whom  he  sold  the  early  ma- 
chines.   Gonsequ^itly  it  would  have  been  a  very  easy  matter  for  Fur- 
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ber  to  have  disproved  the  statements  of  Stanbon's  witness  Husler 
to  the  effect  that  the  machines  sold  to  Portland,  Me.,  parties  operated 
successfully  while  equipped  with  the  oscillating  brush.  The  fact 
that  the  machine  operated  successfully  when  put  to  conmiercial  use 
is  certainly  corroborative  of  the  contention  that  the  original  tests 
were  successful.  Especially  is  this  true  where  it. is  clear  that  no 
changes  were  made  in  the  machine  prior  to  such  commercial  use  and 
where  the  initial  tests  were  made  by  those  highly  skilled  in  the 
art.  We  think  too  much  importance  was  attached  to  Stanbon's  fail- 
ure to  insist  upon  the  use  of  this  machine  in  his  own  factory.  Under 
different  circumstances  such  conduct  on  Stanbon's  part  would  have 
been  very  significant,  if  not  controlling.  Considering,  however,  the 
small  output  of  his  factory,  the  fact  that  immediately  after  the  trial 
of  this  machine  he  commenced  to  work  on  drawings  for  a  commercial 
machine  of  the  same  design,  that  such  a  machine  was  constructed 
without  any  knowledge  on  his  part  that  another  had  ent«^  the 
field,  we  think  the  failure  of  his  workman  to  use  his  machine  becomes 
of  little  consequence.  {Smith  v.  Brooks^  C.  D.,  1904,  672;  112  O.  G., 
953 ;  24  App.  D.  C,  75.)  Moreover,  it  does  not  appear  that  the  com- 
mercial machine  was  used  in  the  Stanbon  factory.  This  is  confirma- 
tory of  Stanbon's  explanation  as  to  why  the  early  machine  was  not 
thus  used.  \ 

It  is  not  questioned  that  Stanbon  conceived  this  invention,  con- 
structed a  machine  embodying  every  feature  of  it  and  tested  that 
machine  several  months  prior  to  the  earliest  date  claimed  by  Furber. 
We  think  these  tests  demonstrated  to  those  skilled  in  the  art  the  suc- 
cess of  the  device,  and  hence  that  this  early  structure  constituted  a 
reduction  to  practica  {Wurts  et  al.  v.  Harrington^  C.  D.,  1897,  359; 
79  O.  G.,  337;  10  App.  D.  C,  149;  Roe  v.  Hanson,  C.  D.,  1902,  546; 
99  O.  G.,  2550;  19  App.  D.  C,  659;  Burson  v.  Vogel,  C.  D.,  1907, 
669;  181  O.  G.,  942;  29  App.  D.  C,  388.)  This  finding  renders  it 
unnecessary  to  determine  the  question  of  Stanbon's  diligence  at  and 
subsequent  to  Furber's  entry  into  the  field.  We  find  nothing,  how- 
ever, in  the  testimony  bearing  on  this  point  that  in  any  way  militates 
against  the  finding  that  Stanbon's  early  construction  constituted  a 
reduction  to  practice.  On  the  contrary,  we  think  that  Stanbon's 
conduct  following  the  construction  of  his  first  machine  was  consist- 
ent with  that  finding.  Whether  the  commercial  machines  were  com- 
pleted in  December  of  1903  or  earlier  we  do  not  deem  material  in  view 
of  the  fact  that  there  was  nothing  in  Stanbon's  conduct  at  any  time 
to  indicate  any  disposition  to  delay  unduly  the  development  and 
exploitation  of  his  invention. 

The  decision  is  reversed  and  the  clerk  will  certify  these  proceedihgs 
as  by  law  required.    Reversed.  ^         j 
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[Court  of  Appeals  of  the  Dletrict  of  ColnmblA.] 
LiNDMARK  V.   Db  FeRRANTI. 
Decided  February  i,  1910. 
153  O.  Qm  1082;  84  App.  D.  a,  445i 

1.  INTKIIFEREITCI — MOTION   FOB  JUDGMENT  ON   THE  ReGOBD — FiNAL  HeaBINO. 

A  motion  for  Judgment  on  the  record  in  an  interference  does  not  present 
the  case  for  final  hearing  on  the  merits,  but  raises  only  the  question  of  the 
sufficiency  of  the  allegations  of  the  preliminary  statements  of  the  opposing 
parties,  admitting  their  truth  for  the  purposes  of  such  motion  only. 

2.  Same — Same— Same— Appeal. 

A  decision  of  the  Ck>urt  of  Appeals  of  the  District  of  Columbia  reversing 
a  decision  of  the  Commissioner  of  Patents  granting  a  motion  for  judgment 
on  the  record  can  go  no  farther  than  a  similar  decision  by  the  tribunal  of 
original  Jurisdiction  might  have  gone,  and  does  not,  therefore,  amount  to 
an  award  of  priority  in  favor  of  the  appellant  or  deprive  the  appellee  of  his 
right  to  bring  a  motion  to  set  times  for  talcing  testimony. 
S.  Same — Same— Stipulation  or  Facts  Admitted  bt  the  Motion  Inconse- 
quential. 

Where  a  stipulation  is  filed  in  connection  with  a  motion  for  judgment  on 
the  record  stating  merely  that  the  parties  who  filed  certain  foreign  appli- 
cations relied  upon  in  the  preliminary  statements  are  the  same  parties 
who  filed  the. interfering  applications  in  this  country,  Held  that  the  stipula- 
tion adds  no  fiicts  not  effectually  admitted  by  the  motion  itself  and  is  there- 
fore unnecessary  and  does  not  change  the  hearing  on  such  motion  to  a  final 
hearing  on  the  merits. 

Mr.  O.  J.  Harding  and  Mr,  G.  R.  Hamlin  for  the  appellant 
Mr.  J.  M.  Spear  and  Mr.  Melville  Church  for  the  appellee. 

Shispabd,  C.  J.: 

This  case  began  in  an  interference  declared  in  the  Patent  Office  on 
August  8,  1905.  Both  parties  are  aliens  and  made  their  inventions 
in^heir  respective  countries — ^Lindmark  in  Sweden,  and  De  Ferranti 
in  England.  The  invention  of  which  they  claim  priority  is  an  im- 
provement in  exhaust-heaters  for  compound  motors.  Lindmark  filed 
his  application  January  16, 1903.  De  Ferranti  filed  originally  Octo- 
ber 31, 1903,  and  the  application  involved  in  interference  is  a  division 
thereof  filed  March  9,  1905.  Lindmark  received  a  patent  November 
1,  1904.  His  preliminary  statement  alleged  conception  of  the  inven- 
tion in  Sweden  on  June  1, 1902,  and  application  for  a  patent  thereon 
in  Sweden  on  June  18,  1902,  and  in  Germany  on  November  5,  1902. 
He  further  alleged  that  he  communicated  his  invention  to  an  agent  in 
New  York  on  October  16,  1902,  for  the  purpose  of  applying  for  a 
United  States  patent.  De  Ferranti  alleged  conception  in  England  in 
March,  1902,  and  the  issue  of  a  British  patent  April  26,  1904,  on  an 
application  filed  November  11,  1902;  also  another  British  patent  of 
June  14,  1904,  on  an  application  filed  April  2,  1903.  He  also  gave  a 
list  of  patent  applications  pending  in  many  foreign  countries. 
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A  time  was  fixed  in  the  Patent  Office  for  the  bringing  of  motions 
and  taking  of  testimony.  March  20,  1906,  a  stipulation  was  filed 
extending  time  for  filing  motions  to  May  1,  providing  that  no  tes- 
timony be  taken  before  May  1,  1906,  and  the  rebuttal  be  closed  Sep- 
tember 19,  1906.  On  March  28,  1906,  lindmark  moved  fcH-  a  judg- 
ment of  priority — 

upon  the  record  datee  of  Lludmark  and  De  Femintl  in  his  preUmlnaiy  state- 
ment. 

It  appears  from  the  statement  of  counsel,  though  the  record  is 
silent,  that  the  Examiner  of  Interferences  demanded  the  execution 
of  a  stipulation  before  entertaining  the  motion,  and  the  following 
was  executed  by  the  parties  and  ^led,  on  March  28, 1906 : 

It  is  hereby  stipulated  and  agreed  by  and  between  the  respective  parties  to 
the  above-entitled  interference  that  the  parties  De  Ferranti  and  Lindmark  who 
are  involved  in  this  interference  are  the  same  parties,  De  Ferranti  and  Lind- 
mark, who  filed  the  applications  for  foreign  patents  specified  in  the  oaths  at- 
tached to  their  respective  U.  8.  applications  and  in  their  preUminary  state- 
ments, and  that  the  De  Ferranti  and  Lindmark  named  herein  are  the  same 
De  Fermnti  and  Lindmark  named  in  interference  No.  25,460. 

The  Examiner  of  Interferences  sustained  the  moticm  and  awarded 
priority  to  Lindmark.  Lindmark  having  filed  his  United  States 
application  before  the  act  of  March  3, 1903,  relating  to  foreign  appli- 
cations and  patents,  it  was,  indeed,  contended  by  him  that  he  was 
entitled  to  the  benefit  of  his  foreign  application.  His  chief  con- 
tention, however,  was  that  De  Ferranti,  although  claiming  a  United 
States  patent  after  the  date  of  the  act  aforesaid,  could  have  no  bene- 
fit under  that  act  of  his  foreign  application  filed  prior  thereto.  The 
Examiner  of  Interferences  took  this  view  and  the  conclusion  fol- 
lowed that  Lindmark  having  filed  in  the  United  States  Patent  Office 
prior  to  De  Ferranti,  was  entitled  to  a  judgment  of  priority  on  the 
record.  His  decision  was  affirmed  in  turn  by  the  Examiners-in- 
Chief  and  the  Ommissioner,  (C.  D.,  1907,  203;  129  O.  O.,  1610.) 
On  appeal  to  this  court  the  decision  was  reversed,  the  court  being  of 
the  opinion  that  by  a  proper  construction  of  the  act  of  1903  De  Fer- 
ranti was  entitled  to  the  benefit  of  his  foreign  application.  The 
stipulation  before  referred  to  was  not  embraced  in  the  transcript  on 
that  appeal,  and  therefore  cut  no  figure  in  the  disposition  of  it.  As 
stated  in  the  opinion  of  the  court,  delivered  by  Mr.  Justice  Van 
Orsdel,  the  appeal  was  from  a  decision  awarding  priority  of  inven- 
tion to  the  appellee  (Lindmark)  "'  on  a  motion  for  a  judgment  on  the 
record."    It  was  also  stated : 

Tbe  only  issue  before  us  is  the  construction  to  be  placed  upon  the  act  of 
Congress  of  March  3,  1908. 

The  judgment  ordered  to  be  entered  was  that  "  the  Commissioner 
of  Patents  is  reversed."  (See  De  FerranH  r.  Lindmark^  C.  D.,  IMS, 
853;  134  O.  G.,  515;  30  App.  D.  C,  417.) 
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After  the  receipt  of  the  mandate  in  the  Patent  Office,  Lindmark 
filed  a  motion  to  have  a  time  set  for  taking  testimony  in  the  case. 
This  was  denied  March  12,  1908,  by  the  Examiner  of  Interferences, 
because  in  his  opinion  the  decision  of  this  court  was  a  final  determi- 
nation of  the  case  on  the  merits,  and  that  it  could  not  be  reopened 
for  the  taking  of  testimony.  On  appeal  to  the  Commissioner  the 
action  of  the  Examiner  of  Interferences  was  affirmed.  Then,  in 
May,  1908,  Lindmark  petitioned  this  court  to  instruct  the  Commis- 
sioner that  its.  judgment  was  not  a  final  one  awarding  priority,  and 
that  he  be  allowed  to  proceed  with  the  taking  of  testimony.  This 
was  denied  on  the  ground  that  this  court  had  no  original  jurisdic- 
tion to  issue  instructions  to  the  Commissioner.  (See  C.  D.,  1908, 546; 
187  O.  G.,  788;  82  App.  D.  C,  6.)  The  only  order  entered,  it  will 
be  observed,  was  a  denial  of  Landmark's  motion.  No  final  order 
awarding  priority  to  Lindmark,  and  ordering  his  patent  to  issue 
was  made.  On  November  14,  1908,  Lindmark  filed  in'  the  supreme 
court  of  the  District  a  petition  for  a  writ  of  mandamus  to  compel 
the  Commissioner  to  vacate  said  order  and  to  issue  the  notice  to  take 
testimony.  A  judgment  granting  the  writ  as  prayed  was  rendered, 
bat  the  same  was  reversed  on  appeal  to  this  court  on  November  2, 
1909.  (See  Moore  v.  U.  S.  ex  rel  Lindmark,  C.  D.,  1909,  488;  149 
O.  G.,  810;  88  App.  D.  C,  597 ;  87  W.  L.  R.,  786.)  This  court  found 
that  the  Commissioner  had  entertained  Lindmark's  motion  and  de- 
cided it,  but  had  entered  no  final  order  disposing  of  the  case  by  a 
final  award  of  priority  to  De  Ferranti.    It  was  said : 

All  tbat  remained  to  be  done  by  the  Commissioner  to  give  effect  to  the  con* 
elusion  expressed  in  his  decision  on  the  motion  was  to  render  such  a  final  order 
or  decision.  Had  this  been  done,  Lindmark  would  have  had  a  right  of  appeal 
to  this  court,  in  which  the  action  of  the  Commissioner  in  the  premises  could 
be  reviewed.  But  he  did  not  wait  for  the  entry  of  the  final  order  and  seeks 
Co  review  the  action  of  the  Commissioner  on  his  motion  through  his  proceeding 
by  mandamus.  He  should  have  awaited  that  order,  which  has  apparently  been 
postponed  by  this  proceeding,  and  then  appealed. 

Prompted,  apparently,  by  the  language  quoted,  on  November  6, 
1909,  Lindmark  moved  the  Commissioner  to  enter  a  final  order  that 
he  might  take  an  appeal  therefrom.  The  Commissioner  thereupon 
entered  the  final  order  reciting  the  history  of  the  case  and  adjudging 
that  De  Farranti  is  the  prior  inventor  of  the  invention  of  the  issue, 
that  Landmark's  patent  does  not  constitute  a  bar  to  the  grant  of  a 
patent  to  De  Ferranti  containing  claims  corresponding  to  those  of 
the  issue,  and  that  De  Ferranti's  application  be  allowed.  The  case 
ifi  now  bef(Mre  this  court  on  appeal  taken  by  Lindmark  frcMn  that 
order. 

The  conditions  hereinabove  set  forth  render  it  unnecessary  to  con- 
atme  the  opinion,  and  the  effect  of  the  resulting  judgment  of  .this 
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court  reversing  tne  decision  of  the  Commissioner  on  the  motion  of 
Landmark  for  judgment  on  the  record.  (C.  D.,  1908,  858;  134  0.  Q^ 
615;30App.  D.  C.,417.) 

This  was  not  settled  by  the  action  of  the  court  in  refusing  to 
instruct  the  Commissioner,  on  the  petition  of  Lindmark  therefor, 
that  it  was  not  to  be  construed  as  a  final  determination  of  the  ques- 
tion of  priority.  (C.  D.,  1908, 546 ;  187  O.  G.,  783 ;  32  App.  D.  C,  6.) 
As  was  said  in  Moore  v.  Lindmark,  supra: 

The  dismissal  of  tlie  petition  of  Lindmark  for  a  construction  of  the  decision, 
as  entered  In  that  case,  was  not  Intended  as  a  determination  of  the  question 
Involved. 

When  that  petition  was  filed  the  time  had  long  since  elapsed, 
within  which,  under  the  rule  relating  thereto,  a  motion  for  rehearing, 
or  to  amend  the  judgment  could  be  entertained.  The  decision  had 
been  certified  to  the  Conlmissioner  for  his  action  as  required  by  the 
statute  governing  such  proceedings.  The  ex  parte  application  was 
for  an  opinion  instructing  the  Commissioner,  which  the  court  had 
no  power  to  give. 

If  there  had  been  nothing  in  the  original  case  but  the  motion  for 
judgment  on  the  record  there  can  be  no  doubt  that  the  judgment 
should  be  limited  to  a  determination  of  that  question  alone.  There 
is  no  special  rule  of  the  Patent  Office  regulating  the  proceedure  on 
such  a  motion,  and  it  is  therefore,  governed  by  the  general  provision 
of  Rule  153  that— 

In  contested  cases  the  practice  on  points  to  which  the  rules  shaU  not  be  applies- 
ble  will  conform  as  near  as  possible  to  that  of  the  United  States  eonrta  In  equity 
proceedlnga 

The  purpose  of  requiring  preliminary  statements  by  the  parties 
in  interference  is  that  the  issues  upon  which  priority  depends  shall 
be  specifically  presented.  They  constitute  the  pleadings  of  the 
parties,  who  are  held  strictly  thereto  in  the  niatter  of  proof.  {Ham- 
mond V.  Bosch,  C.  D.,  1905,  615;  115  O.  G.,  804;  24  App.  D.  C,  469, 
and  cases  therein  cited.) 

The  dates  of  the  respective  applications  form  a  part  of  the  record 
and  determine  upon  which  party  is  cast  the  burden  of  proof.  De 
Ferranti  being  the  junior  party  by  reason  of  his  later  date,  his  pre- 
liminary statement  is  somewhat  analogous  to  an  answer  to  the  state- 
ment of  the  senior  party.  The  motion  for  judgment  on  the  record 
thus  made  was  analogous  to  an  exception  to  the  answer  for  insuf- 
ficiency, which  is  common  in  the  equity  practice  in  the  United  States 
courts.  The  hearing  on  such  an  exception  is  not  a  hearing  on  bill 
and  answer.  (In  re  San  ford  Fork  and  Tool  Co.,  160  U.  S.,  247.) 
In  that  case  plaintiff  excepted  to  the  answer.  This  was  sustained 
and  the  defendant  declining  to  plead  furtb^^edip^DBi^vWaa  entered 
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{[ranting  the  relief  prayed  in  the  bill.  This  decree  was  reversed  on 
appeal  to  the  Supreme  Court  On  return  of  the  mandate  the  plain- 
tiff was  permitted  to  file  a  replication  to  the  answer,  but  further 
proceedings  were  stayed  to  permit  an  application  for  mandamus  to 
be  made  to  the  Supreme  Ck)urt.  Defendant  filed  his  petition  praying 
a  writ  of  mandamus  to  the  circuit  court  to  compel  the  entry  of  a  final 
decree  in  his  favor  in  accordance  with  the  mandate.  This  was 
refused.  In  the  course  of  the  opinion  of  Mr.  Justice  Gray  it  was 
said: 

For  the  purpose  of  the  hearing  npoa  exceptions  to  an  answer,  the  facts  alleged 
In  the  bill  and  in  the  answer  must  Indeed  be  considered  as  admitted,  |nd  only 
matter  of  law  is  presented  for  decision,  as  in  a  case  set  down  for  hearing  upon 
bill  and  answer.  But  the  difference  between  the  two  cases  is  this :  When  a 
case  in  equity  is  set  down  for  hearing  on  bill  and  answer,  the  whole  case  is.pre- 
aented  for  final  decree  in  favor  of  either  party.  But  when  the  matter  set  down 
for  hearing  is  the  plaintifTs  exceptions  to  the  answer,  the  case  is  not  ripe  for  a 
final  decree;  the  only  question  to  be  decided  is  the  sufficiency  of  the  answer; 
and  no  final  decree  qan  be  entered  against  either  party,  unless  it  declines  or 
omits  to  plead  further.  *  *  *  If  the  circuit  court  instead  of  sustaining  the 
exceptions  to  the  answer,  had  overruled  those  exceptions,  the  plaintiff  would 
have  had  the  right  to  file  a  replication,  and  the  bill  could  not  be  dismissed  unless 
and  until  they  neglected  to  file  one.  When  the  decree  of  the  circuit  court,  sus- 
taining the  plaintiff*s  exceptions  to  the  answer,  and  (because  the  defendant 
declined  to  plead  further)  granting  to  the  plaintiff  the  relief  prayed  for  in  the 
bill,  was  reversed  by  this  Ck)urt,  the  only  matter  which  was  or  could  be  decided 
by  this  Court,  upon  the  record  before  it,  was  that  the  answer  was  sufficient 
This  Court,  in  so  deciding,  could  go  no  further  than  the  circuit  court  could  have 
done,  had  it  made  the  like  decision.  Neither  the  circuit  court,  nor  this  Court, 
npon  adjudging  that  the  answer  was  sufficient,  could  without  any  consent  or 
nesrlect  on  the  part  of  the  plaintiffs,  deprive  them  of  their  right  under  the  general 
rales  in  equity,  to  file  a  replication. 

We  have  quoted  at  length  from  the  opinion  in  that  case  because 
what  is  said  is  directly  applicable  to  the  conditions  of  this  case.  The 
motion  being  in  the  nature  of  an  exception  to  the  sufficiency  of  De 
Ferranti's  statement,  was  an  admission  of  the  facts  stated  therein, 
and  a  contention  that  nevertheless,  as  a  matter  of  law,  Lindmark  was 
entitled  to  an  award  of  priority  without  the  taking  of  testimony. 
The  motion  raised,  and  could  only  raise  two  questions  of  law :  First, 
whether  Lindmark  had  the  right  to  claim  the  benefit  of  his  foreign 
application,  which  antedated  the  foreign  application  of  De  Ferranti ; 
and  second,  if  not,  then,  whether  De  Ferranti  was  entitled  to  rely 
upon  his  British  application  to  establi.sh  a  date  of  invention  prior  to 
Lindmark's  United  States  application.  Had  the  motion  been  denied 
in  the  Patent  Office,  no  replication  being  required  under  the  practice, 
Lindmark  could  only  have  indicated  his  intention  to  proceed  upon 
issues  of  fact  by  moving  for  leave  to  take  testimony ;  and  this  he  had 
a  right  to  do  after  the  decision  of  this  court,  whig|  j|  w^^  repjem- 
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bered,  did  not  undertake  to  make  any  award  of  priority,  but  simply 
reversed  the  decision  of  the  CcMnmissioner. 

Thus  far  we  have  proceeded  upon  the  assumption  that  there  was 
nothing  before  the  Patent  Office  tribunals,  or  the  court  except  the  mo- 
tion for  judgment,  and  it  remains  to  consider,  whether  the  situation 
is  changed  by  reason  of  the  stipulation  which  was  entered  into  before 
the  motion  was  heard.  The  contention  of  the  appellee  is  that  by 
entering  into  this  stipulation,  Lindmark  substantially  waived  all 
other  issues,  and  submitted  the  whole  case  on  the  question  raised  by 
the  motion.  The  contention  is,  in  other  words,  that  the  stipulation 
amoun^  to  an  agreed  case  and  that  the  submission  was  the  equiva- 
lent of  a  submission  on  bill  and  answer  in  equity.  If  such  wais  the 
effect  the  Commissioner  was  right  in  regarding  the  decision  thereoo 
as  a  iSnal  determination  of  the  case. 

We  are  unable  to  concur  in  this  view.  The  stipulation  contains  no 
language  expressing  any  such  purpose.  It  adds  no  material  fact  not 
already  admitted  by  the  mgtion  itself.  It  stipulates  nothing  but  that 
the  parties  who  filed  the  respective  foreign  applications  were  the  same 
De  Ferranti  an4  lindmark,  who  filed  the  conflicting  United  States 
applications.  Its  requirement  by  the  Examiner  of  Interferences,  pre- 
liminary to  the  entertainment  of  the  motion,  was  wholly  unnecessary. 

We  perceive  nothing  in  this  stipulation  to  preclude  the  idea  that 
Lindmark  would  undertake  to  prove  facts  entitling  him  to  an  award 
of  priority  in  case  of  defeat  on  the  legal  proposition.  If  right  in  his 
view  of  the  law,  the  taking  of  testimony  was  unimportant  as  well  as 
unnecessary ;  if  wrong  it  could  be  proceeded  with  later  without  preju- 
dice to  either  party.  That  De  Ferranti  regarded  the  stipulation  as 
of  no  importance,  is  clearly  shown  by  his  omission  of  it  in  the  record 
of  the  original  appeal  in  which  his  view  of  the  legal  proposition  was 
upheld.  The  opinion  of  this  court  in  deciding  that  appeal,  shows 
that  the  single  question  regarded  as  involved  therein  was  the  con- 
struction of  the  act  of  March  3, 1903,  and  the  judgment  thereon  sim- 
ply reversed  the  decision  of  the  Commissioner  on  the  motion.  It  is 
unfortunate  that  the  possible  effect  of  that  judgment  was  not  called 
to  the  attention  of  the  court  in  time  so  that  it  could  then  have  been 
completely  settled. 

To  give  this  meager  and  inconsequential  stipulation,  under  the 
conditions  presented,  the  effect  of  an  agreed  case,  waiving  all  issues 
but  the  one  embraced  in  the  motion  to  which  it  is  ancillary,  would 
work  injustice  that  we  cannot  sanction. 

For  the  reasons  given^  tlie  decision  wiU  be  reversed;  and  this  deci- 
sion will  be  certified  to  the  Commissioner  of  Patents  as  the  law  re- 
quires.   Reversed* 
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(Court  of  Appeals  of  the  District  of  ColuBbiA.] 

Wm.  a.  Bogerb,  Limited,  v.  International  Silver  Co. 

No.  685  Patent  Appeals. 

Decided  February  i,  1910. 

158  O.  G^  1066;  84  App.  D.  C,  410. 

1.  Tbade-Mabks — Surname. 

a  flamame  is  not  susceptible  of  exclnsire  npproprintion  as  a  trnde-mark 
ty  any  onew  The  most  the  courts  will  do  where  two  indlTlduals  are  entitled 
to  use  the  same  name  is  to  correct  any  abuse  by  either  of  that  right. 

2.  SaMB — SmiLABITT. 

A  mark  consisting  of  the  word  "  Rogers,"  with  '*  1S81 "  above  and  the 
words  "  Quadruple  "  and  "  New  York  "  below  it  and  a  wreath  surrounding 
the  letter  "R"  at  either  side  thereof.  Held  not  deceptively  similar  to  a 
mark  consisting  of  the  word  "  Rogers/'  preceded  and  followed  by  an  anchor. 

Mr.  0.  £r.  Duetl,  Mr.  F.  P.  Warfield,  and  Mr.  H.  S.  Duett  for  the 
appellant 
Mr.  George  H.  MiteheU  for  the  appellee. 

BOBB,  /..- 

In  this  appeal  appellant  seeks  a  reversal  of  the  decision  of  the 
Commissioner  of  Patents  sustaining  the  opposition  of  appellee  to  the 
registration  of  a  mark  consisting  of  the  word  ^  Rogers,"  containing 
"  1881 "  above  and  the  words  "  Quadruple  "  and  "  New  York  "  below^ 
and  on  either  side  wreaths  surrounding  the  letter  ^^  R." 

The  ground  of  the  opposition  is  conflict  between  certain  of  ap- 
pelleti's  marks  and  appellant's  mark.  The  facts  briefly  stated  are 
these:  Wm.  A.  Rogers,  the  predecessor  and  present  manager  of 
appellant,  established  a  silverplated-ware  business  in  1881.  Twenty 
years  later  he  incorporated  his  business.  For  several  years  prior  to 
the  filing  of  this  opposition  appellant  sold  goods  under  the  mark 
for  which  registration  is  sought.  The  extent  of  these  sales  does  not 
clearly  appear,  owing  to  the  similarity  of  this  mark  and  another 
mentioned  in  the  testimony.  In  1889  the  appellee  became  the  suc- 
cessor to  the  "  Wm.  Rogers  Mfg.  Co."  In  1888  appellee's  predeces- 
sor adopted  and  caused  to  be  registered  as  one  of  its  trade-marks  the 
word  "Rogers,"  preceded  and  followed  by  an  anchor.  Appellee's 
predecessor  also  adopted  as  trade-marks  "Wm.  Rogers  Mfg.  Co." 
and  "  Wm.  Rogers  &  Son."  Each  of  these  marks  has  been  in  use  by 
appellee,  since  a  time  antedating  the  date  of  adoption  of  appellant*s 
mark. 

^  Rogers "  being  a  surname  it  is  not  susceptible  of  exclusive  ap- 
propriation as  a  trade-mark  by  any  one  since — 

any  man  may  use  his  own  name  in  all  legitimate  ways  and  as  the  whole  or  a 
part  of  a  corporate  name.     (Howe  Scale  Company  ▼.  Wyckoff,  Seatnam,  etc., 
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C.  D..  1905.  717;  116  O.  G.,  209;  198  U.  8.,  118;  Wm.  A,  Rogers,  Limited,  T. 
International  Silver  Company,  C.  Dn  1907,  631;   129  O.   G.,  3503;  90  App. 

D.  C,  97,) 

The  most  the  courts  will  do  where  two  individuals  are  entitled  to 
use  the  same  name  is  to  correct  any  abuse  by  either  of  that  right 
{Donnell  v.  Herring-HaU-Marvin  Safe  Company^  C.  D.,  1908,  587; 
134  O.  G.,  1051 ;  208  U.  S.,  267.)  Appellant's  right  to  the  use  of  the 
word  "  Rogers  "  has  been  judicially  determined.  {R.  W.  Rogers  Co. 
V.  Wm.  Rogers  Mfg.  Co.,  70  Fed.,  1017;  95  Fed.,  1007.) 

The  Trade-Mark  Act  is  framed  with  a  view  to  obviate,  so  far  as 
possible,  the  confusion  naturally  resulting  in  the  use  of  the  same 
name  by  individuals  or  corporations  engaged  in  the  same  line  of 
business^  for  it  prohibits  the  registration  of  any  mark  consisting 
merely  in  the  name  of  an  individual,  firm  or  corporation,  unless  ap- 
plied in  some  particular  or  distinctive  manner  or  in  association  with 
a  portrait  of  the  individual.  Each  party  to  this  proceeding  having 
the  right  to  use  the  word  ^  Rogers  ^  it  becomes  apparent  that  this 
inquiry  is  narrowed  to  the  question  whether  the  accessories  employed 
by  applicant,  or,  in  the  language  of  the  statute,  the  particular  and 
distinctive  manner  in  which  it  has  made  use  of  the  word,  i^  decep- 
tively similar  to  the  particular  or  distinctive  manner  in  which  the 
opposer  has  made  use  of  the  word.  In  other  ^ords,  conceding  the 
right  of  each  to  use  this  name,  has  applicant  differentiated  its  use 
from  that  of  the  opposer? 

Of  the  three  marks  cited  by  the  opposer  the  one  nearest  like  that 
of  the  applicant  is  that  containing  an  anchor  on  either  side  of 
^Rogers."  A  comparison  of  this  mark  with  applicant's  mark,  in 
the  light  of  the  foregoing  observations,  impels  us  to  the  conclusion 
that  these  marks  are  not  deceptively  similar.  It  cannot  be  disputed 
that  the  ordinary  observer  would  note  a  difference  between  the 
anchors  of  opposer  and  the  wreaths  inclosing  the  letter  ^^R,"  the 
numeral  "  1881,"  "  Quadruple  *'  and  "  New  York,*'  as  employed  by 
the  applicant.  Doubtless  some  confusion  may  arise  because  of  the 
common  use  of  ^  Rogers  "  by  these  two  concerns,  but  that  is  a  matter 
with  which  we  are  powerless  to  deal.  The  fact  disclosed  by  the 
record  that  the  opposer  has  taken  no  steps  against  the  applicant  be- 
cause of  its  use  of  this  mark,  and  that  actual  deception  has  not  been 
shown,  should  be  given  weight  here.  {Oaines  v.  Kneckt,  C.  D,,  1906, 
690;  123  O.  G.,  657;  27  App.  D.  C,  634.) 

Johnson  V.  Brandau,  (C.  D.,  1909,  298;  139  O.  G.,  732;  82  App. 
D.  C,  348,)  cited  by  appellee,  contains  nothing  inconsistent  with  this 
opinion.  In  that  case  an  attempt  was  made  to  register,  as  an  essen- 
tial feature  of  a  mark,  the  descriptive  word  '^Asbestos,''  and  we  held 
that  since  the  word  was  non-registrable  so  also  was  the  mark.    Here 
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^  Bogers,''  if  applied  in  a  particular  or  distinctive  maimer,  may  be 
registrable.    The  distinction  between  the  cases  is  obvious. 

We  role  that  applicant's  mark  is  not  deceptively  similar  to  that  of 
appellee,  and  hence  that  it  may  be  registered. 

It  fcUowa  that  the  decision  of  the  Commissioner  m^st  he  reversed. 
The  clerk  will  certify  these  proceedings  as  by  law  required.    Be-- 


(Conrt  of  Appeal!  of  the  Dtotrict  of  ColambU.] 
SOOTT    AND    Soon,    EZBCUTORS    OF    THE    ESTATE    OF    WaIA!ER    SoOIT, 

Deceased,  v.  Cruse. 

Decided  Febmary  1,  1910. 

164  O.  O.,  262;  84  App.  D.  O,  414. 

iHmFEBENCa — PBIOBITT — ^DlUGERCB. 

Evidence  constdered  and  Held  to  show  that  C,  who  was  the  first  to  con* 
celve  the  InTention  In  Issue,  was  exercising  due  diligence  in  reducing  It  to 
practice  at  the  time  S.  entered  the  field  and  sabseqnently  thereto. 

Mr.  F.  B.  Brock  for  the  appellants. 

Mr.  M.  B.  PhUifp  and  Mr.  J.  Q.  Bice  for  the  appellee. 
Shefabd^  C.  J.: 

This  is  an  interference  proceeding  involving  primty  of  the  inveo* 
tion  described  in  the  following  issue: 

1.  In  a  casting-box  the  combination  with  a  part  maintained  in  a  substantially 
vertical  position,  of  a  movable  part  having  supporting  devices,  and  a  guide  com- 
prising tracks  with  which  said  supporting  devices  cooperate,  the  movable  part 
moving  f^m  a  substantially  vertical  position,  the  supporting  devices  and  guide 
being  constructed  and  arranged  so  that  the  movable  part  is  balanced  for  any 
poaltloii  thereot 

2.  In  a  casting-box,  the  combination  with  a  part  maintained  in  a  substantially 
vertical  position,  of  a  movable  part  having  two  sets  of  supporting  devices 
thereon,  and  a  guide  comprising  two  sets  of  tracks  with  which  said  devices 
eoQperate,  the  movable  part  moving  from  a  substantially  horizontal  to  a  sub- 
BtantlaUy  vertical  position,  the  supporting  devices  and  guide  being  constructed 
and  arranged  so  that  the  movable  part  is  balanced  for  every  position  thereof. 

8.  In  a  casting-box,  the  combination  with  a  cover  maintained  in  a  substan- 
tially vertical  position,  of  a  movable  t)ody  said  t)ody  having  two  sets  of  support- 
ing devices  thereon,  one  set  being  arranged  near  the  bottom  thereof,  and  a  guide 
with  which  said  supporting  devices  cooperate,  the  supporting  devices  and  guide 
being  constructed  and  arranged  so  that  the  movable  body  la  balanced  for 
every  position  thereol 

The  invention  is  an  improved  mold  for  casting  stereotype-plates 

for  use  in  printing-machines.    It  consists  of  a  cover  fixed  in  a  ver^ 

tical  position,  and  a  body  movable  on  tracks  from  a  horizontal  to  a 

vertical  position  into  conjunction  with  the  cover,  the  tracks  being  so 
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formed  that  the  movable  body  shall  be  in  equilibrium  at  all  points  of 
its  movement  After  the  movable  body  is  thus  brought  to  a  vertical 
position  it  is  brought  into  contact  with  the  stationary  cQver,  and 
locked  thereto  for  the  reception  of  the  molten  metal.  Although  the 
immovable  vertical  cover  is  a  part  of  the  combination  of  the  issue, 
the  gist  of  the  invention  is  the  mechanical  movement  consisting  of  the 
specially  designed  tracks  by  means  of  which  the  movable  part  of  the 
mold  is  moved  from  its  horizontal  to  a  vertical  position  and  equally 
balanced  at  all  intermediate  positions.  When  the  two  parts  of  ih» 
mold  are  brought  into  contact  they  are  necessarily  clamped  or  locked 
to  effect  the  casting,  but  the  locking  device  forms  no  part  of  the  issue. 

Walter  Scott,  who  is  now  represented  by  his  executors,  filed  his 
application  on  September  15,  1903.  He  has  alleged  conception  and 
disclosure  on  April  8,  1901,  but  claims  no  reducticm  to  practice  save 
that  affected  by  the  filing  of  his  applicati<m.  He  has  taken  no  testi- 
mony to  prove  an  earlier  conception,  .and  is  confined  therefore  to  his 
application  date.  Cruse,  who  filed  January  6,  1904,  alleges  concep- 
tion in  the  early  part  of  July,  1902,  making  drawings  August  15,  ccm- 
struction  of  models  September  16  and  reduction  to  practice  about 
December  1,  1902.  The  Ezajniner  of  Interferences  found  that  Cruse 
conceived  the  invention  in  September,  1902,  but  had  not  reduced  it 
to  actual  practice,  before  Scott  filed.  He  awarded  priority  to  Cruse, 
however,  on  the  ground  that  he  exercised  due  diligence  in  perfecting 
his  machine  and  reducing  to  practice.  On  appeal  to  the  Examiners- 
in-Chief,  two  of  them  concurred  in  a  decisi<»i  reversing  the  Examiner 
of  Interferences.  They  held  that  while  Cruse  had  made  his  machine 
about  December  1,  1902,  he  had  neither  reduced  it  to  practice  before 
Scott  filed,  nor  exercised  diligence.  One  of  them  dissented  on  the 
ground  that  the  invention  consisted  of  a  mechanical  movement,  the 
construction  of  which  in  operative  form  was  a  reduction  to  practice. 
The  Commissioner,  without  passing  upon  the  fact  of  reduction  to 
practice,  reversed  the  Examiners-in-Chief,  and  awarded  pricNrity  to 
Cruse,  on  the  ground  that  he  exercised  due  diligence  in  perfecting  and 
prosecuting  his  invention. 

The  evidence  and  the  several  propositions  thereunder  relating  to 
reduction  to  practice  and  diligence  have  been  discussed  at  length  and 
with  ability  in  the  several  decisions  of  the  tribunals  of  the  Patent 
Office. 

The  decisions  render  it  unnecessary  to  review  the  evidence  further. 
It  is  very  clear  that  Cruse  conceived  the  invention  in  the  summer 
of  1902.  We  are  inclined  to  the  view  that  he  actually  reduced  it  to 
practice  as  a  satisfactory  casting-mold  for  the  desired  plates,  cer- 
tainly as  early  as  the  summer  of  1903  by  the  use  in  the  office  of  the 
New  York  Herald^  but  we  need  not  decide  that  question.  Passing 
it  by  we  agree  with  the  Conunissioner  that  the  evidence  shows  that 
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Cruse,  haying  conceived  the  invention  in  the  summer  of  1902,  exer- 
cised reasonable  diligence  in  perfecting  and  prosecuting  it  from  that 
time  until  he  filed  his  application  for  the  patent.  The  evidence 
brings  him  clearly  within  the  rule  of  diligence  established  by  the 
cases  cited  in  the  decisicm  of  the  Examiner  of  Interferences  and  the 
Commissioner. 

The  decirion  is  affirmedy  and  this  decision  will  be  certified  to  the 
Commissioner  of  Patents  as  the  law  requires.    Affirmed. 


(Court  of  Appeals  of  the  District  of  Colombta.] 

VoN  Reckunohausen  V.  Dempsteb. 

Decided  February  16,  1910. 

164  O.  G.,  262;  84  App.  D.  a,  474. 

1.  IHTEBPEBEHCB— DnriBIONAL  APPUCATIOR — ENTITLED  TO  DATE  OF  ObIGINAL  AM 

Date  or  Ck>N8TRucTiVE  Reduction  to  Practice. 
A  dlTlslonal  application  Is  entitled  to  the  date  of  filing  of  the  original 
application  as  a  date  of  constructive  reduction  to  practice  whether  the 
claims  of  the  divisional  application  were  presented  in  the  earlier  applica- 
tion or  not  (Saunders  v.  MUler,  G.  D.,  1909,  461;  146  O.  G.,  505;  33  App. 
D.  G.,  456,  distinguished.) 

2.  Same — Same — Same. 

Where  as  the  result  of  an  adverse  decision  in  an  interference  all  the 
claims  of  an  application  are  rejected,  Held  that  a  divisional  application 
filed  within  one  year  from  the  date  of  such  rejection  is  entitled  to  the  date 
of  the  original  application  as  a  date  of  constructive  reduction  to  practice. 

Mr.  F.  P.  Warfield  and  Mr.  C.  H.  Duett  for  the  appellant 
Mr.  A.  O.  Davie  and  Mr.  A.  D.  Lunt  for  the  appellee. 

Van  Orsdei^/./ 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  The  Examiner  of  Interferences  first 
awarded  judgment  of  priority  of  invention  to  appellant,  but  this 
he  reversed  on  rehearing,  the  latter  decision  being  subsequently  af- 
firmed by  the  Board  of  Examiners-in-Chief  and,  in  turn,  by  the 
Commissioner.  (C.  D.,  1909,  194;  148  O.  G.,  277.)  The  invention 
in  issue  relates  to  mercury-vapor  lamps  and  is  embodied  in  nine 
counts,  the  following,  however,  being  sufficient  to  illustrate  the  inven- 
tion for  the  purposes  of  this  inquiry : 

1.  a  vapor  device  comprising  a  movable  container,  normally-separated  elec- 
trodes or  contacts  in  said  container  and  included  in  the  main  operating-circuit 
of  the  device,  one  of  such  electrodes  being  a  conducting  liquid,  and  automatic 
means  for  moving  the  container  so  as  to  make  and  break  conductive  connection 
between  the  said  electrodes.  ^  Q  "^    ^  ^  ^  ^^^^  l 
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Appellant  filed  his  application  on  Deoember  13,  1904,  which  even- 
tuated into  a  patent  on  July  18,  1905.  He  claims  to  have  conceived 
the  invention  contained  therein  in  October,  1903,  and  to  have  reduced 
the  same  to  practice  in  October,  1904.  Appellee  filed  an  application, 
the  one  here  in  issue,  on  August  14,  1905.  It  was  found  by  the 
Examiner  of  Interferences,  and  conceded  by  appellant,  that  appellee 
has  established  conception  of  the  invention  as  early  as  the  summer  of 
1901.  For  reduction  to  practice,  appellee  seeks  to  rely  upon  the  date 
of  the  filing  of  an  earlier  application,  the  drawings  and  specification 
of  which  are  identical  with  the  application  here  in  interference.  Two 
methods  in  which  the  apparatus  is  capable  of  use  were  there  pre- 
sented. Both  were  covered  by  generic  claims,  but  only  one  form 
was  claimed  specifically,  as  required  by  the  rules  of  the  Patent  Office. 
All  the  claims  of  this  application  were  subsequently  involved  in  an  in- 
terference and  were  rejected  on  February  25, 1905.  No  action  there<xi 
was  taken  by  appellee  until  January  12,  1906,  when  several  other 
claims  were  inserted  by  amendment,  and  subsequently  refused  by 
the  Office.  The  application  then  became  abandoned  by  lapse  of  time. 
In  the  meantime,  on  August  14,  1905,  appellee  filed  the  application 
here  in  issue,  containing  claims  to  the  second  species  shown  in  the 
earlier  application.  It  is  contended  that  this  should  be  considered 
as  a  division  of  the  earlier  application  and,  therefore,  entitled  to  re- 
late back  to  its  filing  date  for  a  constructive  reduction  to  practice.  If 
this  contention  is  correct,  appellee,  being  the  first  to  conceive  and  the 
first  to  reduce  to  practice,  must  prevail. 

It  is  urged  on  behalf  of  the  appellant  that,  as  the  filing  of  an 
allowable  application  is  essential  in  order  to  constitute  a  constructive 
reduction  to  practice, 

It  was  not  until  Dempster  filed  this  so-caUed  divisional  application  invoked 
in  this  interference  that  he  filed  an  allowable  application  for  the  invention 
Involved  herein. 

This  court  in  Croskey  v.  Atterbury^  (C.  D.,  1896, 437 ;  76  O.  G.,  lf>3; 
9  App.  D.  C,  207,)  answering  the  contention  that  the  application 
there  under  consideration  should  not  be  considered  as  a  constructive 
reduction  to  practice  because — 

it  was  not  an  allowable  application  at  the  time  it  was  filed  and  did  not  become 
such  until  it  was  amended  May  18, 1803,  by  inserting  the  claims  in  interference 
and  the  words  "  or  in  any  aultable  or  known  manner  "  in  the  original  applicatlOD, 

defined  the  term  ^^ allowable  application "  as  follows: 

Under  the  statutes  and  rules  of  practice  of  the  Patent  Office  a  completed  and 
allowable  application  is  one  which,  with  the  specifications,  drawings,  and  model, 
if  any,  required  to  be  filed  therewith,  describes  a  patentable  invention  in  snrh 
full,  clear,  concise,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or 
science  to  which  it  relates  to  make  and  use  the  same. 

uigitized  by  VjOOQ IC 
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It  is  settled  law  that  claims  may  be  introduced  into  an  application 
by  amendment,  and,  if  their  subject-matter  is  sufficiently  disclosed  by 
the  application  as  filed,  even  though  not  theretofore  claimed,  they  may 
relate  back  to  and  receive  all  the  benefits  and  advantages  incident  to 
the  earlier  filing  date.  It  is  equally  well  settled  that  if,  under  the 
rules  of  the  Patent  Office,  division  is  required  between  the  later  claims 
and  those  previously  contained  in  the  application,  the  original  and  the 
divisional  applications  will  be  treated  as  continuous,  and  the  date  of 
the  filing  of  the  original  will  be  accorded  the  applicant  as  the  date  of 
constructive  reduction  to  practice  for  both.  {Duryea  v.  mce^  C.  D., 
1907, 443;  126  O.  G.,  1357;  28  App.  D.  C,  428;  Lot»  v.  Kenny,  C-  D., 
1908,  467;  135  O.  G.,  1801;  31  App.  D.  C,  205.) 

True,  the  claims  to  the  invention  here  in  issue  were  never  specific- 
ally presented  in  the  earlier  case;  but  the  effect  cannot  be  other  than 
the  same.  To  hold  that  it  was  necessary  for  appellee  to  insert  the 
claims  in  issue  in  the  original  application  in  order  to  obtain  the  bene- 
fit of  its  filing  date  before  presenting  them  in  the  division,  would  be 
to  require  that  which  would  involve  considerable  delay  in  the  prosecu* 
tion  of  the  case  and  which  could  accomplish  no  beneficial  purpose. 
No  such  rule  seems  to  have  been  contemplated  by  the  (Commissioner 
in  Eopfelt  v.  Read,  (C.  D.,  1908,  319;  106  O.  G.,  767,)  quoted  with 
approval  in  Duryea  v.  Rice,  supra,  when,  speaking  of  the  question  of 
constructive  reduction  to  practice,  he  said: 

This  Is  80  wben  two  applications  are  pending  contemporaneously  and  the 
flrst  is  not  abandoned,  whether  the  claims  are  presented  in  the  original  appli- 
cation Itself  or  in  a  later  application  filed  as  a  division  or  a  continuation  of  the 
original  application,  as  in  the  second  case  the  later  application  dates  hack  to 
the  earlier  one.  It  is  only  necessary  that  the  description  in  both  applications 
shall  l>e  suflicient  to  support  the  claims.  The  fiict  that  the  Oflice  practice  may 
prohibit  the  prosecution  and  allowance  of  the  claims  in  an  earlier  application 
does  not  prevent  an  applicant  from  aTaiUng  himself  of  the  earlier  date  of  filing 
aa  his  date  of  constructive  reduction  to  practice  when  he  files  a  later  application 
containing  the  same  description  and  the  claims  based  upon  the  same. 

But  counsel  for  appellant  contend  that  the  earlier  application 
stood  wholly  rejected.  It  is  true  that  the  claims  of  the  earlier  appli- 
cation had  been  awarded  to  another  party  as  the  result  of  the  former 
interference,  but  appellee  was  entitled  to  one  year  from  February  25, 
1905,  in  which  to  take  such  action  as  he  desired.  Within  that  time, 
he  filed  the  application  here  in  issue.  Was  there  an  application 
pending  in  the  Office  to  which  the  divisional  application  might  at- 
tach ?  This  is  the  question  upon  which  the  authorities  se^n  to  turn. 
Here  we  think  there  was.  Until  the  period  of  one  year  had  elapsed, 
this  application  was  susceptible  of  amendment,  and,  if  claims  had 
been  presented  which  met  with  the  approval  of  the  Patent  Office,  a 
valid  patent  could  have  been  issued  thereon.  In  fact,  appellee  pre- 
sented an  amendment  which  was  acted  upon  by  the  Primary  Ex- 
aminer February  2,  1906. 
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Appellant  relies  upon  the  case  of  8aunder$  v.  Miller ^  (C.  D.,  1909, 
461;  146  O.  G.,  505;  83  App.  D.  C,  456,)  in  which  this  sentence 

appears: 

The  filing  of  the  process  application  cannot  be  considered  as  constitnting  t 
constmctive  reduction  to  practice  of  the  apparatus,  for  it  was  not  the  inTentlon 
involyed  in  the  application. 

It  appears  in  that  case  that  the  appellant  filed  an  application  on 
February  24,  1905,  for  an  improvement  in  rubber  footwear  with 
claims  drawn  to  the  process,  claims  to  the  article  of  manufacture  or 
product  being  presented  in  a  divisional  application  filed  June  17, 1905. 
The  process  application  became  forfeited  by  the  failure  to  pay  the 
final  fee.  On  September  8,  1906,  within  the  period  of  two  years 
allowed  by  law,  appellant  renewed  his  application,  which  was  subse- 
quently allowed.  On  January  10,  1907,  appellant  filed  the  applica- 
tion thTere  in  issue,  containing  claims  to  the  apparatus  described  in 
appellee's  process  application.  Appellee's  application  for  the  appara- 
tus was  filed  June  19, 1905.  The  court  was  considering  at  the  time  it 
uttered  the  sentence  just  quoted  whether  the  forfeiture  of  the  process 
application  containing  a  description  of  the  apparatus,  but  no  daims 
thereto,  operated  as  an  abandonment  of  the  latter.  It  was  held  that  it 
did  not,  as  the  inventions,  so  far  as  this  point  was  concerned,  were 
separate  and  distinct.  The  question  of  constructive  reduction  to 
practice  had  become  immaterial,  for  the  court  had  already  accorded 
the  appellant  an  actual  reduction  to  practice  in  the  summer  of  1904, 
some  months  prior  to  the  filing  dates  of  either  of  the  parties.  There- 
fore, this  sentence  can  be  regarded  only  as  obiter  dictum. 

The  case  of  Lotz  v.  Kenney^  supra^  we  think  is  decisive  of  this  case. 
There  the  appellee  had  filed  an  application  showing  and  describing 
the  invention  in  issue,  but  not  specifically  claiming  the  same,  and  no 
claims  were  inserted  thereto  until  after  a  patent  had  been  issued  to 
the  appellant.  On  July  15, 1905,  the  Patent  Office  held  these  claims 
to  be  for  a  distinct  and  separate  invention  and  required  the  appellee 
to  restrict  his  application  to  the  invention  originally  claimed.  In  the 
meantime,  howeyer,  on  June  1,  1905,  the  latter  filed  the  application 
there  in  issue.  We  are  unable  to  see  any  material  difference  between 
that  case  and  the  one  at  bar.  There,  as  here,  the  claims  in  issue  were 
not  presented  until  after  a  patent  had  issued  to  the  adverse  party. 
Although  these  claims  were  first  inserted  in  the  original  application, 
appellee  did  not  await  a  ruling  of  the  Patent  Office  as  to  the  necessity 
of  division,  but  incorporated  them  in  a  second  application,  no  lew 
distinct  from  the  parent  application  than  the  one  at  bar;  and  yet  the 
court  held  them  to  constitute  a  ccmtinuous  transaction,  saying: 

It  is  quite  clear  that  the  invention  of  the  issue  was  disclosed  in  the  prior 
applicHtions,  though  no  siieciflc  claims  therefor  were  made  until  after  the  ianM 
of  the  patent  to  Lots.    The  claima  could  have  been  inserted  therein  by  amend- 
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ment,  but  for  the  rule  of  the  Patent  Office  which  does  not  permit  a  patent  to 
issue  for  two  separate  inventions.  Under  such  conditions,  nothing  remained  but 
to  file  a  new  and  divisional  application,  or  to  abandon  this  part  of  the  in' 
yention« 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Affirmed* 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Wbintraub  v.  HBwrrr. 

Decided  March  1,  1910. 

164  O.  O.,  254;  84  App.  D.  O.,  487. 

1.  iNTFBFERElfCE — PbIORITY — RiOHT  TO  MaKE  THE  GlAIIIS. 

In  the  device  of  W.  each  of  the  positive  electrodes  is  connected  to  an 
individual  or  distinct  coil  of  a  polyphase  generator.  Held  that  W.  is  en- 
titled to  make  the  claims  in  issue,  in  which  it  is  specified  that  each  of  the 
positive  electrodes  is  connected  to  a  separate  source  of  current. 

2.  Same — ^Tbstimont— Making  or — Discbetion  or  the  Ck>Miii8sioNEB  or  Pat- 

BRT8. 

The  question  of  allowing  expert  testimony  to  be  taken  in  an  interference 
Is  one  which  is  entirely  within  the  discretion  of  the  Gommlssioner  of  Pat- 
ents and  which  will  not  be  reviewed  upon  appeal  to  the  Court  of  Appeals 
of  the  District  of  Ck»lumbia. 

Mri  A.  O*  Davis  and  Mr.  A.  D.  Lunt  for  the  appellant. 
Mr.  C.  A.  Terry  for  the  appellee. 

Van  Orsdel^/./ 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding.  (C.  D.,  1909,  225;  148  O.  G., 
1087.)  All  three  tribunals  of  the  Patent  Office  awarded  judgment  of 
priority  to  appellee.  The  invention  in  issue  relates  to  the  operation 
of  vapor  electric  lamps  from  an  alternating-current  source,  and  is 
defined  in  a  single  count,  which  reads  as  follows: 

The  combination  of  an  hermetically-sealed  inclosing  chamber,  a  gas  or  vapor 
path  therein,  a  plurality  of  positive  electrodes  and  a  common  negative  electrode, 
each  of  the  positive  electrodes  being  connected  with  a  separate  source  of  cur- 
rent. 

The  date  of  conception  alleged  by  appellant  in  his  preliminary 
statement  is  subsequent  to  the  filing  date  of  appellee's  application, 
but  it  is  contended  that  appellee  is  not  entitled  to  make  a  claim  corre- 
sponding to  the  count  of  the  issue,  because  the  phrase  ^  a  separate 
source  of  current "  contained  therein  cannot  be  read  on  the  appellee's 
device.    Speaking  generally  of  the  invention  in  controversy  and  of 
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the  respective  apparatus  of  the  parties  to  this  appeal  in  particular, 
the  Board  of  Examiners-in-Chief  said: 

The  inyention  involved  In  this  interference  Is  an  apparatus  adapted  for  use 
either  as  a  lamp  or  as  a  rectifier  for  alternating  currents.  In  order  that  such  a 
device  may  be  eifectiye  it  has  been  found  essential  that  the  negative  electrode 
be  continually  excited  by  the  passage  of  a  current  and  that  if  this  current  ceaies 
for  any  reason  the  lamp  Is  extinguished.  There  can  be  no  question  that  both 
parties  show  such  apparatus  in  which  this  condition  of  continuous  exdtatioa 
of  the  negative  electrode  is  maintained,  but  the  devices  are  specifically  diiferent. 
Each  instrument  contains  a  plurality  of  anodes  and  a  single  cathode,  the  latter 
coactlng  with  each  of  the  anodes.  Weintraub  has  a  source  of  alternating  cur- 
rent connected  between  one  anode  and  the  cathode  which  furnishes  the  main 
current  and  an  additional  source  of  current,  which  is  direct  or  continuous,  con- 
necting the  other  anode  to  the  cathode,  so  that  whatever  the  condition  of  the 
source  of  alternating  current  a  direct  current  is  constantly  maintained.  Hewitt 
on  the  other  hand  has  each  of  his  anodes  connected  to  an  individual  or  distinct 
coil  of  a  polyphase  generator  of  alternating  current,  the  currents  suppUed  to 
the  several  anodes  being  so  related  in  phase  that  the  impulses  overlap;  that  is 
to  say,  conjointly  they  continually  supply  current  to  keep  up  the  excitation  of 
the  cathode. 

The  claim  here  under  consideration  was  first  made  by  appellee 
and  only  presented  by  appellant  on  the  suggestion  of  the  Patent 
Office  for  the  purposes  of  this  interference.  Hence,  it  must  be  given 
the  meaning  intended  by  the  party  with  whom  it  originated  and  read 
in  the  light  of  his  application.  All  of  the  tribunals  of  the  Patent 
Office  concurred  in  holding  that  the  positive  electrodes  shown  by 
appellee,  each  of  which  is — 

connected  to  an  individual  or  distinct  coU  of  a  polyphase  generator  of  alter- 
nating current, 

constitute  separate  sources  of  current  within  the  meaning  of  the  term 
as  used  in  the  art.  In  Westinghouae  Electric  Mfg.  Co,  v.  New  Eng- 
land Granite  Co.  (110  Fed.  Bep.,  753)  the  Court,  considering  the 
question  whether  the  different  phases  of  a  three-phase  alternating 
current  were  ^  independent,"  said : 

It  is  an  evident  fact  that  the  djefendant's  circuits  are  operatively  independent, 
and  that,  as  the  word  "independent"  is  used  by  electricians,  they  are  dee- 
trlcally  independent  The  word  was  used,  as  it  was  woot  to  be  used  by  ele& 
tricland,  to  mean  independent  in  an  electrical  sense. 

We  see  no  reason,  therefore,  to  disturb  the  unanimous  decisions  of 
the  experts  of  the  Patent  Office  on  this  point. 

But  it  is  contended  by  appellant  that,  if  appellee  is  entitled  to 
make  this  claim,  the  issue  has  different  meanings  when  read  on  the 
two  applications,  and  therefore  no  interference  in  fact  exists.  We 
are  of  the  opinion  that  there  is  nothing  in  the  prior  art  to  warrant 
so  narrow  an  interpretation.  The  object  sought  to  be  attained  by 
the  two  inventions  is  the  same — the  continuous  excitation  of  the  negB- 
've  electrode.    It  is  true  that,  if  the  current  through  any  one  of  the 
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anodes  in  appellee's  apparatus  should  fail,  the  operation  of  the  de- 
vice would  be  discontinued ;  while,  in  appellant's  device,  if  the  alter- 
nating current  is  interrupted,  and  then  renewed,  the  lamp  will  re- 
start without  assistance,  provided  the  direct  current  remains  con- 
stant. This,  however,  can  have  no  effect  on  the  right  to  the  basic 
claim  here  sought.  If  appellant's  device  is  an  improvement  on  that 
of  appellee,  he  is  entitled  to  claim  it  specifically  as  such,  but  not 
broadly. 

Appellant  also  assigns  as  error  the  refusal  of  the  Commissioner  to 
grant  a  motion  to  permit  him  to  take  the  testimony  of  experts.  We 
fail  to  see  wherein  appellant  has  been  damaged  by  this  action ;  for, 
so  far  as  the  record  discloses,  everything  which  he  desired  to  prove 
has  been  admitted  by  appellee.  This  matter,  however,  was  one  en- 
tirely withia  the  discretion  of  the  Commissioner,  and  one  which  we 
cannot  review  on  appeal.  In  Jories  v.  Starry  (C.  D.,  1905,  694;  117 
O.  G,,  1495;  26  App.  D.  C.,  64,)  where  testimony  had  been  sup- 
pressed for  irregularities  in  its  taking,  and  a  motion  for  leave  tc 
retake  it  had  been  denied,  the  Court  said : 

The  grant  or  refusal  of  the  motion  was  clearly  within  the  lawful  discretion 
of  the  Gommissioner.  It  is  not  sach  a  decision  as  we  can  review.  As  an  inter- 
locutory proceeding  we  would  not  review  It,  and  it  is  not  one  which  should  be 
reviewed  as  necessary  or  proper  in  connection  with  the  final  decision  of  priority. 
iWestinffhauae  v.  Duncan,  0.  D.,  1894,  170;  66  O.  Q.,  1009;  2  App.  D.  O.,  131; 
Oro»8  V.  PhUUpSi  a  D.,  1899,  842;  87  O.  G.,  1399;  14  App.  D.  C,  228;  Hulett  v. 
Long,  C.  D.,  1899,  446;  89  O.  G.,  1141;  16  App.  D.  C,  284;  Allen  v.  United  8tate$ 
of  America  ex  rel  Lowry  e^  oL,  a  D.,  1905,  643;  116  O.  G.,  2263;  26  App. 
D.  0.,  8^) 

The  decision  of  the  Commissioner  is  therefore  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings,  as  by  law  required. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Abbetter  V,  Lewis. 

Decided  March  i,  1910, 

164  O.  G.,  616;  34  App.  D.  C,  491. 

1.  iNTEBrSBEKCB — CLAIMS — CONSTBUCTION   OV. 

"A  limitation  in  a  claim  that  is  merely  arbitrary  and  without  function 
ought  not  to  be  permitted  to  deprive  the  first  inventor  of  reward  simply 
because  the  one  first  to  file  an  application  has  Inserted  It" 

2.  Same— Same — Same. 

Where  in  an  interference  involving  a  sewed  seam  the  sole  reason  assigned 
for  the  limitation  in  the  claim  "  under  the  edge  '*  is  concealment  of  one  of 
the  threads  and  neither  seam  accomplishes  thatrresult,  Held  that  "the  one 
In  which  such  result  is  more  nearly  accomplished  ought  not  to  be  put  aside 
for  the  other."  ^r^  t 

Mr.  Nathan  Heard  and  Mr.  Frederick  P.  Fish  for  the  appellant 
Mr.  A.  O.  Fowler  and  Mr.  E.  E.  Huffman  for  the  appellee. 
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BoBB,  /.; 

This  is  an  interference  proceeding  in  which  the  three  tribunals  of 
the  Patent  Office  have  concurred  in  awarding  priority  of  inventimi 
to  Lewis,  the  senior  party. 

The  case  is  peculiar  in  that  it  involves  merely  a  seam  or  article  of 
manufacture  without  reference  to  the  method  or  process  of  such  man- 
ufacture or  the  machine  by  the  operation  of  which  the  article  is  pro- 
duced. This  fact  should  be  kept  in  mind,  for  it  has  a  material  bear- 
ing, in  our  opinion,  in  the  consideration  of  the  issue  which  is  expressed 
in  the  following  counts: 

1.  A  hem  or  seam  for  sewed  articles,  consisting  of  a  main  layer  of  textile  or 
similar  material  and  a  superimposed  layer  of  material  having  a  tnmed-ander 
edge  and  secured  to  said  main  layer  by  two  connected  rows  of  locked  or 
enchained  stitches  entering  and  emerging  at  ditferent  points  on  the  same  side 
of  the  work,  one  of  said  rows  entering  under  said  edge,  and  sf^id  edge  lying 
between  the  extremities  of  said  stitches. 

2.  A  hem  or  seam  for  sewed  articles,  consisting  of  a  main  l&j&  of  textile  or 
similar  material  and  a  superimposed  layer  of  material  having  a  tnmed-under 
edge  and  secured  to  said  main  layer  by  two  connected  rows  of  locked  or 
enchained  stitches  entering  and  emerging  at  different  points  on  the  same  side 
of  the  goods,  one  of  said  rows  entering  under  said  edge,  said  edge  lying  between 
the  extremities  of  said  stitches,  and  one  of  said  rows  of  stitches  being  inclined 
to  the  edge  of  said  superimposed  layers. 

8.  A  hem  or  seam  for  sewed  articles,  consisting  of  a  main  layer  of  textile  or 
similar  material,  and  one  or  more  superimposed  layers  of  material  secured  to 
said  main  layer  by  two  connected  rows  of  locked  or  enchained  stitches  entering 
and  emerging  from  different  points  on  the  same  side  of  the  work,  one  of  said 
rows  entering  the  main  layer  only  and  the  other  row  entering  under  the  edge 
of  the  sui)erlmposed  layer  or  layers. 

4.  A  hem  or  seam  for  sewed  articles  consisting  of  a  main  layer  of  textile  or 
similar  material,  and  a  superimposed  layer  or  layers  secured  to  said  main  layer 
by  two  connected  rows  of  locked  or  enchained  stitches  entering  and  emerging 
from  different  points  on  the  same  side  of  the  work,  one  of  said  rows  oit^ng 
the  main  layer  only,  and  the  other  of  said  rows  entering  imder  the  edge  of  the 
superimi)08ed  layer  or  layers  and  piercing  paid  layer  or  layers  only. 

The  question  of  the  patentability  of  these  claims  is  not  before  us, 
the  sole  issue,  as  has  been  many  times  held,  lieing  priority  of  invention. 

Neither  party  has  taken  testimony  on  the  question  of  priority,  each 
relying  upon  patents  on  machines  for  the  manufacture  of  their  re- 
spective stitches.  Arbetter's  Patent  No.  690,385  was  granted  Janu- 
ary 7th,  1902,  upon  an  application  filed  August  13th,  1901.  Lewis's 
Patent  No.  862,830  was  granted  August  6th,  1907,  upon  an  applica- 
tion filed  August  2,  1902,  which,  it  will  be  observed,  was  almost  one 
year  after  Arbetter's  filing  date.  It  is  apparent,  therefore,  that  if 
each  of  these  patents  constitutes  a  disclosure  of  the  issue,  priority  of 
invention  should  be  awarded  Arbetter.    We  here  reproduce  Figure  8 
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from  Arbetter's  patent,  upon  which  he  bases  his  contention  that  said 
patent  oHistitutes  a  disdosure  of  the  issue  herein: 


We  also  reproduce  Fig.  3  from  Lewis's  application  herein,  as  an 
embodiment  of  his  seam : 


While  the  tribunals  of  the  Patent  Office,  as  above  stated,  were 
unanimously  of  the  opinion  that  priority  should  be  awarded  Lewis, 
their  views  as  to  the  proper  interpretation  of  the  issue  and  the  patents 
upon  which  each  party  bases  his  claim  to  priority,  were  quite  diver- 
gent. Ordinarily  in  a  technical  case  like  this,  we  accept  the  views 
of  the  expert  tribunals  of  the  Patent  Office.  Where,  however,  it  is 
apparent  that  those  tribunals  are  not  in  harmony  upon  controlling 
questions  involved  or  where  we  are  satisfied  that  an  incorrect  conclu- 
sion has  been  reached,  we  deem  it  our  duty  to  consider  the  case  afresh. 
We  shall,  therefore,  in  our  effort  to  determine  the  exact  nature  of  the 
invention  in  controv^^rsy,  turn  to  Lewis's  application  herein,  he  being 
the  senior  party  and  the  originator  of  these  claims. 

Upon  the  filing  of  his  application,  Lewis  was  notified  by  the  Patent 
Office  that  his  claims — 

fftU  to  define  anj'tliiug  patentable  over  tbe  patent  to  Arbetter,  690,3S5,  Jan.  7, 
1002,  Buttonhole  (6),  and  are  rejected  thereon. 

There  was  no  claim  in  the  original  specification  that  this  stitch 
resulted  in  the  concealment  of  either  the  needle  or  the  bobbin  thread. 
Upon  the  rejection  of  his  claims  because  they  c<H)tained  nothing  pat- 
entable over  Arbetier^s  patent,  Lewis  made  no  mention  of  the  con- 
tention he  now  makes,  but  filed  an  affidavit  under  Rule  75  carrying 
his  date  of  invention  back  of  the  date  of  the  filing  of  the  application 
upon  which  Arbetter^s  patent  was  granted.  While  this  affidavit  was 
found  to  be  satisfactory,  the  claims  were  again  rejected  upcm  Lewis's 
British  method  patent,  the  Office  holding  that — 

it  fa  Immaterial  so  far  as  the  seam  is  concerned  whether  the  neadle-pimcture  la 
parallel  with  the  hem  or  inclined  relative  thereta  o 
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To  meet  this  -condition,  Lewis  filed  a  statement  in  whidi  appeared 
the  following: 

By  making  the  vtitches  inclined  to  the  edge  two  very  important  adTantagei 
are  gained.  First,  by  so  including  the  stitches,  a  very  much  greater  width  of 
OTerseaming  is  secured  with  the  same  lateral  vibration  of  the  needle.  ^  •  ^ 
In  making  this  form  of  hem  with  the  straight  stitch  there  is  great  liability  of 
pulling  the  woof  from  the  warp  or  the  warp  from  the  woof,  as  the  case  may 
be,  while  with  the  inclined  stitch  the  woof  and  warp  are  bound  together,  thm 
making  a  much  more  durable  hem  or  seam« 

Again  his  claims  were  rejected  and  again  he  filed  amendments, 
which  were  in  turn  rejected.  Thereupon,  he  sought  to  have  his  ap- 
plication amended  so  that  it  would  contain  a  reference  to  the  advan- 
tages of  making  the  stitch  inclined  to  the  edge  of  the  superimposed 
layer.  This  advantage  consisted,  it  was  contended,  in  a  wider  and 
stronger  seam.    Under  the  head  of  remarks,  Lewis  said : 

The  interlocking  of  the  needle-thread  of  each  of  the  stitches  In  one  of  the 
rows  or  series  with  the  part  of  the  bobbin-thread  which  lies  in  the  preceding 
stitch,  maaaes  both  the  bobbin  and  needle  thread  upon  the  edge  of  the  tuperim- 
posed  layer  of  material  and  thus  makes  a  hem  or  seam,  which  both  in  appeB^ 
ance  and  in  binding  effect  upon  the  edge  is  entirely  different  from  anything 
shown  in  any  of  the  references. 

The  amendment  was  incorporated  by  the  Patent  Office,  but  the 
claims  were  again  rejected,  the  OiUce  holding — 

that  the  mere  statement  that  the  needle-thread  engages  a  portion  of  the  bobbin- 
thread  does  not  lend  patentability  to  an  otherwise  old  seam. 

Thereupon,  on  July  5th,  1906,  Lewis  filed  another  amendment,  and 
in  the  course  of  the  accompanying  remarks,  said : 

In  connection  with  present  claims  6,  7,  and  8,  it  is  to  be  noted  that  all  of 
these  claims  contain  a  limitation  which  is  absolutely  novel,  namely,  that  tbe 
needle-thread  of  each  stitch  is  interlocked  with  the  poition  of  the  bobbin-thread 
lying  in  the  preceding  stitch.  This  construction  enables  the  threads  to  be 
drawn  into  the  fold  between  the  main  and  superimposed  layers,  so  as  to  make 
a  much  neater  hem  or  seam  than  could  be  otherwise  obtained,  and  by  suffldent 
tension  on  the  threads  they  may  be  drawn  into  the  fold  to  such  an  extent  tbat 
the  stitches  are  substantially  concealed  on  the  wrong  side  of  the  hem  or  seam, 
as  well  as  on  the  right  side. 

It  is  to  be  noted  that  Lewis  in  this  statement  does  not  contend  that 
either  thread  would  be  entirely  concealed.  His  contention  is  that 
by  drawing  the  threads  into  the  fold  the  sHtches  would  be  substan- 
tially concealed.  After  several  other  rejections  the  claims  were 
finally  held  to  be  in  form  for  allowance  and  this  interference  wts 
thereupon  declared. 

The  Examiner  of  Interferences  ruled  that  the  object  of  the  limits- 
tion  in  the  counts  that  one  of  the  rows  of  stitches  should  enter  under 
the  edge  of  the  superimposed  layer  of  material  ^  is  the  partial  con- 
cealment of  the  stitch."  He  decided  against  Arbetter  because— 
the  point  at  which  the  needle  emerges  determines  the  p6int  at  whkii  tbt 
thread  carried  by  it  wm  be  locked  by  the  bobbin-thread. 
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and  for  the  further  reason  that  in  Arbetter's  construction-* 

ooe  of  tbe  stltclieB  emerges  just  over  the  tumed-under  edge — 

instead  of  entering  just  under  said  edge. 

The  Examiners-in-Chief  in  their  opinion  said  that — 

the  machines  of  the  applicants  are  essentially  different  and  the  8eam9  art 
themselvea  apecifically  different,  yet  possessing  certain  features  in  common. 

They  further  said : 

It  appears  that  the  applicants  approached  the  invention  from  somewhat 
dllTereat  pohits.  Arfoetter  apparently  had  In  view  only  a  loose  imitation  of 
band-felling.  In  forming  his  seam  the  object  Is  to  keep  it  narrow  and  show 
sabstantiaUy  nothing  but  the  bobbin-thread  appearing  only  at  the  points  of 
enchainment  with  the  other  thread  and  the  stitches  in  the  main  layer  of  fobrlc 
lying  close  to  the  edge  of  the  overlapping  layer.  In  forming  this  seam  the  needle 
takes  alternately  a  short  stitch  parallel  to  the  fell  close  to  the  edge  thereof  in 
the  main  body  of  the  fabric,  and  a  diagonal  stitch  in  which  the  needle  enters 
under  the  turned-over  edge  of  the  fabric  between  the  layers  and  emerges  throng 
the  superimposed  layer  a  short  distance  back  from  the  edge,  the  bobbin-thread 
caught  in  the  successive  stitches  passing  back  and  forth  over  the  edge  in  a 
zigsag  line. 

The  Examiners-in-Chief  then  direct  attention  to  the  fact  heretofore 
pointed  out  that  Lewis's  application  as  originally  filed  contained  no 
reference  to  his  present  contention.   They  then  said : 

It  appears  that  in  Lewis's  machine  the  needle  is  shifted  laterally  of  the  fold 
between  seams  and  the  inventor  found  that  by  Inclining  the  needle  a  greater 
width  of  seam  is  possible  with  the  same  amount  of  bodily  lateral  motlcm 
thereof. 

The  Examiners  stated  the  reasons  for  their  conclusion  in  favor  of 
Lewis  as  follotvs: 

In  the  seam  of  the  patent  (Arbetter's  Fig.  8)  the  needle  forms  alternate 
sUtchee  In  the  main  layer  and  the  superposed  layer.  The  latter  has  its  edge 
turned  in  and  the  needle  enters  it  at  a  point  remote  from  the  edge  and  emerges 
at  a  point  above  or  on  the  folded  edge.  The  stitch  in  the  under  layer  of  fabric 
la  parallel  to  the  edge  of  the  fell.  It  is  clear  that  the  seam  of  this  patent  is 
different  materially  from  that  of  either  of  these  applications.  Neither  of  the 
threads  is  hidden  and  the  needle-thread  appears  more  prominently  than  the 
bobbin-thread,  the  reverse  being  true  In  the  case  of  the  seam  of  each  of  the 
applications  in  this  interference.  The  difference  appears  in  each  of  the  Issues 
which  state  that  one  of  the  rows  of  stitches  enters  under  the  edge  of  the  super- 
posed fabric.  It  is  argued  on  behalf  of  Arbetter  that  it  is  immaterial  whether 
it  be  said  that  the  row  enters  or  emerges  under  the  edge,  since  the  invention 
bere  in  controversy  is  a  seam  independent  of  the  process  by  which  it  Is  formed. 
To  our  way  of  thinking,  however,  while  the  langTiage  referred  to  describes  the 
■earn  with  reference  to  the  process  of  manufacture,  it  Imports  a  real  difference 
In  the  seam ;  that  is  to  say,  it  fixes  the  fact  that  the  needle  engages  the  bobbin- 
thread  at  a  point  remote  from  tbe  edge  of  the  superposed  fabric,  since  the  point 
of  engagement  of  the  threads  is  always  at  the  point  of  emergence.  Further 
than  this  Arbetter  does  not  show  the  stitches  either  entering  or  emerging  from 

the  edge.  uigmzea  oy  ^.  v./ v/^  l^ 
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The  Commissioner  ruled  that — 

tbe  real  question  at  iasue  ts  whether  this  patent  (Arbetter*8)  shows  one  of 
the  rows  of  stitches  "  entering  under  the  edge  "  of  the  superposed  layer  of  fabric 
as  called  for  by  the  issue. 

He  further  said : 

In  view  of  the  fact  that  the  invention  In  issue  is  a  seam,  in  my  opinion  the 
words  of  the  counts  *'one  of  such  rows  (of  stitches)  entering  under"  the  edge 
of  the  folded  layer  of  material  does  not  import  into  the  claim  any  limitation 
resulting  from  the  method  of  manufacture  bat  that  such  words  must  be  con- 
strued as  referring  alone  to  the  position  which  the  threads  occupy  in  the  finished 
article.  In  the  seam  shown  in  both  the  applications  involved  in  interference 
the  thread  lies  wholly  under  the  folded  edge.  In  the  seam  shown  in  Arbetr 
ter's  patent  the  thread  lies  for  the  most  part  somewhere  below  the  upper  fold, 
but  it  emerges  either  at  the  folded  edge  or  above  the  folded  edge  and  hence 
does  not  lie  under  the  folded  edge.  By  reason  of  the  fact  that  the  thread 
emerges  either  at  or  above  the  edge  of  the  fold,  the  thread  of  the  preceding 
stitch  must  lie  in  an  exposed  position,  whereas  in  the  seam  involved  in  the 
Interference  it  is  concealed  beneath  the  fold.  For  these  reasons  it  is  held 
that  appellant's  Patent  No.  690,386  does  not  disclose  the  invention  of  the  issncb 
and  that  appellant  is  not  entitled  to  the  benefit  of  the  date  thereof. 

It  is  clear  that  the  Commissioner  was  correct  in  concluding  that  the 
words  ^^  one  of  such  rows  entering  under  the  folded  edge  of  ma- 
terial "  import  no  limitation  resulting  from  the  method  of  manu- 
facture, since  the  patent  is  upon  the  article  itself  and  has  no  reference 
to  the  method  by  which  the  finished  product  is  produced.  In  other 
words,  if  the  same  result  is  brought  about  by  reversing  the  position 
of  the  needle,  it  becomes  immaterial  whether  the  needle  enters  or 
emerges  at  a  given  point.  It  is  equally  clear,  we  think,  that  the 
Examiner  of  Interferences  and  the  Examiners-in-Chief  were  in  error 
in  stating  that  it  makes  the  slightest  difference  in  the  finished  product 
whether  the  needle  enters  or  emerges  at  a  given  point,  since  it  is  t 
matter  of  common  knowledge  to  those  familiar  with  the  operation  of 
a  sewing-machine  that  by  regulating  the  tension  device  of  the  ma- 
chine the  position  of  the  locking-point  of  the  thread  may  be  varied 
without  altering  the  construction  of  the  seam.  That  is  to  say,  by 
manipulating  the  tension  device,  it  would  be  impossible  to  tell  from  t 
subsequent  examination  of  the  stitch  whether  the  needle  entered  or 
emerged  at  a  given  point.  This  was  evidently  the  conclusion  of  the 
Commissioner,  since  he  based  his  decision  in  favor  of  Lewis  upon  the 
ground  that  in  the  seam  of  Arbetter's  patent  one  thread  does  not  lie 
wholly  under  the  folded  edge. 

Let  us  first  see  whether  it  is  physically  possible  for  one  thread  in 
the  Lewis  seam  to  lie  wholly  under  the  folded  edge.  Ijewis  himself 
has  never  so  contended.  His  first  reference  to  this  feature  of  his  seam 
was  contained  in  the  communication  he  filed  July  5th,  1906,  nearly 


DECISIONS  or  UNITED  STATES  COURTS  IN  PATENT  OASES.      877 

three  years  after  the  filing  of  his  application.  He  there  contended 
that  tension  would  enable  the  threads  to  be  drawn  into  the  fold  so  as 
substantially  to  cmiceal  the  stitches.  An  examination  of  his  seam,  we 
think,  clearly  indicates  that  what  he  meant  was  that  by  tension  the 
threads  at  the  interlocking  point  would  be  substantially  drawn  into 
the  fold,  but  this  would  leave  the  threads  of  the  lower  part  of  the 
seam  as  fully  exposed  as  the  thread  on  the  superposed  layer.  This 
must  be  so,  because  the  point  at  which  the  needle  enters  the  base 
layer  is  a  length  of  the  stitch  away  from  the  edge  of  the  superposed 
layer  in  order  to  allow  the  needle  to  emerge  below  and  without  punc* 
turing  said  edge.  No  amount  of  tension  could  conceal  either  thread 
because  of  the  physical  characteristics  of  the  seam. 

In  Arbetter's  patent,  as  pointed  out  by  the  Examiners-in-Chief,  it 
is  apparent  he  was  endeavoring  to  construct  a  narrow  seam,  which 
would  in  a  measure  take  the  place  of  hand-felling.  In  hand-felling 
the  object  is  to  secure  the  edge  of  the  upper  layer  of  fabric  to  the 
lower  edge  by  stitches  which  show  as  little  as  possible  on  the  main 
layer.  He  formed  his  seam  by  taking  a  short  stitch  close  to  and 
parallel  with  the  edge  of  the  overlapping  layer.  This  stitch  he 
alternated  with  the  diagonal  stitch. 

In  Arbetter's  Fig.  8  it  will  be  observed  that  the  needle-thread  at 
the  left  apparently  passes  under  instead  of  aver  the  bobbin-thread. 
Counsel  for  Arbetter  during  the  argument  at  bar  stated  this  to  be 
an  error  due  to  the  failure  of  the  draftsman  to  understand  the  stitch. 
While  we  are  inclined  to  sympathize  with  the  draftsman,  we  are  con- 
vinced from  an  examination  of  Figs.  6  and  7  of  the  patent  that 
counsers  contention  is  correct  We  will  employ  Fig.  8  to  demonstrate 
this.  The  first  thrust  of  the  needle  in  a  complete  stitch  according 
to  the  specification  is  in  the  folded  layer  at  its  edge,  the  needle  is 
retracted,  the  bobbin-thread  having  been  engaged,  and  a  second  thrust 
is  then  made  in  the  fabric  close  to  and  parallel  with  the  folded  layer. 
The  needle  is  again  retracted,  again  having  engaged  the  bobbin- 
thread,  and  moved  or  swung  into  position  for  the  next  thrust  into 
the  upper  or  folded  layer.  Necessarily,  when  the  needle  is  moved 
from  the  lower  body  of  the  fabric  to  the  upper  or  folded  layer  it  must 
pass  its  thread  over  and  not  under  the  bobbin-thread* 

But,  it  is  said,  Arbetter's  stitches  neither  enter  nor  emerge  under 
the  edge  of  the  folded  layer  and  hence  it  is  impossible  for  him  entirely 
to  conceal  the  one  thread.  We  have  endeavored  to  demonstrate  the 
impossibility  of  concealing  either  thread  in  the  Lewis  seam;  that 
originally  he  made  no  such  claim  but  on  the  c<mtrary  talked  about  a 
vnde  overseam  and  the  massing  of  the  two  threads  upon  the  edge  of 
the  folded  layer  as  the  features  of  his  seam ;  and  that  the  most  he 
ever  claimed  in  his  amended  specification  was  a  partial  concealment 
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of  threads.  Surely,  if  Lewis's  seam  responds  to  the  issue,  so  also 
does  Arbetter's.  A  limitation  in  a  claim  that  is  merely  arbitrary  and 
without  function  ought  not  to  be  permitted  to  deprive  the  fiist  in- 
ventor of  reward  simply  because  the  one  first  to  file  an  application 
has  inserted  it.  The  sole  reason  assigned  for  the  limitation  ^^  under 
the  edge"  is  concealment  of  one  of  the  threads;  but  if  neither  seam 
fully  accomplishes  that  result,  manifestly  the  one  in  which  sudi 
result  is  more  nearly  accomplished  ought  not  to  be  put  aside  for 
the  other.  As  we  view  these  claims  and  the  seams  to  which  they 
apply,  it  is  at  least  open  to  doubt  whether  this  limitation  really 
amounts  to  anything.  If  it  does  we  are  satisfied  that  Arbetter's  seam 
responds  to  it.  In  his  specification  he  states,  and  his  drawings  show 
that  the  upper  stitch  emerges  at  the  edge  of  the  folded  layer  of 
material.  When  we  consider  that  this  material  is  thin,  flexible  doth 
and  when  we  also  consider  the  effect  of  tension  upon  the  stitch,  it 
becomes  apparent  that  it  can  make  little  if  any  difference  whether 
the  stitch  enters  just  under  or  at  the  tumed-under  edge.  In  either 
case  one  thread  will  be  substantially  concealed.  Moreow,  in  the 
Lewis  patent  upon  which  he  relies  f<H:  priority  he  describes  the 
thrust  of  the  needle  as  ^  entering  the  edge  or  under  side  of  the  super- 
imposed material."  Manifestly  he  did  not  then  think  a  variation  of 
the  needle  so  slight  as  not  to  be  perceptible  to  be  at  all  material 

An  examination  of  the  Lewis  application  through  its  vicissitudes 
in  the  Patent  Office  convinces  us  that  his  present  contention  was  bore 
of  a  desire  to  overcome  the  adverse  view  of  the  Primary  Examiner 
to  the  allowance  of  any  of  these  claims,  and  that  concealment  of  either 
thread  was  as  foreign  to  his  original  design  as  it  is  impossible  of 
accomplishment  in  his  seam.  Moreover,  as  above  suggested,  we  are 
convinced  that  it  would  make  no  practical  difference  in  the  finished 
article  whether  the  needle  entered  or  emerged  at  a  point  just  below 
or  at  the  edge  of  the  underturned  layer  of  material.  If  we  were  deal 
ing  with  a  less  flexible  or  a  more  dense  material,  the  case  might  bt 
diffei^nt.  There  can  be  no  doubt  that  if  the  only  difference  between 
two  seams  lay  in  the  fact  that  the  needle  in  one  entered  or  emerged 
just  below,  and  the  needle  in  the  other  at  the  folded  edge  of  the  under- 
turned  material,  one  would  be  held  to  constitute  an  infringement  of 
the  other.  ( Westinghause  v.  Boyden  Power  Brake  Compa/ny^  C.  D., 
1898,  443;  83  O.  G.,  1067;  170  U.  S.,  687.) 

For  the  foregoing  reasons  the  decision  of  the  OofMnissioner  of  Pat- 
ents must  he  reversed  and  priority  awarded  Arbetter.  The  clerk  will 
certify  this  opinion  to  the  Commissioner  of  Patents  as  by  law  re- 
quired.   Reversed. 
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[Coart  of  Appeal!  of  the  District  of  Colttmbia.] 

Wm.  a.  Bogers,  Limited,  v.  iNTERNATiONAii  Silver  Co. 

No.  587  Patent  Appeals. 

Decided  February  1,  1910. 

154  O.  0.,  837;  34  App.  D.  C,  484. 

TaADB-MABKS — SlHILABITT. 

A  mark  consisting  of  the  words  and  symbols  "  Wm.  A.  Bogen  A.  I.,** 
followed  by  a  horseshoe  inclosing  the  letter  "R,**  Held  not  deceptXyeij 
similar  to  the  marks  "  Wm.  Rogers,  Mfg.  Co.*'  and  "  Wm.  Rogers  &  Son.'* 

Mr.  O.  H.  DuMj  Mr.  F.  P.  Warfidd,  and  Mr.  H.  S.  DueU  for  the 
appellant 
Mr.  George  H.  Mitchell  for  the  appellee. 

BoBR,  /.; 

This  case  involves  the  same  parties  as  the  two  preceding  cases. 
Appellant's  mark  herein,  however,  is  "  Wm.  A.  Rogers  A.  I.,**  fol- 
lowed by  a  horseshoe  inclosing  the  letter  ^^  R."  Appellee  contoids 
that  this  mark  is  deceptively  similar  to  its  marks  ^  Wm.  Rogers,  Mfg. 
Co.,"  and  ^^  Wm.  Rogers  &  Son."  We  think  the  accessories  employed 
by  appellant  in  its  use  of  the  word  ^  Rogers  "  reasonably  differenti- 
ates its  mark  from  appellee's.  William  A.  Rogers,  as  appears  in  case 
Na  585,  {ante,  361;  153  O.  O.,  1085;  84  App.  D.  C,  510,)  was  the 
predecessor  of  appellant  and  is  now  its  manager.  The  use,  there- 
fore, of  the  mark  herein  involved  is  not  without  reason.  The  goods 
sold  under  such  a  mark  would  probably  be  known  as  the  ^  Horseshoe 
Brand."  At  all  events,  the  mark  in  its  entirety  is  not  readily  to  be 
confused  with  the  marks  of  appellee. 

The  decUion  u  reverted  and  the  clerk  will  certify  this  opinion  as 
by  law  required. 


(Gonrt  of  Appeals  of  the  IMstrlet  of  Colombia.] 

In  rb  Notes. 

Decided  April  5,  1910. 

154  O.  0.,  838;  35  App.  D.  C,  107. 

PATDiTaBnJTT— Vaoduii  Cueanino  Afpabatus. 

Applicant  connected  an  internal-combustion  engine  with  a  Taccnm  clean- 
ing machine  in  such  a  manner  that  the  air  supplied  to  the  air-and-fud- 
mixing  means  of  the  engine  is  drawn  through  the  cleaning  device.  Held 
that  this  substitution  of  the  pump  of  the  engine  for  the  separate  air-pump  of 
the  cleaning  derice  is  ingenious,  but  is  not  inyention. 


Mr.  Robert  M.  Pierson  for  the  appellant 
r.R.F.Whitehi 

02746*— 11 26 


Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patent  o 
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Shepakd,  O.J.: 

Edward  P.  Noyes  appeals  from  the  decision  of  the  Commissioner 
of  Patents  rejecting  ten  of  the  twelve  claims  of  an  application  for 
patent  for  an  improvement  in  a  vacuum  apparatus. 

As  stated  by  the  Commissioner,  claims  1,  4,  and  12  represent  the 
invention  suflSciently.    Th^y  read  as  follows: 

1.  Yacaum  apparatus  comprising  an  automatic  Internal-combustion  motor 
having  means  for  mechanically  pumping  elastic  fluid  for  its  combustible  charge, 
an  anteriorly-extended  Induction-conduit  for  said  fluid,  and  means  anociated 
with  said  conduit  f^r  employing  the  pumping-suction  of  the  motor  In  the  pe^ 
formance  of  useful  work  other  than  combustible-charge  formation. 

4.  Yacpum  apparatus  consisting  of  a  vapor-fuel  automatic  explosion-motor 
having  means  to  mechanically  pump  its  air  charge,  an  air-supply  pipe  for  said 
motor  having  means  to  perform  extraneous  mechanical  work  by  the  pumping- 
suction  of  the  motor,  a  liquid-fuel  mixer  associated  with  said  pipe,  and  means 
for  causing  the  fuel-feeding  pressure  to  automatically  vary  with  the  snctioa 
imparted  to  said  extraneous-work-performing  means. 

12.  Vacuum  apparatus  comprising  an  automatic  internal-combustion  motor 
having  means  for  mechanically  pumping  its  combustion-air  charge*  and  an  ex- 
tended combustion-air  suction-pipe  for  said  motor  having  two  inlets,  one^of  which 
is  equipped  with  ettraneous-work-performing  means  operated  by  atmo^herlc 
lireesure,  and  the  other  equipped  with  an  automatic  inlet-valve  adapted  to  open 
upon  the  attainment  of  a  predetermined  degree  of  suction. 

As  stated  in  the  appeUant's  brief  the  application  is  for  an  invention, 

the  central  idea  of  which  consists  in  so  combining  an  interna  1-combn  Ft  ion  motor 
with  vacuum-using  devices  so  that  the  motor  may  be  directly  employed  as  a 
suction-pump  in  doing  work  outside  of  its  ordinary  mptor  functions. 

As  described  in  the  specifications,  in  connection  with  such  a  motor 
suitable  means  are  provided  whereby  the  difference  in  fluid-pressure 
created  by  the  suction  of  the  piston  or  equivalent  element  in  supply- 
ing the  motor  with  its  own  combustion  fluid  is  applied  to  the  per- 
formance of  mechanical  work.  By  this  means  the  motor  is  applied 
directly  to  the  production  of  vacuums  for  industrial  purposes  with- 
out the  intervention  of  a  separate  vacuum-pump  driven  by  the  motor. 
The  suction  conduit  or  pipe  is  extended  to  the  desired  point  and 
equipped  with  the  necessary  devices  for  mechanically  applying  the 
vacuum. 

The  ordinary  vacuum-cleaner  wagons  drawn  by  horses  carry  a 
gasoline-engine  which  drives  an  air-pump  and  operates  the  devices 
in  cleaning  carpets,  hangings,  etc.  Applicant  can  take  an  ordinary 
gas-engine  of  an  automobile  and  without  adding  the  air-pump  cause 
the  engine  which  propels  the  machine  to  perform  services  as  a 
vacuum-producer. 

The  general  view  of  the  Office  tribunals  is  thus  expressed  in  the 
C!ommissioner^s  decision.    He  says : 

The  Elxaminer  rejected  these  claims  on  the  ground  that  the  appUcant  with- 
out exercising  invention,  has  substituted  the  pump  of  an  Intemal-combustioa 
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engine  for  tbe  pomp  need  In  tbe  well-known  Tacanm  cleaning  apparatae»  and 
this  view  of  the  case  was  taken  by  the  Bxaminen-in-Ghief.  I  am  of  the 
opinion  that  to  merely  attach  a  pipe  leading  from  a  Tacaum-cleaner  to  the  con- 
duit supplying  air  to  the  air-and-fuel-mlzing  means  of  an  engine  did  not  con- 
stitnte  invention. 

A  number  of  references  were  cited  in  the  Office  decisions,  and  may 
be  summed  up  most  favorably  to  the  applicant  in  the  language  of 
his  brief  as  follows: 

The  ordinary  vacaum-cleaner  consisting  of  dnst-gatherlng  nozzle,  hose, 
strainer,  vacuum-pump,  and  functionally  separate  motor  (Young,  Rec.  p.  44; 
Kenny,  p.  06;  Leaycraft,  p.  40,)  (5)  carbureters,  with  or  without  a  partial 
vacuum  in  the  fuel-reservoir  (Grouvelle,  p.  60;  Stute,  p.  64;  Haddan,  Supple- 
mental Record,)  (o)  explosion-motors  which  draw  either  the  air  or  the  gas 
through  a  strainer  to  purify  it  before  reaching  the  motor-cylinder  (Brown, 
Weetinghouse  and  Praetorius,  all  in  the  Supplemental  Record.) 

The  foundation  of  his  contention  is  then  stated : 

It  is  apparent  from  the  briefest  perusal  of  these  references  that  they  show 
merely  tlmt  individual  elements  of  the  applicant's  new  combination  were  old. 
Ttiey  utterly  fkil  to  sui^st  the  application  of  a  gas-engine  to  the  uses  of  an 
ordinary  vacuum-pump,  but  the  Patent  Office  takes  the  position  tbf^t  it  involved 
no  invention  to  conceive  of  this  new  application,  or  to  make  the  necessary  com- 
bination of  elements  for  carrying  the  conception  into  effect 

It  may  be  added  that  the  Brown  patent,  mentioned  above  as  having 
an  air-strainer,  shows  a  dust-collector  interposed  between  the  ex- 
plosive-engine and  the  end  of  the  air-pipe.  While  the  object  of  the 
device  is  the  purification  of  the  air  drawn  into  the  engine,  it  is  within 
the  broad  language  used  in  claim  1 : 

Means  associated  with  said  conduit  for  employing  the  suction  of  the  motor  In 
the  performance  of  useful  work  other  than  combustible-charge  formation. 

The  applicant  admits,  of  course,  that  extracting  dust  from  objects, 
or  performing  other  work  by  means  of  a  vacuum  is  not  new ;  and  that 
the  explosive-motor,  as  used  by  the  appellant,  acts  very  much  as  would 
an  air-pump,  which  is  nothing  but  an  air-pump.  But  he  contends 
that  it  is — 

not  the  same  agent  as  before,  which  is  now  acting.  The  old  agent  was  a  pump 
and  nothing  more.  It  had  to  te  driven  by  a  separate  motor.  The  new  agent  is 
both  pump  and  motor. 

And  he  says: 

Granting  that  it  is  an  old  result  of  ultimate  effect  which  appellent  has  pro- 
duced, he  yet  produces  that  effect  in  a  more  facile,  economical  and  efficient  way, 
by  doing  away  with  all  the  cost,  weight,  friction,  and  driving  connections  of  the 
separate  pump  heretofore  employed. 

What  the  applicant  has  done  is  to  connect  an  internal-combustion 
engine  with  a  vacuum  cleaning-machine  in  such  manner  that  the  air 
supplied  to  the  air-and-fuel-mixing  m^ns  of  the  engine  is  drawn 
through  the  cleaning  device.    An  air-pump  is  necessary  to  the  vacuum 
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deaning  device;  and  the  engine  acts  as  a  pump  in  drawing  the  air  in, 
to  form  the  necessary  explosive  mixture.  The  pump  of  the  engine  is 
substituted  for  the  separate  air-pump  of  the  cleaning  device,  but  it 
performs  no  different  function.  The  same  old  thing  is  done  by  the 
same  means — a  vacuum-pump  operated  by  a  motor.  The  substitu- 
tion is  ingenious,  but  it  is  not  invention. 

It  Is  weU  settled  tbat  the  application  of  an  old  device  or  process  to  a  similar 
or  analogous  subject,  with  no  change  in  the  manner  of  applying  it,  and  no 
result  substantially  distinct  in  its  nature,  is  not  patentable,  eren  if  the  new 
form  of  result  has  not  before  been  contemplated.  {Pa.  R,  R.  Co.  ▼.  Locomotive 
Tmch  Co.,  G.  D.,  1884,  168;  27  O.  G.,  207;  110  U.  S.,  490;  Howe  MocMm  Co.  t. 
mat.  needle  Co.,  C.  D.,  1890,  281;  61  O.  O.,  475;  134  U.  S.  388;  DMrham  y.  Bet 
mour,  a  D.,  1896,  307;  71  O.  O.,  601;  6  App.  D.  O.,  78;  Umeit  ▼.  AOaa,  0.  D., 
1906,  762;  124  O.  G.,  1624;  27  App.  D.  G.,  70.) 

We  find  no  error  in  the  rejection  of  the  application^  and  the  de- 
cision will  he  affirmed.  The  clerk  will  certify  this  decision  to  the 
Commissioner  of  Patents.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Colttmbla.] 

In  re  Sherman. 

Decided  AprU  5,  1910. 

164  O.  G.,  839 ;  36  App.  D.  G.,  100. 

Design— Patentabilitt. 

In  considering  the  question  of  the  patentability  of  a  design,  ntlllty  may, 
in  a  close  case,  be  given  some  consideration;  but  the  real  question  is 
whether  there  is  such  originality  shown  as  to  call  for  the  exercise  of  tbe 
inventive  faculty. 

Mr.  A.  E.  Dowell  for  the  appellant 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 
SoBB, /.; 

Appeal  from  the  decision  of  the  Commissioner  of  Patents  deny- 
ing appellant  a  design  patent  on  a  nail,  the  ground  of  the  decision 
being  lack  of  patentable  novelty.     (C.  D.,  1909, 170;  147  O.  G.,  237.) 

The  design  which  appellant  seeks  to  patent  consists  of  an  ordinary 
nail  having  a  mushroom-shaped  head  and  a  circular  protuberance 
on  the  convex  side  of  the  head.  In  other  words,  appellant^s  nail 
materially  differs  from  the  prior  art  solely  by  reason  of  said  pro- 
tuberance which,  he  contends,  ^^  imparts  an  ornamental  finish  to  the 
nail.'^    In  his  brief  he  states : 

The  "circular  knobbed  head"  is  the  novel  characteristic  and  dlstinctlvt 
feature  of  appellant's  design. 

Digitized  by  VjOOQ IC 
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The  right  to  a  design  patent  under  section  4929,  Revised  Statutes, 
depends  upon  whether  the  person  applying — 

lias  invented  any  new,  original,  and  ornamental  design  for  an  article  of  mann- 
fkctnre  not  known  or  used  by  others  in  this  country  before  his  InTention 
thereof,  etc. 

Prior  to  May  9th,  1902,  when  said  section  was  amended,  the  inven- 
tion must  have  comprised — 
a  new,  useful  and  original  shape  or  configuration  of  any  article  of  manufttctureii 

It  will  be  observed  that  in  the  statute  as  amended  the  word  ^  use- 
ful ''  is  omitted  and  the  word  ^^  ornamental "  is  inserted.  It  would 
seem  that  the  purpose  of  this  change  was  to  more  carefully  differen- 
tiate design  patents  from  mechanical  patents.  While  in  a  close  case 
utility  may  be  given  some  consideration,  the  real  question  is  whether 
there  is  such  originality  shown  as  to  call  for  the  exercise  of  the 
inventive  faculty.  {Smith  v.  Whitnuai  Saddle  Company^  C.  D., 
1893,  324;  63  O.  G.,  912;  148  U.  S.  674;  in  re  Taumier,  C.  D.,  1901, 
806 ;  94  O.  G.,  2166 ;  17  App.  D.  C,  481.) 

While  it  is  quite  possible  that  appellant  has  produced  a  better  and 
perhaps  a  more  attractive  nail  than  the  nail  of  the  prior  art,  we 
quite  agree  with  the  tribunals  of  the  Patent  Office  that  tiie  distinctive 
features  of  his  design  do  not  involve  invention.  Had  appellant 
inscribed  a  circle  upon  the  convex  side  of  the  identical  nail  and  in 
identically  the  same  place  where  his  '* circular  knobbed  head" 
appears  in  the  design  of  his  application,  it  is  clear  that  he  would 
not  have  been  entitled  to  a  design  patent.  In  our  view,  the  projec- 
tion of  the  shank  of  the  nail  beyond  the  top  of  its  mushroom-shaped 
head,  as  appellant  in  effect  has  done,  does  not  constitute  an  invention 
of  a  ^  new,  original,  and  ornamental  design." 

The  decision  of  the  Oommiesioner  is  right  and  is  affirmed.  The 
clerk  will  certify  this  opinion  as  by  law  required.    Affirmed. 


(Court  of  Appeftli  of  tbe  District  of  Colombia.] 

Otis  v.  Ingoidsbt  and  Bowling.    Ivgoldsbt  add  Bowling  v.  Otis. 

Decided  A^ril  5, 1910. 

164  O.  a,  1106;  35  App.  D.  C,  102. 

RnssuB— BiOAimrKD  Claihs. 

The  law  does  not  permit  a  patoit  to  be  relBsoed  for  the  mere  purpose  of 
enlarging  a  claim  miless  there  has  been  a  clear  mistake,  inadvertently  com- 
mitted, in  the  wording  of  a  claim.  If  the  description  in  the  reissoe  applica- 
tion iinds  no  real  rapport  in  the  original  application,  a  case  for  r^ssue  is 
not  made. 

Mr.  W.  A.  Scott  and  Mr.  C.  F.  Fitts  for  Otis.      Digitized  by  GooqIc 
Mr.  8.  E.  Fonts  for  Ingoldsby  et  al. 
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Appeals  front  the  decision  of  the  Commissioner  of  Patents  in  an 
interference  proceeding  in  which  four  of  the  five  counts  involved 
were  awarded  Otis  and  one  claim  was  awarded  the  joint  applicantSi 
Ingoldsby  and  Bowling. 

The  invention  in  issue  is  a  dump-car  and  is  set  forth  in  the  follow- 
ing counts: 

!•  In  a  dump-car,  tbe  combination  of  a  damping-door,  means  for  dosing  tlie 
door,  means  for  holding  tbe  door  dosed,  and  means  for  returning  tbe  dooc^ 
dosing  means  to  initial  position  without  operating  the  door,  substantiaUy  u 
described. 

2.  In  a  dump-car,  the  combination  of  a  door  pivotally  mounted  in  the  car  so 
as  to  open  automatically  when  released,  means  for  dosing  the  door,  means  for 
holding  the  door  closed,  and  means  for  returning  the  door-closing  means  to 
Initial  position  without  operating  the  door  substantially  as  described. 

8.  In  a  dnmp-car,  the  combination  of  a  dumping-door,  gear  mechanism  for 
operating  sacfa  door  provided  with  means  for  releasing  the  door  to  permit  it  to 
swing  open  independently  thereof,  means  for  connecting  such  gear  meehanlmi 
with  the  door,  and  means  for  supporting  the  swinging  side  of  the  door  in  dosed 
position  independently  of  the  gear  mechanism,  substantially  as  described. 

4.  In  a  dump-car,  the  combination  of  a  dumping-door,  gear  mechanism  ion 
operating  such  door  movable  into  releasing  position  while  the  door  Is  statiooaiy 
In  its  closed  position,  means  for  supporting  the  swinging  side  of  the  door  in 
closed  position  during  the  moTement  of  such  gear  mechanism  to  rdeaslng  por- 
tion, and  means  for  releasing  the  swinging  side  of  the  door  from  such  supportlnf 
mechanism,  substantially  as  described. 

5.  In  a  dnmp-car,  the  combination  of  a  plurality  of  dumping-doors,  mechanisBi 
fbr  operating  such  doors  movable  into  releasing  position  while  the  doors  are  sti- 
tlonary  in  closed  position,  means  for  supporting  the  swinging  sides  of  the  doon 
Independently  of  such  operating  mechanism,  and  loddng-rod  mechanism  ton 
locking  and  releasing  such  supporting  mechanism,  substantially  as  described. 

Ingoldsby  and  Bowling's  application  was  filed  March  6th,  IMS, 
and  was  the  reissue  of  their  Patent  No.  784,265,  granted  March  7th, 
1906,  upon  an  original  application  filed  December  21st,  1908.  Otis 
filed  his  application  September  3d,  1901,  and  on  November  21st,  1905, 
was  granted  Patent  No.  804,970.  From  this  it  appears  that  the  joint 
applicants'  original  application  and  the  application  upon  whidi  OtiB 
was  granted  a  patent  were  copending.  After  the  grant  of  the  Otifl 
patent  Ingoldsby  iind  Bowling  filed  their  application  for  reissue.  In 
this  application  they  inserted  certain  amendments  to  the  descriptive 
matter  of  the  original  application  and  copied  the  claims  of  the  Otifl 
patent. 

It  is  contended  by  Otis  that  the  invention  in  issue  was  not  shown, 
described  or  claimed  in  the  original  application  of  his  adversariM 
and  that  therefore  the  reissue  application  constitutes  new  matter;  in 
short,  that  Ingoldsby  and  Bowling  have  no  right  to  make  the  daim 
of  theisBOieb 
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Neither  side  took  testimony.  The  Examiner  of  Interferences  sus- 
tained the  view  of  the  Primary  Examiner  that  the  joint  applicants 
have  the  right  to  make  the  cLiims  but  did  not  discuss  the  meaning  of 
the  issue  or  the  disclosure  upon  which  he  based  his  decision.  The 
Examiners-in-Chief,  in  an  elaborate  and  to  our  mind  convincing 
opinion,  awarded  all  the  claims  to  Otis.  Their  opinion  concludes  as 
follows: 

For  the  above  reasoni  we  do  not  think  that  the  counts  when  given  their 
ordinary  meaning  are  readable  upon  the  Ingoldsby  and  Bowling  construction 
as  originally  described,  and  especially  when  viewed  In  the  light  of  the  Otis  ap- 
plication. Therefore  Otis,  the  patentee  and  the  party  originally  advancing  the 
dalms,  is  entitled  to  an  award  of  priority  in  view  of  the  fttct  that  his  rival 
lias  DO  basis  in  his  case  to  support  the  Issue. 

The  Commissioner  sustained  the  decision  of  the  Examiners-in- 
Chief  as  to  all  save  count  4,  which  awarded  to  Ingoldsby  and  Bowl- 
ing upon  the  following  grounds: 

Count  4  specifies  that  the  mechanism  for  operating  the  doors  is  ''movable 
Into  releasing  position  "  whUe  the  doors  are  stationary  In  closed  position.  The 
door-operating  mechanism  of  the  Ingoldsby  and  Bowling  device  is  movable  Into 
releashig  position  while  the  doors  are  stationary,  for  when  the  gear-wheel  is 
thrown  out  of  mesh  with  the  pinion  the  bell-crank  levers  could  be  moved  by 
hand  to  their  initial  position,  even  if  their  weight  Is  not  such  that  they  wlU 
flaU  by  gravity.  For  these  reasons  it  must  be  held  that  Ingoldsby  and  Bowling 
are  entitled  to  make  a  claim  corresponding  to  this  count 

The  reasoning  of  the  Board  of  Examiners-in-Chief  and  of  the 
Gonmiissioner  as  to  four  of  the  counts  is  so  'satisfactory  that  we  do 
not  deem  it  necessary  to  add  anything  thereto.  A  careful  examina- 
tion of  the  record  convinces  us  that  until  Ingoldsby  and  Bowling 
saw  Otis^s  patent  the  subject-matter  of  these  claims  had  never  oc- 
curred to  them  and  that  the  structure  described  in  their  patent  was 
not  designed  to  operate,  and  would  not  in  fact  operate,  in  the  man- 
ner described  in  the  claims  of  the  issue. 

In  the  structure  of  both  parties  the  downwardly-opening  doors  of 
a  car  forming  a  car-floor  are  hinged  adjacent  the  center  of  the  car. 
These  doors  are  provided  with  means  for  holding  them  closed,  which 
means  must  of  course  sustain  not  only  the  doors  but  the  load  thereon. 
Means  are  also  provided  for  closing  the  doors  after  a  load  has  been 
released  through  the  agency  of  a  locking  means.  In  the  Ingoldsby 
and  Bowling  structure  the  means  whereby  the  doors  are  closed  con- 
sist of  bell-crank  levers  pivoted  near  the  center,  the  upper  ends  of 
which  being  fastened  to  chains  passing  around  a  shaft  upon  which 
is  mounted  a  gear-wheel.  The  gear-wheel  normally  meshes  with  a 
manually-operated  pinion.  The  journals  of  the  gear-wheel  are  so 
arranged  that  at  one  movement  of  a  lever  the  wheel  is  thrown  out  of 
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mesh  with  the  pinion.    This  prevents,  according  to  their  original 

application,  the — 

rotation  of  tbe  crank  at  the  time  when  the  doors  are  dropped* 

thereby  protecting  the  operator. 

The  Examiners-in-Chief  and  the  Commissioner  found,  and  we  con- 
cur in  the  finding,  that  there  is  no  reference  in  the  original  Ingoldsby 
and  Bowling  application  to  the  relative  size  and  weight  of  the  bell- 
crank  levers,  and  that  the  original  specification  fails  of  the  suggestion 
that  they  were  intended  to  fall  to  the  position  they  assume  when  the 
doors  are  open  prior  to  the  release  of  the  doors.  The  Board  of  Ex- 
aminers-in-Chief  disposed  of  count  4  as  follows: 

Count  4  includes  gear  meebaniiim  for  operating  the  door  movahle  Into  releas- 
ing position  while  the  door  is  stationary  in  its  dosed  iKMdtion.  The  gear  mech- 
anism of  the  Joint  applicants  ia  not  movable  into  releasing  position  except  as  to 
a  part  thereof. 

The  Commissioner,  however,  as  above  noted,  ruled  that  because  ^  the 
bell-crank  levers  could  be  moved  by  hand ''  Ingoldsby  and  Bowling 
are  entitled  to  make  that  claim.  We  are  uiiable  to  concur  in  this 
view.  It  is  not  the  object  of  section  4916,  Revised  Statutes,  relating 
to  the  reissue  of  a  patent,  to  encourage  or  permit  the  insertion  of 
claims  in  the  reissue  application  which  involve  an  impracticable  mode 
of  operation  or  which  are  obviously  inserted  for  the  sole  purpose  of 
appropriating  claims  of  other  inventors.  The  law  does  not  permit  a 
patent  to  be  reissued  for  the  mere  purpose  of  enlarging  a  claim  unless 
there  has  been  a  clear  mistake,  inadvertently  c<Hnmitted,  in  the  word- 
ing of  a  claim.  If  the  description  in  the  reissue  application  finds  no 
real  support  in  the  original  application,  a  case  for  reissue  is  not  made. 
(Steward  ei  oZ.  v.  American  Lava  Company  et  dl.,  C.  D.,  1909,  557; 
149  O.  a,  602;  215  XJ.  S.,  161;  Coon  v.  Wilson,  C.  D.,  1885,  171;  30 
O.  G.,  889;  118  U.  S.,  268.)  This  claim  in  the  Otis  application  re- 
ferred to  a  device  capable  of  automatic  operation.  The  device  of 
Ingoldsby  and  Bowling  to  respond  to  the  issue  requires  that  a  man 
should  crawl  under  the  car  and  manipulate  it.  This  fact  of  itself  is 
sufficient  to  negative  the  contention  that  their  original  application 
furnishes  any  substantial  basis  for  the  claim.  To  award  this  claim 
to  Ingoldsby  and  Bowling  we  would  be  compelled  to  give  it  a  forced 
and  unreasonable  construction  and  one  inconsistent  with  the  con- 
struction which  would  naturally  be  placed  upon  the  claim  as  it 
appears  in  the  Otis  application,  from  which  it  was  taken. 

The  decision  of  the  Commissioner  of  Patents  is  therefore  affirmed 
as  to  counts  i,  *,  5,  and  5,  and  reversed  as  to  count  4*  The  clerk  will 
certify  this  opinion  as  by  law  required. 

Affirmed  in  part  and  reversed  in  part. 
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(Court  of  Appeals  of  the  Dtstrlct  of  ColnmbU.] 

Matht  V.  The  Republic  Metalware  Compant. 
Decided  AprU  6,  1910. 
164  O.  O.,  1109;  85  App.  D.  C,  ISl. 

1.  Tbadb-MAbks— iNTEBraBEHCB — Pbiobitt  Onlt  Gonsidxbkd. 

The  only  purpose  of  a  trade-mark  interference  is  to  determine  the  ques- 
tion of  priority  of  adoption  and  use,  (citing  QUes  Remedy  Co.  v.  GUes,  O.  D., 
1906,  652;  120  O.  G.,  1826;  26  App.  D.  O.,  875,  distinguishing  from  in  re 
HerUi,  0.  D.,  1009,  331 ;  141  O.  G.,  287 ;  82  App.  D.  C,  269.) 

2.  SaHS— ABAIVDONIIBITT. 

Where  M.,  a  patentee  who  had  adopted  and  used  a  trade-mark  on  roast- 
ing-pans,  gave  a  license  to  R.  to  manufacture  and  sell  the  roasting-pans  of 
such  patent  and  suggested  the  use  thereon  of  the  mark  which  he  bad 
adopted.  Held  that  the  giving  of  the  license  did  not  constitute  an  abandon- 
ment  of  the  trade-mark. 

Mr.  A.  E.  DoweU  for  the  appellant 
Mr.  L.  8.  Bacon  for  the  appellee. 

Van  Obsdel,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  which  affirmed  the  decision  of  the  Ex- 
aminer of  Interferences,  refusing  registration  to  appellant  of  the 
word  ^^ Savory"  as  a  trade-mark  for  baking  or  roasting  pans. 
(C.  D.,  1909;  132;  146  O.  G.,  512.) 

Appellee  filed  its  application  for  registration  of  the  mark  in  ques- 
tion on  October  18,  1907,  which  was  granted  March  10,  1908.  Ap- 
pellant filed  his  application  June  9,  1908. 

It  appears  from  the  record  that  appellant  applied  in  1888  and  again 
in  1894  for  Letters  Patent  on  pans  of  the  same  general  character  as 
the  one  upon  which  the  mark  is  now  used,  which  applications  were 
rejected  by  the  Patent  Office,  and  that,  in  March,  1898,  he  filed 
another  application,  which  matured  into  a  patent  on  July  19,  1898. 
The  evidence  of  appellant  is  to  the  effect  that  he  adopted  the  mark 
here  in  question  as  early  as  1891.  Between  that  time  and  the  end  of 
1897,  he  sold  about  one  hundred  pans  which  were  made  entirely  by 
hand,  after  which  later  date,  he  had  ^^  a  cheap  die  made  and  sold 
many  mora" 

On  August  8,  1898,  he  entered  into  a  contract  with  the  Sidney 
Shepard  Company,  wherein  it  was  agreed  that  the  company  should 
have  the  exclusive  right,  with  the  exception  of  appellant,  to  manu- 
facture and  sell  the  roasting-pans  embodied  in  the  Letters  Patent, 
appellant  orally  suggesting  the  desirability,  of  designating  the  pans 
by  the  mark  he  had  previously  used.  The  Sidney  Shepard  Company 
was  succeeded  by  the  appellee  in  November,  1905.    Appellant,  on 
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Febmaiy  8, 1906,  renewed  the  license  and  executed  a  new  agiettnent 
with  appellee  which,  in  substance,  provided  that  the  appellant — 

does  hereby  license,  empower  and  grant  to  said  second  party.  Its  socoeflsors  and 
asrigns,  the  exdtisiTe  right  (except  as  hereinafter  stated)  to  mannfactore  and 
sen  the  said  roasters  in  the  United  States  for  the  fall  term  of  said  patent,  and 
agrees  not  to  empower  or  liceose  any  other  parties  in  the  United  States  to  mann- 
ftictare  or  seU  said  roasters  during  the  amtinoanos  of  this  agreement  Bat 
It  is  matually  agreed  that  the  said  party  of  the  first  part  shaU  have  the  right 
to  make  and  seU  said  roasters  in  an  experimental  way  or  in  any  territoiy  not 
coTered  by  said  Bepublic  Metalware  Company; 

that  the  appellee  would  pay  certain  royalties  to  the  appellant;  that— 

the  party  of  the  first  part  may  terminate  this  agreement  if  the  party  of  the 
second  part  shall  default  in  the  payment  of  royalties  as  herein  proTlded,  or  If 
the  royalties  paid  to  him  by  said  party  of  the  second  part  shaU  be  less  than 
42,000.00  in  the  last  preceding  calendar  year;  or  if  the  party  of  the  second  part 
changes  the  design  or  construction  contrary  to  Article  III ; 

and  that,  in  the  event  of  the  termination  of  the  license,  the  appdlant 
should  purchase  from  the  appellee  such  tools  and  dies  as  were  used  in 
the  manufacture  of  the  invention  embraced  in  the  contract 

It  does  not  appear  that  appellant  manufactured  roasters  for  sale 
after  the  date  of  the  contract  with  the  Sidney  Shepard  Company, 
jdthough  he  continued  to  make  them  for  experimental  purposes  until 
1906. 

The  Commissioner  of  Patents  refused  to  register  the  mark  in  ques- 
tion cm  the  ground  that  its  function  is  to  describe  a  specific  article 
made  under  a  certain  patent,  and  not  to  indicate  origin.  This  raises 
n  question  the  decision  of  which  must  be  limited  to  an  es  parte  pro- 
oeeding.  No  one  is  interested  in  its  determination  but  the  appellant 
and  the  Patent  Office.  Appellee  is  in  no  position  to  urge  the  invalid- 
ity of  a  mark  for  whidi  it  has  applied  for  and  received  a  certificate 
of  registration.  The  only  purpose  of  an  interference  is  to  determine 
the  question  of  pri<Nrity  of  adoption  and  use.  (CfUes  Remedy  Co.  t. 
Oiles,  C.  D.,  1906,  562;  120  O.  G.,  1826;  26  App.  D.  C,  87S.)  There 
was  nothing  in  the  proceedings  to  lead  appellant  to  anticipate  this 
objection  to  the  registraticm  of  his  mark,  and  his  testimony  was  neces- 
aarily  limited  to  the  issue  raised  by  the  interference.  He  has  had  no 
opportunity  to  show  that  the  mark  has  been  used  on  pans  differing 
from  those  manufactured  under  his  patent  His  testimony  establishes 
that  he  used  the  mark  as  early  as  1891.  It  may  well  be,  so  far  as  dis- 
closed by  this  record,  that  the  pans  made  at  that  time  were  substan- 
tially different  in  construction  from  those  now  being  placed  on  the 
market,  especially  in  view  of  the  fact  that  the  Patent  Office  rejected 
his  applications  of  1888  and  1894  and  allowed  that  of  1898.  If  they 
be  the  same,  then  his  patent  must  be  void.  Therefore,  this  question 
is  not  a  proper  one  to  be  considered  in  this  proceeding,  w^l^ 
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There  is  nothing  in  this  holding  inconsistent  with  that  in  re 
Herbst,  (C.  D.,  1909, 881 ;  141 0.  G.,  287 ,  32  App.  D.  C,  269-)  There, 
there  were  three  parties  to  an  interference,  one  of  whom  was  the 
appellant  Herbst  On  hearing,  it  developed  that  a  fourth  party  had 
adopted  and  nsed  the  mark  prior  to  the  earliest  date  established  by 
any  of  the  applicant&  All  of  the  applicants  were  thereup<m  refused 
registration,  which  decision  was  affirmed  by  the  Commissicmer. 
Herbst  then  applied  to  the  Examiner  of  Trade-Marks  for  the  regis- 
tration of  his  mark,  which  application  was  refused,  and,  on  appeal, 
that  ruling  was  sustained  by  this  court  In  that  case  the  same  record 
was  presented  for  the  consideration  of  the  ew  parte  matter  as  was 
considered  by  the  Commissioner  in  the  interference.  In  both  pro- 
ceedings, the  question  of  priority  of  adoption  and  use  was  nuinif  estly 
the  only  one  in  issue,  and  all  of  the  evidence  taken  bore  directly  on 
that  point  All  of  the  facts  necessary  for  a  determination  of  the  em 
parte  questi<m  were  before  the  Ckxnmissioner  on  the  hearing  of  the 
interference,  and  the  decision  there  given  could  work  no  injustice 
to  any  of  the  parties.  Hence,  the  ruling  in  that  case  can  have  no  ap- 
plication to  a  case  like  the  present  where  one  of  the  parties  has  had 
no  opportunity  to  offer  testimony  on  the  point  decided. 

We  now  come  to  the  question  of  priority  of  adoption  and  use.  It 
is  admitted  that  appellant  was  the  first  to  apply  the  mark  to  roasting- 
pans,  and  it  is  also  admitted  that  appellee's  predecessor  began  the 
use  of  the  mark  at  the  suggestion  and  with  the  consent  of  appellant 
But  it  is  contended  on  behalf  of  appellee  that  the  agreement  between 
appellant  and  appellee  amounted,  in  effect,  to  an  assignment  of  the 
patent  ri^ts,  and  that  appellant  has  no  longer  any  interest  in  the 
patent  or  in  the  article  manufactured  thereunder.  This  contract, 
however,  can  be  construed  to  be  nothing  more  than  a  mere  license.  It 
granted  to  appellee  only  the  right  to  manufacture  and  selL  The 
right  to  use  was  retained. 

Tbe  exclufllye  Mgbti  secured  by  a  patent  are  the  right  to  make,  the  right  to 
oee,  and  the  right  to  vend  the  invention  it  protects.  A  grant,  transfer,  or  con- 
veyance of  these  ezclusive  rights  throughout  the  United  States,  or  a  grant  of  an 
undivided  part  of  these  exclusive  rights,  or  a  grant  of  these  exclusive  rights 
throughout  a  specified  part  of  the  United  States,  is  an  assignmoit  of  an  interest 
In  tbe  patent,  by  whatever  name  it  may  be  called.  A  grant,  transfer,  or  con- 
veyance of  any  right  or  Interest  less  than  these  is  a  license.  (Paului  t.  BuOs 
Mfg.  Co^  129  Fed.  Bep.,  094.) 

Prior  to  the  date  of  appellant's  contract  with  appellee's  prede- 
cessor in  business,  appellant  had  manufactured  a  number  of  roasting- 
pans  which  he  had  sold  under  the  name  of  ^  Savory.''  These  pans 
had  become  known  to  the  trade  and  were  purchased  by  customers  by 
that  designation.  Appellant,  therefore,  before  the  use  of  the  mark 
by  appellee  or  its  predecessor,  had  acquired  a  property-right  therein, 
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of  which  he  could  only  be  divested  by  strict  proof  of  its  abandon- 
ment. Abandonment  being  in  the  nature  of  a  forfeiture,  it  is  incum- 
bent upon  the  person  alleging  it  to  prove  by  dear  and  convincing  evi- 
dence that  the  right  claimed  has  been  relinquished.  The  question  of 
abandonment  must  be  decided  by  the  facts  in  each  particular  case; 
but  a  mark  will  never  be  held  abandoned  unless  a  clear  intention  to 
do  so  appears.  In  Saxlehner  v.  Eisner  db  Mendelson  CompoM/j 
(C.  D.,  1900,  362;  93  O.  G.,  940;  179  U.  S.,  19,)  where  the  question  of 
abandonment  was  raised  in  a  case  of  unfair  competition,  the  Court 
said: 

To  establish  the  defense  of  abandonment  It  la  necessary  to  show  not  only  acts 
Indicating  a  practical  abandonment,  bat  an  actual  intent  to  abandon.  Acts 
which  unexplained  would  be  sufficient  to  establish  an  abandonment  may  be 
answered  by  showing  that  there  never  was  an  intention  to  give  up  and  relinquish 
the  right  claimed.  And  in  a  recent  English  case  this  doctrine  has  been  applied 
to  a  case  of  trade-marks. 

And  in  Browne  on  Trade-Marks  (sec.  682)  it  was  said: 

As  to  the  lapse  of  time  that  could  Justify  an  inferaice  of  abandonment,  it  has 
been  Judicially  said,  that  no  statute  of  limitations  bars  one  from  protection  of  his 
trade-mark.  On  this  point  are  many  decisions,  alike  in  principle,  althougli 
varied  with  circumstances.  In  one  case,  a  lapse  of  twenty  years  was  held  to  be 
no  bar;  in  another  case,  ten  years;  In  another  case^  nine  yearai 

Appellee,  under  its  contract  with  appellant,  agreed  to  pay  him,  in 
return  for  the  privilege  of  making  and  vending,  certain  royalties  on 
the  articles  sold.  It  was  therefore  to  appellant's  interest  to  use  every 
means  in  his  power  to  increase  the  sale  of  the  patented  articles  and  to 
make  them  popular  with  the  tradec  His  roasters  had  become  known 
by  means  of  his  mark,  and  it  was  but  natural  for  him  to  desire  that 
they  continue  to  be  so  designated.  That  he  found  it  more  advan- 
tageous to  purchase  the  articles  from  appellee  company  than  to  manu- 
facture them  himself,  cannot  destroy  the  rights  he  had  already  ac- 
quired. His  interests  simply  demanded  that  pans  be  placed  on 
the  market  manufactured  under  his  patent  and  designated  by  his 
mark.  This,  with  appellant's  consent  and  approval,  the  appellee 
company  was  doing.  The  invention  was  being  offered  to  the  public 
in  the  manner  originally  adopted  by  appellant,  and  in  the  manner 
he  would  have  the  right  to  use  should  he  desire  to  manufacture  after 
the  patent  had  expired,  or  to  the  extent  permitted  under  the  contract, 
or  in  case  the  license  was  revoked  as  provided  therein.  His  interests 
were  so  closely  connected  with  those  of  the  appellee  that  he  was 
actively  engaged  in  assisting  that  company,  even  to  the  extent  of  con- 
tributing toward  the  expense  of  advertising  the  ^  Savory  "  roasters. 
In  no  sense  do  we  think  that  the  contract  with  appellee  can  be  con- 
strued as  an  assignment  of  the  patent  or  as  an  aband<Niment  by  ap- 
pellant of  his  right  to  claim  the  trade-mar%,gff|i|p|pt^,l^mm  long 
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prior  to  the  date  of  the  contract.  To  award  to  appellee  company  the 
exclusive  right  to  the  use  of  a  mark  which  originated  with  appellant, 
who  consented  to  its  use  by  appellee  company  <mly  for  the  purpose 
of  better  protecting  his  interests  under  the  license,  which  award 
would  carry  with  it  the  exclusive  right  to  the  use  of  the  mark  on 
appellant's  invention  after  the  patent  had  expired  and  also  the  right 
to  use  it  on  other  goods  of  the  same  descriptive  qualities,  would  be 
manifestly  unjust 

TJie  deciaion  of  the  Commissioner  of  Patents  is  reversed,  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Reversed* 


(Court  of  Appeals  of  the  District  of  Colnmbta.] 

Wm.  a.  Rogers,  Limcted,  v.  International  Silver  Co. 

(No.  686,  Patent  Apfbals.) 

Decided  March  1, 1910. 

165  O.  Gm  654;  84  App.  D.  C.  413. 

TrADE-MaEXB — SiMILARITT. 

A  mark  conslBting  of  the  word  **  Rogers**  preceded  by  a  wreath  IncloBlng 
the  letter  "  R "  and  followed  by  the  same  combination  with  the  numeral 
*"  1881  **  Held  deceptively  similar  to  a  mark  consisting  of  the  word  **  Rogers  ** 
preceded  and  followed  by  an  anchor. 

Mr.  C.  H.  Duett,  Mr.  F.  P.  Warfield,  and  Mr.  H.  S.  Duett  for  the 
appellant. 
Mr.  Oeorge  H.  Mitchell  for  the  appellee. 

BOBB,  /..* 

This  case  is  between  the  same  parties  as  case  No.  585,  {tmte^ 
361;  158  O.  O.,  1086;  84  App.  D.  C,  410.)  The  mark  of  ap- 
pellant  here  involved  is  ^^ Rogers"  preceded  by  a  wreath  inclos- 
ing the  letter  ^^R,"  and  followed  by  the  same  combination  with 
the  numeral  ^^1881.^^  When  this  mark  was  adopted  by  appellant 
appellee  had  long  used  the  mark  ^^  Rogers  "  preceded  and  followed 
by  an  anchor,  and  this  appellant  knew.  Appellant  has  failed  to 
convince  us  that  these  marks  are  not  deceptively  similar.  As  ap- 
plied to  silverware  they  are  greatly  reduced  in  size.  In  view  of 
this  fact  the  ordinary  observer  would  not  be  likely  to  notice  the  dif- 
ference between  the  anchors  of  appellee  and  the  wreaths  of  appellant. 
It  is  true  that  appellant's  mark  contains  in  addition  the  numeral 
^  1881,''  but  its  position  is  such  that  no  significance  will  be  likely  to  be 
attached  to  it  even  if  it  is  noticed.  Appellant's  reason  for  adopting 
this  mark,  as  disclosed  by  the  testimony,  is  not  above  suspicion.    This 
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fact  should  be  given  weight  where  a  doubt  exists.  (American  Stove 
Co.  V.  DetroU  Stove  Works,  C.  D.,  1908;  407 ;  134  O.  G.,  2245 ;  81  App. 
D.  a,  304 ;  Walter  Baker  Co.  v.  Harrison,  C.  D.,  1909, 284 ;  138  O.  G., 
770;  82  App.  D.  C,  272;  Wayne  County  Preserving  Company  v.  Burt 
Olney  Canning  Co.,  C.  D.,  1909,  318;  140  O.  G.,  1008;  32  App.  D.  C, 
279;  Phoenix  Paint  Co.  v.  John  T.  Lewis  Co.,  C.  D.,  1909,  303;  139 
O.  G.,  990;  82  App.  D.  C,  285.)  Had  these  wreaths  been  above  and 
below  ''  Rogers,"  instead  of  before  and  after  it,  the  case  would  have 
been  different.  In  other  words  appellant  has  given  the  same  position  to 
the  wreaths  of  its  mark  that  appellee  has  given  to  Its  anchors,  without 
adding  anything  likely  to  direct  attention  to  the  difference  in  the 
marks.  There  was  no  necessity  for  such  close  simulation  of  appellee^ 
mark  and  such  a  practice  ought  not  to  be  encouraged.  Both  parties, 
as  stated  in  case  No.  585,  are  entitled  to  the  use  of  the  word  "  Rogers,'' 
but  we  do  not  think  any  undue  burden  is  imposed  upon  appellant 
when  it  is  required  to  adopt  accessories  sufficiently  unlike  those  pre- 
viously adopted  and  in  use  by  appellee  to  enable  the  public  to  distin- 
guish between  the  marks.  Such  a  requirement  is  all  the  more  essen- 
tial where  a  common  word,  inherently  calculated  to  lead  to  ocmfusion, 
is  employed. 

T?ie  decision  is  therefore  affirmed  and  the  derk  will  certify  this 
opinion  as  by  law  required. 

Shepabd,  C.  J.: 

I  am  compelled  to  withhold  my  assent  to  the  judgment  ordered  in 
this  case.  I  regard  the  conclusimi  as  inconsistent  with  that  in  the 
recent  case  No.  585,  between  the  same  parties,  in  which  it  was  decided 
that  the  rival  marks  are  not  deceptively  similar.  The  dissimilarity 
of  the  two  marks  consists  in  the  symbols  that  precede  and  follow  the 
word  "  Rogers  " — a  word  which  each  party  has  the  right  to  use. 
When  exhibited  in  any  ordinary  size  the  wreath  witb  "  R  "  inclosed 
of  one  party  is  quite  different  from  the  anchor  of  the  other.  When 
exhibited  on  small  articles  of  silverware,  the  confusion  results  from 
the  difficulty  in  distinguishing  either  symboL  It  requires  keen  eye- 
sight to  tell  that  one  is  an  anchor,  and  the  other  a  wreath  with  "  R  '^ 
in  it  The  same  confusion  would  result  from  the  use  of  many  other 
wholly  different  symbols.  When  used  in  proportionally  larger  size 
upon  larger  pieces  of  silverware,  the  confusion  disappears. 

Similarity  is  to  be  tested  by  actual  resemblance  of  the  distinctive 
features  of  marks,  and  not  by  indistinctness  of  each  caused  by  redno> 
tion  of  size  in  a  particular  application. 

If,  as  a  fact,  one  may  have  adopted  the  mark  for  use  on  small 
articles  to  obtain  the  trade  of  the  other,  it  may  be  a  matter  available 
in  a  suit  for  unfair  competition,  but  not  in  this  proceeding. 
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[Gourt  of  AppMls  of  tlM  District  of  GolamliUu] 

Smith  v.  Phelps. 
Decided  M^  26, 1910. 

160  O.  O^  1048;  86  App.  D.  O,  888L 

iHmnBNCB— Pbiobitt. 

Evidence  considered  and  Held  Instifficlent  to  show  that  the  Inyentloo  Id 
iflsne  originated  with  appellant,  the  junior  party. 

Mr.  H.  P.  DoolitUe  and  Mr.  L.  V.  Matdton  for  the  appellant 
Mr.  C.  R.  Stickney  and  Mr.  T.  K.  Bryant  for  the  appellee. 

Van  Obsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  G>mmissioner  of  Patents 
in  an  interference  proceeding.  All  of  the  tribunals  of  (he  Patent 
Office  concurred  in  awarding  judgment  of  priority  to  appellee. 

The  invention  in  issue  relates  to  spring  constructions  for  use  in 
railway-chairs  or  automobile-seats,  wherein  auxiliary  springs  are 
employed  to  reinforce  the  main  springs  after  the  latter  have  reached 
normal  compression  under  normal  load,  and  to  aid  them  in  resisting 
the  effect  of  sudden  shock  or  of  an  abnormal  application  of  weight. 
It  is  embodied  in  the  following  count : 

a  spring-cushion  comprising  border-ftames,  marginal  and  interior  upright 
q>rings  supported  in  the  frames  and  spring-arms  having  coils  intermediate 
their  ends  supported  by  the  border-ftames  and  haying  their  upper  portions 
arranged  intermediate  the  upper  and  lower  ftames  of  the  cushion  and  which 
are  adapted  to  be  compressed  when  the  cushion  is  subjected  to  unusual  weight 

Appellant  filed  his  application  for  patent  on  November  16,  1907, 
while  appellee's  application  was  filed  on  August  10,  1907. 

It  appears  from  the  evidence  that,  prior  to  the  conception  of  the 
invention  in  issue,  appellant  and  one  Macey  A.  Phelps,  appellee's  hus- 
band, were  both  employed  by  the  Jackson  Cushion  Spring  Company, 
the  former  as  secretary  and  manager  and  the  latter  as  superintendent 
of  the  mechanical  department.  The  company  was  then  manufactur- 
ing cushions  of  the  same  general  character  under  a  patent  to  one 
Stott,  in  which  the  auxiliary  springs  were  of  cone  shape  and  were 
placed  within  the  main  springs.  It  further  appears  that  in  February, 
1907,  Phelps,  with  the  assistance  of  some  workmen,  produced  in  the 
factory  a  spring-seat  embodying  the  invention  in  issue.  It  is  claimed 
by  appellant  that  this  cushion  was  made  under  his  direction  and  in 
accordance  with  his  instructions.  This  is  denied  by  Phelps,  who 
places  the  responsibility  for  the  invention  in  his  wife.  But  even 
according  to  appellant's  testimony  its  full  weight,  we  are  unable  to 
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see  wherein  it  substantiates  his  daim.    Appellant  testified  on  this 
point  as  follows: 

So  I  gaye  Mr.  Phelps  instructions  to  proceed  to  make  up  a  device  where  the 
main  coil-springs  would  be  separate  from  the  auxiliary  spring  and  where  tbe 
auxiliary  springs  could  work  without  conflicting  with  the  main  apeingt,  and 
this  construction  is  what  he  produced. 

On  cross-examination  he  further  testified: 

X-Q.  You  say  you  instructed  llr.  Phelps  to  build  you  a  spring-cushion,  in 
which  the  auxiliary  springs  did  not  conflict  with  the  main  spring.  Did  you  give 
him  any  definite  form  by  drawing  or  i^etch  of  what  you  wanted? 

A.  I  did  not 

X-Q.  Did  you  explain  to  him  in  any  way  how  you  thought  It  ought  to  be  con- 
structed? 

A.  Only  so  far  as  to  state  to  him  that  the  auxiliary  spring  would  have  to  be 
spaced  outside  of  the  main  spring  and  be  different  from  the  auxiliary  spring 
shown  in  the  Stott*s  patent 

It  is  manifest  that  this  evidence  fails  to  prove  that  appellant  had 
conceived  the  invention  prior  to  the  date  of  the  filing  of  his  applica- 
tion. While  he  communicated  to  Phelps  the  result  desired,  he  was 
silent  as  to  the  means  by  which  it  could  be  attained.  Even  with  the 
aid  of  appellant's  alleged  disclosure,  more  than  mere  mechanical  skill 
was  required  to  produce  the  subject-matter  of  this  interference. 

To  claim  the  benefit  of  the  employee's  tkUl  and  achioTement  it  is  not  sufll- 
dent  that  the  employer  had  in  mind  a  desired  result  and  employed  one  to 
doTise  means  for  its  accomplishment  He  must  show  that  he  had  an  idea  of 
the  means  to  accomplish  the  particular  result  which  he  communicated  to  the 
employee  in  such  detaU  as  to  enable  the  latter  to  embody  the  same  in  some 
practical  form.  {Robinson  ▼.  McOormick,  G.  D^  1907»  674;  128  O.  G.,  3280; 
29  App.  D.  C^  9S.) 

Counsel  for  appellant  vigorously  attack  the  testimony  offered  on  be- 
half of  appellee.  It  will,  however,  be  unnecessary  to  further  con- 
sider this  case.  Appellant  is  the  junior  party,  and  the  burden  is 
upon  him  to  establish  his  right  to  a  patent  by  a  preponderance  of  the 
evidence.    This  he  has  failed  to  do. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Afftrmed, 


[Conrt  of  Appeals  of  the  District  of  Columbia.) 

H.  C.  CoiA  &  CoMPANT  V.  The  William  Lea  &  Sons  Compant* 

Decided  May  26,  1910. 

156  O.  G.,  259 ;  35  App.  D.  C,  355. 

1.  Tbads-Mabks— IirrBBiXBEifOfr— EviDEMCB— Old  Account-Books. 

Entries  in  an  account-book  more  than  thirty  yean  old,  which  wae  found 
In  proper  custody  and  was  free  from  all  grounds  jf||^|^9mJMtproperlr 
rec^ved  In  eTidencet  ^ 
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2.  Shum — SA.1CE — ^Leading  QuxsnoNS — Teshmont  Dibbboabded. 
**  We  have  eliminated  from  oar  conslderatioii  tbe  testimony  elicited  by  leading 
qneBttonSi  the  record  abowing  that  timely  objection  was  noted.    American 
Stove  Co,  V.  Detroit  Btove  Works  and  Baratow  Stove  Company,  (C.  D^ 
1908;  407;  184  O.  G..  2245;  81  App.  D.  C.  304.)- 

Mr.  Arthur  Steuart  and  Mr.  John  E.  Cross  for  the  appellant. 
Mr.  T.  W.  Johnson  for  the  appellee. 

ROBB,  /./ 

This  is  a  trade-mark  interference  proceeding.  Appellant's  mark, 
«  F  F  F  O,"  was  registered  September  26th,  1888,  No.  10,699.  The 
appellee  registered  its  mark, ""  F  F  F,''  March  28rd,  1886,  No.  18,128. 
It  now  seeks  registration  undeir  the  act  of  1905. 

The  Examiner  of  Interferences  found  that — 

the  testimony  establishes^  in  a  fairly  satisfactory  manner,  that  the  predecessor 
of  each  party  was  using  its  mark  during  at  least  a  portion  of  the  year  1856^  and 
that  snch  nse  has  been  continued  to  date  without  loss  by  either  party,  or  ita 
predecessor,  of  the  right  of  use,  if  snch  right  ever  obtained. 

The  Examiner  found,  however,  th^t  neither  party  was  able  satis- 
factorily to  establish  its  prior  right  of  use,  and  hence — 

that  neither  should  haye  the  right  to  exclude  the  other. 

The  Oxnmissimier,  after  a  careful  review  of  applicant's  evidence 
relating  to  adoption  and  use  of  its  mark  prior  to  1855,  the  earliest 
date  to  which  appellant  is  entitled,  held  that — 

The  William  Lea  ft  Sons  Company  adopted  and  used  its  mark  **  F  F  F ''  prior 
to  any  date  of  adoption  and  use  which  can  be  accorded  to  H.  O.  Oole  ft  Go. 

Presttm  Lea,  whose  father  was  a  member  of  the  firm  of  Tatnall  A 
Lea,  <viginators  of  appellee's  mark,  first  became  connected  with  that 
firm  as  a  derk  in  1858.  He  produced  old  account-books  which  he 
testified  were  used  in  the  business  of  Tatnall  A  Lea,  and  other  prede- 
cessors of  appellee.  The  entries  in  the  first  book  he  was  uniJ>le  to 
identify,  since  they  were  made  prior  to  his  connection  with  the  firm. 
The  entries  in  the  other  books,  however,  he  was  able  to  identify.  In 
the  oldest  book  are  entries  under  date  of  January  8l8t,  1858,  diowing 
shipments  of  about  two  thousand  barrels  of  '^  8  F  flour."  The  other 
books  contained  similar  entries,  but  need  not  be  considered  here. 
The  entries  in  this  old  book  were  properly  received  in  evidence.  The 
book  was  more  than  thirty  years  old,  was  found  in  proper  custody, 
and  was  free  from  all  grounds  of  suspicion.  It  therefore  proved 
itself.  (Applegate  v.  Lexington  and  Carter  County  Mining  Co.y  llT 
D.  S.,  265;  HemerschZag  v.  DuryeOj  172  N.  Y.,  622;  BuUen  v.  Michel^ 
2  Price,  399;  Winne  v.  Tyrwhitt^  4  B.  4  Ard.,  876.)  In  the  circum- 
stances of  this  case,  such  entries  are  to  be  considered  a  part  of  the  res 
gestae^  rather  than  as  a  mere  recitation  of  past  events.  Such  is  the 
loroe  of  the  cases  cited.  ^ 

CS2746*— U 21 
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Frank  Cloud,  a  retired  miller  seventy-eight  years  old  and  an 
entirely  disinterested  witness,  testified  that  the  firm  of  Tatnall  &  Lea, 
for  whom  he  then  worked,  used  the  trade-mark  "  F  F  F  "  upon  flour 
in  1852  and  thereafter,  and  that  he  had  done  much  branding  himself. 
The  witness  was  asked  what  caused  him  to  remember  the  date  1852, 
and  replied: 

The  year  that  I  got  the  situation  at  Stanton  Mills  the  mUls  were  under  repair 
and  that  is  the  time  the  brand  was  started,  I  cannot  remember  the  month. 

The  entries  in  the  old  book,  supplemented  by  the  testimony  of  this 
witness  we  think  fully  justified  the  conclusion  reached  by  the 
Commissioner. 

We  have  eliminated  from  our  consideration  the  testimony  elicited 
by  leading  questions,  the  record  showing  that  timely  objection  was 
noted.  {American  Stave  Co.  v.  Detroit  Stove  Works  and  Baratow 
Stove  Company^  C.  D.,  1908, 407 ;  184  O.  G.,  2246 ;  31  App.  D.  C,  304.) 
It  is  unnecessary  to  notice  other  objections  raised. 

The  decision  of  tlie  Commissioner  is  affirmed^  and  the  clerk  will 
certify  this  opinion  as  by  law  required. 


(Coart  of  Appeals  of  the  District  of  Colambliul 

T.  M.  EiLDOw  CiGAB  CoMPAKT  V.  Thb  Georcob  B.  Sfbaoux  Ciqai 

Company* 

Decided  May  26, 1910. 

156  O.  G.,  259 ;  35  App.  D.  O.,  84S. 

Tbade-Mabks — "  H.iLF  Spanish  "  fob  Cigabs — ^Dbceptivb. 

The  words  "Half  Spanish''  as  applied  to  cigars  Held  deceptive,  and 
therefore  not  registrable  as  a  trade-mark  where  half  of  the  tobacco  used 
in  the  manuftictare  of  such  cigars  was  not,  in  fact,  Spanish  tobacco. 

Mr.  B.  A.  Coombs  for  the  appellant 
Mr.  Paul  Finckel  for  the  appellee. 

Barnard,  /.; 

The  appellant,  T.  M.  Kildow  Cigar  Company,  of  Bethesda,  Ohio, 
filed  its  application  for  the  registration  of  a  trade-mark,  to  be  applied 
to  stogies  and  cigars,  and  affixed  as  a  label  to  the  boxes,  the  words  of 
which  were  "  Half  Spanish." 

The  registration  of  this  trade-mark  was  opposed  by  The  Georpe  B. 
Sprague  Cigar  Company,  of  Columbus,  Ohio,  on  the  ground  that  the 
said  company  also  used  a  trade-mark  composed  of  the  same  words. 
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Testimony  was  taken,  and  the  case  was  heard  before  the  Examiner, 
who  dismissed  the  opposition,  and  held  that  the  T.  M.  Kildow  Cigar 
Company  was  entitled  to  the  registration  of  said  mark  as  a  tech- 
nical trade-mark,  which,  when  adopted,  was  not  descriptive  or 
deceptive. 

The  opposer  thereupon  took  an  appeal  to  the  Commissioner  of 
Patents,  who  reversed  the  Examiner,  and  refused  registration,  hold- 
ing the  said  mark  not  entitled  to  registry  either  as  a  technical  trade- 
mark, or  under  the  ten-year  clause  of  the  Trade-Mark  Act 

From  this  decision,  arUe^  94 ;  155  O.  G.,  1041,  an  appeal  was  taken 
to  this  court 

The  evidence  seems  to  be  clear  that  the  words  "'  Half  Spanish  ^ 
were  used  by  other  parties  besides  the  applicant  within  the  ten  years 
preceding  the  passage  of  the  trade-mark  statute,  and  that  the  appli- 
cant is  not  therefore  entitled  to  registry  under  that  clause.  The 
words  ^  Half  Spanish  "  were  refused  registry  by  the  Commissioner, 
on  the  ground  that  they  were  either  descriptive,  or  they  were  decep- 
tive. If  they  described  the  kind  of  tobacco  that  is  used  in  the  stogies 
and  cigars  manufactured  by  the  applicant,  they  are  general  words 
of  description  that  may  be  used  by  others.  If  the  tobacco  used  is 
not  Spanish,  or  less  than  one-half  Spanish,  the  mark  would  be  decep- 
tive, for  it  seems  reasonable  to  suppose  that  purchasers  would  be  led 
to  believe  from  the  name  that  the  goods  did  contain  half-Spanish 
tobacco. 

Without  consideration  of  the  other  features  of  this  case  which  have 
been  presented  in  argument,  we  have  reached  the  conclusion  that 
registration  must  be  refused,  because  of  the  deceptive  character  of 
the  words  composing  the  trade-mark,  as  they  would  be  likely  to 
deceive  purchasers,  no  claim  being  made  that  half  of  the  tobacco  used 
in  the  manufacture  of  the  cigars  and  stogies  was  Spanish. 

Tfie  decision  of  the  Commissioner  of  Patents  will  therefore  he 


[Court  of  Appeal!  of  tbo  Dtetrlct  of  Colqttblfkl 

In  BE  The  National  Candy  CoiJhPANY. 

Decided  May  t6,  1910. 

156  O.  a,  639;  35  App.  D.  O.,  851. 

1  TaADB-MABKS— "  NaVT  *•  AS  APPLIED  TO  CaNDT— NOT  DBBCIIIPTIVB. 

Candy  does  not  come  within  the  class  of  goods  which  would  be  readily 
asBOClated  in  the  public  mind  with  the  general  supplies  which  are  furnished 
by  the  Government  in  equipping  the  navy.  The  word  "  Navy  "  aa  applied 
to  candy  is  therefore  not  descriptive.  uigizeaDy  ^«wv7^l 


C  LV 


398      DBGI8I0K8  OP  UNITED  STATES  COUBTS  IN  PATENT  CASES. 

2.  SAks — Samb— UsB  Not  Aoaiiibt  Publxo  Pouct. 

"The  word  as  here  used  does  not  refer  to  the  United  States  Na?7 
Bpeclflcally,  but  in  a  generic  sense.  There  Is  nothing  in  the  proposed  nse 
of  the  word  to  suggest  that  the  Government  has  given  its  approval  to  the 
character  or  quality  of  the  merchandise  on  which  it  is  used  as*  a  trade- 
mark. It  does  not,  therefore,  come  within  the  chiss  of  trade-names^  the 
registration  of  which  is  prohibited  on  the  ground  of  public  policy.** 

Afr.  F.  M.  Phelps  for  the  appellant. 
'  Afr.  Webster  S.  Ruckman  for  the  Commissioner  of  Patents. 

VaK  Obbdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents refusing  registration  of  the  word  "  Navy,"  inclosed  within  four 
concentric  circles,  as  a  trade-mark  for  candy.  It  was  held  by  the 
Commissioner  that  this  mark  is  descriptive  and  deceptive  and  that  its 
registration  will  be  against  public  policy.  This  conclusion  was 
reached  upon  the  ground  that  the  goods  upon  which  the  mark,  if 
registered,  is  to  be  used  are  among  the  supplies  purchased  by  the 
United  States  Oovemment  for  its  navy.  We  do  not  think  that  candy 
belongs  to  a  class  of  goods  that  would  be  readily  associated  in  the 
public  mind  with  the  general  supplies  which  are  furnished  by  the 
Government  in  equipping  its  navy.  There  are  classes  of  goods  which 
are  manufactured  especially  for  use  by  the  navy.  The  public  at  once 
associates  these  articles  with  the  use  to  which  they  are  generally 
applied.  Manifestly  the  word  ^'  Navy  "  would  not  be  registrable  as 
a  trade-mark  for  use  on  such  goods;  but  we  do  not  think  that  candy 
comes  within  this  class.  Doubtless  it  is  used  to  a  limited  extent  in 
the  navy,  as  elsewhere;  but  its  Use  cannot  be  associated  chiefly  with 
the  navy,  nor  is  it  used  as  an  essential  part  of  the  naval  supplies  or 
equipment.  We  are  of  opinion  that,  as  a  mark  for  candy,  it  is 
purely  fanciful  and  arbitrary  and  meets  the  requirements  of  a  teeh- 
nical  trade-mark. 

The  word  as  here  used  does  not  refer  to  the  United  States  Navy 
specifically,  but  in  a  generic  sense.  There  is  nothing  in  the  proposed 
use  of  the  word  to  suggest  that  the  Government  has  given  its  ap- 
proval  to  the  character  or  quality  of  the  merchandise  on  which  it  is 
used  as  a  trade-mark.  It  does  not,  therefore,  come  within  the  class 
of  trade-names,  the  registration  of  which  is  prohibited  on  the  ground 
of  public  policy. 

The  decuion  of  the  Commissioner  of  Patents  is  reversed,  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 
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IfATB  FsunuzER  A  Junk  Compant  v.  Virginia-Cabolina  Chuc- 

ICAL  C!OMPANT. 

Decided  June  U  1910. 
106  O.  Gm  689;  86  App.  D.  C,  42S. 

1.  Teadk-Makks — Gooo-WiLU 

"  Good-will,  like  a  trade-marlc,  1«  but  an  incident  to,  and  can  luiTe  no 
cfidatence  apart  from,  the  buaineoi  in  which  it  had  its  origin.  '  It  is  tangible 
only  as  an  incident,  as  connected  with  a  going  concern  or  bnainees  haying 
locality  or  name,  and  is  not  snsoeptible  of  being  disposed  of  independently.' 
{MetrapoUian  Bank  y.  St.  LouU  Dispatch  Co.,  149  U.  8.,  486.)" 

2.  Sams — Sams. 

"What  is  included  under  the  term  good-will  'yaries  almost  in  eyery 
case,  but  it  is  a  matter  distinctly  appreciable,  which  may  be  preseryed  (at 
least  to  some  extent,)  if  the  business  be  sold  as  a  going  concern,  but  which 
is  wholly  lost,  if  the  concern  is  wound  up,  its  liabilities  discharged,  and  its 
assets  got  in  and  distributed.'  (Wedderlhim  y.  WedderJmm,  22  Beayan, 
84.)" 
8.  Sams— Tramsfeb  or  Trade-Mask  Rights. 

The  S.  Ck>.  upon  retiring  from  business  assigned  to  A.  ft  A.  its  "  anchor  " 
trade-mark  for  fertilizer  and  its  gopd-wiU  and  issued  circulars  stating  that 
the  fertilizer  sold  by  A.  &  A.  under  this  brand  would  be  made  by  the  same 
formula  and  of  the  same  material  as  that  of  the  S.  Go.;  but  there  was 
no  evidence  that  this  was  done  or  that  the  formula  and  raw  material  were 
actually  transferred.  Held  that  the  assignment  was  insufficient  to  can::^ 
the  right  to  use  the  trade-mark. 

,4.  Same— ABANDONMENT — Reappbopbiation. 

Where  the  owner  of  a  trade-mark  abandons  It,  such  mark  becomes  the 
subject  of  reappropriation  and  the  property  of  the  first  taker. 

S.  Same— Same — Same. 

The  M.  Co.  adopted  a  trade-mark  while  -it  was  being  used  by  the  8L  Co.* 
who  subsequently  abandoned  the  same,  but  attempted  to  assign  it  to  A.  ft  A. 
The  record  did  not  show  that  A.  ft  A.  began  to  use  it  immediately  after 
its  abandonment  by  the  S.  Co.  Held  that  the  use  by  the  M.  Co.  after  the 
abandonment  amounted  to  a  yalid  appropriation  and  entitles  it  to  regis- 
tration. 

Mr.  Pavl  Finckel  and  Mr.  Ralph  Kalisch  for  the  appellant; 
Mr.  F.  E.  Tasker  and  Mr.  J.  S.  Bcarker  for  the  appellee. 

Van  Orsdel,/./ 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  involving  the  use  of  a  design  represent- 
ing an  anchor  as  a  trade-mark  for  fertilizers.  The  Examiner  of 
Interferences  refused  registration  to  both  parties,  which  decision 
was  reversed  in  part  and  affirmed  in  part  by  the  Commissioner,  who 
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awarded  the  right  to  registration  to  appellee  and  denied  it  to  appel- 
lant. Appellant's  application  was  filed  on  May  8, 1905,  and  appellee's 
on  March  6, 1906. 

Appellee  claims  to  have  derived  title  to  this  mark  through  an 
assignment  in  1888  from  the  Southern  Fertilizing  Company  to  the 
firm  of  Allison  &  Addison,  appellee's  immediate  predecessor  in 
business.  It  is  conceded  that  the  Southern  Fertilizing  Company  be- 
gan the  use  of  the  mark  in  1873,  a  date  long  prior  to  that  estab- 
lished by  appellant  This  assignment  is  attacked  by  appellant  on  the 
ground  that  it  was  a  mere  transfer  of  the  right  to  use  the  trade- 
mark unaccompanied  by  a  sale  of  the  business  with  which  it  was 
associated. 

A  trade-mark  cannot  be  assigned,  or  its  use  Ucensed,  except  as  incidental  to 
the  transfer  of  the  hnsiness  or  property  in  connection  with  which  it  has  been 
used.  {Uacmahan  Pharmacol  Co.  t.  Denver  Chemical  Mfg.  Co,,  113  Fed.  Bepi, 
46&) 

This  is  too  well  settled  to  require  further  discussion  or  citation  of 
authority. 

The  testimony  shows  that  with  the  assignment  the  good-will  of 
the  Southern  Fertilizing  Company  was  also  conveyed  to  Allison  t 
Addison.  It  also  appears  that  the  Southern  Fertilizing  Company 
issued  circulars  to  its  customers  informing  them  of  the  transfer  of  its 
brands  and — 

that  they  could  rely  upon  getting  the  same  material  under  the  same  brand  u 
they  had  been  getting. 

It  is  insisted  that  this  met  the  requirements  of  the  law  and  consti- 
tuted a  valid  assignment  of  the  mark.  But  the  terms  good-wUl 
and  business  are  not  synonymous.  Good- will,  like  a  trade-mark,  is 
but  an  incident  to,  and  can  have  no  existence  apart  f  nxn,  the  business 
in  which  it  had  its  origin. 

It  is  tangible  only  as  an  Incident,  as  connected  with  a  going  concern  or  biul- 
ness  having  locality  or  name,  and  is  not  susceptible  of  being  diq;>08ed  of  inde- 
pendently.   {Metropolitan  Bank  v.  8t.  Loui9  Dispatch  Co.,  149,  U.  S.,  486.) 

In  this  case  the  Southern  Fertilizing  Company  wound  up  its  affairs 
and  abandoned  its  businesa  Necessarily,  its  good-will  became  ex- 
tinct. There  was  nothing  tangible  to  which  it  might  attach.  What  is 
included  under  the  term  good- will — 

varies  almost  in  every  case,  but  it  is  a  matter  distinctly  appreciable,  wliJdi 
may  be  preserved  (at  least  to  some  extent),  if  thci  business  be  sold  as  a  going 
concern,  but  which  is  wholly  lost,  if  the  concern  is  wound  up,  its  liabiHtles  dis- 
charged, and  its  assets  got  In  and  distributed.  {Wedderbum  v.  Wedderhumt 
22  Beavan,  84.) 

The  same  requisites  to  a  valid  assignment  of  a. trade-mark  are 
essential  to  a  valid  transfer  of  the  good-will.    If.  therefore,  the  as- 
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sigiunent  was  insufficient  to  convey  the  right  to  use  the  trade-mark, 
it  is  without  effect  to  transfer  the  good-will. 

The  good-wiU  of  an  establiBbment  is  an  acceesory  thereto ;  separate  therefrom, 
it  is  of  no  value.  And  the  same  rule  ai^lies  to  trade-niarka  {Upton  on  Trade- 
Mark9,  27.) 

Had  the  appellee's  predecessor,  Allison  &  Addison,  manufactured 
the  fertilizer  sold  by  it  under  the  trade-name  here  in  question  under 
the  same  formula  and  from  the  same  grade  of  material  as  that  manu- 
factured by  the  Southern  Fertilizing  Company,  we  might  be  con- 
fronted with  a  different  case.  However,  there  is  nothing  in  the  evi- 
dence to  this  effect.  The  circulars  issued  by  the  Southern  Fertilizing 
Company,  as  testified  to  by  the  witnesses,  stated  such  to  be  the  case, 
but  there  is  no  sworn  statement  to  prove  that  this  was  ever  done,  or 
even  intended  to  be  done  at  the  time  the  circulars  were  issued.  One 
witness  testified  that  Allison  &  Addison  did  receive  from  the  South- 
em  Fertilizing  Company  its  formula  and  some  raw  material,  but, 
on  cross-examination,  this  witness  admitted  that  he  knew  nothing  of 
the  transaction  other  than  what  he  had  heard. 

Appellee  is  the  junior  party  to  this  interference.  The  testimony 
offered  on  its  behalf  fails  to  overcome  the  burden  thus  resting  upon  it. 

The  purpose  of  the  trade-mark  law  is  as  much  for  the  protection 
of  the  public  as  for  the  manufacturer  or  dealer.  The  public  has  a 
right  to  know  the  origin  of  goods  and  commodities  which  it  pur- 
chases. The  public  comes  to  recognize  commodities  designated  by 
a  particular  mark  as  the  product  of  a  certain  dealer  and  as  contain- 
ing certain  characteristics  and  qualities.  If  the  owner  of  a  mark  be 
permitted  to  sell  it,  unaccompanied  by  the  business  by  which  it  has 
become  known  to  the  trade,  for  use  on  goods  of  the  same  general  class, 
but  possessing  different  characteristics  and  qualities,  one  of  the  pur- 
poses of  the  law  has  failed  and  a  fraud  upon  the  public  sanctioned. 

We  now  come  to  a  consideration  of  appellant's  case.  Appellant 
and  its  predecessors  have  been  using  the  mark  since,  at  least,  1880. 
The  Southern  Fertilizing  Company  abandoned  it  in  1888.  Whether 
or  not  Allison  &  Addison  began  to  use  the  mark  immediately  after 
its  abandonment  does  not  appear  from  the  record.  As  appellee  is 
the  junior  party,  this  doubt  must  be  resolved  against  it.  This  brings 
us  to  the  question,  should  the  application  of  appellant  also  be  re- 
fused? The  Examiner  of  Interferences  held  that,  as  appellant's 
predecessor  adopted  the  mark  while  in  use  by  the  Southern  Fertiliz- 
ing Company,  it  could  not  appropriate  it  when  abandoned  by  the 
latter  company.  This  view  is  supported  by  the  case  of  O^Rourke  v. 
Central  City  Soap  Co.^  (26  Fed.  Rep.,  676,)  where  the  Court  said : 

If  it  be  once  conceded  that  a  person  may  acquire  a  good  title  to  a  trade-mark 
by  appropriation,  without  the  consent  of  the  lawful  owner^  eit  woold-^nable  a 
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nuumfMictiirer,  by  the  ase  of.  large  capital  or  saperior  energy,  t^  drlye  com- 
petitors out  of  bualneBfl,  by  selling  their  trade-martn,  and  nalng  them  for  that 
TOry  pnrpoee,  provided  the  lawful  owner  la  unable  or  nnwllUng  to  assert  his 
rights  by  resort  to  the  conrts. 

With  this  statement  of  the  liw  we  are  unable  to  agree.  As  I<xig  as 
the  first  appropriator  is  using  the  mark,  the  8ec<md  acquires  no  prop- 
erty-right therein.  If  his  use  interferes  with  that  of  the  true  pro- 
prietor, courts  of  equity  afford  the  latter  a  swift  and  adequate  remedy. 
We  cannot  assume  that  one  whose  rights  are  invaded  will  not  avail 
himself  of  such  aid.  If  he  is  unwilling  to  do  so,  he  must  accept  the 
consequences.  When  the  owner  abandons  his  mark,  it  becomes  the 
subject  of  reappropriation  and  the  property  of  the  first  taker.  We 
fail  to  see  why  one  already  using  the  mark,  where,  as  in  this  case, 
he  has  acted  in  good  faith  and  without  knowledge  of  its  prior  use, 
should  not  be  as  much  entitled  to  appropriate  it  as  one  whose  date 
of  adoption  is  subsequent  to  the  abandonment.  Between  the  date 
of  abandonment  of  the  mark  by  the  Southern  Fertilizing  C!ompaDV 
and  the  date  of  adoption  by  Allison  A  Addiison,  appellant  enjoyed 
the  exclusive  use  of  the  mark.  This,  we  think,  amounted  to  a  valid 
appropriation  and  entitles  it  to  registration. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  tlie  District  of  Colombia.] 

SOHASTOW  V.  SCHLEICBXB. 

Decided  May  t6, 1910. 

106  O.  G.,  800;  86  App.  D.  C,  847. 

iHiSBRamcB— PaioBiTT — ^Diligence. 

Evidence  considered  and  Held  to  establish  that  Schartow,  who  was  the 
first  to  conceive  the  invention  in  issue,  was  reasonably  diligent  in  reducing 
the  same  to  practice  and  was  therefore  entitled  to  an  award  of  priority. 

Mr.  W.  H,  Singleton  for  the  appellant 

Mr.  O.  H.  Parmelee  and  Mr.  C.  P.  Byrnes  for  the  appellee. 

BoBB, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  reversing  the  unanimous  decision  of  the 
Examiners-in-Chief  and  sustaining  the  view  taken  by  the  Examiner 
of  Interferences. 
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The  issue  is  contained  in  six  counts  which,  however,  are  sufficiently 
illustrated  by  the  first  and  fifth,  as  follows: 

1.  In  a  hook,  a  body  portion  haying  a  hook  member  at  each  end,  said  hook 
members  lying  in  different  planes,  and  a  tongue  member  plvotally  connected  to 
the  body  portion  at  an  Intermediate  point,  and  having  one  of  its  arms  forming 
a  tongue  which  cooperates  with  one  of  the  hooks  of  the  body  portion,  ip&d  its 
other  arm  constituting  a  hook  member  which  cooperates  with  the  other  hook 
member  of  the  body  portion  to  form  an  eye,  said  cooperating  hook  members 
being  Interfitted,  together  with  a  spring  arranged  to  act  upon  the  tongue  to 
close  both  hook  members ;  substantially  as  described. 

6.  A  snap-hook  having  its  hook  and  tongue  members  pivotally  connected  and 
extended  rearwardly  of  such  connection,  the  ezt^isions  being  each  formed  with 
a  book  portion,  and  said  hook  portions  being  halved  together  to  form  a 
separable  eye,  together  with  a  spring  for  holding  both  the  hook  and  eye  closed, 
substantially  as  described. 

The  invention  in  controverqr,  as  will  be  gathered  from  reading  the 
above  claims,  is  a  snap-hook  in  which  the  shank  of  the  hook  and  the 
pivoted  tongue  member  extend  beyond  the  path  of  the  tongue  member 
so  as  to  form  a  separate  eye  for  engagement  with  the  chain-link,  thus 
providing  a  separable  eye  capable  of  engaging  the  link  of  the  chain 
without  welding.  The  Examiner  of  Interferences  found  that  Schar- 
tow  conceived  the  invention  and  made  one  or  more  models  embodying 
it  prior  to  the  earliest  date  claimed  by  Schleicher.  The  Examiner 
ruled,  however,  that  there  was  no  evidence  of  reduction  to  practice 
by  Schartow  until  after  Schleicher  entered  the  field  and  that  he  had 
failed  to  show  diligence  during  the  intervening  time,  hence  that 
Schleicher  was  entitled  to  a  judgment  of  priority. 

The  Examiners-in-Chief  ruled  that  Sch^ow's  exhibit  snap-hook^ 
which  he  made  a  few  days  after  making  his  first  model  and  before 
the  entry  of  his  adversary  into  the  field,  constituted  a  reduction  to 
practice.  The  Board  held,  however,  that  since  in  his  preliminary 
statement  he  had  alleged — 

that  he  first  embodied  his  invention  in  a  full-sized  machine  which  was  com- 
pleted about  the  third  day  of  April,  1907— 

Schartow  is  confined  to  that  day  as  the  date  of  his  reduction  to 
practice — 

although  as  already  indicated  he  actually  reduced  the  Invention  to  practice  by 
maiiina  the  exhibit  *'  Schartow's  Improved  Fire  Department  Snap  Hook "  in 
January,  1907. 

The  Board  found  that  Schleicher's  constructive  reduction  did  not 
occur  until  September  3rd,  1907,  his  filing  date,  and  awarded  priority 
to  Schartow.  The  Commissioner  agreed  with  the  other  tribunals 
that  Schartow  was  the  first  to  conceive  the  invention,  and  adopted 
the  view  of  the  Examiner  of  Interferences  fhat  neither  the  making 
of  the  early  models  nor  the  making  of  the  full-sized  device  in  April, 
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1907,  constituted  a  reduction  to  practice;  that  the  testimony  failed 
to  show  diligence  at  the  proper  time;  and  that  Schleicher  was  en- 
titled to  the  award  of  priority. 

Snap-hooks  were,  of  course,  well  known  in  the  art  when  these 
parties  entered  the  field.  What  each  sought  to  accomplish  was  to 
produce  a  hook  capable  of  being  attached  to  a  chain  without  the 
necessity  of  welding  the  chain.  To  be  of  any  practical  utility  these 
inventors  knew  that  such  a  device  must  be  simple  in  its  nature  and 
easily  manipulated.  This  probably  accounts  for  the  very  dose  re- 
semblance between  the  two  devices.  The  ti^stimony,  as  found  by  the 
three  tribunals,  is  absolutely  convincing  that  Schartow  is  the  prior 
inventor.  On  Thanksgiving  Day,  1906,  he  made  a  model  which  fully 
embodied  and  disclosed  the  invention.  On  the  same  day  he  exhibited 
it  to  others  whose  corroborative  testimony  is  in  the  record.  A  few 
days  later  he  made  another  oiap-hook  out  of  brass.  This  he  also 
showed  to  others.  Shortly  thereafter  he  'delivered  said  model  to  a 
pattem-malcer  for  the  purpose  of  having  a  master-pattem  made.  Not 
only  were  these  exhibits  introduced  in  evidence  and  clearly  identified 
but  the  testimony  and  bill  of  the  pattern-maker  were  also  introduced. 
A  witness  by  the  name  of  Hanley  testified  that  just  prior  to  his  leav- 
ing for  New  York  on  January  4th,  1907,  which  was  before  the  earliest 
date  claimed  by  Schleicher,  Schartow  gave  him  a  snap-hook,  which 
he  identified  as  "  Schartow's  Improved  Fire  Department  Snap  Hook," 
for  the  purpose  of  having  the  witness  take  it  to  New  York  and  show 
it  to  the  trade.  This  the  witness  did  and  in  his  testimony  stated  the 
name  and  address  of  the  representative  of  saddlery-hardware  con- 
cerns to  whom  he  exhibited  the  snap-hook  in  New  York.  None  of 
this  testimony  was  impeached  in  any  way.  Early  in  March  Sdiartow 
delivered  his  master-pattem  to  the  manager  of  the  Racine  Malleable 
A  Wrought  Iron  Company,  Racine,  Wis.,  where  Schartow  resided, 
for  the  purpose  of  having  brass  castings  made  for  patterns.  A  little 
later  Sdiartow  was  informed  that  this  firm  was  not  casting  brass  at 
that  time.  He  thereupon  applied  to  another  concern  and  received  his 
first  casting  in  April,  1907.  Immediately  thereafter  Schartow  was 
away  from  home  for  about  six  weeks  and  upon  his  return,  owing  to 
press  of  work,  he  delayed  proceeding  with  the  exploitation  of  his 
device  until  early  in  September.  His  first  shipment  of  hooks  was 
made  on  September  18th,  1907.  He  filed  his  application  on  January 
9th,  following. 

Without  stopping  to  inquire  whether  the  making  of  the  model 
hook  by  Schartow  in  December,  1906,  constituted  a  reduction  to 
practice,  in  view  of  the  simplicity  of  the  device  (O^CormeU  v. 
Schmidt,  C.  D.,  1906,  662;  122  O.  G.,  2066;  27  App.  D.  C,  77;  Bunon 
V.  Vogel,  C.  D.,  1907,  669;  131  O.  G.,  942;  29  App.  D.  C,  888)  we 

uigiiizea  oy  v^j  vj-v/pi  iv- 
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pass  immediately  to  a  consideration  of  the  question  whether  under 
the  evidence  Schartow  was  reasonably  diligent  thereafter.  We  think 
that  the  Commissioner  has  not  given  sufficient  consideration  to  the 
important  fact  that  this  is  an  invention  of  so  simple  a  nature  that 
the  construction  of  a  model  containing  all  the  elements  of  the  inven* 
tion  amounts  to  a  demonstration  of  utility.  When,  therefore,  Schi$- 
tow  constructed  his  exhibition  hook  and  showed  it  to  others  it  is 
apparent  from  the  testimony  that  he  became  thoroughly  convinced 
that  his  invention  was  complete  and  that  nothing  further  remained 
to  be  done  except  to  exploit  it.  He  did  not  Jay  it  aside  but  proceeded 
almost  inunediately  to  have  castings  made  for  patterns.  Thus  far 
he  was  unusually  diligent  We  think  the  comparatively  short  delay 
following,  in  the  circumstances  of  this  case,  is  satisfactorily  explained. 
Schartow  was  acting  independently  of  Schleicher,  it  not  being  even 
suggested  that  prior  to  the  filing  of  his  application  he  had  any  knowl- 
edge that  another  had  entered  the  field.  This  is  not  a  case  where 
an  incomplete  invention  has  been  put  to  one  side  until  another  has 
worked  out  the  problem.  Neither  is  it  a  case  where  the  evidence 
leaV^  it  doubtful  whether  the  one  first  to  conceive  at  all  times  in- 
tended to  give  his  invention  to  the  public  at  an  early  date.  In  other 
words,  Schartow's  good  faith  is  completely  established  by  the  record.  \ 

Without  intimating  any  opinion  upon  the  precise  question  decided 
hy  the  Commissioner^  we  rale  that  Schartow  was  entitled  to  the 
award  of  priority y  and  hence  reverse  the  decision  of  the  Commissioner. 

The  clerk  will  certify  this  opinion  as  by  law  required. 

Beversed. 


(Court  of  Appeals  of  the  DUitrlet  of  Golnmbia.] 

National  Metallitbgio  C!ompant,  Assignee  of  Tom  Cobb  Kino  v. 
Whitman  et  al.    Whitman  v.  Heabne  et  al. 

Decided  June  1, 1910. 

156  O.  G.,  1068 ;  35  App.  D.  0.,  420. 

1«  IimBFXBENCE — CONSTBUCTIVE  RePUCTION  TO  PbAOTICE. 

"  The  theory  underlying  the  doctrine  of  constructiye  redaction  to  practice 
Is  that  the  filing  of  a  proper  application  constitutes  a  sofflcient  disclosore 
to  enable  one  sklUed  in  the  art  to  practice  the  invention." 

2.  SaMB — SAMB— FOBEION  Appuoation. 

Where  it  was  contended  that  inasmuch  as  Dicke's  German  application 
subsequently  became  abandoned  it  cannot  avaU  Dicke  as  a  constructive 
reduction  to  practice,  Held  "  We  perceive  no  reason  why  Dickers  German 
application,  being  substantially  identical  with  the  present  appUcation,  should 
not  be  held  under  the  statute  to  constitute  a  constructive  reduction  to  prac- 
tice, since  had  it  been  filed  here  it  would  have  ^i^titlc^  ^^^^^qj  j^tai|^ 
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8.  Sams — Evidenck  ot  Adhebbnok  to  Covwxtiov — Sutficibnot  or 

Wben  the  Interior  Departmoit  was  duly  advised  that  Oermany  had  ad- 
hered to  the'  International  Convention  to  take  effect  May  1, 1903,  HOd  that 
**  in  the  absence  of  any  showing  to  the  contrary,  the  Patent  Office  was  there- 
after justified  in  assuming  that  Germany  was  in  good  faith  adhering  to  said 

convention." 
t 
4.  Same — EvmsNCE  as  to  German  Law — Sufficuwoy  of. 

Evidence  considered  and  Held  that  the  testimony  "taken  in  connectloo 
with  the  application  itself,  is  sufficient,  in  the  absence  of  any  evidence  to 
the  contrary,  to  Justif!y  the  presumption  that  under  the  German  law  it  is 
permissible  to  file  an  application  in  the  name  of  an  assignee." 

3fr.  J.  H.  Roney  for  National  Metallurgic  Company  and  Tom  Cobb 
King. 
Mr.  Melville  Church  and  Mr.  A.  8.  Steuart  for  Whitman. 
Mr.  J.  C.  Pennie  for  Dicke. 

BoBB, /.; 

These  are  interference  proceedings  and  the  issue  is  embraoed  in  the 
foUowing  counts: 

1.  The  process  of  agglomerating  fine  iron  ores  or  residues,  which  consists  in 
subjecting  the  same  to  a  temperature  which  shaU  cause  the  particles  thereof 
due  to  the  impurities  contained  therein,  to  fuse  sufficiently  to  become  semiplastie 
and  sticky,  and  agitating  by  rolling  the  mass,  when  in  the  semiplastie  state. 

2.  The  process  of  desulfurizing  and  agglomerating  fine  iron  ores  or  residoeB, 
which  consists  in  eliminating  the  sulfur  by  means  of  an  oxidising  atmosphere 
at  a  temperature  best  suited  for  that  purpose,  and  then  moving  the  mass  into  a 
temperature  which  shaU  cause  the  particles  thereof,  due  to  the  impurities  con- 
tained therein,  to  fuse  sufficiently  to  become  semiplastie  and  sticky,  and  agitating 
the  mass  by  revolving  it  about  a  horisontal  or  inclined  axis. 

8.  The  process  of  agglomerating  fine  iron  ores  or  residues,  which  consists  in 
passing  the  same  through  a  rotating  kiln  having  a  region  in  which  the  degree 
of  temperature  shall  cause  the  particles  thereof,  due  to  the  impurities  contained 
therein,  to  fuse  sufficiently  to  become  semiplastie  and  sticky. 

4.  The  process  of  desulf  uricing  and  agglomerating  fine  iron  ores  or  residues^ 
which  consists  in  passing  the  same  through  a  rotating  kiln,  in  one  part  of  whick 
it  shall  be  exposed  to  an  oxidising  atmosphere  at  a  temperature  best  suited  for 
its  desulfurization,  and  in  another  part  of  which  it  shall  be  exposed  to  a  tem- 
perature which  shall  cause  the  particles  thereot  due  to  the  impurities  contained 
therein,  to  fuse  sufficiently  to  become  semiplastie  and  sticky. 

Each  of  the  three  tribunals  of  the  Patent  Office  has  awarded 
priority  of  invention  to  Dicke,  the  senior  party,  and  this  award  must 
stand  unless  these  tribunals  erred  in  treating  an  application  oovering 
Dickers  invention  filed  in  Germany  on  May  25th,  1908,  Dicke  being  a 
subject  of  the  German  Empire,  as  a  (instructive  reduction  to  practice. 
Three  points  are  made  against  Dickers  right  to  have  said  application 
thus  considered. 

First,  it  is  contended  that  inasmuch  as  Dickers  German  application 
subsequently  became  abandoned,  it  cannot  avail  Dicke  as  a  con- 
structive reduction  to  practice.    Paragraph  8  of  section  4887  of  the 
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Bevised  Statutes  provides,  inter  dUa^  that  an  application  for  a  patent 
by  a  person — 

who  has  prevlooBly  regalarly  filed  an  applicatloii  fbr  a  patent  for  the  same 
inyentioii,  diacovery,  or  design  in  a  forei^  country  which,  by  treaty,  conyention, 
or  law,  affords  similar  privileges  to  citiaEens  of  the  United  States  sliall  have  the 
same  force  and  effect  as  the  same  application  woold  have  if  filed  in  this  country, 

on  that  date,  etc.  Each  of  the  three  tribunals  of  the  Patent  Office  has 
held,  and  in  that  finding  we  concur,  that  the  German  application  was 
for  the  sapie  inyention  as  that  described  in  Dicke's  present  applica- 
tion.   On  this  point  the  Examiner  of  Interferences  said : 

The  United  States  application  as  filed  was  almost  a  literal  translation  of  the 
German  application,  and  its  claims  as  first  presented  were  for  the  same  specific 
inyention  and  of  approximately  the  scope  as  those  presented  in  Germany. 

The  Board  of  Examiners-in-Chief  said: 

After  a  carefol  consideration  of  Dicke's  German  application  we  have  reached 
the  conclusion  that  it  fully  and  clearly  reveals  the  invention  of  the  issue. 

The  Commissioner  found  that — 
a  comparison  of  Dicke's  U.  S.  application  and  his  foreign  application,  a  certified 
copy  of  which  is  presented  in  evidence,  shows  that  the  subjects-matter  are  sub- 
stantially identical. 

The  theory  underlying  the  doctrine  of  constructive  reduction  to 
practice  is  that  the  filing  of  a  proper  application  constitutes  a  suffi- 
cient disclosure  to  enable  one  skilled  in  the  art  to  practice  the  inven- 
tion. The  benefit  conferred  by  the  above  provisions  of  said  section 
4887  is  not  made  to  depend  upon  the  outcome  of  the  foreign  applica- 
tion. The  only  condition  with  which  we  are  at  present  concerned  is 
whether  the  foreign  application  is  for  the  same  invention.  If  it  is 
for  the  same  invention  the  statute  requires  that — 
It  shaU  have  the  same  force  and  effect  as  the  same  application  would  have  if 
filed  in  this  country. 

We  perceive  no  reason  why  Dicke's  Oerman  application,  being  sub- 
stantially identical  with  the  present  application,  should  not  be  held 
under  the  statute  to  constitute  a  constructive  reduction  to  practice, 
since  had  it  been  filed  here  it  would  have  entitled  him  to  a  patent 

Second,  that  no  evidence  was  introduced  in  behalf  of  Dicke  that 
Germany — 
afforded  similar  privileges  to  citizens  of  the  United  States, 

and  hence  that  he  has  not  been  brought  within  the  provisions  of  said 
section  4887.  We  think  the  tribunals  of  the  Patent  Office  have  effec- 
tively met  this  contention  by  the  finding  that  the  Interior  Department 
was  duly  advised  that  Germany  had  adhered  to  the  International 
Convention  to  take  effect  on  May  1st,  1903,  which  was  prior  to  the 
filing  of  Dfdce's  German  application.  In  the  absence  of  any  showing 
to  the  contrary,  the  Patent  Office  was  thereafter  justified  in  assuming 
that  Germany  was  in  good  faith  adhering  to  said  conventionr^^^ 
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Third,  the  point  is  made  that  Dicke  has  failed  to  show  that  under 
the  German  law  it  was  permissible  to  have  an  application  for  his 
invention  filed  in  the  name  oi  another  party.  On  this  point  each  of 
the  three  tribunals  of  the  Patent  Office  found  that  the  evidence  clearly 
shows  that  Dicke  disclosed  his  invention  to  Goldschmld,  who  filed  the 
German  application  in  Dicke's  behalf,  and  that  this  procedure  is  in 
accordance  with  the  German  practice.  Goldschmid  testifies  that  he  is 
a  member  of  the  syndicate  having  title  to  Dickers  invention  and  was 
authorized  to  file  the  application;  that  Dicke  was  their  head  engineer, 
and  that  it  was  usual — 

to  apply  for  all  patents  for  inventions  made  by  the  engineers  of  our  syndicate, 
In  all  countries,  in  my  name,  provided  the  law  did  not  require  the  inventor  Mm- 
ielf  to  make  the  application. 

The  German  patent  attorney  who  prepared  and  filed  the  German 
application  testified  in  effect  that  the  invention  was  disclosed  to  him 
by  Dicke  and  the  application  was  filed  in  the  name  of  GoldschmicL 
A  translation  of  the  German  application  is  in  the  record  from  which 
it  appears  that  Goldschmid  was  not  required  to  state  that  he  was  the 
inventor  of  the  subject-matter  of  the  application.  The  above  testi- 
mony of  Goldschmid  and  the  German  patent  attorney  was  not  ob- 
jected to  and  was  not  disproved  in  any  way.  We  think,  therefore, 
that  that  testimony,  taken  in  connection  with  the  application  itself, 
is  sufficient,  in  the  absence  of  any  evidence  to  the  contrary,  to  justify 
the  presumption  that  under  the  German  law  it  is  permissible  to  file 
an  application  in  the  name  of  an  assignee. 

Tfie  decision  of  the  Com/missioner  awarding  priority  to  Dicke  it 
affirmed^ 

This  opinion  will  be  certified  as  the  law  requires. 

Afflrmed. 


[Coart  of  Appeals  of  the  District  of  Colambia.] 

Winter  and  Eichberg  v.  Latour* 

Decided  June  U  1910, 

167  O.  G.,  209;  35  App.  D.  C,  415. 

1.  INTERFERKNCE — FOREIGN   LaWS — JUDICIAL  NOTICB. 

Judicial  notice  will  not  be  talcen  of  the  laws  of  a  foreign  oountry. 

2.  Same — Pbiobitt — ^Application  Filed  in  Francs. 

Subsequently  to  the  adherence  of  France  and  the  United  States  to  the 
International  Convention  for  the  Protection  of  Industrial  Property  and 
less  than  twelve  months  prior  to  the  filing  of  his  application  involved  in 
Interference  L.  had  filed  an  application  for  patent  for  the  same  Inventl'n 
In  France,  Held  that  in  the  absence  of  proof  that  France  did  not  '*  affoti 
the  same  privillges  to  citizens  of  the  United  States  In  the  sense  oontem- 
^lated  by  section  4887,  R.  S.,**  L.  was  entitled  to  the  benefit  of  the  date  of 

ing  his  French  application. 
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8.  Sams — Pbioritt  Application  Filed  in  Gbbmant. 

W.,  who  filed  an  application  for  patent  in  this  country  on  March  7,  1908, 
had  filed  an  application  for  patent  for  the  same  inyentlon  in  Germany  on 
January  14,  1903.  Germany  did  not  adhere  to  the  International  Conven- 
tion for  the  Protection  of  Industrial  Property  till  May  1,  1903,  Held  that 
W.  is  not  entitled  to  the  filing  date  of  his  German  application  as  a  date  of 
constructive  reduction  to  practice. 

Mr.  J.  C.  Pennie  for  the  appellants. 

Mr.  A.  O.  Davis  and  Mr.  A.  A.  Buck  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
(antej  102;  156  O.  G.,  537)  in  an  interference  proceeding  awarding 
priority  of  invention  to  appellee,  the  junior  party.  The  invention  in 
question  consists  of  an  alternating-current  motor,  a  description  of 
which  is  unnecessary  for  the  consideration  of  this  appeal,  since  a 
question  of  law  alone  is  involved. 

Both  applications  in  this  case  have  been  assigned  to  the  General 
Electric  Company,  and  the  case  is  here  submitted  upon  an  agreed 
statement  of  facts.  It  is  agreed  that  the  appellants'  invention  was 
made  in  Austria  in  1902,  and  reduced  to  practice  in  Berlin,  Germany, 
in  December,  1902.  It  was  disclosed  to  one  £.  J.  Berg,  an  engineer 
of  the  General  Electric  Company  at  Berlin  in  January,  1903,  and  a 
description  sent  by  Berg  to  one  Rice  at  Schenectady,  N.  Y.,  who  read 
and  understood  the  letter  on  January  24,  1903.  The  three  tribunals 
of  the  Patent  Office  have  awarded  this  as  the  earliest  date  which  can 
be  given  to  appellants'  invention  in  this  country.  On  the  14th  day 
of  January,  1903,  appellants  filed  an  application  for  Letters  Patent 
in  Germany.  They  also  filed  an  application  for  patent  in  this  coun- 
try on  March  7, 1903.  It  further  appears  from  the  agreed  statement 
of  facts  that  Germany  did  not  agree  to  the  international  convention 
until  May  1,  1903,  a  date  subsequent  to  the  filing  of  appellants^ 
application  in  that  country. 

It  is  agreed  on  behalf  of  appellee  that  he  filed  an  application  for 
the  same  invention  in  France  on  January  21, 1903,  and  that,  at  a  date 
prior  to  this,  France  had  agreed  to  the  International  Convention  for 
the  Protection  of  Industrial  Property.  Appellee  filed  his  application 
in  this  country  January  19, 1904.  It  also  appears  that  appellee  trans- 
mitted a  description  of  the  invention  to  the  officials  of  the  General 
Electric  office  at  Schenectady,  N.  Y.,  through  one  Garfield,  with 
directions  that  a  United  States  application  be  prepared  for  said 
invention ;  that  said  description  was  received  at  Schenectady  on  Janu- 
ary 12,  1903,  and  that  it  was  read  and  translated  by  one  Slichter 
prior  to  February  5,  1903.  The  three  tribunals  of  the  Patent  Office 
concurred  in  awarding  to  appellants  the  date  of  January  24,  1903, 
as  the  date  of  disclosure  and  constructive  i^ducti^n  ^1^^  ^]^):^JG|^ Jn 


410     DECIBIOK8  OF  UNITED  STATES  00TJBT8  IK  PATENT  CASES. 

this  country  and  to  appellee  the  date  of  January  21,  1903,  when  he 
filed  his  application  in  France,  as  the  date  to  which  he  is  entitled 
for  disclosure  and  constructive  reduction  to  practice  in  this  country. 
Appellee  was  given  this  date  by  virtue  of  section  4887,  Bevised 
Statutes,  as  amended  March  3, 1903,  which  provides  that  a  citizen  of 
a  foreign  country  shall  be  entitled  in  tiie  United  ^States  to  the  benefit 
of  his  foreign  filing  date,  provided  such  foreign  country,  by  treaty, 
convention,  or  law,  affords  similar  privileges  to  citizens  of  the  United 
States.  The  Patent  Office  in  awarding  to  appellee  the  French  filing 
date,  and  to  appellants  the  date  of  their  disclosure  to  Rice  in  this 
country,  gave  appellee  the  priority  by  three  days. 

It  is  insisted,  however,  on  behalf  of  appellants  that,  inasmuch  as 
the  German  Government  adhered  to  the  convention  within  the  period 
of  twelve  months  after  the  date  of  the  filing  of  their  application  in 
Germany,  they  should  be  entitled,  under  the  provisions  of  section 
4887,  Revised  Statutes,  as  amended,  to  the  filing  date  in  Germany 
as  the  date  of  disclosure  and  constructive  reduction  to  practice  in 
this  country.    This  is  the  chief  question  involved  in  this  case. 

This  court  held  in  De  Ferranti  v.  Lindmark  (C.  D.,  1908,  858;  134 

0.  G.,  516;  30  App.  D.  C,  417)  that  section  4887,  Revised  Statutes, 
as  amended  by  the  act  of  1903,  cannot  be  construed  to  apply  to  appli- 
cations pending  at  the  time  of  its  passage,  since  this  would  give  the 
statute  retroactive  force.  It  follows  that  to  construe  the  treaty  with 
Germany,  which  became  effective  May  1,  1903,  so  as  to  give  appel- 
lants the  benefit  of  their  foreign  filing  date,  when  their  application 
was  filed  in  this  country  prior  to  that  date,  would  be  to  give  the 
treaty  retroactive  force.  Section  4887  accords  the  privileges  extended 
by  the  treaty  to  an  applicant  filing  in  this  country  when  in  such  case 
the  applicant  has — 

previously  regularly  filed  an  application  for  a  patent  for  the  same  inven- 
tion *  *  *  in  a  foreign  country  which,  by  treaty,  convention,  or  law,  affords 
similar  privileges  to  the  citisens  of  the  United  States. 

On  the  date  appellants  filed  their  application  in  this  country,  Ger- 
many was  not  affording  the  privileges  required  by  the  statute  to 
citizens  of  the  United  States.  It  seems  clear  that  Germany  and  the 
United  States  were  not  contracting  States  under  the  treaty  until  May 

1,  1903.  Any  acts  performed  in  one  country  prior  to  that  date  could 
have  no  binding  effect  in  the  other,  unless  the  intent  to  include  them 
within  the  provisions  of  the  treaty  is  clearly  apparent.  By  the  terms 
of  article  4  of  the  treaty,  priority  during  the  period  of  twelve  months 
is  reserved  for  the  purpose  of  making  application  in  the  other  con- 
tracting States,  and  for  no  other  purpose.  This  right  could  not 
attach  until  the  contract  became  binding  upon  both  parties.  We 
think  our  holding  in  De  Ferranti  v.  Lindmark^  suprc^  is  conclusive  of 
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the  question  here  presented.  The  construction  of  the  treaty,  in  the 
absence  of  anything  therein  to  the  contrary,  is  dependent  largely  upon 
the  construction  to  be  given  the  statute.  It  is  uniyecessary  to  consider 
what  would  have  been  the  proper  interpretation  had  Germany 
accepted  the  treaty  between  the  dates  of  appellants'  Grerman  and 
American  filings.  This  was  not  done,  and  no  opinion  on  that  point  is 
necessary. 

It  is  contended,  however,  that  appellee  is  not  entitled  to  his  French 
filing  date,  for  the  reason,  as  stated  in  the  decision  of  the  Commis- 
sioner of  Patents — 

that  under  the  clrcumstancee  of  the  present  case  France  did  not  afford  "  slmUar 
privileges  to  citizens  of  the  United  Stat.ee  "  In  the  sense  contemplated  In  section 
4887,  R.  8.  As  a  basis  for  this  contention  It  Is  pointed  out  that  the  French  ap- 
plication relied  upon  was  filed  as  a  "  patent  on  Improvement  upon  the  French  pat- 
ent of  December  18,  1900,  self-excltlng  alternator,  and  Its  additions." 

It  is  asserted  that  one  of  the  additions  referred  to  in  the  French  application  is 
a  certificate  of  addition  dated  September  12,  1901,  which  became  effective  April 
18,  1902.  It  Is  urged  that  inasmuch  as  the  French  application  relied  upon  was 
filed  within  one  year  after  April  18,  1002,  no  one  except  the  original  patentee 
could  legally  obtain  a  patent  In  France  for  any  alteration,  improvement  or  addi- 
tion to  the  Invention  described  in  the  certificate  of  addition  within  that  year, 
and  since  no  "  citizen  of  the  United  States  "  could  obtain  a  patent  during  that 
time  France  did  not  afford  the  same  privileges  to  citizens  of  the  United  States 
in  the  sense  contemplated  by  section  4887,  R.  S. 

The  provision  of  the  French  patent  law  in  question  was  not  offered 
in  evidence  and  does  not  appear  in  the  record.  It  is  not,  therefore, 
before  us,  and  we  will  not  take  judicial  cognizance  of  its  provisions. 
In  Liverpool  Steam  Co.  v.  Phenix  Ins.  Co.  (129  U.  S.,  397)  the  Court 
stated  the  rule  as  follows: 

The  rule  that  the  courts  of  one  country  cannot  take  cognizance  of  the  law  of 
another  without  plea  and  proof  has  been  constantly  maintained,  at  law  and  in 
equity,  in  England  and  America.  {Church  v.  Huhbart,  2  Cranch,  187,  236; 
Ennis  Y.  Smith,  14  How.,  400,  426,  427;  Dainese  v.  Hale,  91  U.  8.,  13,  20,  21; 
Pierce  t.  Indseth,  106  U.  S.,  646 ;  ess  parte  Cridland,  8  Ves.  ft  B.,  94,  99  ;Lloyd  ▼. 
Guihert,  L.  R.,  1  Q.  B.  115. 129;  S.  C,  6  B.  ft  S.  100,  142.) 

It  is  clear  from  the  record  before  us  that  the  application  involved 
in  this  interference  was  filed  by  appellee  in  France  less  than  twelve 
months  prior  to  the  date  of  his  filing  in  this  country,  and  that  dur- 
ing that  time  France  and  the  United  States  were  mutually  adhering 
to  the  international  convention.  Quoting  with  approval  the  con- 
cluding paragraph  of  the  decision  of  the  Commissioner: 

It  therefore  follows  that  since  France  would  have  accorded  to  Latour  the 
benefit  of  an  application  for  patent  for  the  same  invention  filed  In  the  United 
States  within  twelve  months  next  preceding  the  filing  of  his  application  in 
France  he  should  be  accorded  the  benefit  of  the  date  of  filing  of  his  French 
application  above  referred  to,  which  was  filed  less  than  twelve  months  prior  to 
the  date  of  filing  of  his  application  involved  in  this  interference^  ^^wv/^l 
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We  agree  with  the  tribunals  of  the  Patent  Office  that  the  earliest 
date  which  can  be  accorded  appellants  is  their  date  of  disclosure  in 
this  country,  January  24,  1903,  and  that  appellee  is  entitled  to  his 
French  filing  date  of  January  21,  1908.  It,  therefore,  follows  that 
appellee  is  entitled  to  priority. 

The  decision  of  the  Commidsoner  of  Patents  is  a/Jtrmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Afflrmed. 


[Court  of  Appeal!  of  the  District  of  Columbia.] 

Young  v.  Stbuble. 

Decided  June  1,  1910. 

157  O.  G.,  488;  85  App.  D.  C,  410. 

IRTEBFBRENCB — PbIORITY. 

S.  relied  for  conception  and  constmctive  reduction  to  practice  of  tbe  In- 
vention on  an  earlier  application  cop^iding  with  the  one  involved  in  the 
interference.  Y.  contended  that  the  earlier  application  did  not,  as  filed, 
diadose  the  invention.  Some  months  prior  to  Y.'s  date  of  conception  an 
amendment  to  tliat  application  was  filed  which  clearly  disclosed  the  in- 
vention in  issue.  Held  that  this  amendment  established  conception  and 
disclosure  of  the  invention,  that  the  prosecution  of  the  invention  disclosed 
therein  in  the  earlier  application  constituted  diligence,  and  that  priority 
was  properly  awarded  to  S. 

Mr.  Eugene  0.  Brown  and  Mr.  0.  V.  Edwards  for  the  appellant 
Mr.  George  E.  Cruse^  Mr.  Livingston  Oiford^  and  Mr.  J.  Edgar 
Bull  for  the  appellee. 

Van  Orsdel, /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  The  Examiner  of  Interferences 
awarded  judgment  of  priority  to  appellant,  which  decision  was  re* 
versed  by  the  Board  of  Examiners-in-Chief,  which  latter  decision 
was  affirmed  by  the  Commissioner. 

The  invention  in  issue  is  well  described  in  the  opinion  of  the 
Examiners-in-Chief,  as  follows : 

The  Invention  involved  relates  to  a  block-signaling  system  for  electric  rail- 
ways, the  object  being  to  subdivide  the  track  to  permit  the  use  of  electric  block- 
signals  and  yet  retain  the  use  of  both  rails  for  the  return  of  the  powercurrait 
For  this  purpose  one  of  the  rails  is  continuous  and  the  other  made  in  insolated 
sections  corresponding  in  length  to  the  required  blocka  A  source  of  alternating 
current  is  connected  across  the  rails  of  each  section  and  normally  maintains  a 
current  in  the  signal-relay,  which,  however,  is  short  circuited  by  the  entrance 
of  a  car  into  the  block,  permitting  the  signal  to  go  to  danger.  A  path  for  the 
power-current  from  section  to  section  of  the  divided  rail  is  furnished  by  ind1l^ 
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tance-bonds  which  have  the  capacity  of  choking  back  the  alternating  current 
and  confining  that  from  each  source  to  its  particular  section  to  prevent  its  inter- 
ference with  the  signals  of  adjoining  sections.  At  each  insulation  between  sec- 
tiooB  there  are  two  or  more  of  these  bonds  which  carry  the  current  from  the 
end  of  one  section  across  to  the  continuous  rail  and  thence  back  to  the  adjacent 
section  of  the  divided  rail. 

The  issue  is  embodied  in  six  counts,  count  1,  however,  being  suffi- 
cient to  illustrate  the  issue  raised  by  the  first  five  counts.  ^  Count  6  is 
more  generic  and  requires  separate  consideration.  They  read  as 
follows : 

1.  A  signaling  system  comprising  a  source  of  propulsion-current,  a  source  of 
signaling-current,  a  trackway  divided  into  block-sections,  means  for  exciting 
a  difference  of  potential  between  the  rails  of  the  block-sections,  reactance-bonds 
connected  across  the  rails  at  each  end  of  a  block-section  designed  to  transmit  the 
propulsion-current  without  saturation  or  loss  of  required  reactance,  and  a  signal- 
ing device  in  each  block-section. 

G.  In  a  signaling  system  the  combination  of  a  source  of  propulsion-current,  a 
source  of  signalingHmrrent,  a  trackway  divided  Into  block-sections,  means  for 
impressing  signaling-current  upon  each  block-section,  means  for  confining  the 
signaling-current  to  the  limits  of  each  block-section,  and  means  whereby  the  Tails 
of  the  block-sections  shall  serve  as  separate  returns  for  the  propulsion-current 

Appellee  filed  his  application  for  patent  on  March  4,  1904,  while 
appellant's  application  was  not  filed  until  February  8,  1906.  The 
Patent  Office,  however,  accorded  appellant  the  date  (November  6, 
1903,)  of  an  earlier  application  which  disclosed  the  invention  in  issue, 
thereby  making  him  the  senior  party.  He  took  no  testimony,  but 
relies  solely  upon  this  application  for  evidence  of  conception  and  dis- 
closure, as  well  as  for  constructive  reduction  to  practice,  of  the  inven- 
tion in  issue.  Appellee,  however,  has  offered  in  evidence  two  applica- 
tions, one  filed  November  6, 1901,  and  the  other  March  12, 1902,  upon 
which  patents  were  issued  May  1,  1906.  These  were  held  by  the 
Examiners-in-Chief  and  the  Commissioner  of  Patents  to  constitute  a 
constructive  reduction  to  practice.  Whether  or  not  these  applications 
as  originally  filed  disclose  the  system  here  before  us,  it  will  be  unnec- 
essary to  consider,  for,  on  April  8,  1902,  certain  amendments  were 
made  in  which  it  is  undoubtedly  shown  and  described.  In  the  appli- 
cation of  March  12, 1902,  the  following  matter  was  inserted : 
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The  reactanceKM>lls  when  connected  across  the  rails  as  shown  in  Figures  2 
and  3,  wlU  permit  a  portion  of  the  direct  current  to  flow  from  the  rail  4  to  the 
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sections  1,  2»  3,  etc,  and  when  such  coils  are  arranged  so  that  the  ends  of  the 
sections  are  connected  to  the  rail  4,  a  portion  of  the  direct  current  will  flow 
from  rail  4  to  one  end  of  the  sections  along  the  same  and  then  back  to  rail  4, 
along  which  the  whole  current  will  flow  until  it  reaches  the  coil  17  connecting 
the  rail  4  to  the  next  section,  so  that  only  portions  of  rail  4  will  carry  the  full 
return-current.  If  the  sections  be  connected  by  reactance-colls  as  shown  and 
described  in  application  No.  82,523,  filed  November  16,  1901,  both  lines  of  rails 
can  be  used  as  return  for  the  motor-current 

It  is  urged  by  counsel  for  appellant  that  this  description  fails  to 
state  that  the  reactance-bonds 


connected  across  the  rails  at  each  end  of  each  section, 

as  called  for  by  counts  1  to  5,  inclusive,  and,  therefore,  does  not  dis- 
close a  two-rail  system.  This  amendment,  however,  describes  a  sys- 
tem in  which  a  portion  of  the  return-current  will  flow  through  react- 
ance-bonds from  one  section  of  the  divided  rail  to  the  rail  4,  which  is 
made  electrically  continuous,  thence  back  to  the  adjacent  section — 
so  that  only  portions  of  rail  4  will  carry  the  full  return-current 

The  operation  of  this  system  is  identical  with  that  called  for  by  the 
issue,  and  a  reference  to  the  amended  drawings  shows  inductance- 
bonds  placed  at  each  end  of  each  section.  But  appellant  contends 
that  the  final  sentence  of  the  amendment,  in  which  it  is  stated  that— 
if  the  sections  be  connected  by  reactance-coils, 
as  shown  in  the  November,  1901,  application — 
both  lines  of  rails  can  be  used  as  return  for  the  motor-current, 

implies  that,  in  the  system  just  described,  both  lines  of  rails  could 
not  be  so  used.  It  must  be  remembered  that,  in  the  invention  here  in 
issue,  the  sectional  rail  is  not  a  continuous  conductor,  but  must  oper- 
ate in  conjunction  with  the  return-rail.  At  the  points  opposite  the 
insulation,  the  unbroken  rail  must  carry  the  whole  current.  We  think 
that  the  statement  under  consideration  refers  only  to  means  for  mak- 
ing the  sectional  rail  a  continuous  conductor,  and  does  not  limit  the 
invention  previously  described. 

As  to  the  sixth  count,  it  is  contended  that  the  applications  do  not 
disclose — 

means  whereby  the  rails  of  the  block-sections  shall  serve  as  separate  returns  for 
the  propulsion-current 

In  a  case  between  the  same  parties  (Young  v.  Struble^  ante^  324; 
152  O.  G.,  1223;  34  App.  D.  C,  218)  this  court  held  that  the  applica- 
tion of  November  16,  1901,  as  amended,  did  disclose  such  means.  It 
is,  therefore,  unnecessary  to  further  consider  this  question. 

Appellant  also  contends  that  to  hold  that  the  applications  of  No- 
vember, 1901,  and  March,  1902,  disclose  the  invention  here  before  us 
is,  in  effect,  to  hold  that  the  issue  is  anticipated  by  two  British  pat- 
ents, identical  with  the  above  applications,  which  were  issued  March 
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20,  1902,  and  June  19,  1902,  respectively.  We  are  unable  to  see  the 
force  of  this  contention.  We  have  not  held  that  the  invention  in  issue 
was  protected  by  claims  in  the  earlier  applications,  but  that  it  is 
merely  disclosed  by  the  specification  and  drawings.  Under  section 
4887  of  the  U.  S.  Revised  Statutes,  two  years  must  elapse  before  the 
invention  disclosed  by  appellee  in  the  British  patents  became  for- 
feited and  the  property  of  the  public.  Both  appellee's  applicati(ms, 
the  one  here  in  interference  and  the  one  upon  which  appellant  re- 
lies for  constructive  reduction  to  practice,  were  filed  within  that 
period. 

Appellant  insists,  however,  that,  if  these  amendments  be  construed 
to  disclose  the  invention  here  in  issue,  for  that  reason  they  constitute 
new  matter  and  were  improperly  inserted  in  their  respective  appli- 
cations. This  question  was  also  considered  in  the  earlier  case.  These 
amendments  were  made  prior  to  the  time  appellant  entered  the  field, 
and  the  rule  in  this  instance  is  far  more  liberal  than  where  it  is  sought 
to  enlarge  the  scope  of  an  application  to  the  prejudice  of  inventors 
whose  rights  have  accrued  between  the  date  of  filing  and  the  date  of 
amendment.  Here,  as  in  the  case  of  Kircliberger  v.  American  Acet- 
ylene Burner  Co.^  (128  Fed.  Rep.,  599)— 

the  original  drawings  and  speclflcationa  safflciently  sbow  and  snggest  the  clainui 
finally  made,  or  at  least  are  not  Inconsistent  therewith. 

As  these  amendments  must  be  held  to  be  at  least  evidence  of  con- 
ception and  disclosure,  and  as  in  the  earlier  case  appellee  was  held 
to  be  exercising  due  diligence  between  the  time  appellant  entered  the 
field  and  March  4,  1904,  the  date  of  appellee's  present  application, 
appellee  must,  therefore,  be  awarded  judgment  of  priority. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colnmbla.] 

In  re  The  Safety  Remedy  Company. 

Decided  May  26,  1910. 

159  O.  G.,  994 ;  35  App.  D.  C,  853. 

(For  Commissioner'i  decision  see  ante,  5;  160  O.  0.,  260.) 

Trade-Masks — Intebfebence — Res  Adjvdicata. 

Where  in  an  interference  between  Planten  and  the  Canton  Pharmacy 
Company  the  Commissioner  held  that  the  marks  of  both  parties  were  de- 
scriptive and  no  appeal  was  taken  by  the  latter,  Held  that  the  decision  of 
the  Commissioner  was  res  adjvdicata  and  that  registration  of  the  mark  un> 
der  the  ten-years  clause  was  properly  refused  to  the  successor  In  business 
of  the  Canton  Pharmacy  Company. 
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Mr.  A.  S.  Pattison  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Babnabd,  /.; 

The  appellant  applied  for  the  registration  of  a  trade-mark,  con- 
sisting of  the  words  "  Black  Caps,"  to  be  used  in  the  form  of  a  label 
on  medicine,  and  the  case  was  heard  before  the  Examiner  of  Trade- 
Marks  and  Designs,  and  the  registration  was  refused  by  him,  the 
mark  not  being  entitled  to  registry  under  the  ten-year  clause  of  the 
act  of  February  20,  1906. 

The  appellant  thereupon  appealed  to  the  Commissioner^  who  af- 
firmed the  decision  of  tlie  Examiner,  and  from  that  decision,  appeal 
was  taken  to  this  court. 

The  principal  contention  of  counsel  for  the  appellant  is,  that  as 
successor  to  the  Canton  Pharmacy  Company,  it  is  entitlea  to  have 
this  trade-mark  registered,  under  the  ten-year  clause  of  the  act;  and 
that  the  decision  of  this  court  in  the  case  of  Planten  v.  Canton  Phar- 
macy Company  (C.  D.,  1909,  408;  143  O.  G.,  1113;  33  App.  D.  C, 
268)  is  authority  for  such  registry.  That  decision  seems  to  us  to 
support  the  ruling  of  the  Commissioner,  in  refusing  registry  in  this 
case.  "  Black  Caps  "  are  words  which  are  understood  in  the  trade  to 
be  equivalent  to  ^'  Black  Capsules,"  and  they  are  held  in  said  case  to 
be  descriptive  of  the  goods,  and  counsel  does  not  now  ask  for  regis- 
tration of  said  words  as  a  technical  trade-mark,  but  only  as  one  enti- 
tled to  registry  under  the  ten-year  clause,  claiming  the  same  to  have 
been  used  exclusively  by  the  applicant  and  its  predecessors,  for  the 
statutory  period  of  ten  years  before  the  passage  of  the  Trade-Mark 
Act. 

That  question,  we  think,  cannot  now  be  raised  by  the  applicant 
Registration  was  refused  to  the  Canton  Pharmacy  C(Hnpany,  under 
whom  the  applicant  claims  title,  in  the  interference  between  Planten 
and  said  company,  No.  27,610  trade -mark  interferences,  on  all 
grounds,  and  from  the  decision  of  the  Commissioner  in  that  case,  the 
said  company  took  no  appeal.  Planten  alone  appealed,  and  this 
court  affirmed  the  decision  of  the  Commissioner. 

We  think  there  is  no  answer  to  the  argument  of  counsel  for  the 
Commissioner  in  this  case,  that  the  decision  of  the  Commissioner  in 
said  cause  No.  27,610  is  res  adjudicala. 

To  allow  the  assignee  of  said  Canton  Pharmacy  Company  to  have 
the  right  to  raise  the  same  questions  again  that  were  decided  in  that 
case,  would  make  a  continuous  performance,  and  there  could  never 
be  an  end  of  litigation,  provided  new  assignees  might  he  found  will- 
ing to  receive  title  and  to  renew  the  application  in  their  names. 

The  decision  of  the  Commissioner  in  this  case  wHl  therefore  he 
afivrmed* 


uigiiizeci  Dy  v.j  v^v^^jx  i^- 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Whitman  v.  Kino. 

Decided  OotoJker  4,  1910. 

leo  O.  G.,  260 ;  86  App.  D.  O.,  440. 

InTBRTEHENCB— TeSTIMONT — PBESXTMPTION. 

Where  certain  witnesses  testify  tliat  a  device  claimed  to  be  a  reduction 
to  practice  of  tbe  invention  operated  in  the  manner  called  for  In  the  Issne, 
bat  the  testimony  of  the  inventor  is,  unexplained,  in  contradiction  of  their 
testimony,  Held  that  the  inventor  being  a  party  to  the  interference  It  was 
Incumbent  upon  him  to  testifjr  clearly  and  explicitly  on  this  point,  and, 
failing  to  do  so,  the  presumption  is  against  him. 

Mr.  Melville  Church  and  Mr.  A.  S.  Steuart  for  the  applicant. 
Mr.  John  H.  Roney  for  the  appellee. 

HoBB,  /; 

This  is  an  appeal  from  concurrent  decisions  of  the  Patent  Office  in 
an  interference  proceeding  in  which  an  award  of  priority  as  to  the 
counts  involved  was  made  to  the  senior  party  King.  Ante^  200; 
160  O.  0.9  259;  the  counts  are  as  follows: 

The  process  of  agglomerating  fine  iron  ores  or  residues,  which  consists  in 
first  moistoiing  the  mass  and  then  passing  the  same  through  a  rotating  kiln 
having  a  region  in  which  the  degree  of  temperature  shall  cause  the  particles 
thereof,  due  to  the  impurities  contained  therein,  to  fuse  sufficiently  to  become 
semiplastic  and  sticky. 

The  process  of  desulfurlzing  and  agglomerating  fine  Iron  ores  or  residues, 
which  consists  in  first  moistening  the  mass  and  then  passing  the  same  through 
a  rotating  kiln,  in  one  part  of  which  it  shall  be  exposed  to  an  oxidizing  atmos- 
phere at  a  temperature  best  suited  for  its  desulfurization,  and  in  another  part 
of  which  it  shall  be  exposed  to  a  temperature  which  shall  cause  the  particles 
thereof,  due  to  the  impurities  contained  therein,  to  melt  sufficiently  to  become 
semiplastic  and  sticky. 

The  invention  differs  from  the  invention  covered  by  interference 
No.  26,310  (see  ante.^  405;  166  O.  G.,  1068)  in  that  the  ore  to  be 
operated  upon  is  first  moistened.  One  count,  not  requiring  the 
metalliferous  materials  under  treatment  to  be  passed  through  a  ro- 
tating kiln  in  a  continuous  or  progressive  movement,  was  awarded  to 
appellant.  From  that  decision  no  appeal  was  taken.  The  counts  of 
the  issue,  however,  as  interpreted  by  the  Patent  Office  tribunals,  in 
which  interpretation  we  concur,  require  such  progressive  movement 
as  one  step  in  the  process.  We  have  examined  the  record  with  care, 
appreciating  the  profitable  utility  and  importance  of  the  invention, 
and  while  we  are  not  free  from  doubt  we  cannot  say,  on  the  evi- 
dence presented,  that  appellant  has  sustained  the  burden  resting 
upon  him  and  proved  by  a  preponderance  of  testimony  that  he  con- 

uigiiizea  Dy  v^jv_/v/^L\^ 
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oeived  the  particular  invention  described  in  these  counts  pri(^  to  the 
date  when  appellee  entered  the  field.  Without  noticing  in  detail  the 
testimony  it  is  sufficient  to  say  that,  while  two  witnesses  testified  that 
t^e  kiln  used  in  practicing  the  process  described  in  the  count  awarded 
appellant  was  also  operated  in  the  manner  required  by  the  counts  of 
the  issue,  Mr.  Whitman  himself  did  not  so  testify.  On  Uie  contraiy, 
the  testimony  of  Mr.  Whitman  on  this  point  is,  unexplained,  in  con- 
tradiction of  the  testimony  of  these  two  witnesses.  He  being  a  party 
to  the  interference  it  was  incumbent  upon  him  to  testify  clearly  and 
explicitly  on  this  point,  and  failing  to  do  so  the  presumption  is 
against  him  rather  than  in  his  favor. 

Mr.  Whitman  testifies  that  he  disclosed  this  invention  to  Mr.  King, 
the  nominal  appellee.  Here  again  the  testimony  falls  short.  Mr. 
King  denies  the  disclosure,  and  the  man  in  whose  presence  it  was 
made,  '^  a  noted  ore  expert,"  to  use  Mr.  Whitman's  language,  was  not 
called  as  a  witness. 

W«  therefore  afprm  the  decision  of  the  Oom/mdsHoner.  The  derk 
will  certify  this  opinion  as  by  law  required. 

Affirmed* 


[U.  8.  Circuit  Court  of  Appeals— Sixth  drcuit] 

Chicaqo  Orain  Door  Go.  v.  Nattokal  Matj.w.aht.»  Castings  Ca  et  al. 

Decided  November  16, 1909. 

154  O.  G.,  1418. 

Patentability — Anticipation — ^Bracket  fob  GABrDooBb. 

The  Hill  patent.  No.  627,792,  for  a  bracket  for  car-doors,  fastened  to  tht 
side  ot  the  car  by  a  screw  having  a  square  countersunk  head  not  rotatable 
on  the  bracket  and  removable  only  by  revolving  the  bracket  itself,  which 
cannot  be  done  when  the  door  is  closed.  Held  anticipated  by  the  Enbaok 
patoit,  No.  512,467,  the  device  of  which  operates  on  the  same  principle,  the 
only  difference  being  that  instead  of  a  screw,  a  fastening  is  used  consisting 
of  a  stud  integral  with  the  bracket  and  having  flanges  working  in  .the 
manner  of  the  threads  of  a  screw. 

Mr.  O.  R.  Bamett  for  the  appellant 
Mr.  C.  P.  Byrnes  for  the  appellee. 

Before  Lurton,  Severens,  and  Warrington,  Cii;cuit  Judges. 

Severens,  Cir.  J.: 

The  patent  of  the  appellant,  for  the  infringement  of  which  this  suit 
was  brought,  is  No.  627,792,  and  was  granted  to  Edward  A.  Hill* 
October  23, 1894,  for  an  invention  by  him  of  improvements  in  brackets 
for  car-doors.    The  appellant  derives  his  title  from  him  and  his  as- 
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signees.  The  defenses  are  that  the  invention  was  anticipated  by  an 
earlier  patent  to  Eubank,  No.  512,467,  and  a  prior  use  of  similar  de- 
vices by  the  Louisville  and  Nashville  Bailroad  Company,  and  that 
the  defendants  do  not  infringe.  At  the  hearing  upon  pleading  and 
proofs,  the  court  held  that  there  was  no  novelty  in  the  supposed  in- 
vention ;  that  it  was  anticipated  by  the  Eubank  patent,  and  probably 
by  the  prior  use  above  mentioned;  and  further,  that,  if  the  appel- 
lant's patent  were  held  valid,  the  appellees  have  not  infringed  it 
Thereupon  the  bill  was  dismissed. 

It  appears  that,  prior  to  either  of  the  inventions  above  mentioned, 
brackets  for  car-doors  had  long  been  in  use  for  the  purpose  of  guid- 
ing the  doors  while  sliding  along  the  side  of  the  car,  and  preventing 
them  from  opening  away  from  the  car  at  the  bottom.  Such  brackets 
consisted  of  cast-iron  plates,  having  a  flat  inner  surface  where  they 
came  in  contact  with  the  car,  a  horizontal  offset  a  Uttle  wider  than  the 
thickness  ot  the  door,  and  an  upward  projection  at  the  outer  end  of 
the  offset.  This  upward  projection  overlapped  the  outside  of  the 
door  at  the  bottom.  The  brackets  were  fastened  to  the  side  of  the  car 
by  ordinary  screws  running  into  the  sill,  or  by  bolts  running  through 
it.  The  door  was  also  equipped  with  a  lock  and  seal  at  one  side.  Dep- 
redations by  thieves  upon  the  cars,  while  they  were  closed  and  locked, 
for  the  purpose  of  stealing  their  contents,  had  become  common. 
Their  method  of  getting  into  a  car  was  by  taking  out  the  screws  or 
bolts  by  which  the  brackets  were  attached.  This  being  done,  the 
lower  part  of  the  door  was  pulled  outwardly  to  a  sufficient  extent  to 
enable  the  thief  to  get  in.  After  getting  his  plunder,  he  came  out, 
put  the  brackets  back,  and  attached  them  as  before.  So  no  indica- 
tion from  the  appearance  of  the  car  that  it  had  been  opened  would  be 
given  to  operators  or  inspectors.  It  was  the  object  of  these  inventions 
to  provide  means  for  attaching  the  brackets  to  the- car  in  such  a  way 
that  they  would  be  inaccessible  to  the  thief  when  the  door  was  closed. 
It  had  been  customary  to  make  this  attachment  by  three  screws  or 
bolts,  the  central  one  being  at  and  somewhat  below  the  middle  of  the 
horizontal  length  of  the  bracket;  and  all  of  them  had  their  heads 
exposed. 

Hill's  method,  as  disclosed  by  his  patent,  was  to  use  a  lag-screw, 
having  a  square  head,  at  the  middle  of  the  length  of  the  bracket,  and 
countersink  it  in  the  outer  surface  of  the  bracket  either  by  forming  a 
square  recess  in  the  casting  of  only  a  sufficient  size  and  depth  to 
receive  the  square  head  of  the  lag-screw,  or  by  raising  two  parallel 
projections  on  the  casting,  one  on  each  of  the  two  sides  of  the  hole 
for  the  screw  and  far  enough  apart  to  take  in  the  head  of  the  screw. 
In  either  case,  the  bracket  and  the  screw  were  not  rotatable  upon 
each  other  when  the  head  of  the  latter  was  sunk  in  the  recess  of  the 
former  provided  for  it;  nor  could  the  screw  be  turned  by  any  other 


420     DfiOISIOKS  OF  UNITED  STATES  COUBTS  tK  LATENT  CASES. 

means  than  by  turning  the  bracket,  and  this  could  not  be  done  when 
the  door  was  closed,  because  the  horizontal  extension  of  the  brackd^ 
would  be  under  the  door.  The  two  outside  screws  might  be  takoi 
out,  and  still  the  bracket  be  held  fast  by  the  middle  screw  and  the 
bottom  of  the  door.  But  when  the  door  stands  open,  and  the  end 
screws  are  removed,  the  central  lag-screw  may  be  turned  out  by  re- 
volving the  bracket  until  the  head  of  the  screw  rises  out  of  the  recess, 
when  it  may  be  seized  by  a  wrench.  The  bracket  is  attached  by 
turning  in  the  central  lag-screw  until  its  head  is  engaged  in  the 
recess  of  the  bracket,  or  driving  it  in,  whereupon  the  process  is  fin- 
ished by  revolving  the  bracket  until  the  latter  is  brought  up  to  the 
side  of  the  car,  and  thereupon  turning  in  the  end  screws.  All  this, 
of  course,  while  the  door  is  standing  open.  Then  all  is  ready  for 
sliding  it  to  its  closed  position.  The  whole  organization  is  illus- 
trated by  Figures  2  and  4  of  the  drawings  which  are  here  inserted. 


XlffZ 


The  daitns  are  as  follows : 


1.  The  combination,  with  a  sliding  door,  of  a  bracket  and  an  attaching  screw 
or  bolt  having  non-rotative  engagement  with  the  bracket;  said  bracket  having 
movable  contact  with  a  part  of  the  structure  in  such  manner  as  to  prevent 
rotation  of  the  bracket,  substantlaUy  as  set  forth. 

2.  The  combination,  with  a  sliding  door,  of  a  guide-bracket  engaged  and 
held  against  rotation  by  the  door  and  a  retaining  screw  or  bolt  having  non- 
rotatable  engagement  with  the  bracket,  substantially  as  and  for  the  porpose 
described. 

We  think  there  is  sufficient  ingenuity  in  this  to  justify  a  patent, 
unless  the  device  had  been  anticipated ;  and  this  is  the  next  question 
to  be  considered.  The  earlier  patent  to  Eubank  disclosed  one  way 
by  which  the  same  result  could  be  accomplished;  that  is,  so  attaching 
the  bracket  that  its  fastening  was  inaccessible  when  the  door  was 
closed.  It  appears  to  have  been  the  first  one  to  have  accomplished 
this  object.  For  this  reason  it  embraced  a  wider  range  of  equivalents 
than  if  it  had  followed  other  inventions  attaining  the  same  result 
Nevertheless,  Eubank  could  not  usurp  the  whole  field,  but  would 
subject  all  other  devices  for  attaining  the  same  result  by  employing 
the  same  or  substantially  equivalent  means.  To  be  substantially 
equivalent  means,  they  must  perform  the  same  office  by  a  similar 
organization  and  mode  of  operation.    Given  the  problem  of  making 
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inaccessible  the  means  of  attaching  the  bracket,  he  adopted  this 
method  of  organization :  He  prepared  the  place  for  inserting  his  fas- 
tening by  boring  a  hole  into  the  side  of  the  car,  and  on  two  opposite 
sides  of  the  hole  made  slots  extending  to  the  bottom  of  the  hole. 
Then  on  the  inner  side  of  the  bracket  he  erected  a  stud,  having  flanges 
or  projections  on  the  farther  end  adapted  to  fit  the  slots  at  the  sides 
of  the  hole  in  the  side  of  the  car.  These  flanges  had  a  narrow  beveled 
edge  on  one  side.  In  order  to  effect  the  attachment,  the  stud  on  the 
bracket  was  pressed  into  the  hole;  the  flanges  on  the  farther  end  of 
the  stud  passing  in  through  the  slots  at  the  sides  of  the  hole.  Then, 
when  the  stud  had  reached  the  bottom  of  the  hole,  he  turned  the 
bracket  a  quarter-way  around.  The  flanges  on  the  stud,  passing  out 
of  the  slots,  entered  the  wood  of  the  car-sill;  the  operation  ending 
when  each  of  the  flanges  was  a  quarter-way  around  a  circle.  The 
bracket  was  in  its  place  and  anchored  to  the  side  of  the  car,  and  when 
the  door  was  closed  the  bracket  was  immovable,  and  was  held  so  in 
precisely  the  same  way  as  in  HilPs  patent  Supplementing  this 
description  with  Figs.  2  and  4  of  the  drawings  of  Eubank,  which  we 
here  insert,  we  presume  no  difficulty  will  be  foimd  in  imderstanding 
the  patent 


In  the  Eubank  patent,  the  stud  was  integral  with  the  bracket,  and 
so  was  not  rotatabl^  upon  it  In  Hill's  patent  the  bracket  and  the 
screw  were  not  rotatable  upon  each  other.  They  were  in  two  parts; 
but  in  their  application  and  effect,  when  applied,  they  performed 
the  same  office  and  by  the  same  mode  of  operation.  There  was  no 
invention  in  making  two  parts  or  two  pieces  of  the  integral  member 
as  employed  by  Eubank.  {Bundy  Mfg.  Co.  v.  Detroit  Time  Register 
Co.,  94  Fed.  Rep.,  624 ;  86  C.  C.  A.,  876 ;  D'Arcy  v.  Staples  dk  Hanford 
Co.,  161  Fed.  Rep.,  733,  and  the  cases  cited  at  page  742;  88  C.  C.  A. 
606.)  The  threads  of  the  screws  of  Hill's  patent  performed  the  same 
office  as  the  flanges  on  the  stud  of  the  Eubank  patent,  and  are  in  sub- 
stance a  multiplication  of  those  flanges.  Thus  the  stud  with  its 
flange  are  in  principle  the  equivalent  with  the  stem  of  the  lag-screw 
and  its  threads,  and  in  combination  with  the  bracket  make  the  same  or 
an  equivalent  organization.  In  both  inventions  the  same  result  was 
accomplished.  Slight  differences  no  doubt  exist,  as  must  always  exist 
where  one  device  is  not  a  mere  copy  of  another.    There*  is  more  simi- 
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laiity  between  these  two  forms  than  there  is  between  the  combination 
of  Hill's  patent  and  that  of  the  defendants  which  is  alleged  to  in- 
fringe it.  It  seans  to  us  that  the  Hill  device  was  an  infringement 
of  Eubank's,  and,  if  it  was  so,  the  latter  was  an  anticipaticm  of  Hill's. 

Having  reached  this  conclusion  it  is  unnecessary  to  consider  the 
structure  of  the  bracket  in  prior  use  on  the  Louisville  and  Nash- 
ville Railroad,  which  we  regard  as  more  remote  than  Eubank's  pat- 
ent, or  the  question  of  infringement. 

The  judgment  must  he  affirmed^  with  costs. 


[U.  8.  circuit  Court  of  Appeals— Third  Circuit] 

Casein  Co.  of  America  v.  A.  M.  Collins  Mfg.  Ca 

Decided  November  29,  1909. 

155  O.  G.,  554. 

1.  Patentability — Prior  Public  Use — Enameling  Coiipound  fob  Paper. 

The  Hall  patent,  No.  626,537,  for  an  enameling  compound  for  sizing  paper 
and  method  of  producing  the  same.  Held  void  for  prior  pabllc  use  of  the 
enamel  for  more  than  two  years  before  the  application. 

2.  Reissue — Matter    Disclaimed    in    Original    Specification — ^iNTEBVENnio 

Rights. 
a  disclaimer  having  been  made  for  the  purpose  of  avoiding  reference! 
and  securing  the  grant  of  a  patent  and  such  disclaimer  having  been  acted 
upon  by  the  public,  a  reissue  whereby  the  effect  of  such  disclaimer  is  avoided 
and  the  patent  broadened  is  void. 

Mr.  Edmund  Wetmore  for  the  appellant. 
Mr.  Horace  Pettit  for  the  appellee. 

Before  Gray,  Butfinoton,  and  Lanning,  Circuit  Judges. 

BiTFFiNOTON,  Cir.  J,: 

In  the  court  below  the  appellant,  the  Casein  Company,  charged  the 
A.  M.  Collins  Manufacturing  Company,  the  appellee,  with  infringe- 
ment of  two  patents.  One  of  them,  No.  626,637,  known  herein  as  the 
"  free-acid  patent,"  issued  June  6,  1899,  to  William  A.  Hall,  was  for 
an  enameling  compound  and  a  method  of  producing  the  same.  Tlie 
other,  reissue  No.  11,811  of  No.  609,200,  known  herein  as  the  "  for- 
maldehyde patent,"  issued  originally  August  16,  1898,  and  reissued 
March  6,  1900,  to  said  William  A.  Hall,  for  a  waterproofing  com- 
pound. On  final  hearing  the  court  below,  in  an  opinion  reported  at 
172  Fed.  Rep.,  237,  found  the  patents  void  and  dismissed  the  bill. 
Thereupon  the  Casein  Company  appealed  to  this  court. 

These  patents  concern  the  use  of  casein  or  the  common  curd  of 
milk.  The  use  of  modem  separators  in  creameries  has  resulted  in 
more  thorough  extraction,  and  a  corresponding  impoverishment  of 
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curd,  than  under  old  practices.    Applied  science,  however,  has  de- 
veloped the  possibility  of  wide  use  of  curd  in  other  spheres,  one  of 
which  is  involved  in  the  present  case,  namely,  as  an  insoluble  coating 
or  sizing  of  paper. 
Turning,  first,  to  the  free-acid  patent,  we  find  it  is  for — 

tlie  productl<Hi  of  a  coating  or  enamel  for  flnishing  and  surfacing  paper  and 
which  is  of  such  a  character  that  while  it  gives  a  smooth  and  finished  surface  to 
the  paper  treated  with  it,  and  one  which  is  well  adapted  to  receive  the  printing- 
inlc,  it  produces  a  surface  which  will  resist  the  attacks  of  moisture  and  prevent 
the  disintegration  of  the  paper  and  the  disfiguration  of  the  matter  printed 
thereon. 

The  specification  shows  that  clay  was  the  basis  of  the  coating  and 
casein  the  adhesive  agent  in  its  application.    Thus  the  patentee  states : 

The  composition  which  I  have  produced  belongs  to  that  class  of  clay  coatings 
in  which  a  mineral  base — such  as  clay,  blanc  fixe,  or  a  similar  Ingredient — 
is  used  to  give  body  to  the  composition.  The  adhesive  ingredient  of  the  enamel, 
which  is  necessary  to  fix  it  to  the  paper  or  article  coated,  is  casein  or  milk 
albumen ;  the  casein  being  precipitated  from  the  milk  by  the  use  of  any  suitable 
acid  which  will  throw  down  the  curd,  preferably  HsSO*  or  HGl. 

Preferably  some  acid  is  left  in  the  curd.  Thus: 
I  preferably  leave  a  small  portion  of  the  acid  in  the  curd  or  casein,  as  I 
find  that  the  effect  of  this  acid  is  to  render  the  curd  insoluble  after  the  com- 
position has  been  applied  and  has  become  seasoned,  and,  furthermore,  it  leaves 
the  curd  in  a  wholesome  and  clean  condition,  without  imparting  to  it  the 
**  cheesy  "  odor,  resulting  from  rennet  curdling  or  natural  souring,  which,  it  is 
apparent,  would  be  objectionable  in  a  coating  or  enamel  of  this  kind. 

Any  suitable  acid  may  be  used  to  precipitate  the  curd ;  any  suitable 
alkali  to  cut  the  casein  and  reduce  to  solution.    Thus: 

Any  suitable  acid  may  be  used  to  precipitate  the  curd  from  the  milk,  such  as 
sulfuric,  acetic,  or  muriatic  acid.  To  cut  the  casein  and  reduce  it  to  a  solution, 
a  small  amount  of  alkali,  about  3  per  cent,  of  the  composition,  is  used,  and  any 
suitable,  alkali,  such  as  borax,  ammonia,  or  carbonate  of  soda,  will  be  suitable. 

In  the  mixture  the  mineral  clay  forms  about  eighty  per  cent,  and 
the  casein  about  seventeen  per  c^nt.    The  process  is  thus  described: 

In  making  the  composition  I  preferably  take  the  dry  curd,  which  contains  a 
small  amount  of  free  acid,  as  stated  hereinbefore,  the  curd  after  precipitation 
having  been  slightly  washed,  so  as  to  remove  only  a  portion  of  the  acid  used  in 
precipitating  it,  and  said  dry  curd  is  either  mixed  with  an  alkali  and  the 
mixture  then  dissolved  in  water,  or  an  alkaline  solution  may  be  made  in  which 
the  curd  is  then  dissolved.  To  the  casein  solution  thus  obtained  the  clay  or 
mineral  base,  worked  up  smoothly  in  water,  is  added  until  the  desired  con- 
sistency is  obtained.  If  preferred,  however,  the  dry  curd,  containing  the  free 
acid,  the  alkali,  and  the  clay,  may  all  be  worked  up  in  water  at  the  same  time. 
The  coating  thus  produced  is,  as  stated  above,  water-resisting  and  practically 
insoluble,  and  is  well  adapted  to  preserve  the  paper  coated  with  it  from  the 
attacks  of  moisture,  this  being  due  to  the  fact  that  the  effect  of  the  free  acid, 
which  forms  an  ingredient  of  the  composition,  is  to  render  the  casein  practically 
Insoluble  in  water.  ^  ^    "^  "^  ^ ^'^6 ^^ 
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Upon  this  composition  and  process  three  claims  were  granted,  and 
the  broad  monopoly  of  the  use  of  curd  here  involved  is  seen  when 
we  note  that  curd  or  casein  containing  free  acid  is  the  only  element 
in  the  claim,  viz. : 

An  insoluble  coating  or  enamel  for  paper  composed  of  casein  containing  free 
acid,  in  substantially  the  proportions  specified. 

The  court  below  found  that,  for  more  than  two  years  prior  to  the 
application  of  the  patent.  Hall,  the  patentee,  had  had  on  public  sale 
considerable  amounts  of  the  composition  covered  by  the  patent  and 
produced  by  its  process.  An  examination  of  the  proofs  satisfies  us 
of  the  correctness  of  this  finding.  Without  referring  in  detail  to  the 
testimony,  it  is  clear  to  us  that  more  than  two  years  before  Hall  had 
produced  and  thereafter  sold  acid-precipitated  curd ;  that  the  process 
followed  under  his  instructions  produced  dry  curds  containing  acid ; 
that  the  dryness  of  the  curd  and  the  presence  of  the  acid  required 
the  use  of  about  fifteen  per  cent,  of  borax  as  a  solvent;  that  these 
elements,  proportions  of  ingredients,  and  the  use  of  his  process,  etc., 
are  all  clearly  shown  to  have  been  in  public  use  more  than  two  years 
prior  to  this  application.  Indeed,  this  two  years'  prior  practice  and 
its  results  were  embodied  by  Hall  in  his  patent  application  filed  over 
two  years  later,  wherein  he  said : 

It  is  well  known  that  pure  casein,  or  casein  from  which  the  acid  has  been 
completely  removed  by  washing,  does  not  dry  readily,  but  remains  in  a  soft 
and  friable  condition,  and  possesses  but  little  toughness  or  tenacity.  It  is 
readily  dissolved  in  a  very  weak  alkaline  solution,  and  a  coating  formed  from 
this  solution  is  weak,  and  easily  attacked  and  destroyed  by  moisture.  In  the 
course  of  my  experiments  I  have  discovered  that,  when  a  percentage  of  the 
mineral  acid  used  in  precipitating  the  curd  is  left  In  the  casein,  a  greater 
amount  of  alkali  is  required  to  reduce  the  acid  curd,  which  is  in  a  hard  condi- 
tion, to  a  solution,  than  when  no  acid  is  present  and  the  casein  has  been 
thoroughly  washed,  as  stated  above.  For  example,  if  the  acid  l>e  removed  by 
washing,  about  7  per  cent  of  borax  will  be  sufficient  to  dissolve  the  compara- 
tively soft  and  friable  curd ;  but,  when  about  1  per  cent,  of  acid  is  left  in  the 
curd,  from  10  to  15  per  cent,  of  borax  is  necessary  to  properly  reduce  this  hard 
acid  to  curd. 

We  are  therefore  of  opinion  the  free-acid  patent  was  void. 

We  next  turn  to  the  formaldehyde  reissue  patent.  This  was  a 
further  improvement  on  the  compound  of  the  free-acid  patent,  and 
in  a  general  way  consisted  of  adding  formaldehyde  thereto.  The 
object  of  adding  the  formaldehyde,  as  stated  by  the  patentee,  is: 

The  effect  of  the  formaldehyde  used  in  this  casein  composition  is  to  render 
the  same,  when  fully  dried  out,  insoluble  in  or  insensible  to  the  action  of  water, 
either  at  normal  or  at  high  temperatures. 

An  examination  of  the  file-wrapper  shows  that,  when  Hall  origi- 
nally applied  for  his  patent,  he  made  a  broad  claim  for  a  composition 
of  casein  and  formaldehyde.    This  was  rejected  on  Zimmennan^s 


DBCI8IOK8  OF  UNITED  STATES  00T7BTS  IK  PATENT  OASES.      425 

English  Patent,  No.  28,585.  He  then  narrowed  his  claims  by  intro- 
ducing the  element  of  a  mineral  base ;  but  the  Office  held  that  the  use 
of  a  filler  was  a  mere  mechanical  addition  to  the  Zimmerman  patent. 
We  may  add  here  that,  had  the  prior  public  use  above  referred  to  of 
day  as  a  filler  with  casein  containing  free  acid,  been  known  to  the 
Ofiice  in  addition  to  Zimmerman's  use  of  casein  and  formaldehyde, 
there  would  have  been  added  support  to  its  action.  The  patentee  hav- 
ing failed  to  get  claims  by  the  addition  of  clay  as  a  base  or  filler,  he 
then  introduced  the  contention  that  the  use  of  clay  involved  two  func- 
tions in  the  combination :  (1)  that  it  caused  p(H*06ity  to  the  compound, 
so  as  to  absorb  printing  colors  and  ink;  and  (2)  that  it  acted  as  a 
precipitant  retardant  An  examination  of  the  proofs  shows  the  very 
decided  burden  of  proof  to  be  that  clay  does  not  act  as  a  retardant. 
The  evidence  of  Dr.  Chandler,  complainant's  expert,  is  in  effect  non- 
conunittal;  while  that  of  Dr.  Sadtler,  respondent's  expert,  and  his 
reasons  in  support  of  it,  are  convincing  that  it  does  not  Indeed, 
it  is  dear  to  us  that,  when  Hall  applied  for  his  patent,  he  neither 
conceived  nor  disclosed  any  such  retardant  action  of  clay,  or,  indeed, 
made  clay  an  element  in  any  claim,  and  that  the  subsequent  intro- 
duction iliereof  into  the  patent  was  suggested  as  a  mere  theory  to 
overcome  valid  objections  to  the  grant  of  the  patent.  We  are  satis- 
fied that  this  theory  was  neither  based  on  prior  experience  nor 
proved  by  subsequent  development.  We  therefore  think  the  position 
of  the  Office  in  rejecting  the  application  was  well  taken. 

After  Hall's  substituted  application  was  rejected,  he  amended  by 
adding  a  disclaimer  in  reference  to  the  use  of  soda  alkali,  which  was 
embraced  in  the  specification  of  his  patent  as  originally  granted  as 
follows: 

I  find  tbat  a  soda  alkali  will  not  serve  as  an  Ingredient  of  the  composition, 
for  the  reason  tbat,  if  a  soda  alkali  be  used  as  a  solvent  for  the  casein,  the 
introduction  of  the  formaldehyde  will  cause  immediate  precipitation,  for  the 
reason  that  GHsO  has  an  acid  reaction  and  will  not  work  with  soda  alkalL 
In  the  use  of  the  other  class  of  alkalies  however,  such  as  ammonia,  etc.,  as  a 
solvent,  the  objectionable  precipitation  incident  to  the  use  of  soda  alkali  Is 
avoided.  In  fact,  a  sufficient  quantity  of  CH/)  can  be  added  to  throw  the 
casein  solution  on  an  acid,  and  said  solution  wUl  still  remain  perfectly  smooth 
and  limpid. 

This  disclaimer  of  a  soda  alkali  was  probably  made  in  view  of  the 
use  of  certain  alkalies  in  Zimmerman's  patent ;  but,  for  whatever  pur- 
poses it  was  made,  it  became  part  of  his  patent,  and  to  that  extent 
narrowed  the  scope  of  his  claims.  Now  it  seems  he  subsequently 
found  his  process  could  be  used  in  connection  with  soda  alkali.  ^It 
was  in  fact  so  used  by  the  respondent,  and  in  view  of  the  disclaimer 
they  had  a  right  to  use  it.  Thereupon  Hall  sought  by  a  reissue  to 
eliminate  such  disclaimer  and  correspondingly  broaden  the  monopoly 
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of  his  patent  It  is  clear  to  us  that,  the  presence  of  this  disclaimer 
having  been  made  for  the  purpose  of  avoiding  references,  and  sudi 
disclaimer  having  been  acted  upon  by  the  public,  a  reissue  wherdby 
the  effect  of  this  disclaimer  was  avoided  and  his  patent  broadened 
was  void. 

The  decree  of  the  court  helow  wUl  therefore  he  affirmed. 


(U.  8.  Circuit  Court  of  Appeals — Second  Circuit] 

Bradiet  v.  Metal  Stamping  (To. 

Bedded  December  7, 1909. 

156  O.  0.,  801. 

PATBNTABtLITT — ^INVENTIOH — ^THILL-OoUPLIira. 

Tlie  Bradley  patent,  No.  e09,92S,  for  a  thiU-conpUng  haFing  a  leather 
packing  between  the  spherical  knuckle  and  the  inclosing  draft-ey^  Held 
void  for  lack  of  invention  in  view  of  the  prior  art 

Suit  in  equity  by  Christopher  C.  Bradley  against  the  Metal  Stamp- 
ing Company.  From  an  order  granting  a  preliminary  injunction 
defendant  appeals.    Reversed, 

Mr.  W.  A.  Megrath  for  the  appellant. 
Mr.  H.  P.  Denison  for  the  appellee. 

Before  Laoombe,  Ward,  and  Notes,  Circuit  Judges. 

Laoombe,  Cir.  J.: 

This  patent  has  been  twice  before  this  court  Bradley  ▼.  Ecdei 
(126  Fed.  Rep.,  947 ;  61  C.  C.  A.,  669)  and  Bradley  v.  Eccles  (189  FeA 
Rep.,  447;,  71  C.  C.  A.,  291)  may  be  consulted  for  information  as  to 
details  of  the  patent.  The  device  covered  by  it  is  a  packing,  generally 
of  leather,  which  is  inserted  in  a  thill-coupling  so  as  to  be  interposed 
between  the  spherical  interior  of  the  draw-eye  and  the  knuckle  which 
is  inserted.  We  found  the  patent  to  be  a  very  narrow  one,  which 
could  be  sustained  only  for  the  precise  device  shown,  but  also  found 
that  on  the  record  then  before  us  there  was  patentable  novelty.  The 
device  thus  sustained  we  described  as — 

a  hard  leather  packing-— molded  before  application  into  snch  shape  as  will 
cover  the  knuckle  completely — integral,  but  with  an  open  longitudinal  joint 
which  permits  it  to  be  sprung  open  so  as  to  slip  over  the  knuckle,  wheienpoD 
it  resumes  its  spherical  shape. 

The  following  excerpts  from  the  prior  opinions  will  indicate  the 
character  of  the  record  then  before  us : 

Some  six  years  prior  to  the  patent  in  suit  the  same  patentee  had  taken  out 
one  for  a  thill-coupling  the  Iron  parts  of  which.  Including  the  spherical  knnckte 
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on  tlie  thill  fltttng  Into  a  ■tmllarlj-shaped  reoeM  in  the  draft-eye,  are  rab- 
■tantially  the  same  as  In  the  patent  In  suit  ^  •  •  There  conld  he  no  in- 
rention  in  applying  a  washer  between  theee  metal  parts.  •  •  •  The  use  of 
leather  washers  to  relieve  friction,  prevent  rattling,  secure  even  pressure,  and 
avoid  wear  and  tear  between  metal  surfaces,  has  been  the  common  property, 
not  only  of  mechanics,  hot  also  of  all  persons  possessing  ordinary  intelligenoe, 
for  many  generations.  If  the  bearing-surfaces  are  square,  or  circular,  or 
triangular— cylindrical,  conical,  or  spherical— ordinary  common  sense  would 
suggest  that  the  scrap  of  leather  to  be  employed  must  be  of  such  shape  and 
slae  as  reasonably  to  conform  thereta  If  the  surfaces  are  close  together,  the 
leather  must  be  tlUn;  if  Ur  apart,  it  should  be  thicker.  *  *  ^  If  all  the 
patentee  had  done  was  to  put  a  flat  leather  washer  of  suitable  else  and  shape 
between  those  parts,  this  court  would  not  have  found  Inventiim  in  such  a  con- 
trlvance,  even  though  after  it  was  forced  into  place  by  the  closing  of  the  draft- 
eye  upon  the  qiherical  knuckle  the  leather  assumed  the  shape  shown  in  the 
patent.  The  patentee,  however,  went  a  step  further.  He  testified  that  "  aftei; 
repeated  experiments  [he]  devised  a  way  for  pressing  up  a  leather  packing 
into  the  form  shown  in  the  drawing,**  "provided  with  a  longitudinal  opening 
upon  one  side**  so  that  they  "are  easily  and  readily  replaced,'*  and  one  is 
"  Always  sure  of  perfect  allnement**  The  specification  states  that  the  packing 
is  made  of  a  flat  piece  of  hard  oak  leather  and  "  bent  and  molded  by  pressure 
to  the  required  spherical  form,  ^  *  *  so  that  this  split  packing  will  retain 
its  shape  and  can  be  sprung  over  the  wrist  [spherical  knuckle]*'  and  "twist- 
ing and  wringing  of  the  packing  in  the  draft-eye  *  *  *  is  entirely  avoid- 
ed.'* •  ^  •  The  molded  and  integral  packing  of  the  patent  appears,  from 
the  testimony  of  complainant  to  have  prevented  rattling  to  an  extent  not 
secured  by  other  forms  of  packing  with  which  he  experimented  for  five  years 
before  he  hit  upon  this  device;  and  it  has  commended  itself  to  the  public,  as 
large  and  increasing  sales  indicate.  Defendant  has  introduced  no  evidence  on 
ti&is  branch  of  the  case,  except  the  earlier  patents. 

Two  patents  only  we^e  relied  upon  on  the  earlier  appeals.  The 
Temple  patent,  No.  297,018,  June  5,  1883,  showed  the  packing — of 
rawhide  or  other  suitable  flexible  material— 

but  the  metallic  barrel  over  which  it  is  slipped  is  cylindrical  and  the  packing 
does  not  cover  its  ends,  the  packing  is  itself  cylindrical  and  to  any  contact  of 
parts  caused  by  lateral  or  torsional  twists  it  supplies  no  non-metallic  buifer. 

The  other  reference  was  a  Canadian  patent  to  Murray,  September 
18, 1888.  It  shows  a  thill  in  the  bifurcation  of  which  there  is  a  ball 
with  <7lindrical  trunnions,  which  is  inserted  in  a  recess  in  the  draft- 
iron.  Upon  the  top  of  this  ball  is  located  an  inverted-cup-shaped 
packing,  preferably  of  leather;  in  the  bottom,  under  the  ball,  is  laid 
a  similar  cup-shaped  packing.  Of  this  patent  we  said  in  our  earlier 
opini<»i: 

It  doseiy  resembles  the  device  ci  the  Bradley  patent,  but  is  not  the  same, 
since  It  is  not  integral,  and  therefore  does  not  cover  the  ball  as  completely  as 
the  packing  of  [Bradley's]  patent;  the  two  cups  being  separated  from  each  other 
by  the  width  of  the  trunnions. 

62746*— 11 2» 
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In  our  later  opinion  we  pointed  out  the  advantage  of  having  the 
packing  in  a  single  piece  molded  out  of  leather  hard  enough  to  retain 
its  shape,  and  which  could  be  slipped  over  the  spherical  knuckle. 

The  record  now  before  us  contains  a  much  fuller  showing  of  the 
prior  art.  It  is  unfortunate  that  such  a  presentation  was  not  made 
when  the  patent  was  first  considered.  Two  only  of  the  new  refer- 
ences  need  be  discussed.  The  object  of  invention,  as  stated  in  the 
patent  to  Clapp  and  Van  Patten  (No.  179,682,  July  11, 1876),  is  to— 

produce  a  cashlon  to  be  interposed  between  the  divided  ^ye,  which  is  secured 
to  the  thill,  and  the  bolt,  which  is  rigidly  attached  to  the  ears  of  the  clip  part 
of  the  coupling,  which  will  eifectually  present  the  eye  from  striking  against  the 
ears  of  the  clip  part  and  thus  cause  rattling,  and  which  can  be  easily  placed 
or  removed  and  a  new  one  replaced  without  removing  the  bolt  of  the  clip  part; 
and  it  consists  in  the  cushion  having  collars  or  equivalent  means  for  preventing 
the  divided  eye  from  coming  in  contact  with  the  ears  of  the  clip,  and  grooved 
[the  context  shows  that  the  writer  means  "  split "]  to  enable  it  to  be  readilj 
placed  over  or  removed  from  the  bolt  of  the  clip  part  without  removing  tbe 
latter. 

The  drawings  show  this  packing  very  clearly. 


r/*-**  /y«.## 


J  is  a  bolt  rigidly  secured,  by  riveting  or  otherwise,  to  the  ears,  C, 
of  the  clip  part.  This  bolt  is  not  to  be  withdrawn,  but  a  divided 
draft-eye  is  used,  which  is  slipped  around  the  bolt  and  fastened  to 
the  thill.  When  the  thill  is  removed,  one  part  of  this  divided  eye  is 
released  from  the  thill,  and  the  eye  drawn  out  from  engagement  with 
the  bolt.  D  and  E,  Fig.  2,  represent  the  two  parts  of  the  divided  eye. 
It  will  be  understood  that  they  are  hinged  together  in  the  rear  of  the 
bolt.    The  patentee  says: 

Between  the  divided  eye,  D,  E,  and  the  bolt,  J,  of  the  dip  part,  we  interpose  a 
cushion  of  india-rubber,  or  other  elastic  or  yielding  material.  This  is  made 
with  a  depression,  F,  over  which  the  divided  eye^  shaped  internally  to  lit  tbe 
groove,  is  secured,  shoulders,  6,  on  the  cushion  preventing  it  |i)om^$oniiog  In 
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contact  with  tbe  ears  of  the  clip  part  *  *  *  In  order  to  enable  the  cushion 
to  be  readily  placed  over  the  bolt,  J,  we  provide  it  with  a  groove  [he  means 
"  Ji  slit  '*],  K,  extending  from  its  circumference  to  the  aperture,  L,  which  groove 
allows  the  cushion  to  be  spread  open  and  over  the  bolt,  J,  in  placing,  removing, 
or  replacing  it  *  *  *  The  advantages  possessed  by  our  invention  are  that 
the  cushion  can  be  placed,  removed,  and  replaced  upon  the  bolt,  J,  without  re- 
moving the  latter. 

The  other  patent  now  first  presented  to  this  court  is  one  for  a  thill- 
coupling  granted  to  Elting,  October  2,  1883,  No.  286,123.  Fig.  7 
sufficiently  indicates  the  packing  therein  described. 


The  specification  states  that  by  means  of  an  improved  construction 
and  arrangement  of  parts  the  absence  of  all  noise  from  rattling  is 
secured.    The  packing — 

projects  far  enough  on  each  side  of  the  thilMron,  so  as  to  prevent  all  rattling 
by  lateral  motion  upon  surfaces  which,  in  most  couplings,  are  entirely  unpro- 
tected by  packing. 

These  two  patents  show  that  in  the  art  prior  to  Bradley  there  were 
disclosed  features  which,  as  that  art  was  disclosed  in  the  former 
record,  were  apparently  absent.  We  find  a  molded  packing  so  ar- 
ranged as  to  cover  every  part  of  the  engaging  metal  surfaces  com- 
pletely, so  that  whatever  motion  there  may  be,  up  or  down,  forward 
or  back,  to  right  or  left,  or  torsional,  metal  can  never  run  or  strike 
against  metal.  Moreover  this  packing  device  of  the  prior  art  was 
split,  so  that  it  could  be  sprung  open  and  spread  over  the  surface  it 
was  designed  to  protect,  without  any  liability  to  slip,  to  get  out  of 
place,  to  wrinkle  or  buckle. 

Had  these  patents  been  in  the  record  when  this  patent  was  first 
considered,  we  could  not  have  found  patentable  novelty  in  the  spher- 
ical-shaped molded  packing  of  Bradley.  Now  that  they  are  here, 
we  must  hold  the  patent  void  for  lack  of  invention. 

The  order  ia  reversed. 
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[U.  t.  Clrcmt  Court  of  Appoato-^hiid  CIrevlt.] 

AxxBiGAN  Cab  A  Foundry  Co.  v.  MofnoM  Tbxtst  Co.  et  oL 

Decided  January  tS,  1910. 

166  O.  0.,  1044. 


Patbvtabilitt— Hom-Bonoif  Gam— Chanqb  vk  OnrtisuonoN  I>ns  to  Uo 

OF  8mx. 

Tlie  adaptatioii  of  the  old  double  hopper-bottom  to  the  changed  ood- 

■tniction  due  to  the  aie  of  preeeed  steel  as  the  car  siaterlal,  without  any 

change  In  the  function  of  the  parts  or  the  production  of  any  new  result, 

is  not  patentable. 

Mr.  Paul  BakeweU  and  Mr.  Charlee  J.  Hardy  for  the  appellant 
Mr.  Cyrus  If.  Anderson  and  Mr.  Charles  Neave  for  the  appellees. 

Before  BumKOxoN^  Or.  /.,  and  J.  B.  McPhsbson,  Die.  J. 

BumHOioN,  Cir.  J.: 

In  the  court  below  the  Pressed  Steel  Car  Company,  assignee  of 
Patent  Na  647^,  granted  April  17,  1900,  to  C.  T.  Schoen  for  a 
hopper-bottom  car,  filed  a  bill  which  charged  infringement  of  the 
first  claim  thereof  by  the  American  Car  A  Foundry  Company.  That 
daim  was: 

In  a  double  hopper-bottom  car,  an  underfirame  constructed  without  side  slUs 
and  comprising  bolsters,  end  sills,  draft-rigging  beams  interposed  between  tht 
bolsters  and  sills,  and  center  sUls  arranged  between  tiie  longitudinal  center  of 
the  car  and  its  sides  and  out  of  alinement  with  the  draft-rigging  beams  and 
secured  to  the  bolsters*  thereby  lesTing  a  clear  space  in  the  middle  of  the  car 
for  the  projection  of  the  hopper-chutes  through  the  underframe,  substantially 
as  described. 

The  court  below  found  the  claim  yalid  and  infringed,  and  entered 
a  decree  so  adjudging.  From  such  decree  the  American  Car  A 
Foundry  Company  appealed,  and  in  its  appeal  challenges  the  valid- 
ity of  the  patent,  to  which  question  we  address  ourselyes. 

The  patent  concerns  metallic  or  pressed-steel  cars  provided  with 
double  hopper-bottoms.  With  the  transition  from  wooden  to  pressed- 
steel  cars,  a  readjustment  and  rearrangement  of  many  parts  of  the 
car  necessarily  took  place.  These  changes  were  caused,  not  only  by 
reason  of  the  smaller  comparative  thickness  of  the  steel  and  wood 
required,  but  from  the  fact  that,  in  order  to  press  shapes  to  ad- 
vantage, the  parts  of  the  car  should  be  so  rearranged  that  such  parts 
could  be  pressed  in  large  and  simple  sections.  In  addition,  changes 
were  permissible  because  greater  strength  could  be  obtained  in  some 
parts  through  members  less  both  in  size  and  number.  As  was  to  be 
expected,  an  advance  al<mg  car-construction  lines  followed,  and  for 
coal,  ore,  and  bulky  freight  the  steel  cars  have  largely  supplanted  the 
old  wooden  cars  and  are  adapted  to  carry  ,pi|^^fjg,i[|erJonnage. 
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Now  to  US  the  patent  in  suit  seems  simply  the  outgrowth  of  that  ad- 
vance, and  in  it  we  find  nothing  of  an  inrentiye  character.  In  the 
old  car  art,  Schoen  found  double  hopper-bottoms,  bolsters,  undep- 
frames,  sills,  both  side  and  end,  and  draft-rigging.  Each  of  them 
performed  a  well  recognized  function  in  car-support,  load-balancing, 
and  draft  purposes.  He  took  these  as  he  found  them,  and  reassem- 
bled them  in  his  patented  device  in  a  possibly  desirable  way  when  a 
pressed-steel  car  was  to  be  built.  We  say  possibly  desirable,  for  his 
type  of  car  covered  by  this  patent  has  not  gone  into  use  or  even  been 
built  by  the  complainant,  though  an  extensive  car-builder.  But,  as- 
suming the  device  is  useful  and  novel,  no  new  or  different  result, 
either  individually  or  collectively,  resulted  from  the  relation  in  which 
the  patentee  placed  these  well-known  car  parts.  The  underframe  did 
what  it  had  always  done  to  support  the  car.  True,  the  lateral  sills 
thereof  were  designed  by  Schoen  to  be  farther  in  from  the  side  of  the 
car  than  in  the  old  wooden  structure;  but  with  its  lateral  sills  so 
placed  the  function  of  the  underframe  was  in  no  respect  changed 
from  its  former  action,  and  it  neither  modified  or  was  modified  by 
the  action  of  any  other  part.  A  steel  brace,  extending  to  the  car  side 
from  the  recessed  underframe,  made  the  latter  afford  the  same  sup- 
port as  the  old  frame;  and,  indeed,  it  would  seem  dear  that  no  stress 
was  laid  on  this  recessed  sill  as  contributing  to  the  inventive  character 
of  the  device,  for  the  file  wrapper  shows  it  was  only  introduced  in  the 
claim  under  stress  as  a  limitation  to  avoid  anticipation.  In  the  de- 
vice as  a  whole  there  was  no  interchange  of  mechanical  function  be- 
tween the  several  parts,  and  no  new  result  came  from  their  contiguity. 
Each  maintained  its  independent  function,  which,  whether  in  isola- 
tion or  companionship,  remained  the  same.  There  being  an  absence 
of  new  functional  cooperation,  and  the  position  and  relation  of  the 
several  parts  being  wholly  structural,  we  cannot  regard  the  construc- 
tion as  inventive  in  character. 

We  are  therefore  of  opinion  the  patent  was  invalid^  and  the  decree 
must  be  reversed^  with  directions  to  dismiss  the  biU. 


IV.  S.  circuit  Court  of  AppMl»— Sixth  ClKiilt] 

Forest  Citt  Foumdbt  &  Mfq.  Co.  t;.  Babnabd. 
Decided  February  S,  1910. 

157  O.  O..  756. 

1.  AimoiPATioif— T7NCLAI1CKD  Featttib  or  Patbrted  Dkvicb. 

A  patentee  in  entitled  to  a  beneficial  use  of  a  feature  of  his  deylce  If  It 
actoaUy  exista,  although  he  did  not  ipeclflcallj  claim  j^||]|id  (Uia|i|r;js(9|itl- 
tote  an  anticipation  of  a  later  patent  ^u^^q  5 


432     DECISIONS  OF  UNITBD  STATES  COUBTS  IN  PATENT  CASES. 

2.   SAM»~FLt7Xl>-Dl8TBIBUTiak. 

The  Barnard  patent,  No.  680,151,  for  a  fluid-distributer,  Held  not  antici- 
pated and  valid. 

Mr.  W.  T.  Amos  for  the  appellant. 
Mr.  W.  T.  Read  for  the  appellee. 

Before  Lubton,  Severens,  and  Wabrinoton,  Circuit  Judges. 

Seyebens,  Cir.  J.: 

The  complaint  made  by  the  bill  in  this  case  is  of  the  infringement  of 
Letters  Patent  No.  SSO^lSl^  granted  to  W.  S.  Barnard  as  assignor  to 
William  Nichols,  April  6,  1897,  for  improvements  in  fluid-distribu- 
ters. The  defense  is  that  the  patent  is  invalid  because  of  anticipation 
by  earlier  patents;  and  by  two,  especially,  one  of  which  is  a  patent  to 
Rhodes,  No.  185,965,  granted  January  2, 1877,  and  the  other  a  patent 
to  Forster,  No.  220,277,  granted  October  7,  1879.  The  first  of  these 
last-mentioned  patents  was  for  improvements  in  water-distributers, 
and  the  second,  for  improvements  in  lawn-sprinklers.  The  court  be- 
low held  that  the  patent  in  suit  was  not  anticipated,  and  that  it  was 
valid.    This  is  the  sole  question  controverted  here. 

Barnard's  invention,  as  he  says  in  his  specification,  contemplated 
two  leading  features;  a  chamber  wherein  the  fluid  is  caused  to  receive 
a  reverberatory  and  gyratory  motion,  and  a  discharge-opening 
through  which  the  fluid  is  delivered  from  the  chamber  and  inmie- 
diately  released  without  passing,  as  in  other  distributers,  through  an 
elongated  passage  or  tube.  For  these  purposes  he  devised  a  discoid 
form  of  chamber — ^that  is  to  say,  consisting  of  two  circular  plates 
parallel  to  each  other  and  a  few  inches  apart  which  were  connected 
at  their  outer  edges  by  a  circular  band  or  plate  of  the  same  diameter, 
the  whole  resembling  a  very  short  drum.  Tangentially  to  this  struc- 
ture he  attached  at  its  periphery  an  inlet-tube  through  which  the  in- 
coming fluid  would  enter  the  chamber  and  striking  against  the  inside 
of  the  wall  of  the  chamber  would  be  whirled  around  the  inside  of  the 
wall  until  it  made  the  circle,  and  impinging  upon  the  stream  still 
coming  in  would  be  diverted  inwardly  thereby  and  would  proceed  in 
another  circle  inside  of  the  first  and  so  on  until  the  convolutions  came 
to  the  center  of  the  chamber  where,  through  an  opening  in  one  of  the 
circular  plates  or  heads  of  the  drum-shaped  chamber,  the  fluid  would 
be  discharged  and  scattered  by  the  force  and  direction  already  given 
to  it  over  an  area  somewhat  proportioned  to  the  force  and  violence 
with  which  it  was  moving  when  discharged.  No  other  "  mouthpiece  " 
was  contemplated.  The  theory  is  that  the  fluid  is  converted  into 
spray  by  its  impinging  upon  the  inner  wall  of  the  chamber,  and  by 
its  impinging  one  part  upon  another  by  its  convolutions,  and  also  by 
its  being  impeded  where  its  course  is  changed  to  leave  the  chamber. 
A  witness  likened  the  operation  of  the  fluid  to  that  of  a  ^  whirlpool.'* 
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Figure  3  of  the  drawings  shows  a  cross-section  of  the  chamber,  the 
adit-pipe  and  the  discharge-opening,  B.  The  outer  rim  is  the  circular 
wall  of  the  chamber. 


J^i^.3. 


The  claims  are  these: 

1.  In  a  nosBle  for  spraying  llqnlds  a  cbamber  substantially  circnlar  in  one 
plane  of  section  provided  with  an  ontletoport  and  with  an  inlet-passage,  tbe 
axis  of  which  lies  in  the  plane  of  a  circular  section  and  between  a  diameter 
and  a  tangent  of  such  section;  whereby  a  rotary  motion  is  imparted  to  the 
liquid  in  the  chamber  by  the  force  of  tbe  inflow  which  motion  is  retained  after 
it  escapes  from  the  chamber,  substantially  as  described. 

2.  In  a  nozzle  for  spraying  liquids  a  chamber  of  substantially  circular  form 
in  cross-section,  provided  with  a  tangential  inlet-port,  the  axis  of  which  lies  in 
the  plane  of  the  circfilar  section,  and  with  an  outlet-port  delivering  in  a  direc- 
tion transverse  to  the  axis  of  the  inlet-port. 

8.  A  spraying-nozzle  comprising  a  chamber  of  approximately  circnlar  form 
in  cross-section,  provided  at  its  periphery  with  a  tangential  inlet-port,  and  at 
its  center  with  an  outlet-port,  the  axis  of  which  Is  transverse  to  that  of  the 
inlet-port 

4.  A  spraying-nozzle  comprising  a  chamber  having  two  approximately  cir- 
cular side  walls,  and  an  approximately  circular  peripheral  connecting  portion, 
said  chamber  provided  with  an  inlet-port  adapted  to  deliver  the  incoming  fluid 
against  the  connecting  portion,  and  one  of  the  said  side  walls  being  provided 
with  an  opening  for  the  discharge  of  the  fluid. 

No  question  is  made  of  the  efficiency  *and  utility  of  this  device; 
and  it  seems  to  us,  in  view  of  the  object  sought  to  be  attained,  to 
exhibit  a  good  deal  of  ingenuity  in  contriving  the  means  for  the 
method.  But  it  is  contended  by  the  defendant,  the  appellant  here, 
that  similar  devices  to  accomplish  the  same  purposes  had  been  in- 
vented and  patented  by  Rhodes  in  1877  and  Forster  in  1879.  Of 
these,  the  Forster  patent  is  the  one  most  worthy  of  consideration  as 
an  anticipation,  and  we  shall  therefore  dismiss  the  other  remarking 
only  that  we  find  nothing  in  it  which  contains  a  suggestion  of 
Barnard's  invention.  ug i zea oy  ^. w ^^ l^ 
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Forster's  was  a  device*  for  a  lawn-BprinUer.    Fig.  2  of  the  draw- 
inga  with  a  brief  explanation  will  suffice  for  an  understanding  of  it 


A  is  an  upstanding  water-pipe,  6  is  a  plug  having  several  spiral 
grooves,  /,  in  its  periphery,  C  is  the  sprinkler-nozzle  composed  of  a 
tubular  body,  c,  and  a  flaring  mouthpiece,  d.  The  plug,  «,  is  driycD 
tight  into  the  lower  end  of  the  tubular  body,  c,  and  the  function  of 
the  spiral  grooves  upon  its  edge  is  to  provide  water-passages  which 
impart  a  spiral  movement  to  the  water  as  it  passes  through  the 
nozzle,  and,  in  connecticxi  with  the  flaring  open  mouthpiece,  break 
up  the  stream  of  water  into  a  fine  spray.  We  have  followed  the 
inventor's  language  closely.  The  points  of  resemblance  to  Barnard's 
device  are  very  scanty.  Counsel  for  the  appellant  claim  that  the 
spiral  grooves  perform  the  same  function  as  the  inside  of  the  drcolar 
sides  of  Barnard's  chamber  does.  It  is  possible  that  in  Forster's 
device  the  water,  to  some  extent,  impinges  upon  the  inside  of  the 
^  tubular  body ''  though  he  does  not  suggest  it  But  he  would  be 
entitled  to  the  benefit  of  that  feature,  if  in  fact  it  existed.  {Gosh/en 
Sweeper  Co.  v.  BieseU  Carpet  Sweeper  Co.^  72  Fed.  Rep.,  67;  19  C  C 
A.,  18;  Goodyear  Rubier  ^Tire  Co.  v.  Rubber  Tire  Wheel  Co.^  116 
Fed.  Rep.,  863;  68  C  C  A.,  088 ;  StUweU-Bieroe^  Etc.,  Co.  v.  Eufauk 
Cotton  Oa  Co.,  117  Fed.  Rep.,  410;  64  C.  C.  A.,  684;  Eames  v. 
Worcester  Polytechnic  Institute,  128  Fed.  Rep.,  67,  71;  60  C.  C  A, 
87.)  But  he  seems  to  ccmstruct  his  device  in  such  form  that  the  spiral 
streams  of  water  shall  converge  at  the  nozzle  and  be  there  broken  into 
spray.  Assuming  that  some  slight  disintegration  is  effected  hj 
directing  the  water  upon  the  sides  of  the  tubular  body,  this  would  be 
only  one  of  the  several  united  means  of  effecting  the  desired  object 
employed  by  Barnard;  and  takien  as  a  whole  his  method  is  a  very 
different  way  of  breaking  up  the  water  from  that  of  driving  it 
throufirh  the  reverberatorv  chamber  of  Barnard's  nateni.    There  ia 
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not  in  Forster's  invention  the  provision  of  means  at  all  adapted  to 
effect  such  a  violent  tumult  of  the  fluid  as  is  created  by  the  means 
contrived  by  Barnard.  Again  in  the  Barnard  patent  there  is  no 
nozzle  which  cooperates  with  antecedoit  means  in  reducing  the  water 
to  spray.  That  lias  been  done  in  the  chamber,  and  the  orifice  is  a 
mere  exit  for  the  spray. 

We  thhJe  tke7*e  is  no  fair  ground  for  regarding  any  previoite 
invention  to  which  our  attention  has  been  called  as  an  anticipation 
of  the  patent  in  suit.  This  result  accords  with  that  of  the  circuit 
court  J  and  its  decree  should  he  affirmed^  with  costs. 

LusTON,  Oir.  J.y  participated  in  the  hearing  and  decision  of  this 
case,  but  is  no  longer  a  memb^.of  this  court 


[U.  t.  Clrcnlt  Court  o(  Appeals— Tlilrd  Circiilt] 

Victor  Talkiko  Machine  Company  v.  Hawthorne  A  Shebi^ 
Manufacturing  Comfant. 

Decided  Fe^HTuarp  t8, 1910. 

167  O.  6.,  1002. 

PaTERTABUJTT— -iNTZlTTIOlf — ^AMPUmNG-HOBN  rOB  TALRnfO-H^CHIHSS. 

The  Dennlson  patent,  No.  882,806,  which  discloses  an  amplif^ing-hom  for 
talking-machines,  consl^Ing  of  a  horn  of  the  old  form  made  in  two  pieces, 
which  are  detachable  or  separable,  with  means  for  uniting  them  and  secur- 
ing them  when  united.  Held  void  on  its  face  for  lack  of  invention* 

Mr,  Horace  Pettit  tor  the  appellant. 

Mr.  Samuel  Owen  Edmonds  for  the  appellee. 

Before  Grat,  Buffington,  and  Lanning,  Circuit  Judges 

Grat,  Cir.J.: 

This  is  an  appeal  by  the  complainant  in  the  court  below  from  a 
decree  sustaining  a  demurrer  of  the  appellee,  the  defendant  below,  to 
the  bill  of  complaint. 

The  suit  was  brought  to  restrain  infringement  of  United  States 
Letters  Patent  No.  882,896,  for  improvements  in  amplifying-homs  for 
talking-machines,  issued  to  appellant  in  October,  1906,  as  assignee  of 
one  Wilburn  N.  Dennison. 

The  grounds  of  the  demurrer  to  the  bill  filed  by  the  complainant 
were,  in  substance,  that  the  Letters  Patent  in  suit  were  invalid  and 
void,  because  the  improvements  therein  set  forth  lacked  inven^'on 
and  did  not  require  the  exercise  of  the  inventive  faculty. 

In  the  specifications  of  the  patent,  it  is  stated : 

My  invention  relates  to  amplif^ing-homs  for  talking-machines  and  more 
especially  to  means  for  detachably  mounting  the  horn  upon  the  machine  and  for 
connecting  sections  of  the  horn  in  a  readily-detachable  manner,  as  wUl  be  here- 
lnaft«»*  described  and  claimed. 
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The  specifications  thus  refer  to  the  drawings: 

In  tbe  drawings,  the  reference-nameral  1  Indicates  the  motor-casins;  2,  tbe 
tarn-table  and  record  thereon ;  8,  the  sonnd^Mx ;  4,  the  tapering  hollow  piToted 
80und4K>x-sapporting  tube ;  5,  the  8UKK>rting-bracket  for  said  arm  and  the  ampU- 
lying-hom;  6,  a  yoke  for  holding  the  amplify ing-hom  in  position;  and  7,  a 
thnmb-Bcrew  for  secarlng  the  yoke  6  to  the  bracket  6. 

The  above-deacribed  parts  are  not  of  my  present  inyention,  which  relates  to 
the  amplifying-hom  11  and  the  tabular  member  or  sonnd-conveyer  seetion  8 
thereof.    •    •    • 

The  section  8  flares  outwardly,  and  its  outer  end  receives  the  small  conical 
or  tapering  end  of  the  detachable  and  separable  body-section  11  of  the  hora,  this 
small  end  fitting  therein.  The  section  8,  it  might  be  said,  forms  a  part  of  tbe 
hom  as  well  as  of  the  machine,  for  while  it  forms  the  small  end  portion  or  sec- 
tion of  the  hom  as  a  whole,  yet  it  is  secured  to  a  stationary  part  of  the  machine 
and  is  in  tact  the  means  for  supporting  the  body  of  the  hom  upon  the  machine. 
In  fkct,  however,  the  hom  consists  of  these  two  telescopic  separable  tapering 
sections  8  and  11,  the  larger  end  of  the  former  receiving  within  it  the  small 
end  of  the  latter,  and  as  a  further  part  of  my  invention  I  provide  connecting 
means  for  these  sections  comprising  interengaging  pr  interlocking  parts  carried 
thereby.  These  means  are  upon  the  large  end  of  section  8  and  the  small  end  of 
section  11,  and  as  a  preferred,  convenient,  and  eflicient  constracticm  I  emplof 
an  inclined  slot  10,  preferably  in  section  8,  and  the  lug  or  pin  12  in  section  11. 


There  are  nineteen  claims  in  the  patent,  of  which  the  third,  eighth, 
thirteenth,  and  fifteenth  are  called  to  our  attenticMi  by  the  appellant 
The  difference  in  the  claims  is  one  of  verbiage  rather  than  of  sub- 
stance.  The  third  claim  may  be  taken  as  fairly  representing  them  all : 

An  amplif^ing-hom  consisting  of  a  sonnd-conveyer  section  having  means  for 
engaging  a  normally  stationary  support,  an  amplifying-hom  section  detadiablj 
mounted  upon  said  conveyer-section,  the  ends  of  said  conveyer  and  hom  sectiooB 
telescoping,  and  interlocking  means  carried  by  said  sections  and  adaptM  to 
hold  them  in  telescoped  relation,  the  said  horn-section  being  removable  from 
said  conveyer-section  while  the  latter  is  mounted  upon  its  support  '"'^ 
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As  the  means  for  engaging  the  sound-conveyer  section  with  the 
stationary  support  are  exactly  the  same  as  those  employed  before  the 
division  was  made  between  the  sound-conveying  section  and  the 
horn-section,  it  is  apparent,  both  from  the  claims  and  the  speci- 
fications, that  the  patentee's  so-called  invention  was  nothing  more 
than  the  making  of  an  old  form  of  talking-machine  horn  in  two 
pieces,  which  are  detachable  or  separable,  with  means  for  uniting 
them  and  securing  them  when  united.  From  the  tapering  form  of 
the  horn,  it  is  obvious  that  the  diminishing  end  of  the  horn-section 
could  be  so  cop^tructed  as  to  easily  enter  the  widening  end  of  the 
conveyer-section,  the  conical  formation  readily  lending  itself  to  the 
tightening  of  the  parts  as  the  one  is  pressed  into  the  other.  The 
means  of  securing  the  parts  when  thus  prut  together,  by  a  small  pin 
or  lug  on  the  inside  of  the  horn  part,  to  engage  in  the  cam-like  slot 
in  the  conveyer  part,  and  the  further  drawing  together  of  the  parts 
by  turning  the  pin  in  the  slot,  are  means  so  obvious  to  any  mechanic, 
that  no  invention  can  possibly  be  involved  therein.  It  is,  in  fact,  only 
a  modification  of  the  old  and  well-known  bayonet-joint 

The  advantages  urged  by  counsel  for  the  appellant,  that  make  his 
two-piece  horn  an  improvement  on  a  one-piece  horn,  are  (1)  that  a 
one-piece  horn  would  be  ^'most  unsuitable  for  transportation  and 
shipping  purposes;"  (2)  that  a  one-piece  horn  ^  would  occupy  a  large 
amount  of  unnecessary  space;"  and  (3)  because,  ^if  it  should  be 
desired  to  store  the  talking-machine,"  the  one-piece  horn  would  prove 
clumsy  and  inconvenient.  These  disadvantages  are  said  by  counsel 
in  his  argument  to  be  obvious  and  evident  to  the  court.  If  so,  as  said 
by  the  court  below  they  did  not  require  expert  or  other  testimony  to 
point  them  out.  Being  obvious  and  self-evident,  the  remedy  em- 
ployed of  cutting  the  horn  in  two  sections,  was  equally  obvious  and 
self-evident,  and  to  claim  a  patent  monopoly  therefor  is  a  misuse  of 
the  patent  laws  which  are  to  foster  invention  alone.  The  device  of 
the  patent  in  suit,  to  overcome  the  inconvenience  of  handling  and 
packing  a  one-piece  horn,  no  more  involves  invention  than  cutting  a 
length  of  stovepipe  into  two  sections  and  providing  for  their  being 
united  and  fitted  together,  by  slightly  crimping  the  end  of  one  sec- 
tion, that  it  may  enter  and  be  pressed  into  the  end  of  the  other. 

Counsel  for  appellant  dwells  much  upon  the  wide  extent  of  the 
use  made  of  this  divided  horn  since  the  issuance  of  the  patent  in 
suit.  It  may  be  admitted  that  the  commercial  utility  of  a  patented 
device  is  sometimes  persuasive  evidence  of  invention.  But  it  is  not 
conclusive.  Courts  are  slow  to  sustain  demurrers  on  the  ground  that 
the  Letters  Patent  are  void  upon  their  face,  as  showing  no  patent- 
able invention.  They,  however,  recognize  the  duty  imposed  upon 
them,  where  it  is  clear  that  the  device  of  the  patent  in  suit  does  lack 
patentable  invention,  to  so  declare,  and  to  dispose  of  the  case  on 
demurrer,  and  thus  put  an  end  to  useless  and  expensive  litigation. 
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In  the  present  case,  nothing  could  be  gained  by  putting  the  parties 
to  the  expense  and  delay  of  taking  testimony  for  a  further  and  final 
hearing.  No  testimony,  expert  or  otherwise,  could  pojssibly  enlighten 
the  court  as  to  the  character  of  the  invention  claimed.  There  is 
nothing  obscure  or  difficult  in  the  construction  of  the  patented  device, 
requiring  such  testimony.  The  prolixity  of  the  specifications  and 
the  multiplication  of  the  claims  cannot  conceal  the  want  of  patent- 
able invention  in  the  construction  of  the  patent  in  suit. 
The  decree  of  the  oottrt  below  is  therefore  affirmed. 


[U.  B.  circuit  Coart  of  Appeals — Sixth  Circuit] 

Morgan  Engineering  Company  t?.  Alliance  Machine  Compant. 

Decided  November  2,  1909. 

157  O.  O.,  1244. 

Patertabilitt— Reorganization  of  Machine. 

The  reorganization  of  a  crane  having  main  and  sapplementary  troUeyi^ 
80  that  the  hoisting-chains  from  the  main  trolley  are  placed  inside  instead 
of  outside  the  girders  supportinir  the  main  trolleys,  Held  to  have  reqoired 
invention. 

Mr.  H.  A.  Seymour  and  Mr.  F.  P.  Fish  for  the  appellant. 
Mr.  C.  P.  Byrnes  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  suit  was  brought  by  the  Alliance  Machine  Company,  assignee 
of  one  George  W.  Shem,  to  obtain  relief  against  alleged  infringement 
by  the  Morgan  Engineering  Company  of  Patent  No.  791,951,  granted 
by  the  United  States  March  17,  1906,  to  Shem  for  certain  improTe- 
ments  in  cranes. 

It  is  admitted  by  the  answer  that  the  Letters  Patent  were  granted 
to  Shem,  but  it  is  denied  that  he  was  the  original  inventor;  and  after 
the  usual  denials  it  is  alleged  that  the  improvements  do  not  con- 
stitute patentable  invention  or  discovery,  and  also  that  the  material 
parts  of  the  invention  had  prior  to  its  date  been  described  and 
patented  in  divers  printed  publications  and  patents,  and  a  number 
are  specified  in  paragraph  8  of  the  answer,  and  in  an  amendment 
made  thereto,  among. which  are  Letters  Patent  No.  628,621,  granted 
by  the  United  States  to  A.  J.  Shaw,  November  7, 1894,  for  improve- 
ments in  hoisting  machinery,  and  Letters  Patent  No.  78,679,  granted 
in  Germany  to  Beck  and  Henkel,  in  1894;  also  in  a  certain  design 
made  by  one  Sawyer  for  the  Shaw  Electric  Company.  Thereupon 
replication  was  filed. 

Proofs  were  taken,  the  cause  was  heard  and  on  November  25, 1908, 
decree  was  entered  finding  for  complainant,  allowing  recovery  of 
gains  and  profits,  ordering  reference  and  accounting  and  granting 
writ  of  injunction.   From  this  decree  the  Morgan  Company  appealed. 
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The  nature  and  object  of  the  patent  in  suit  are  in  part  thus  stated 
in  the  specifications* 

My  inyentlon  relates  to  tbat  class  of  traveling  cranes  which  carry  both  a 
main  hoisting-trolley  and  an  auxiliary  hoisting-trolley. 

The  object  of  my  invention  is  to  so  construct  such  a  crane  as  to  permit  ready 
accessibility  to  the  supplementary  trolley,  to  reduce  the  strain  upon  the  girders 
which  constitute  the  side  members  of  the  crane-bridge,  to  permit  of  the  mount- 
faig  at  any  desired  point  on  the  bridge,  preferably  at  the  longitudinal  center  of 
the  same,  of  the  motor  which  drives  the  bridge-traversing  mechanism,  to  in- 
crease the  range  of  movement  of  both  of  the  trolleys,  and  to  permit  of  a  more 
compact  arrangement  of  the  hoisting  mechanism  on  the  main  trolley  than  is 
possible  with  the  ordinary  construction  of  crane. 

The  manner  of  obtaining  the  advantages  mentioned  is  thereupon 
shown  by  descriptive  words  and  drawings.  The  first  drawing  dis- 
plays a  side  elevation  of  the  crane  made  according  to  the  invention, 
and  the  second  one  an  end  view  or  cross-section  of  the  crane.  Further 
description,  with  copies  of  drawings,  will  be  found  in  the  opinion.  It 
Is  stated  in  the  specifications  that  the  invention  ^^  is  shown  as  applied 
to  a  ladle-crane."  It  is  then  stated  that  the  ordinary  construction  of 
ladle-cranes  was  open  to  many  objections;  first,  that  the  weight  of 
the  supplementary  trolley  and  its  load  caused  excessive  strain  upon 
the  girders  supporting  the  crane-bridge;  that  so  suspending  and 
supporting  the  supplementary  trolley  required  the  hoisting-chains 
of  the  main  trolley  to  be  placed  outside  of  the  girders,  also  requiring 
a  wide  separation  of  the  hoisting-drums,  prevented  locating  the 
bridge-driving  motor  on  any  part  of  the  bridge  except  at  its  extreme 
end,  also  required  a  shaft  almost  as  long  as  the  crane-bridge  for  trans- 
mitting power  from  the  motor  to  one  end  of  the  bridge-trucks,  and 
so  limited  the  range  of  movements  of  trolleys  on  the  crane-bridge. 

The  plan  adopted  for  overcoming  these  objections  in  substance  was 
to  widen  the  space  between  the  bridge-girders,  place  between  them 
two  parallel  girders,  operate  the  supplementary  trolley  on  these  in- 
termediate girders  and  suspend  the  hoisting-chains  depending  from 
the  main  trolley  inside  instead  of  outside  of  the  main  girders.  It  is 
then  stated  that  the  plan  proposed  overcomes  the  objections  to  the 
usual  construction  thus: 

•  •  *  The  parts  are  compactly  disposed,  the  strains  are  divided  and  dis- 
tribnted,  a  central  location  of  the  bridge-driving  motor  upon  the  bridge  is  per- 
mitted with  its  accompanying  advantage  of  relatively  short  lengths  of  trans- 
mitting-shaft  between  the  motor  and  the 'bridge-supporting  trucks,  and  in  which 
furthermore,  tlie  range  of  travel  of  eitlier  trolley  is  not  restricted  by  the 
presence  of  said  motor  or  ottier  appurtenances  of  the  crane,  a  full  travel  of  the 
trolley  from  one  end  of  the  bridge  to  the  other  being  permitted. 

The  claims  are  as  follows: 

1.  A  crane  having  a  bridge  with  main  hoisting-trolley  mounted  upon  the  main 
girders  of  said  bridge,  and  a  supplementary  trolley  mounted  upon  supplementary 
girders  independent  of  said  main  girders,  substantially  as  specified,   ^^d*^^ 
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2.  A  crane  having  a  bridge  with  main  hoisting-trolley  mounted  upon  the  main 
girders  of  said  bridge,  and  a  supplementary  trolley  mounted  upon  supple- 
mentary girders  independent  of  said  main  girders,  said  supplementary  girders 
being  located  between  the  main  girders,  substantially  as  ^)ecified. 

3.  A  crane  having  a  bridge  with  main  and  supplementary  hoisting-trolleys, 
the  main  hoisting-trolley  being  mounted  upon  the  main  outer  girders  of  tlie 
bridge,  and  the  supplementary  trolley  being  mounted  upon  supplementary  inte- 
rior girders^  the  hoisting-chains  from  the  main  trolley  depending  between  the 
said  main  and  supplementary  girders,  substantially  as  specified. 

4.  A  crane  having  a  bridge  with  main  and  supplementary  hoisting-trolleyii 
the  main  hoisting-trolley  being  nK>unted  upon  the  main  outer  girders  of  the 
bridge,  and  the  supplementary  trolley  being  mounted  upon  supplementary  inte- 
rior girders,  the  hoisting-chains  from  the  main  trolley  depending  between  the 
said  main  and  supplementary  girders*  and  the  hoisting-chains  f^m  the  supple- 
mentary trolley  depending  between  the  supplementary  girders  which  carry  said 
trolley,  substantially  as  specified. 

5.  A  crane  having  a  traveling  bridge  with  outer  main  girders,  supplementary 
Inner  girders,  main  hoisting-trolley  mounted  upon  the  main  girders,  and  having 
Its  hoisting-chains  depending  between  the  main  and  supplementary  girders,  a 
supplementary  hoisting-trolley  mounted  upon  said  supplementary  girders*  and  a 
bridge<iriving  motor  centrally  mounted  upon  one  of  the  outer  girders*  sob- 
stantially  as  specified. 

Before  Lubton,  Severens,  and  Warrinqton,  Circuit  Judges. 

Warrington,  Cir.  /.,  (after  stating  the  facts  as  above:) 

In  the  view  we  take  of  this  case,  it  is  necessary  first  to  consider 
whether  the  patent  involves  the  quality  of  invention.  It  is  claimed 
that  Shem's  improvements  over  the  prior  art  consisted  in  the  reloca- 
tion and  rearrangement  of  the  parts  of  the  well-known  double-trolley 
traveling  crane,  without  the  result  of  any  new  function  or  mode  of 
operation,  and  that  this  does  not  amount  to  patentable  invention. 
The  relevance  and  force  of  this  contention  may  be  tested  by  a  com- 
parison of  the  advantages  of  a  crane  made  according  to  this  inven- 
tion, with  the  disadvantages  of  the  type  of  crane  in  use  at  the  date  of 
the  patent  The  comparison  will  be  more  accurate  and  helpful  if  it  is 
applied,  as  patentee  in  his  specifications  applied  his  invention,  to 
ladle-cranes. 

The  description  given  of  the  prior  state  of  the  art  in  the  specifica- 
tions of  the  Letters  Patent,  as  in  substance  pointed  out  in  the  state- 
ment, seems  to  us  to  be  borne  out  by  the  evidence.  The  same  is  true 
of  the  advantages  attained  by  the  invention,  as  there  stated. 

This  is  a  combination  patent.  It  has  relation  to  hoisting  and  trans- 
porting mechanism  as  applied  to  ladle-cranes.  As  stated  by  learned 
counsel  for  appellant,  this  type  of  traveling  crane — 

is  most  properly  nsed  for  tJtie  handling  of  molten  steel  delivered  from  tlie  fQ^ 
naces  of  tlie  steel  plant  into  a  ladle,  and  for  carrying  this  ladle  to  a  place  wbeitf 
the  contents  of  the  ladle  are  discharged  into  ingot-molds. 

Necessarily,  the  inventor  had  to  do  with  an  old  subject  and  an 
existing  art    The  movement  and  uses  made  of  any  substance  tf 
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necessary  and  dangerous  as  is  molten  metal,  must  always  have 
engaged  the  faculties  of  men  in  contriving  new  and  improved  safety 
devioes  for  its  control 

An  illustration  of  the  old  form  of  ladle-crane  is,  we  think,  fairly 
represented  by  the  following  sketch: 


Figure  1  represents  the  bridge  of  the  crane  in  side  elevation,  and 
Fig.  2  represents  it  in  cross-section.  A  A  are  the  main  girders 
attached  to  the  end  carriages  B  B  having  wheeled  trucks  that  run  on 
tracks  O  C.  The  main  trolley  D  is  carried  on  tracks  of  the  main 
girders  A  A,  and  is  provided  with  hoisting-drums  E  E,  from  which 
the  hoisting-chains  are  suspended  on  the  outside  of  the  main  trolley 
D  and  outside  of  the  main  girders  A  A.  Each  hoisting-chain  as 
shown  on  Fig.  2  is  fastened  on  the  lower  end  to  a  croes-bar,  from 
the  ends  of  which  are  suspended  hooks  for  engaging  the  trunnions 
of  the  ladles.  The  auxiliary  trolley  G  is  operated  over  runways 
attached  to  the  inside  lower  edges  of  the  two  main  girders  A  A.  The 
auxiliary  trdley  is  equipped  with  one  hoisting-chain  carrying  a  hook 
on  its  end,  used  for  operating  the  ladles.  This  is  what  is  known  as 
the  overhanging  ladle-crane. 

The  following  are  copies  of  the  drawings  of  the  patent  in  suit. 

These  are  described  in  the  specifications  thus: 

Fig.  1  Is  a  side  leleyatlon  of  a  crane  coDstmcted  In  accordance  with  my  Inven- 
tion, and  Fig.  2  is  an  end  view  of  the  same  on  a  larger  scale. 

Beferring  in  the  first  instance  to  Fig.  1  of  the  drawings,  1  1  represent  the 
main  girders  upon  which  the  bridge  of  the  crane  is  mounted  and  npon  which 
it  can  travel,  said  bridge  consisting  of  a  pair  of  longitudinal  side  girders  2  with 
suitable  transverse  connections  at  the  ends,  which  connections  constitute  end 
carriages  8,  each  of  the  latter  having  a  wheeled  truck  running  upon  rails  on 
the  main  girder  1,  and  some  of  the  wheels  of  these  trucks  being  rotated  by 
power  derived  from  a  motor  4,  which  is  mounted  on  the  bridge  of  the  crane,  so 
as  to  effect  the  movement  of  the  latter  back  and  forth  upon  the  supporting- 
girders  1. 

Mounted  upon  suitable  rails  upon  the  traversing  bridge  of  the  crane  is  a 
troHey  5,  provided  with  hoisting  mechanism  of  any  appropriate  character  and 
with  a  motor  and  gearing  for  operating  said  hoisting  mechanism  *  •  *  the 
hoisting  mechanism  having  two  drums  e,  whose  depending  chains  support  a  bar 
7,  provided  with  depending  ladle-supporting  hooks  8.    ^    ^    ^ 
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In  carnring  out  my  Invention  I  proyide  the  crane-bridge  with  supplementary 
girders  9,  secured  at  their  ends  to  the  carriages  3  and  located  so  fbr  inside  of 
the  main  girders  2  as  to  provide  ample  room  between  the  two  sets  of  gliders 
for  the  operation  of  the  hoisting-chains  from  the  main  trolley.  Upon  these 
supplementary  girders  9  is  mounted  so  as  to  traverse  longitudinally  a  sup- 
plementary trolley  10,  which  is  provided  with  appropriate  hoisting  mechanism 
and  with  a  motor  11  for  operating  the  same,  the  chains  depending  from  the 
hoisting  mechanism  of  the  supplementary  trolley  between  the  girders  9,  as 
shown  in  Fig.  2,  in  which  these  chains  are  Illustrated  as  employed  in  con- 
nection with  the  ladle-tipping  hook  12. 


rtst7 


It  will  be  observed  that  the  auxiliary-trolley  rails  of  the  invention 
in  suit  are  not  connected  with  the  inside  lower  edge  of  the  main 
girders,  as  were  the  flanges  in  the  prior  art;  and  that  the  weight  of 
the  supplementary  trolley  with  its  load,  no  longer  exerts  excessive 
side  strain  upon  tiie  girders,  also,  as  succinctly  stated  by  one  of  the 
witnesses — 

second,  the  draft  of  the  main  hoisting-tackle  comes  inHde  instead  of  outside  tbe 
base  of  the  supports  to  the  main  trolley ;  third,  since  the  outside  of  the  mtln 
girders  is  now  free  from  the  main  hoisting-ropes,  the  bridge-driving  motor  mj 
be  located  outside  and  at  the  center  instead  of  at  one  end  of  tbe  bridge  (o 
eliminate  the  long  shaft  drive;  fourth,  the  auxiliary  troUey  becomes  readily 
accessible  for  repairs,  particularly  the  renewal  of  the  supportlng-wheelB>  l)e•^ 
Ings  and  gears,  and  fifth,  the  range  of  travel  of  the  trolley  on  the  bridge  i> 
increased. 
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We  think  these  advantages  are  obyioas,  unless  it  be  the  one  gained 
by  the  removal  of  the  main  hoisting-tackle  from  the  outside  of  the 
main  trolley  and  main  girders  to  points  within  the  base  of  support  of 
the  main  trolley  and  inside  of  the  main  girders.  It  is  shown  by  the 
evidence  that  the  weight  of  molten  metal  carried  in  a  ladle  is  from 
sixty  to  one  hundred  and  twenty-five  tons,  and  that  when  the  shock 
of  this  great  weight  is  cast  upon  the  hoisting-tackle  over  one  end  of  a 
main  trolley,  throu^  the  breakage  of  the  hoisting-tackle  depending 
on  the  outside  of  the  other  end  of  the  main  trolley  of  an  overhanging 
crane,  there  is  a  tendoicy  to  tilt  and  overturn  the  main  trolley.  It  is 
shown  without  dispute  that  this  actually  happened  in  at  least  one 
instance.  It  is  true  that  it  occurred  under  conditions  somewhat 
peculiar;  and  also  that  the  escape  in  such  a  case  of  molten  metal 
might  cause  more  injury  than  would  be  caused  by  the  overturning  of 
the  main  trolley.  But  it  is  equally  true  that  the  accident  caused  such 
an  influence  up<Mi  experienced  users  of  overhanging  cranes,  as  to 
create  an  unusual  demand  for  a  crane  with  hoisting-tackle  depending 
within  and  not  without  the  base  of  support  of  the  main  troUey.  It  is 
not  claimed  that  a  trolley  could  be  upset,  upon  a  crane  with  the 
hoisting-tackle  so  arranged. 

The  claim  made  that  this  advantage  cannot  be  considered  for  the 
reason  that  it  is  not  enumerated  among  the  advantages  stated  in  the 
Letters  Patent,  is,  we  think,  not  well  founded.  In  one  of  the  objec- 
tions stated  in  the  specifications  to  the  overhanging  trolley  of  the  old 
method  of  mounting  the  supplementary  trolley  upon  tracks  fastened 
to  the  inner  sides  of  the  main  bridge-girders  is,  that  such  method — 

necessitates  the  location  of  the  hoisting-chains  of  the  main  trolley  outside  of 
the  girders  2,  thus  requiring  a  wide  separation  of  the  hoisting-drums  S,  and 
preventing  the  location  of  the  bridge-driving  motor  4  upon  any  part  of  the  bridge 
except  at  the  extreme  end  of  the  same,  so  that  a  shaft  almost  as  long  as  the 
crane-bridge  itself  must  be  employed  for  transmitting  power  from  such  motor 
to  one  of  the  bridge-trucks.  This  also  serves  to  limit  the  range  of  movement  of 
the  trolleys  on  the  crane-bridge. 

Moreover,  as  appears  in  the  statement,  it  is  expressly  stated  in 
claims  3, 4  and  5  of  the  Letters  Patent  that  the  hoisting-chains  depend 
between  the  main  and  supplementary  girders,  and  this  fact  is  also 
displayed  in  Fig.  2  of  the  drawings.  Even  if  the  patentee  at  the 
time  of  making  his  application  did  not  know  of  this  advantage,  or 
knowing  failed  distinctly  to  express  it,  he,  in  view  of  what  he  did 
state  and  show,  is  entitled  to  have  his  invention  considered  with  refer- 
ence to  it  Indeed,  the  crane  cannot  be  constructed  and  operated  in 
accordance  with  the  plain  terms  of  his  description  without  observ- 
ing and  securing  this  advantage;  this  alone,  is  sufficient  {Goshen 
Sweeper  Co.  v.  BisseU  Carpet  Sweeper  Co.^  72  Fed.  Rep.,  67, 78  to  75 ; 
19  C.  C.  A.,  18;  Dowagiac  Mfg.  Co.  v.  Superior  DHUQo^^U&T^^ 
62746'— U 80 
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Bep.,  886;   63  C.  C.  A.,  86;  StUwelUBieree  db  Smith-Voile  Go.  r 
Eufaula  Cotton  OU  Go.^  117  Fed.  Bep.,  410;  54  C.  C.  A.,  684.) 

Thus,  we  have  cmly  to  assemble  and  consider  the  advantages  of  the 
patent  in  suit,  in  order  to  gain  an  appreciation  of  the  departure  made 
from  the  old  art.  The  sum  of  these  advantages  not  only  marks  the 
progress  made,  but  suggests  inquiry  into  their  origin.  Is  their  origin 
to  be  found  in  mental  operation  of  the  degree  of  inventi<m,  or  only  of 
the  degree  exercised  in  mechanical  skiUt  The  advantages  of  the  in- 
vention seem  to  be  traceable  to  the  idea  of  so  carrying  the  burdens 
to  be  borne  by  the  machine  as  to  avoid  starains  upon  the  parts  least 
calculated  to  bear  them;  and  they  are  traceable  also  to  the  further 
idea  of  so  adjusting  the  new  parts  to  the  old  parts  as  to  attain  greater 
safety  and  economy  and  also  more  extended  use  and  constant  opera- 
tion. The  inventor  then  devised  the  plan  before  described  for  carry- 
ing his  ideas  into  executi<».  This  involved  at  once  a  novel  machine, 
that  could  not  be  rightly  classed  with  the  overhanging  ladle-craneL 
It  is  difficult  to  understand  why  this  conception  is  not  patentable 
invention. 

While  it  may  not  always  be  helpful  in  determining  whether  a  given 
act  or  result  involves  the  exercise  of  constructive  faculty  rather  than 
mechanical  skill,  to  resort  either  to  the  fact  that  the  matter  in  dispute 
has  been  allowed  to  lie  dormant  for  years  in  the  face  of  needed  solu- 
tion, or  to  the  approval  accorded  to  such  solution  by  men  of  scientific 
knowledge  and  practical  experience  immediately  upon  becoming 
aware  of  it;  yet  it  is  not  always  easy  or  advisable  to  repel  the  influence 
of  such  facts.  The  evidence  reveals  persistent  and  repeated  attempts 
for  as  much  as  ten  years  pricv  to  the  date  of  the  patent  in  suit,  to 
overcome  the  difficulties  solved  by  this  patentee.  Then  as  soon  as  the 
patent  in  suit  became  known,  cranes  offered  and  made  under  it  met 
with  the  approval  of  quite  a  number  of  mechanical  engineers  and 
skilled  mechanics,  and  with  sales  to  experienced  users  of  ladle-cranes. 
The  appellee  commenced  business  with  efforts  to  manufacture  and 
sell  ladle-cranes  of  the  overhung  type,  but  faijed.  Wh^,  however,  it 
began  the  offer  and  sale  of  cranes  made  under  the  patent  in  suit,  the 
appellee,  according  to  the  evidence  and  in  view  of  the  large  cost  of 
the  machines,  met  with  remarkable  success. 

The  experts  for  appellant  referred  to  divers  earlier  patents  and 
designs  for  the  purpose  of  showing  anticipation,  either  wholly  or 
partly,  of  the  patent  in  suit.  But  considering  the  entire  evidence,  we 
think  these  were  fairly  differentiated.  No  ladle-crane  was  ever  de- 
vised and  built  which  contained  the  combination  of  improvements 
here  displayed,  prior  to  the  date  of  this  patent  The  nearest  approach 
to  any  substantial  portion  of  this  form  of  crane  in  the  way  of  design, 
as  distinguished  from  patent  and  constructicm,  was  in  a  blue-print 


DBOmiOKB  or  UNITED  STATXS  OOUBTS  IN  PATBNT  OAfiBS.     446 

devised  by  odb  Sawyer  and  sent  with  a  proposal  to  build  a  crane  for 
the  Illinois  Steel  Company ;  but  the  proposal  was  not  accepted  and 
no  publication  of  either  the  proposal  or  the  blue-print  was  ever  made, 
and  the  whole  matter  seems  to  have  been  forgotten  if  not  abandoned 
by  the  parties  themselves,  until  a  rq>resentative  of  appellant,  in 
search  of  evidence  for  the  trial  of  this  cause,  discovered  the  papera 

The  daim  of  counsel  for  appellant  is  not,  as  under  the  authorities 
it  could  not  be,  that  this  unused  prior  drawing  is  an  anticipation 
within  the  meaning  of  the  patent  statute.  The  blue-print  is  offered 
in  support  of  the  daim  that  the  inventi<m  in  suit  lacks  patentable 
quality;  and  this  is  upon  the  theory  that  the  fact  that  Sawyer  devised 
a  plan  having  certain  features  corresponding  with  some  portions  of 
the  patent  in  suit  indicates  that  the  present  patent  was  obvious  to  the 
skilled  mechanic  The  facts  disdosed  in  the  decisions  offered  in  sup- 
port of  the  effect  that  should  be  given  to  the  blue-print,  differ  so 
widely  in  substance  and  legal  effect  from  the  import  of  the  facts  dis- 
dosed here  as  to  render  present  discussion  of  those  cases  unimportant. 

The  daim  that  the  patent  granted  in  Oermany  to  Beck  and  Henkd 
for  a  meat-hanger  is  an  antidpation  of  the  patent  in  suit,  does  not 
se^n  to  be  based  upon  analogy  either  in  purpose  or  function  between 
the  two  devices,  but  rather  upon  similarity  in  definition  that  can  be 
applied  to  parts  of  both;  and  also  upon  the  fact  that  it  is  asserted  in 
each  patent  that  it  is  not  limited  to  the  particular  device  therein 
described. 

We  may  as  wdl  say  now  as  later,  that  we  regard  claims  1  and  2  of 
the  patent  in  suit  as  too  broad,  botib  with  respect  to  the  prior  art  and 
the  express  objects  and  scope  of  the  crane  described  and  illustrated. 
There  can  be  no  doubt  that  the  rest  of  the  patent,  considered  either  as 
a  whole  or  with  reference  to  the  remaining  daims,  contemplates  a 
travding  crane  and  motors  to  drive  the  bridge  mechanism.  These 
main  objects  and  features  of  the  patent  in  suit  are  not  disdosed  and 
are  plainly  not  intended  by  the  Oerman  patent.  In  view  of  the 
weight  of  the  evidence  touching  the  marked  differences  in  mechanism 
and  combination  of  parts  in  the  two  inventions,  and  of  the  palpable 
difference  in  purpose  and  use  of  the  two  machines,  we  are  satisfied 
that  nothing  in  either  of  them  would  afford  material  suggestion  for 
the  other.  (See  decision  of  this  court  in  National  Tube  Co.  v.  Aiken^ 
168  Fed.,  254, 268;  also  Eames  v.  Andrews,  C.  P-,  1887,  878;  89  O.  Q., 
1819;  122  U.S.,  40,  65.) 

As  it  seems  to  us,  therefore,  the  patent  in  suit  disdoses  novelty  and 
merit  sufficient  to  show  patentable  invention,  and  falls  well  within 
rules  of  decision  of  this  court.  {Goshen  Sweeper  Co.  v.  BisseU  Carpet 
Sweeper  Co.,  72  Fed.  Rep.,  67,  cited  above;  Mvller  v.  Lodge (6 Davis 
Machine  Tool  Co..  77  Fed.  Rep.,  621;  Star  Bras$  Work^  v.  Genercd 
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Electric  Co.,  Ill  Fed.  Rep.,  898;  Dowagiac  Mfg.  Co.  v.  Superior  DriU 
Co.,  116  Fed.  Rep.,  886 ;  ^.  R.  MUner  Seating  Co.  v.  Yesbera^  133  Fed, 
Rep.,  916;  Rich  v.  Baldwin,  TuthiU  dk  Bolton,  133  Fed.  Rep.,  920; 
National  Tube  Co.  v.  Aiken,  163  Fed.  Rep.,  254.  See  also  Ide  v. 
Trorlicht,  Duncker  <6  Renard  Carpet  Co.,  115  Fed.  Rep.,  137;  Nor 
tional  Hollow  B.  B.  Co.  v.  Interchangeable  B.  B.  Co.,  106  Fed.  Rep., 
693;  Andersoy^  v.  Collins,  122  Fed.  Rep.,  451;  Webster  Loom  Co.  v. 
Higgins,  C.  D.,  1882,  286;  21  O.  Q.,  2031;  105  U.  S.,  580;  The  Barbed 
Wire  Patent,  C.  D.,  1892, 299;  68  O.  G.,  1555;  143  U.  S.,  275;  National 
Cash  Reg.  Co.  v.  Boston  Cash  Indicator  Co.,  C.  D.,  1895,  256;  70 
O.  G.,  1793;  156  U.  S.,  502.  See  also  discussion  of  Mr.  Justice  Day, 
applicable  in  principle,  in  Expanded  Metal  Co.  v.  Bradford^  C.  D., 
1909,  521;  143  O.  G.,  863:  214  U.  S.,  366.) 

Upon  the  question  of  infringement,  we  think  the  evidence  shows 
that  appellant's  crane  is  a  substantial  embodiment  of  appellee's  inven- 
tion. It  appears  that  prior  to  the  date  of  the  patent  in  controversy, 
all  of  appellant's  cranes  were  of  the  overhanging  type,  and  that 
after  that  date  it  constructed  and  sold  ladle-cranes  which  are  the 
subject  of  the  alleged  infringement  The  claim  of  infringement  is 
urged  by  appellee  in  several  ways.  One  is  that  appellant  has  elimi- 
nated from  its  later  type  of  ladle-crane  precisely  those  objectionable 
features  of  ladle-cranes  of  the  old  art,  as  those  objections  are  stated 
in  the  specifications  of  the  patent  in  suit.  Another  is  that  appellant 
has  in  substance  and  effect  adopted  the  plan  of  the  inventor  of  the 
patent  in  suit  for  constructing  and  operating  the  alleged  infringing 
machines,  and  so  has  taken  to  itself  the  advantages  of  appellee's 
invention. 

The  appellant  has  changed  the  draft  of  the  hoisting-tackle  of  the 
main  trolley  to  points  within  instead  of  without  the  base  of  its  sup- 
port, and  so  has  escaped  the  objectionable  overturning  feature.  It 
does  this  by  splitting  the  main  girder  of  the  old  type  and  placing 
the  two  parts  or  their  equivalents  in  parallel  so  as  to  furnish  space 
for  operating  the  hoisting-chains  depending  from  the  main  trolley 
between  these  girders.  It  lengthens  the  main  trolley  and  supports 
it  by  doubling  its  wheel-bearings  so  as  to  carry  its  trucks  on  eight 
wheels  instead  of  the  old  bearings  of  four  wheels.  It  gains  accessi- 
bility to  the  supplementary  trolley  and  lessens  materially  if  it  does 
not  avoid  lateral  strain  upon  each  interior  main  girder  by  placing 
two  smaller  girders  between  and  parallel  to  the  interior  main  girders 
aforesaid,  and  fastening  the  smaller  girders  to  the  larger  interior 
girders  by  braces  or  lacework.  Upon  this  interior  trackway  the  sup- 
plementary trolley  is  operated;  and  the  accessibility  mentioned  is 
obtained  over  the  passageway  furnished  along  this  lacework.  Under 
this  method  of  construction,  the  main  and  auxiliary  trolleys  are 
operated  over  th^  entire  length  of  their  respective  tracks.    Moreover, 
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this  method  famishes  the  means  of  placing  the  bridge-motor  cen- 
trally on  the  principal  outside  girder  instead  of  at  its  end. 

Much  is  said  in  the  evidence  and  briefs  in  supjport  of  the  respective 
claims  that  appellant's  plan  does  and  does  not  amount  to  infringe- 
ment. Efforts  are  made  through  processes  of  most  literal  interpreta- 
tion to  differentiate  appellant's  design  from  the  patent  in  suit. 
Ingenious  as  this  method  is,  we  think  it  fails  in  ascertaining  the 
intent  of  either  the  inventor  or  the  alleged  infringer.  It  sacrifices 
substance  to  form.  Indeed,  after  careful  consideration  of  the  evi- 
dence and  comparison  of  the  drawings  and  models,  we  are  constrained 
to  believe  that  the  differences  in  design  and  operation  of  the  infring- 
ing device  are  but  colorable.  It  follows  that  the  question  urged 
under  the  doctrine  of  equivalents  cannot  arise. 

Subject  to  the  gtudificatian  that  claims  1  and  £  of  the  patent  in 
suit  are  void^  the  decree  must  he  affirmed^  and  it  is  so  ordered. 
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Sayett  Cab  Heating  A  Liiohtikg  Co.  v.  Consolidatbd  Cab  Heating 

Co. 

Decided  November  17,  1909. 

158  O.  Q.,  230. 

Patkhtabiutt— iNVEifTioN — Gab-Heatino  Afpabatus. 

The  Introduction  of  an  additional  beater  in  the  riser-pipe  of  a  heating  nyth 
tern  to  aid  circulation  do  the  work  in  the  same  way  as  a  single  heater  Held 
not  to  amonnt  to  invention. 

Messrs.  Duell,  Warfield  <&  Duell  {Mr.  Randolph  Pamdy,  Mr.  F.  P. 
Warfield^  and  Mr.  C.  H.  Duell  of  counsel)  for  the  appellant. 

Mr.  W.  K.  Richardson^  Mr.  Charles  Neave^  and  Mr.  J.  Lewis  Stack* 
pole  for  the  appellee. 

Before  Lagombe^  Coxb,  and  Ward,  Circuit  Judges. 

Feb  Cubiam: 

The  patent  (o  Searle  relates  to  that  class  of  circulatory  heating 
systems  in  which  a  liquid,  after  being  heated  and  freed  of  air  and 
steam,  may  be  employed  for  warming  railway-cars;  the  heat  being 
deriyed  from  a  main  source,  preferably  a  steam-boiler. 

He  employs  a  circulatory  system,  which  includes  a  heat-radiating 
portion  with  an  ascending  pipe  on  one  side  thereof  and  a  descending 
pipe  on  the  other,  a  heater  located  at  substantially  the  lowest  point 
of  the  circuit,  and  means  for  transferring  heat  derived  from  a  main 
source  into  operative  contact  with  the  circulating  liquid  in  the  heater. 
In  some  instances  he  employs  a  circulatory  systemi  including  a  heat- 
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i-adiating  portion  with  ascending  and  descending  pipes,  with  a  heater 
in  the  ascending  pipe  or  upon  one  side  thereof  and  a  second  heater 
located  below  the  first  at  substantially  the  lowest  point  of  the  circait. 
These  heaters  may  be  of  any  desired  character.  When  used  for  car- 
heating  purposes,  the  patentee  preferably  derives  heat  for  one  or 
more  of  said  heaters  from  a  common  source,  such  as  the  locomotive- 
boiler.  To  this  end  he  employs  a  main  steam-pipe  or  other  suitable 
mechanism  adapted  to  be  connected  to  a  main  source  of  heat-supply 
and  also  with  a  plurality  of  heaters.  In  practice,  one  or  more  heaters 
may  impart  heat  to  the  said  liquid  by  being  in  operative  connection 
with  the  main  source  of  heat-supply.  This  connection  may  be  effected 
in  various  ways;  for  in&tance,  by  letting  the  heat  derived  from  the 
main  source  be  carried  through  a  pipe  or  passage  containing  the  cir- 
culating liquid,  or  by  letting  the  steam  derived  from  the  main  source 
be  carried  into  a^pipe  or  passage  which  incloses  a  portion  of  the  sys- 
tem containing  the  circulating  liquid.  Searle  also  provides  for  an 
emergency-heater  in  case  of  a  temporary  failure  of  the  heat  derived 
from  the  main  source.    The  claims  are  as  follows: 

1.  The  combination  of  a  circulatory  vystem  that  inclades  a  heat-radiatlns 
portion  and  has  an  ascending  pipe  on  one  side  thereof  and  a  descending  pipe  od 
the  other  side  thereof,  a  heater  in  the  ascending  pipe  or  opon  one  rtde  thereof^ 
and  a  second  heater  located  below  the  first-named  heater  and  at  substantially 
the  lowest  point  of  the  circuit 

2.  The  combination  of  a  circulatory  system  that  includes  a  heat-radlatinc 
portion  and  has  an  ascending  pipe  on  one  side  thereof,  a  descending  pipe  on  the 
other  side  thereof,  and  an  expansion-chamber  located  above  said  pipes  and 
haying  communication  therewith,  an  emergency-heater  haying  a  combustion- 
chamber  inclosing  a  portion  of  the  asc^iding  pipe  of  said  system,  a  primary 
heater  located  at  substantially  the  lowest  point  of  the  circuit,  and  means  for 
transferring  heat  derived  from  a  main  source  of  heat-supply  Into  operative 
contact  with  the  circulating  liquid  in  said  last-named  heater. 

8.  In  combination,  a  water-circulating  system  having  a  radiating  portion  to 
the  descending  pipe  or  upon  one  side  thereof,  a  heater  in  the  ascending  pipe  or 
upon  the  other  side  thereof,  and  a  second  heater  located  below  the  first-named 
heater  and  at  substantially  the  lowest  point  of  the  circuit 

All  the  claims  are  for  combinations.  The  first  claim  is  for  a  ocmi- 
bination  which  contains  the  following  elements:  (1)  circulatory 
system,  including  a  heat-radiating  portion,  with  an  ascending  pipe 
on  one  side  and  a  descending  pipe  on  the  other;  (2)  a  heater  in  the 
ascending  pipe  or  upon  one  side  thereof;  (8)  a  sec<md  heater  below 
the  first  and  at  substantially  the  lowest  point  of  the  circuit  The 
second  claim  is  for  a  system  similar  to  that  of  the  first  claim ;  but  it 
adds  an  '^expansion-chamber"  to  the  combination,  and  substitutes 
for  the  heater  of  the  first  claim  on  the  riser  ''  an  emergency-heater 
having  a  combusMon-chamber."  The  third  claim  differs  from  the  first 
claim  only  in  requiring  '^  a  radiating  portion  in  the  descending  pipe." 
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It  will  be  observed  that  none  of  the  daims  specifies  sleam-heaters, 
or  a  oombination  of  steam-heaters.  The  specification  expressly  states 
that  the  heat  may  be  derived  fnm  any  prime  source,  preferably  a 
steam-boiler;  but  any  suitable  heat-generator  will  suffice.  The  upper 
and  lower  heaters,  or  either  of  them,  may  receive  their  heat  from  any 
suitable  source.  When,  however,  the  invention  is  employed  in  warm- 
ing railway-cars— and  not  the  ^  other  structures  "  for  which  it  may 
also  be  used— -it  is  preferable  that  one  or  more  of  the  heaters  derive 
the  heat  from  a  common  source;  for  instance,  the  engine-boiler.  It  is 
as  plain  as' language  can  state  it  that  the  patentee  intended  to  claim  a 
system  where  the  heat  was  derived  from  the  boiler,  or  any  other  heat- 
generator,  adapted  to  heat  the  circulating  liquid.  A  steam-pipe  is 
preferably  employed,  which  may  be  connected  with  one  or  a  plurality 
of  heaters.  One  or  more  of  sudi  heaters  may  be  used.  If,  however, 
the  spedficaticm  be  construed,  as  it  may  well  be,  to  require  at  least 
one  steam-heater,  the  specification  makes  it  plain  that  the  water  in 
the  pipes  may  be  properly  and  sufficiently  heated  by  contact  with  the 
steam  in  the  lower  heater.  In  other  words,  one  steam-heater  will  do 
the  work.  The  heater  on  the  riser-pipe  is  mentioned  as  one  which 
may  be  used  separately,  or  simultaneously  with  the  lower  heater,  to 
form  part  of  a  single-flow  qrstem.   The  patentee  says  that — 

the  location  of  the  yarioits  parts  within  the  IlmitatlonB  speclfled  in  the  appended 
claims  as  to  the  location  of  the  heaters,  one  below  another  and  at  substantially 
the  lowest  point  of  the  circuit,  may  also  to  a  cmisiderable  extent  be  varied 
without  departing  from  the  principle  of  my  inyention. 

He  also  says  that  the  expression  used  to  designate  the  heaters — 

Is  to  be  understood  as  a  term  employed  in  the  art  to  embrace  a  heater  of  any 
suitable  description  adapted  to  impart  its  heat  to  the  liquid  in  the  pipes  or 
passages  of  the  system. 

Infringement,  except  upon  a  theory  of  construction  which  it  is 
unnecessary  to  consider,  is  admitted.  It  is  conceded  by  the  com- 
plainant that  al}  of  the  elements  of  the  combination,  when  segregated, 
are  old;  but  it  is  argued  that  the  combination  produces  a  novel  result, 
not  known  before  March  23,  1888,  the  date  of  Searle's  application. 
The  combination  of  one  transfer-heater  in  the  riser-pipe  and  another 
at  the  lowest  point  of  the  circuit  is  the  novel  feature  of  the  claims 
which  the  complainant  contends  supports  invention.  Unless  this 
combined  action  produces  a  new  result  the  patent  is  invalid  for  lack 
of  patentability. 

The  circuit  court  held  that  the  sole  function  of  the  upper  heater 
is  to  heat  the  water  in  the  pipe,  taking  it  as  it  finds  it  when  it  arrives. 

If  this  were  so— 
says  complainant's  brief—  CZ^i^n]f> 

there  could  be  no  possible  claim  of  novelty  in  the  cofaabinatioii,  but  the  deciaioii 
omlMAs  or  falls  to  appreciate  the  fiicts  which  ihow  that  there  is  co5peratloii 
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between  the  two  heaters  which  produces  a  result  which  could  not  be  otherwise 
obtained.  The  fact  Is  that  the  upper  heater  aids  the  lower  heater  in  transterins 
heat  to  the  water,  since  it  aids  It  in  starting  and  continuing  a  circulation*  so  that 
the  heat  can  be  transferred  from  the  steam  to  the  water. 

So  tiikt  the  question  can  be  still  further  narrowed :  Do  the  heaters 
act  independently  or  jointly!  If  they  act  independently,  it  is  an 
aggregation;  if  they  act  jointly,  and  a  nei^  and  useful  result  is 
produced,  it  is  a  combination. 

The  prior  art,  as  stated  in  the  opinion  below,  Heed  not  be  repeated 
here,  and  in  view  of  the  express  declaration  of  the  patentee  that  his 
system  may  be  used  in  railway-cars  and  other  structures  we  do  not 
see  why  ^^  other  structures  "  may  not  be  examined  in  considering  the 
prior  art  Baker,  in  1868,  obtained  a  patent  tor  a  successful  circulat- 
ing hot- water  system  for  heating  cars;  but  he  employed  a  combusticMi- 
heater,  which  was  dangerous  in  case  of  accidents.  It  was  found 
necessary,  therefore,  to  substitute  some  other  heater  for  the  stove,  and 
a  steam-drum  with  steam  supplied  from  the  locomotive  immediately- 
suggested  itself  to  a  number  of  inventors.  The  interference  which 
was  declared  between  thirteen  of  these  applicants,  among  them  Searle 
and  Towne,  was  declared  in  favor  of  Towne  and  against  Searle. 
Towne  shows  that  the  steam-heater  and  combustion-chamber  may  be 
in  two  separate  structures,  and  he  says: 

If  separated,  the  combnatlon-chamber  and  its  coll  of  wator-pipes  might  be  in 
one  position,  and  the  steam-heater  or  transfer-chamber  and  its  coU  be  in  another 
position,  either  In  or  under  the  car,  the  pipes  of  both  and  of  tlie  circulatory  sys- 
tem all  being  connected  together,  substantially  as  indicated  in  Figure  7  at  T,  T. 

Having  in  mind  the  statement  of  Searle  that  one  steam-heater  is 
sufficient  and  the  language  of  the  second  claim,  where  one  steam- 
heater  and  one  combustion-heater  are  employed,  it  would  seem  that 
this  statement  in  the  Towne  patent  comes  very  near  being  an  anticipa- 
tion, and,  in  any  view,  leaves  no  room  for  invention.  A  mechanic, 
following  the  direction  of  the  Towne  patent,  who  left  the  stove  in  its 
usual  place  and  located  the  steam-drum  under  the  car,  would  infringe 
the  second  claim  of  Searle's  patent;  and,  if  the  other  claims,  in  uew 
of  the  statements  of  the  specification,  are  construed  as  covering  a 
stove  in  the  riser-pipe — and  we  see  no  escape  from  the  conclusion 
that  they  may  be  so  construed — it  would  infringe  these  claims  also. 
Being  before,  it  anticipates.  The  article  in  the  Railway  Age  of  May 
18, 1887,  is,  in  part,  as  follows: 

The  device  consists  of  a  drum,  in  which  Is  placed  a  bench-radiator,  through 
which  the  steam  is  forced.  The  cold-water  pipe  of  the  Baker  or  otiier  wato^ 
circulating  heater  is  tapped  near  the  furnace,  and  the  pipe  is  brought  down  and 
connected  with  the  bottom  of  the  drum.  The  hot  pipe  of  the  system  is  tapped  at 
a  point  where  it  leaves  the  furnace  and  brought  down  to  the  top  of  the  drum, 
which  is  placed  horizontally  under  the  cars  just  back  of  the  trucks^  and  as  near 
to  the  truck  as  possible.  The  drum  is  also  placed,  when  possible,  up  between  the 
•ills,  on  the  same  side  as  the  heater.    By  these  connections  tiie  drum 
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«  part  of  the  regular  circulating  system  of  the  car,  the  water  In  the  drum  being 
around  the  steam-pipes  of  the  coil  or  radiator,  the  condensed  steam  being 
carried  off  by  a  trap.  It  is  claimed  that  under  the  system  about  to  be  intro- 
duced by  the  Safety  Car  Heating  &  Lighting  Ck>mpany  the  now  existing  devices 
are  kept  intact  for  use  as  emergency-heaters,  and  there  are  no  complicated 
changes  to  be  made,  in  order  to  change  from  steam  heat  to  fire,  or  from  fire 
heat  to  steam ;  in  fact,  with  the  water-circulating  system,  both  could  be  used  at 
once. 

This  article  is  criticised  as  describing  an  inoperative  system;  but 
we  are  unable  to  see  why  it  should  not  operate,  and  especially  so  when 
it  appears  that  it  actually  worked  satisfactorily.  The  record  con- 
tains many  other  patents  and  publications  relied  on  as  anticipating 
or  limiting  the  field  of  invention ;  but  in  the  light  of  the  full  discus- 
sion by  Judge  Ray  we  deem  it  unnecessary  to  refer  to  them  in  detail. 

Even  if  it  be  conceded  that  claims  1  and  3  require  two  steam- 
heaters,  we  are  not  persuaded  that  a  new  result  is  produced  by  their 
use.  If  they  act  independently,  it  is  admitted  that  ihe  claims  are  for 
an  aggregation.  The  patent  says  nothing  about  a  new  result  If 
such  existed,  it  is  remarkable  that  Searle  should  have  failed  to  state 
it,  but  should,  on  the  contrary,  have  stated  that  one  steam-heater 
would  do  the  work.  We  cannot  resist  the  conclusion  that  as  the  cars 
grew  larger  and  the  radiating-surface  greater  a  second  heater  was  in- 
troduced to  aid  the  circulation  and  maintain  uniform  radiation. 
That  the  additional  heater  does  this  there  is  no  doubt,  but  it  does  it 
in  the  old  way.  There  is  nothing  magical  about  it.  The  water  had 
far  to  go,  the  single  heater  needed  help  in  propelling  it,  and  another 
heater  was  introduced  to  furnish  this  help.  Its  introduction  did  not 
produce  a  revolution  in  hydrostatics.  It  did  its  assisting  work,  but 
it  did  it  in  the  old  way.  It  gave  an  auxiliary  push  to  the  circulation. 
The  Dixon  patent  was  for  a  minor  improvement,  and  expired  over  a 
year  ago.  No  injunction  can,  of  course,  be  issued.  The  proof  shows 
that  the  complainant  waited  for  twelve  years  before  bringing  this 
action,  and  is  guilty  of  such  laches  as  will  preclude  a  recovery  for 
profits  and  damages.  Nothing  need  be  added  to  the  opinion  of  the 
circuit  court  on  this  subject 

The  decree  is  affirmed^  with  costs. 


Digitized  by 


Google 


462     DSOI8IONB  OV  UKIXKD  SX^IW  OOUBU  IK  PA.ISHT  OABBk 

[U.  S.  Ctrcolt  Court  of  Appeal*— Tblxd  Clrailt] 
WsSTINOHOnaB    ElBCTRIG    A   MANXTFACrUllINa    COMPANT    V.    AXU8- 

Chalmxrs  Compakt. 

Decided  January  tO,  1910. 

168  O.  O^  482. 

!•  PATBlfTABILrrr— ColfflTEUOnON — ^BUBCTBIOAX,    MSCHANI81C8. 

**  When  we  are  dealing  wiUi  electricity*  an  Invisible,  Intangible  agency, 
and  in  itself  of  different  klnd%  and  wben  we  know  that  in  its  different 
phases  it  may  affect  or  be  affected  by  metals  and  ai»pliances  in  different 
ways  and  with  wholly  different  results,  we  must  guard  against  being 
misled  by  the  superficial  resemblances  of  the  appliances  and  machines 
used  in  connection  with  it;  for  from  an  electrical  standpoint  the  real 
significance  of  such  appliances  lies,  not  in  their  material,  external  appear- 
ance^ but  in  their  working  effect  und»  the  infiuenoe  of  diverse  electrical 
factorsL" 
2.  8am»— In  vBHTioN — Bybtkm  or  Electwioal  Disthbution. 

The  Lamme  patent,  No.  008,01S,  for  a  system  of  electrical  distribution 
and  regulation,  designed  to  obviate  the  variation  in  qieed  of  a  rotary  con- 
verter with  changes  in  the  amount  of  the  inductive  load  when  converting 
a  direct  into  an  alternating  current,  Held  not  a  mere  aggregation  of  pre- 
viously-known devices^  but  to  disclose  invention  of  decided  merit 

Messrs.  Kerr^  Page^  Cooper  <&  Hayward  {Mr.  Edmn  B.  Smith 
of  counsel)  for  the  appellant 

Mr.  Thomas  F.  Sheridm  and  Mr.  OUfton  V.  Edwards  for  the 
respondent 

Before  Gray  and  Bxtffingtok,  Circuit  Judges,  and  MgPhebbok, 

District  Judge. 

BuFFiNOTOKy  Cir.  J.: 

In  a  bill  filed  in  the  court  below,  the  Westingfaouse  Company 
charged  the  Allis-Chalmers  Company  with  infringement  of  Patent 
No.  606,015,  issued  June  21,  1898,  to  one  Lamme,  for  a  system  of 
electrical  distribution  and  regulation,  and  now  owned  by  it  •  That 
court,  in  an  opinion  reported  at  168  Fed.  Rep.,  91,  held  that  no  infring- 
ing act  on  the  part  of  the  Allis-Chalmers  Company  was  shown,  and 
dismissed  the  bill,  without  discussing  the  patent  questions  inyoWed. 
From  such  decree  the  Westinghouse  Company  appealed.  As  we 
have  reached  the  conclusion  that  under  the  pleadings  and  proofs 
the  alleged  infringing  acts  are  chargeable  to  the  Allis-Chalmen 
Company,  we  turn  to  a  discussion  of  the  patent  in  question. 

When,  in  the  early  90's,  the  advantages,  for  transmission  and 
othe^  purposes,  of  an  alternating  over  a  direct  current  became  appar- 
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ent,  there  uose  a  demand  for  appliances  whereby  existing  electric 
plants,  built  to  generate  direct  currents,  could  convert  such  direct 
into  alternating  currents.  This  demand,  as  well  as  the  desirability 
of  at  times  amtrerting  alternating  into  direct  currents,  led  to  the 
develc^ment  of  rotary  converters.  Without  diflcnssing  details,  it 
sttiBces  to  say  that  such  converters  so  coupled  a  motor  and  a  genera- 
tor that,  when  the  direct  current  was  the  electromotive  force  at  one 
end,  the  other  produced  an  alternating  current^  and  vice  versa. 
This  rotary  converter  was  improved  from  time  to  time,  and  when 
used  to  convert  altamating  to  direct  currents  proved  satisfactory. 
On  the  other  hand,  when  used  to  transform  a  direct  to  an  alternat- 
ing current,  the  converter  proved  unsatisfactory,  and  its  dangers 
were  such  as  to  almost  prohibit  its  use.  These  dangers  arose  from 
its  erratic  actions,  in  that  it  would,  without  warning  to  or  knowledge 
by  the  operator,  so  suddenly  and  at  such  high  speed  b^gin  racing 
that  before  the  operator  could  control  the  apparatus  it  was  liable  to 
destroy  itself. 

Now  the  rotary  converter,  as  constructed  at  the  date  of  the  patent, 
consisted  of  a  motor  and  a  generator,  placed  side  by  side  <m  a  com- 
mon shaft,  and  having  a  common  magnetic  field.  They  had  also  a 
common  winding  connected  at  different  points  to  the  bars  of  the 
commutator  and  to  the  collecting-rings,  respectively,  so  that,  when  a 
direct  current  was  led  into  the  coils  through  the  commutator,  thus 
driving  the  machine  as  a  direct-current  motor,  an  alternating  current 
could  be  taken  from  the  collector-rings.  But  this  conversion  of  direct 
to  alternating  current  brought  into  play  inductive  forces  which  are 
not  present  where  a  direct  current  is  used  for  non-converting  pur- 
poses. If  an  inductive  load — such,  for  example,  as  inductive  mo- 
tors— ^were  thrown  upon  the  alternating-current  circuit,  a  demagnet- 
ization of  the  field  of  the  converter  resulted,  with  an  attendant 
increase  in  the  speed  of  the  armature,  such  as  noted  above.  Now,  as 
this  speed-causing  factor  was  without  the  knowledge  and  beyond  the 
control  of  the  operator,  it  can  readily  be  seen  that  this  uncontrolled 
inductive  factor  dominated  the  converter  and  prechided  its  use, 
except  in  cases,  theoretical  rather  than  real,  where  no  variation  in  the 
inductive  load  oa  the  alternating-current  circuit  co^d  possibly  occur. 
Moreover,  the  result  of  this  inductive  force  in  abruptly  changing  the 
speed  of  the  armature  and  the  regularity  of  the  alternating  current 
was  objectionable,  in  that  such  currents  work  properly  only  under  a 
fixed  rate  of  alternation.  To  counteract  this  destructive  force  was 
Lamme's  purpose,  and  the  proofs  show  that,  although  such  evil  was 
recognised,  it  was  not  remedied  until  he  did  so  near  the  close  of  the 
90's,  and  it  is  significant  that  no  other  mode  has  since  been  devised. 
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Turning  to  the  patent,  we  find  Lamme  stated  his  object  clearly  in 
these  words : 

My  inyention  relates  to  the  transformation  of  direct  cnrrenU  to  alternating 
currents,  and  has  for  its  object  to  provide  a  method  and  a  means  wherry  the 
speed  of  the  rotary  transformer  employed  may  be  maintained  substantially 
constant,  irrespective  of  changes  in  the  amount  of  inductive  load  on  the  alter- 
nating-current circuit 

He  then  states  the  effects  on  a  rotary  converter  of  inductive  and 
non-inductive  loads  on  the  alternating-current  circuit,  to  which  we 
have  referred,  and  says: 

Therefore,  if  the  alternating-current  circuit  carries  an  inductlTe  load— sucb, 
for  example,  as  inductive  motors— which  changes  from  time  to  time,  the  varia- 
tions in  the  amount  of  inductive  load  will  cause  variations  in  the  speed  of  the 
transformer,  which  will  in  turn  vary  the  speed  of  the  motors  driven  by  it 

The  patentee  then  describes  his  remedial  mechanism  as  follows: 
In  order  to  obviate  this  variation  in  speed  with  changes  in  the  amount  of 
inductive  load*  I  propose  to  enploy  a  small  direct-current  generator  for  ex- 
citing the  field-magnet  of  the  rotary  transformer,  which  may  have  either  a 
shunt,  a  series,  or  a  compound  winding,  but  which  must  be  normaUy  (^)erated 
to  produce  an  electromotive  force,  which  corresponds  to  a  degree  of  field-magnet 
excitation  very  much  below  saturation.  This  exciting-goierator  is  driven  either 
by  an  alternating-current  motor,  which  is  in  turn  driven  by  current  supplied 
by  the  rotary  transformer,  or  it  is  belted  directly  to  the  rotary  transformer. 

And  of  the  electrical  action  of  such  device  he  says: 

If  the  amount  of  the  alternating-current  inductive  load  on  a  rotary  trans- 
former changes,  so  that  the  rate  of  alternating  decreases,  for  example,  then  the 
exciting-generator  and  the  motor  driving  the  same  wiU  also  decrease  in  speed. 
This  action  will  also  decrease  the  exciting  electromotive  force  of  the  rotary 
transformer,  and  as  the  exciter  is  unsaturated  a  small  drop  in  speed  will  pro- 
duce a  relatively  large  drop  in  the  electromotive  force.  This  lowering  of  the 
exciting  electromotive  force  will  thus  weaken  the  field  of  the  rotary  transformer 
and  effect  an  increase  of  its  armature-speed  up  to  near  the  normal.  On  the 
other  hand,  an  increase  in  speed  of  the  rotary  transformer  will  be  accompanied 
by  an  increase  in  the  exciting  electromotive  force,  which  wUl  act  immediate 
to  lower  the  speed  of  the  transforms. 

But,  while  Lamme's  device  was  the  first  to  solve  the  diiEculty,  it  is 
still  contended,  inasmuch  as  the  elements  of  his  device,  for  example, 
a  rotary  converter  and  an  auxiliary  exciter,  were  old,  that  Lamme's 
device  was  a  mere  assembling  of  these  appliances,  which  did  not 
involve  invention.  But  the  fact  that  the  electrical  w<vld,  with  the 
knowledge  of  the  use  of  both  rotary  omverter  and  auxiliary  excite, 
during  the  several  years  the  difficulty  existed,  made  no  such  combina- 
tion as  Lamme's,  is  highly  suggestive  that  it  required  more  than  mere 
engineering  advance  of  the  electrical  art  to  devise  a  possibility  of  a 
use  of  these  <Ad  elements  in  the  new  and  changed  relations  resulting 
from  the  presence  of  induction-motors  in  an  alternating-current  cir- 
cuit.   This  deepening  of  the  complexity  of  the  problem  made  more 
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unlikely  the  possible  use  of  old  elements  under  situations  widely  dif- 
ferent from  the  theretofore  practice.  Moreover,  when  we  are  dealing 
with  electricity,  an  invisible,  intangible  agency,  and  in  itself  of  dif- 
ferent kinds,  and  when  we  know  that  in  its  different  phases  it  may 
affect  or  be  affected  by  metals  and  appliances  in  different  ways  and 
with  wholly  different  results,  we  must  guard  against  being  misled  by 
the  mere  superficial  resemblances  of  the  appliances  and  machines  used 
in  connection  with  it;  for  from  an  electrical  standpoint  the  real  sig- 
nificance of  such  appliances  lies,  not  in  their  material,  external 
appearance,  but  in  their  working  effect  under  the  influence  of  diverse 
electrical  factors. 

Take,  for  example,  the  use  by  Kielholtz  of  an  auxiliary  exciter, 
which  is  the  nearest  approach  to  Lamme.    In  the  first  place,  Kiel- 
holtz's  device  was  addressed  to  an  entirely  different  problem.  He  used 
a  wholly  different  electrical  mechanism  and  secured  a  wholly  different 
electrical  result.    Indeed,  no  one  contends  his  mechanism  could  be  so 
modified,  readjusted,  or  reconstructed  as  to  do  the  work  of  Lamme's. 
In  fact,  the  two  devices  were  in  wholly  different  electrical  fields,  and 
the  only  thing  in  common  between  them  was  the  self-use  of  rotation 
to  control  speed  through  the  well-understood  principle  of  a  common 
steam-governor,  which  increased  or  decreased  the  supply  of  steam  as 
the  engine  speeded  or  slowed.    This  familiar  governor  principle  Kiel- 
holtz utilized  in  an  auxiliary  motor  or  exciter,  and  the  value  of  his 
device  lay,  not  in  the  mere  use  of  an  exciter,  but  in  the  use  he  made 
of  it  to  control  the  electrical  conditions  with  which  he  dealt.    Now 
his  problem  was,  with  the  factor  of  a  fixed  electromotive  power  of  a 
direct  current  applied  to  a  motor  and  a  generator,  of  maintaining 
unvarying  speed  whereby  the  distant  lamps  of  an  electric-light  system 
would  remain  constantly  and  equally  bright  with  those  near  at  hand. 
He  dealt  wholly  with  a  direct  current.    The  destructive,  disturbing 
force  of  induction-motors  on  an  alternating  current  was  not  involved. 
There  was  no  danger  in  any  shape  from  any  destructive  electromo- 
tive force  or  speed-racing.    His  motor  was  driven  by  a  fixed  direct 
current,  controlled  by  a  rheostat,  and  worked  on  a  generator  with  an 
individual  magnetic  field.    His  object  was  simply  to  maintain  uni- 
form not  to  prevent  destructive  speed;  for,  under  his  conditions, 
such  speed  could  not  exist.    In  his  device  the  magnetic  field  of  his 
generator  was  self-excited;  it  was  not  connected  with  or  affected  by 
the  auxiliary  exciter,  which  latter  increased  or  decreased  the  mag- 
netism of  the  magnetic  field  of  the  motor  alone.    Consequently,  as  the 
speed  of  the  motor-armature  tended  to  decrease,  Kielholtz's  exciter 
responsively  tended  to  decrease  the  opposing  magnetism  of  the  main 
motor's  magnetic  field,  and  under  this  dual  decrease  tendency  of 
opposing  forces  of  field  and  armature  his  motor  maintained  its  former 

speed.  u,gmzeaDy^wv.^L^ 
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Now  this  device,  ingenious  and  effective  as  it  seems,  in  no  way 
solved  or  tended  to  solve  the  problem  to  which  Lamme  addressed 
himself.  For  it  will  be  noted  that  the  use  of  an  auxiliary  exciter  by 
Eaelholts  was  in  itself  no  more  suggestive  to  Lamme  than  the  steam- 
governor,  for  both  alike  simply  addressed  themselves  to  the  problem 
of  maintaining  a  constant  levd  of  speed  by  making  increased  or  de- 
creased applications  of  the  motive  power  the  governing  factor.  But 
this  plain  and  simple  application  of  the  governor  principle  would 
not  avail  in  Lamme's  problem,  because  there  induction  on  the  alter- 
nating-current drcnit  introduced  an  additional  distributing  element, 
which  tended  to  radically  disturb  the  equipoise  controlled  by  a  gov- 
ernor.   Indeed,  as  stated  by  one  of  the  witnesses — 

It  was  flye  jttLn  sobsequent  to  tbe  discovery  that  a  self -exciting  rotary  trans- 
former was  a  dangerouB  and  self-deetmctlve  machine  before  any  one  made  the 
disooyery  that  Its  defects  could  be  cared  by  proTldlng  It  with  an  ezdtlng- 
dynamo  by  Itselt 

During  this  period  the  electric  profession  tried  to  solve  the  problem 
of  a  possible  safe  use  of  a  rotary  converter,  when  converting  a  direct 
to  an  alternating  current,  but  without  success.  During  such  experi- 
ments at  the  (General  Electric  Company's  works  in  April,  1898,  such 
a  machine  speeded  up  and  burst  the  anfiature;  the  experimenting 
engineer  testifying: 

Precautlonfl  were  taken  to  guard  against  accidents;  but  the  Inverted  rotary 
speeded  up  so  rapidly  that  before  the  man  could  open  the  switch  connecting 
It  to  the  course  of  dlrect^urrent  supply  the  armature  burst  *  *  *  I  dis- 
cussed the  matter  with  other  engineers,  with  the  hopes  of  undersandlng  the 
phenomenon. 

Indeed,  the  proofs  show  that  a  number  of  accidents  occurred  dur- 
ing these  years,  and  although,  as  we  have  seen,  such  machines  were  in 
great  demand  in  the  new  practice  that  had  grown  up  of  utilizing  old, 
direct-current  systems  to  convert  their  currents  to  alternating  ones, 
manufacturers  were  averse  to  furnishing  such  machines,  much  as  they 
were  called  for,  and  when  they  did  so  it  was  only  with  full  instruc- 
tions as  to  the  dangers  incident  to  their  use.  But  not  only  was  this 
new  disturbing  factor  of  inductive  force  thus  introduced,  but  it  was 
made  to  acutely  operate  on  a  single  magnet-field  and  simultaneously 
unbalance  the  magnetic  counterf orces  of  both  motor  and  generator. 
For  the  situation  was  one  where  not  only  the  magnetic  inequality 
passively  caused  by  decrease  in  speed  must  be  reckoned  with,  but  also 
the  magnetic  inequality  actively  caused  by  demagnetization  resulting 
from  inductive  force  in  the  alternating  line,  and  both  these  influences, 
as  we  have  seen,  were  exerted  in  a  magnetic  field  common  to  both  the 
motor  and  generator  of  a  rotary  converter,  which  latter  Kielholts 
did  not  have.   With  these  new  factors  entering  into  the  situation  and 
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the  many  electrical  problems  resultant  therefrom,  it  will  be  seen  that 
the  application  of  the  auxiliary  motor  was  a  step  which  involved 
mudi  more  of  the  inventive  faculty  than  the  use  of  such  an  exciter 
did  in  the  device  of  Kielholtz.  If  the  Patent  Office  was  justified — 
which  presumably  it  was — in  conceding  inventive  character  to  Kiel- 
holtz, it  would  seem  warranted  in  regarding  as  inventive  the  appli- 
cation of  the  governor  principle  by  Lamme  to  a  different  and  more 
intricate  field. 

In  view,  therefore,  of  the  electrical  problems  which  confronted 
him,  we  are  of  opinion  that  Lamme's  work  involved  invention.  The 
proofs  bearing  on  the  difficulties  and  obscurities  the  electrical  art  in 
rotary  converter  practice  had  before  it  satisfies  us  that  Lamme's 
problem,  far  from  being  a  mere  adaptation  of  recognized  agencies  to 
accomplish  a  simple  expedient  was  a  complex,  obscure  electrical  diffi- 
culty which  involved  invention  of  decided  merit.  We  think  this  well 
summed  up  in  the  frank  statement  of  one  of  the  electrical  engineers 
caUed  by  complainant,  who  says: 

From  time  to  time  thereafter  other  simUar  accidents  were  reported,  and  It 
was  not  until  1898,  when  the  patent  in  salt  issued,  that  any  satisfactory  solu- 
tion of  the  problem  was  reached,  and  that  inverted  rotary  transformers  could 
be  produced  which  would  produce  the  constant  frequency  and  safe  operation 
required.  The  means  set  forth  by  Mr.  Lamme  furnishes  a  complete  solution  of 
the  problem,  since  it  not  only  prevents  the  machines  from  bein^  self-destructive, 
but  also  renders  them  capable  of  giving  the  substantially  constant  frequency 
8o  essential  for  alternating-current  systems.  This  means,  while  simplicity  itself 
as  a  matter  of  structure,  was  by  no  means  an  easy  one  to  conceive  of,  as  is 
shown  by  the  fact  that  through  five  years  of  knowledge  of  the  problem,  at  a 
time  when  the  apparatus  was  particularly  in  demand,  no  one  else  thought  of  it 
Indeed,  for  my  own  part,  I  do  not  find  it  easy  to  understand,  even  now  that  I 
have  been  familiar  with  it  for  many  years,  and  if  I  did  not  know  to  the  con- 
trary, I  should  stiU  be  inclined  to  say,  with  much  positiveness,  that  the  means 
shown  would  not  work  to  accomplish  the  result.  I  remember  very  well  that 
after  the  accident  in  the  power-house  of  the  Westinghouse  Ck>mpany,  when  this 
invention  was  applied  to  prevent  its  repetition,  the  fact  that  it  worked  to  secure 
that  result  created  much  surprise. 

We  accordingly  hold  the  patent  valid. 

That  the  installation  in  the  Merchants'  Heat  &  Light  Company  at 
Indianapolis  is  an  infringement  is  clear,  and  the  only  question  is 
whether  the  AUis-Chalmers  Company  is  chargeable  as  the  infringer. 
The  issues  settled  by  the  pleadings  establish  that  the  Allis-Chalmers 
Company  owns  the  controlling  majority  of  the  stock  of  the  Bullock 
Electric  Manufacturing  Company,  which  furnished  the  infringing 
apparatus,  but  the  bill  does  more  than  charge  such  corporate  control 
as  might  result  merely  from  such  majority  ownership,  and  that  some 
of  the  directors  of  one  company  are  also  directors  of  the  other.  These 
two  facts,  without  more,  might  be  insufficient  to  establish  the  proposi- 
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tion  Uiat  the  Allis-Chalmers  Company  was  liable  for  the  acts  of  the 
other  corporation.  But  there  is  more.  There  is  the  positive  aver- 
ment that  the  Allis-Chalmers  Company  either  owns  absolutely  or 
controls  the  entire  property  of  every  kind,  including  the  business  and 
good- will,  of  the  Bullock  Company,  and  is  operating  and  conducting 
the  plant  and  business  as  the  electrical  department  of  its  own  busi- 
ness. In  corroboration  of  these  averments  it  is  charged  that  the 
Allis-Chalmers  Company  advertised  its  entry  upon  the  electrical  field, 
giving  as  its  reason  the  facts  that  it  has  acquired  the  plant  of  the 
Bullock  Company,  that  its  own  electrical  department  consisted  of  or 
comprised  the  plant  of  the  Bullock  Company,  and  that  its  intention 
was  to  go  on  with  the  manufacture  of  the  Bullock  Company's  prodact 
Since  these  significant  averments  are  either  admitted  in  terms,  or  are 
only  met  by  the  formal  denial  of  control — 

save  as  the  AUia-Ghalmera  Ck)nipany  is  lawfuUy  entitled  thereto  as  the  holder  of 
such  majority  of  stock — 

we  think  the  situation  justifies  a  court  in  acting  upon  it.  The  two 
corporations  evidently  preserve  their  separate  organizations;  but  the 
control  of  the  Bullock  Company's  business  is  exercised  by  the  Allis- 
Chalmers  Company,  which  has  taken  over  all  that  is  valuable  in  this 
business  and  made  it  a  department  of  its  own. 

The  substance  of  the  matter  is  that  the  Allis-Chalmers  Company 
is  the  unquestioned  master,  whose  orders  are  obeyed,  and  we  think 
that  under  such  circumstances  a  court  of  equity  may  well  look  behind 
the  corporate  screen  and  determine  where  the  real  and  responsible 
power  lies.  It  is  not  a  question  where  the  formal  legal  title  to  the 
property  rests.  The  bill  avers — and  the  answer  passes  the  averment 
over  in  silence — ^that  even  the  ownen^ip  of  the  property  may  hav« 
passed,  for  it  charges  that  either  the  ownership  of  the  property  has 
been  transferred,  or,  if  not  the  ownership,  at  least  the  control,  and  the 
answer  confines  such  denial  as  is  made  solely  to  the  transfer  of  con- 
trol, and  says  nothing  whatever  aboui  the  transfer  of  ownership. 
But  we  lay  no  stress  upon  the  ownership  of  the  legal  title  to  Uie 
property.  It  is  enough  for  the  present  purpose  to  note  that  on  the 
face  of  the  pleadings  the  power  to  control,  operate,  and  manufacture 
is  in  the  Allis-Chalmers  Company  and  is  being  exercised  by  that  com- 
pany. In  oux  opinion,  therefore,  it  is  liable  for  the  infringing  act 
complained  of  as  being  its  own  act  done  through  a  controlled  agency. 

The  decree  dismissing  the  hill^  therefore^  must  he  reversed^  the 
hill  reinstated^  and  a  decree  entered  holding  the  patent  valid  and 
infringed. 
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TiMB  Savbr  Company  v.  Stamford  Trubt  Comfant. 

Decided  January  11, 1910. 

158  O.  O.,  704. 

PATXHTAsnirr— iNTBimoN— Bahk  Aooouht-Book. 

The  Rand  patent.  No.  740,157,  for  a  bank  aocount-book,  in  which  the 
leaves  have  a  vertical  create  down  the  center,  upon  which  the  outer  half 
may  be  folded  forward  or  backward  to  facilitate  the  carrying  forward  of 
balances  to  another  page,  la  void  for  lack  of  Invention  in  view  of  the 
prior  art 

Afr.  R.  Cushman  for  the  appellnnt. 
Mr.  E.  R.  Newell  for  the  appellee. 

Before  Lacombb,  Waxd,  and  Notxb,  Circuit  Judgea 

Notes,  Oir.  /.; 

This  is  a  suit  in  equity  to  restrain  the  alleged  infringement  of  Let- 
ters Patent  No.  746,157  issued  December  8,  1908,  to  James  H.  Rand 
for  an  improvement  in  bank-ledgers  or  similar  books  and  assigned  to 
the  complainant 

The  patent  relates  particularly  to  skeleton  or  daily-balance  ledgers 
used  in  banks  for  recording  the  daily  deposits,  withdrawals,  and  bal- 
ances of  depositors.  Each  page  is  provided  with  vertical  lines 
dividing  it  into  columns  to  receive  the  appropriate  items  for  different 
days  as  well  as  the  names  of  the  depositors.  On  each  page  are  usu- 
ally three  groups  of  columns,  so  that  when  the  ledger  is  open  spaces 
for  six  days'  transactions  are  shown.  The  successive  pages  required 
for  the  names  of  depositors  are  termed  arsecticm.  Sections  recording 
the  weekly  transactions  are  repeated  throughout  the  book.  At  the 
end  of  each  week  it  is  necessary  to  continue  each  depositor's  account 
in  the  next  succeeding  section  by  carrying  forward  the  balance  of  the 
last  day.  In  the  absence  of  a  device  to  facilitate  the  operation  it  was 
the  practice  in  transferring  balances  to  bend  the  successive  pages  of 
the  old  weekly  section  forward  so  as  to  expose  Saturday's  transac- 
tions and  to  bend  the  corresponding  pages  of  the  new  section  back- 
ward to  expose  Monday's  column  and  the  additional  colunm  for 
Saturday's  balance.  This  practice  required  much  care  in  adjusting 
the  corresponding  horizontal  lines  and  the  leaves  turned  toward  each 
other  were  bulged  at  the  center. 

The  primary  object  of  the  patent  in  suit  was  to  facilitate  this 
operation  of  the  carrying  of  the  balances  forward.  In  the  ledger  of 
the  patent  there  is  a  vertical  crease  or  perforation  at  the  middle  of 
each  leaf.    At  the  end  of  the  week,  when  it  is  desiired  otouma^^  over 
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the  balances,  the  left-hand  page  is  folded  forward  at  the  crease,  and 
the  corresponding  right-hand  page,  with  the  intervetiing  leaves,  is 
folded  backward.  The  creases  being  vertical  in  the  middle  of  the 
pages,  the  edges  of  the  leaves  meet  at  the  center  of  the  book  in  proper 
alinement  and  the  leaves  lie  comparatively  flat. 

The  first  daim  of  the  patent — ^which  may  be  taken  as  illustrative— 
is  as  follows: 

An  account-book  liaylng  leaves  creased  vertioaUy  midway  between  tb^r  boond 
edges  and  tbeir  free  outer  edges  wbereby  opposing  leaves  meet  at  tbe  ooiter  of 
the  book  when  folded  toward  each  other,  each  leaf  being  provided  on  opposite 
sides  of  its  crease  with  account-columns  having  appropriate  headings,  and 
at  its  outer  vertical  margin  with  a  balance-column  having  a  suitable  heading 
substantiaUy  as  set  forth. 

It  is  unquestionable  that  account-books  with  creased  leaves  were 
old.  It  is  also  certain  that  account-columns  with  appropriate  head- 
ings— and  even  marginal  balance-columns — ^had  been  used  cr  de- 
scribed before  the  time  of  this  patent  Indeed  all  the  c<Hnplainant 
contends  for  as  novel  is  the  combination  with  the  other  elements  of 
the  vertical  crease  in  the  middle  of  the  pages. 

While  the  vertical  crease  of  the  claim  is  not  referred  to  anywhere 
in  the  patent  as  being  double->acting,  it  must  necessarily  be  of  that  na- 
ture to  operate  as  described.  Each  leaf  must  be  folded  both  forward 
and  backward  and  the  crease  must  permit  this  to  be  done.  The  pat- 
entee says  that  ^'  one  or  more  lines  of  perforations  formed  in  the  mid- 
dle of  the  leaves  "  may  be  employed  in  lieu  of  the  crease. 

The  defense  being  invalidity  of  the  patent,  it  is  thus  necessary  to 
look  in  the  prior  art  for  an  account-book  with  vertical  creases  or  per- 
forations in  the  middle  of  each  page  permitting  it  to  be  turned  for- 
ward and  backward.  But  in  making  this  investigation  we  are  not 
called  upon  to  go  farther  than  to  the  Wever  and  Parmerter  patent, 
No.  632,769,  of  September  21,  1899,  which  likewise  relates  to  bank 
account-books.  If  that  patent  does  not  anticipate  or  show  such  a 
state  of  the  art  as  to  negative  invention,  no  other  patent  or  prior  use 
does.  The  complainant  concedes,  and  the  defendant  claims,  that  it 
is  the  best  reference. 

The  object  of  the  Wever  and  Parmerter  patent  is  substantially  the 
same  as  that  of  the  patent  in  suit.  The  patentees  speak  of  carrying 
over  the  balance  from  one  week  to  the  next  and  say : 

The  purpose  and  object  of  our  inv^tion  is  to  facilitate  the  accurate  transfer- 
ring of  these  balances  by  having  exposed  to  the  view  of  the  accountant  tbe 
name  of  the  depositor  in  the  preceding  closed  period  or  week  and  at  the  ai me 
time  the  names  of  the  same  depositors  in  the  succeeding  period  or  week  to 
which  the  balance  is  being  carried,  and  also  to  haye  the*  transferrlng-polnt 
approximately  at  the  center  of  the  page,  or,  in  other  words,  a  considerable  di^ 
tance  from  its  edges.  Wbjch  makes  the  transferring  of  the  balance  mudi  eisier 
and  much  more  convenient  than  when  made  at  the  edge  of  the  book. 
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The  first  daim  of  the  Wever  and  Parmerter  patent  is  illustrative. 

An  account-book  comprising  a  plnraiity  of  leaves  containing  the  depositor's 
name  or  the  subject-matter  of  the  account,  each  leaf  provided  with  a  forwardly- 
fdldi^og  crease  at  a  point  sufficiently  removed  from  its  edge  to  expose  the  de- 
positor's name,  and  the  succeeding  leaves  adapted  to  be  turned  backward  to 
receive  the  balances  of  the  accounts,  substantially  as  described. 

While  the  claims  of  the  Wever  and  Parmerter  patent  speak  of  a 
forwardly- folding  crease,  the  specifications  say: 

Each  page  is  provided  with  a  vertical  crease  or  line  of  perforations. 

It  is  undoubtedly  true  that  the -preferred  form  of  construction 
under  the  Wever  and  Parmerter  patent  does  not  anticipate  the  patent 
in  suit.  The  crease  is  located  a  considerable  distance  from  the  mid- 
dle of  the  leaf  toward  the  edge.  Consequently,  when  the  left-hand 
leaf  is  folded  forward  upon  the  crease,  it  does  not  meet  the  right-hand 
leaf,  which  is  bent  backward,  anywhere  near  the  center  of  the  book. 

This  construction  was  apparently  considered  by  the  present  pat- 
entee to  be  the  only  construction  of  the  Wever  and  Parmerter  patent, 
and  an  objection  thereto  was  thus  pointed  out  by  him  when  that 
patent  was  cited  against  him  in  the  Patent  Office : 

In  Wever  and  Parmerter,  No.  632,769,  the  leaves  are  creased  between  their 
middle  and  their  outer  edges,  and  the  leaves  when  folded  for  transferring  bal- 
ances, therefore,  do  not  reach  the  center  of  the  book,  but  extend  merely  to  the 
center  of  the  page.  This  requires  the  right-hand  leaves  to  be  rolled  or  bulged 
at  the  center  of  the  book,    •    *    *    which  is  objectionable. 

This  objection  the  patentee  sought  to,  and  undoubtedly  did,  remove 
by  the  improvement  of  the  patent  in  suit.  But  the  difficulty  is  that  he 
did  not  escape  the  Wever  and  Parmerter  patent  by  so  doing.  He 
apparently  overlooked  the  alternative  construction  permitted  by  the 
specifications  of  that  patent  After  describing  the  preferred  form  of 
construction  it  is  said : 

Or  the  first  balance-column  and  transactions  of  the  first  day  may  be  placed 
before  the  name-column  without  varying  from  the  principle  of  our  invention. 

The  "  transactions  of  the  first  day  "  are,  obviously,  the  transac- 
tions for  Monday,  including  the  deposits,  checks,  and  balance.  Those 
are  the  items  included  under  the  headings  for  each  day  as  shown  in 
all  the  drawings  of  the  patent. 

Now  the  Wever  and  Parmerter  patent  calls  for  a  crense  or  perfora- 
tion which  must  be  so  located  as  to  expose  the  depositors'  names 
when  the  left-hand  page  is  folded  forward.  Consequently  the  crease 
must  be  at  the  right  of  the  depositors'  names — the  name-column — 
on  the  left-hand  pages.  But ''  the  first  balance-column  and  the  trans- 
actions of  the  first  day "  together  with  the  iiame-columu  would, 
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according  to  the  drawings  of  the  patent,  occupy  substantially  half 
the  left-hand  page.  This  would  bring  the  vertical  crease  practically 
in  the  middle  of  the  page.  Folding  the  left-hand  leaf  upon  the  crease, 
and  turning  the  right-hand  pages  backward,  would  make  the  oppos- 
ing leaves  meet  at  practically  the  center  of  the  book.  It  is  true  that 
the  patent  does  not  expressly  call  for  backward-folding  creases  in 
the  right-hand  leaves,  but  it  does  say  in  its  claims  that  the  leaves 
'^must  be  adapted  to  be  turned  backward  to  receive  the  balances." 
And  the  most  obvious  way  of  turning  them  backward  would  be  to 
fold  them  upon  the  line  of  the  forwardly-folding  creases.  This 
would  bring  the  edges  of  the  right-hand  leaves,  like  the  edge  of  the 
left-hand  leaf,  substantially  at  the  center  of  the  book.  If  the  pages 
were  perforated,  instead  of  creased,  it  is  hardly  conceivable  that  they 
would  be  turned  back  upon  anything  else  than  the  line  of  perfora- 
tions. Therefore  it  seems  to  us  that  the  Wever  and  Parmerter  patent 
may  fairly  be  said  to  present  an  account-book  with  creases  or  per- 
forations in  the  middle  of  each  page,  permitting  it  to  be  turned  for- 
ward and  backward,  and,  consequently,  to  anticipate  the  patent  in 
suit 

But  whether,  in  view  of  the  fact  that  the  crease  of  the  Wever  and 
Parmerter  alternate  construi^tion  does  not  necessarily  come  precisely 
at  the  middle  of  the  page,  and  thus  bring  the  edge  of  the  folded  leaf 
at  the  exact  center  of  the  book,  and  of  the  further  fact  that  it  is  not 
expressly  required  that  the  right-hand  leaves  should  be  folded  back- 
ward flat  upon  the  same  crease  or  perforations,  anticipation  is  shown, 
we  need  not  definitely  determine.  It  is  sufficient  now  to  say  that,  in 
our  opinion,  a  person  skilled  in  the  art,  with  this  construction  before 
him,  would  have  no  difficulty  by  the  use  of  mere  mechanical  skill 
in  making  the  creases  or  lines  of  perforati(»is  precisely  in  the  mid- 
dle of  each  page,  and  in  so  making  ihem  that  the  left-hand  pages 
could  be  turned  forward  and  the  right-hand  pages  turned  backward 
upon  them. 

It  follows,  then,  that  the  first  claim  of  the  patent  is  invalid  for 
want  of  invention  in  view  of  the  prior  art  This  disposes  of  the 
case.  There  is  nothing  in  the  remaining  claims  showing  invention, 
if  it  is  absent  from  the  first  claim.  The  second  and  third  claims 
are  not  materially  different  from  the  first.  The  additional  elements 
of  the  fourth  and  fifth  claims  do  not  help  them. 

The  decree  of  the  circuit  court  is  affirmed^  with  costi. 
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(Uoltod  BtatM  Circuit  Cornt  of  Appeals.  Ftnt  Circuit] 

Wilson  Tsollet  Catcher  Compakt  v.  Frank  Ridlon  Company  et  al. 

Decided  Junetl,  1910. 

1090.  a,  244. 

Patentability— TBOLiEY-CoifTioLLBi. 

The  Lord  patent.  No.  648,074,  for  a  trolley  pole  and  rope  controller,  claim 
4  is  void,  as  broader  In  Its  terms  than  the  real  invention  described  In  the 
specification. 

Mr.  WiUiam  K.  Hichardsan  {Mr.  J.  Steuart  Rusk  on  the  brief)  for 
the  appellant. 
Mr.  AUen  Webster  for  the  appellees. 

Before  Putnam  and  Lowell,  Circuit  Judges,  and  Au>hich,  District 

Judge. 

Lowell,  Oir.  /..• 

This  was  a  bill  in  equity  to  restrain  the  infringement  of  Letters 
Patent  No.  548,074,  granted  to  Lord,  October  15,  1895,  for  improve- 
ments in  trolley  pole  and  rope  controllers.  Claim  4  fLlone  is  in  issue, 
and*reads  as  follows: 

In  combination  with  a  trolley-pole  and  with  a  trolley-rope,  a  taislon  device 
for  the  rope  and  an  automatic  lock  for  locking  the  tension  device  when  the 
trolley  leaves  the  conductor. 

The  circuit  court  was  of  opinion  that  the  claim  was  valid,  but  that 
the  defendant  did  not  infringe,  and  so  it  dismissed  the  bill.  The 
complainant  appealed  to  this  court 

The  trolley  art  has  two  connected  needs:  First  *^A  take-up,''  which 
shall  absorb  the  slack  of  the  trolley-rope,  a  slack  of  varying  length, 
inasmuch  as  the  trolley-wire  is  not  always  at  the  same  height  above 
the  ground.  The  spring  for  taking  up  this  slack  must  be  of  slight  ten- 
sion, so  as  not  to  check  considerably  the  operation  of  the  much  more 
powerful  spring  which  keeps  the  trolley-wheel  in  touch  with  the 
trolley-wire.  Seccmd.  Inasmuch  as  the  trolley-wheel  sometimes 
leaves  the  trolley-wire,  the  spring  last  mentioned,  if  uncontrolled^ 
will  throw  the  trolley-pole  into  a  position  substantially  perpendicular. 
As  the  car  may  hold  its  motion  for  a  time,  the  trolley-pole  may  thus 
be  brought  into  collision  with  the  cross-wires,  or  even  with  the  feed- 
wires,  doing  damage  to  some  part  of  the  structure.  Control  of  the 
trolley-pole  in  this  respect  was  formerly  had  in  two  ways:  (a)  By  a 
so-called  ''  retriever,"  a  spring  stronger  than  that  which  holds  up  the 
trolley-pole,  yet  one  which  does  not  operate  so  long  as  the  trolley- 
wheel  remains  in  place  against  the  trolley-wire.  The  retriever  is 
released  only  when  the  wheel  leaves  the  wire.    Catching  the  pole,  the 
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retriever  pulls  it  down  nearly  parallel  with  the  top  of  the  car.  (J) 
By  a  "  check,"  which  differs  in  its  object  from  the  retriever  in  that  it 
does  not  draw  down  the  pole,  but  only  checks  its  upward  movement. 
Until  something  happens  the  check  is  held  inoperative.  When  the 
trolley-wheel  leaves  the  wire,  a  detent  is  released,  and  the  check  be- 
comes  immediately  operative. 

As  has  been  said,  the  circuit  court  somewhat  doubtfully  held  the 
claim  to  be  valid,  though  it  dismissed  the  bill  for  want  of  proof  of 
infringement.  Like  the  circuit  court,  we  also  are  required  to  pass 
upon  the  claim's  validity  before  coming  to  the  issue  of  infringement. 
The  claim  in  suit  is  expressed  broadly,  and  its  language  covers  the 
combination  of  any  kind  of  "  tension  device  "  or  "  take-up  "  with  any 
kind  of  "  automatic  lock  "  or  "  check."  Now  take-ups  were  old  in  the 
art ;  so  were  retrievers ;  so  were  the  two  in  combination.  The  com- 
plainant urges  that  Lord  was  the  first  to  combine  a  take-up  with  a 
check,  and  therefore  that  the  claim  in  suit  is  entitled  to  the  broadest 
construction.  If  a  mere  check  is  generally  preferred  to  a  retriever 
(a  retriever  necessarily  contains  a  check,)  it  is  hard  to  see  why  the 
obvious  adaptation  of  a  patent  like  that  of  Yeakley,  No.  476,028, 
by  omitting  the  machinery  to  retrieve,  would  not  be  covered  by  the 
claim  in  suit.  But  the  Lord  patent  is  concerned  with  a  particular 
sort  of  locking  device,  not  with  locking  devices  in  general. 

My  invention,  therefore,  consists  of  two  parts:  first,  a  tension  device  for 
keeping  the  rope  taut  while  the  car  is  proceeding  in  the  ordinary  way;  and 
secondly.  In  a  means  for  locking  such  device  when  the  roller  leaves  the  con- 
ductor, and  thus  preventing  the  end  of  the  pole  from  being  thrown  above  the 
level  of  the  conductor  itself. 

With  this  explanation,  and  still  referring  to  the  drawings,  I  now  proceed  to 
describe  the  locking  device. 

Still  again: 

In  practical  operation  I  prefer  to  use  the  constniction  shown  In  the  drawings, 
In  which  the  trolley-roller  is  mounted  In  a  sliding  casing  acted  upon  by  a  coil- 
spring;  but  I  can  accomplish  the  same  result  and  still  keep  within  the  limits  of 
my  invention  by  attaching  two  springs  near  the  trolley-head  and  causing  tbem 
to  bear  directly  upon  the  pin  on  which  the  roller  rotates. 

In  other  words,  the  patentee  declares  that  he  does  not  limit  himself 
to  the  '^  sliding  casing,"  but  expresses  as  its  equivalent  ^^  two  springs 
near  the  trolley-head."  This  limited  equivalency  is  far  from  the 
unlimited  ^^  automatic  lock  "  of  the  claim  in  suit.  The  specifications 
show  also  that  the  tension  device  of  the  claim  in  suit  is  in  effect  a 
^  spring-actuated  reel." 

We  are  of  opinion  that  the  language  of  the  claim  in  suit  is  broader 
than  lord's  real  invention.  There  are  other  claims  in  the  patent 
which  are  not  here  in  suit,  and  which  may  protect  that  invention. 
W^  are  not  required  to  save  the  fourth  claim  in  order  to  save  the 
patent.    We  are  unable  to  allow  the  validity  of  a  daim  so  broad  and 
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unrestricted  as  is  the  one  claim  upo^  which  the  complainant  here 
relies. 

The  decree  of  the  circuit  court  is  aiflrmed^  and  the  appellees  re- 
caver  their  coats  of  appeal. 


[United  StatM  Circuit  Court  of  Appeals— Second  Circuit.] 

BossERT  Electric  Const.  C!o.  v.  Pratt  Chuck  Co. 

Same  v.  Sprague  Electric  Co. 

Decided  May  2S,  1910. 

159  O.  G.,  747. 

1.  PaTEHTS — ^RULES  OF  GONSTBUCTIOIf. 

Patents  are  grants  made  in  consideration  of  discoyeries  which  **  promote 
the  progress  of  science  and  the  useful  arts,"  (Const,  art.  1,  sec.  8,)  and 
they  are  to  be  construed  liberally,  so  as  to  effect  their  real  intent,  subject 
to  the  settled  rule  that  Inyentors  be  held  to  the  form  of  claim  which  they 
have  accepted  under  objections  from  the  Patent  Office. 

2.  PATENTABiLTnr — Clectrio  Wall-Boxe8. 

The  Bossert  patent,  No.  571,297,  for  an  improvement  in  electric  wall- 
boxes  which  are  constructed  with  holes  already  made  in  the  bottom  and 
sides,  so  as  to  accommodate  the  entrance  of  the  conduits  at  any  desired 
point,  such  holes  being  closed  by  plugs  when  not  in  use,  Held  not  antici- 
pated, valid,  and  infringed. 

J.  Edgar  BvU  for  the  appellant. 

Edmund  Wetmore  {Richard  R.  Martin  of  counsel)  for  the  appellee 
Pratt  Chuck  Company. 
S.  O.  Edfaonds  for  the  appellee  Sprague  Electric  Company. 

Before  Lacombe,  Ward,  and  Notes,  Circuit  Judges. 

Peb  Curiam: 

This  is  an  appeal  from  a  decree  dismissing  the  bill  upon  two 
patents  to  William  F.  Bossert,  viz.,  No.  671,297,  November  10,  1896, 
for  a  new  and  usful  improvement  in  electric  wall-boxes,  and  No. 
682,233,  September  10,  1901,  for  improvement  in  outlet-boxes  fw 
interior  conduits  upon  the  ground  of  non-infringement.  The  re- 
quirements of  the  trade  of  wiring  interiors  for  electrical  purposes 
brought  about  the  use  of  wall  outlet-boxes.  The  wires  are  carried 
in  tubes  or  conduits  in  the  walls  of  the  house,  and  where  they  issue 
for  the  purpose  of  distribution  to  different  rooms  the  ends  of  the 
conduits  are  inclosed  in  a  box.  The  boxes  are  constructed  with  holes 
already  made  in  the  sides  and  bottom  so  as  to  accommodate  the 
entrance  of  the  conduits  at  any  desired  point;  but  the  holes  are 
covered  so  that  the  ordinary  workman  while  on  the  job  can  without 
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the  use  of  any  special  tools  open  such  holes  as  he'  desires  to  use, 
leaving  the  rest  of  the  box  imperforate.  These  boxes  were  known  as 
^^  universal  knock-out  boxes,"  and  various  forms  were  gradpally 
developed.  In  1889  the  predecessor  of  the  defendant,  the  Sprague 
Electric  Company,  instaUed  in  the  house  of  William  Rockefdler,  at 
Tarrytown,  N.  Y.,  a  box  made  of  thin  galvanized  iron  in  which  hcdes 
had  been  punched  and  then  filled  by  reinserting  the  part  punched 
out  and  keeping  it  in  place  by  tacks  of  solder.  In  1890  a  box  was 
put  in  the  Dunshee  apartment-house  of  thin  brass  out  of  which  disks 
had  been  partiaUy  cut  and  were  held  in  place  by  two  uncut  connec- 
tions with  the  wall  of  the  box.  Other  boxes,  as  in  the  case  of  the 
Mezger  patent,  No.  564,529,  were  made  of  iron  cast  thinner  at  points 
where  holes  could  be  opened  by  breaking  the  wall  or  with  holes 
closed  by  plugs  like  the  (»tlinary  stovepipe-hole  cover  which  could 
be  drawn  out ;  or  holes  covered  by  sheets  of  stiff  paper  or  thin  metal 
which  could  be  easUy  broken  through  at  desired  points.  Others  had 
holes  filled  by  ordinary  plugs  of  cork  or  rubbtr  whidi  could  be  pulled 
out  or  caps  which  coidd  be  unscrewed. 

Bossert's  invention,  if  any,  consists  in  his  applying  in  1896  to  the 
well-known  universal  knock-out  box  the  old  punching  process.  That 
is  to  say,  he  made  a  box  of  ductile  metal  of  sufficient  thickness,  and 
then,  by  the  use  of  dies,  punched  out  disks  where  holes  were  wanted 
and  drove  the  disks  back  into  their  original  places.  This  made 
an  integral^  box  in  which  orifices  could  be  opened  by  driving  out  the 
disks.  The  punching  process  has  never  been  applied  to  a  universal 
knock-out  box,  and  during  the  seven  or  more  years  in  which  the 
trade  was  making  these  boxes  no  one  thought  of  making  them  in 
this  way  until  Bossert  did.  The  judge  of  the  circuit  court  has  found 
that  in  this  way  Bossert  produced  a  box  so  superior  in  all  respects 
as  to  displq.ce  all  others. 

The  first  question  is  whether  the  improvement  is  the  result  of  mere 
mechanical  skill  or  involves  the  higher  quality  of  invention.  This 
question  might  be  answered  differently  by  persons  of  equal  intelli- 
gence, but  we  think  the  judge  of  the  circuit  court  rightly  held*that 
invention  was  involved.  The  general  subject  is  discussed  in  deci- 
sions very  familiar  to  the  profession.  {Western  Electric  Co.  v.  La 
Rue,  C.  D.,  1891,  368;  55  O.  G.,  571;  139  U.  S.,  601;  11  Sup.  Ct.,  670: 
85  L.  Ed.,  294;  Potts  v.  Creager,  C.  D.,  1895, 143;  70  O.  G.,  494;  155 
U.  S.,  597;  15  Sup.  Ct,  194;  89  L.  Ed.,  276;  Hohhs  v.  Beach,  C.  D., 
1901,  311;  94  O.  G.,  2857, 180  XT.  S.  888;  21  Sup.  Ct.,  409;  45  L,  Ed., 
586,  and  our  own  decision,  O^Rourke  Engii\/eervng  Co.  v.  McMvMen^ 
160  Fed.  Rep.,  986;  88  C.  C.  A.,  115.) 

We  do  not  think  the  Rockefeller  box  or  the  Dunshee  box  or  the 
patents  cited  like  the  Bartlett  patent,  No.  100,284,  for  the  lid  of  a 
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powder-box,  or  the  McGill  patent,  No.  160,834,  for  an  oyster-can,  or 
the  Britain  patent,  No.  106,911,  for  a  can-cover,  illustrate  in  any  way 
the  plugs  held  in  place  by  wedging.  The  Holz  patent.  No.  412,618, 
for  punching  wads,  is  an  instance  of  wedging  in  a  non-analogous  art 

We  are  next  to  inquirb  whether  the  defendants  infringe.  The 
claims  relied  on  are  for  an  article  of  manufacture  as  follows: 

In  the  first  patent : 

5.  The  combination  with  a  wan-t)ox  haying  openings  adapted  to  receiye  elec- 
tric conduits,  of  plag-plates  wedging  in  the  openings  and  adapted  to  be  dis- 
placed or  remoyed  to  clear  the  opening  for  the  conduit  by  being  forced  inwardly 
or  outwardly,  substantially  as  set  forth. 

6.  A  wall-box  drawn  out  of  the  sheet  metal  haying  numerous  openings  formed 
by  punching  and  adapted  to  receiye  electric  conduits,  plug-plates  therefor 
wedging  In  the  openings  and  conforming  to  the  exterior  and  interior  surfaces 
of  the  walls  in  which  the  opening  is  formed  and  capable  of  being  removed  by 
forcing  the  plug-plates  outwardly  or  inwardly,  substantially  as  set  forth. 

In  the  second  patent : 

2.  A  metal  outlet-box,  haying  one  or  more  partiaUy-formed  openings  in  its 
inralls,  each  opening  being  circular  in  configuration,  the  peripheries  of  the  open- 
iiigs  and  of  their  partly-expelled  blanks  being  mutually  indented,  as  set  forth. 

The  judge  of  the  circuit  court  was  of  opinion  that  inventors  should 
be  held  strictly  to  the  wording  of  their  claims  because  patents  are 
monopolies  given  out  of  the  sovereign's  generosity  and  given  ex 
parte.  We,  however,  think  that  patents  are  grants  made  in  consid- 
eration of  discoveries  which  '^  promote  the  progress  of  science  and 
useful  arts,"  (Const.,  art  1,  sec.  8,)  and  that  they  are  to  be  con- 
strued liberally  so  as  to  effect  their  real  intent  {Grant  v.  Raymond^ 
G  Pet,  240;  8  L.  Ed.,  376;  Blanchard  v.  Sprague^  8  Sumn.,  535;  Fed. 
Cas.  No.  1,517.)  Still  it  is  the  settled  rule  that  inventors  be  held  to 
the  form  of  claim  which  they  have  accepted  under  objections  from 
the  Patent  Office. 

The  elements  of  claim  5  are: 

(1)  A  wall-box  with  openings. 

(2)  Plug-plates  for  such  openings 

These  plug-plates  must  be  such  as  will  wedge  in  the  openings  and 
can  be  displaced  by  being  forced  in  or  out  of  such  opening.  The 
specifications  state  that  the  same  piece  which  is  punched  out  to  form 
the  hole  is  driven  or  forced  back  therein.  The  crux  of  the  patentee's 
invention  seems  to  be  that  by  punching  out  a  disk  of  metal  and  there- 
after plugging  it  back  into  the  hole  thus  formed  the  metal  at  the  cut 
edges  will  be  in  such  condition  as  to  wedge  the  plug  in  the  hole.  As 
the  punching-tool  completed  its  operation,  its  cutting  edge  was  be- 
tween the  periphery  of  the  cut-out  portion  and  the  plate  from  which 
it  was  cut  Manifestly  at  that  time  the  diameter  of  the  hole  exceeded 
the  diameter  of  the  plug  by  twice  the  thickness  of  the  cutting  edge. 
It  might  be  expected  that  if  the  cut-out  part  were  replaced  in  the 
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hole  it  would  fall  out  again,  being  of  smaller  diameter;  but  for  some 
reason,  which  was  not  made  entirely  plain  npoa  the  argument,  and 
which  the  record  seems  not  to  disclose,  the  plug  if  punched  back  in 
place  will  wedge  so  tight  in  the  hdle  as  to  require  quite  a  heavy  blow 
to  dislodge  it  Each  plug  is  of  the  same''  thidmess  as  the  metal  in 
which  the  hole  has  been  punched,  and  if  it  is  forced  back  into  its 
original  position  its  interior  and  exterior  surfaces  will  conform  to 
the  interior  and  exterior  surfaces  of  the  wall  in  which  it  is  placed 
This  limitation  is  found  in  the  sixth  claim,  but  there  is  no  sudi  limita- 
tion specified  in  the  fifth  claim.  Nothing  in  the  specificati<ms  or  in  the 
record  indicates  that  the  plugs  will  not  ^  wedge  in  "  unless  Uiey  are 
driven  home;  indeed,  some  of  Uie  exhibits  indicate  that  they  will 
wedge  even  when  forced  back  half-way.  We  do  not  find  that  the 
prior  art  is  such  as  to  require  such  a  limitation  to  be  read  into  the 
claim  in  order  to  sustain  it 

Defendants  contend  that  the  file- wrapper  and  contents  require  sadi 
a  construction.  The  original  application  contained  four  claims,  of 
which  2,  3,  and  4  were  allowed  and  retained  the  same  numbers  when 
issued.    Claim  1  read: 

Tbe  herein-described  wall-box,  having  nomerouB  plogaed  amduit  opeaiiigB, 
Bubstantially  as  set  forth. 

This  was  rejected  on  two  patents  to  Mezger.  Thereupon  this  first 
claim  was  amended  by  adding  various  limitations,  including  coin- 
cidence of  the  surfaces  of  plugs  and  walL  The  applicant  also  sub- 
mitted a  new  claim  No.  5,  as  follows: 

The  combination  with  a  wall-box  having  openings  adapted  to  receive  electric 
conduits,  of  plug-plates  wedging  In  the  openings  and  adapted  to  be  displaced 
or  removed  to  clear  the  op^iing  for  the  conduit  by  being  forced  into  the  box, 
substantially  as  described. 

The  amended  first  claim  and  the  new  fifth  claim  were  again 
rejected  on  Mezger.  Applicant  amended  the  fifth  claim  by  stating 
that  the  opening  could  be  cleared  "  by  (the  plug)  being  forced  in- 
wardly or  outwardly."  He  also  submitted  a  new  claim  6,  in  the>lan- 
guage  in  which  it  now  stands,  and  resubmitted  the  first  claim  with- 
out further  amendment  He  also  submitted  a  letter  stating  inter 
alia: 

The  tBLCt  that  it  is  an  obvious  advantage  to  have  the  conduit-openings  dosed 
by  devices  which  can  with  equal  facility,  as  circumstances  may  require  or  pe^ 
mit,  be  removed  to  the  exterior  or  the  interior  and  an  advantage  to  have  no 
external  or  internal  projections  at  the  plug-openings  taken  in  consideration  witli 
the  results  of  the  efforts  of  others  in  this  line,  as  evidenced  by  the  references, 
seems  to  quite  effectively  negative  the  holding  of  the  Examiner  that  there  is 
no  patentable  novelty  Involved  in  providing  a  plug-plate  instead  of  a  cover; 

Thereupon  the  patent  with  six  claims  was  allowed.  Defendant 
contends  that  because  of  this  letter  it  must  be  held  that  the  applicant 
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acquiesced  in  a  ruling  that  he  was  not  entitled  to  a  patent  unless  his 
claims  were  restricted  to  plugs  whose  surfaces  were  coincident  ip^ith 
the  wall-surfaces,  although  claim  5  as  issued  contains  nothing  whicb 
imports  such  a  limitation.  This  proposition  seems  to  carry  the  doc- 
trine of  acquiescence  far  beyond  any  limits  it  has  yet  readied.  The 
applicant  was  addressing  himself  to  the  references  cited  against  him, 
viz.,  the  two  Mezger  patents,  Nos.  564,527  and  564,448.  The  earlier 
of  these  showed  many  forms  of  box.  These  are  well  illustrated  in 
one  of  defendant's  exhibits : 

FeRMS    ow    *WtMCCfico  PomoN« 
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integral  with  the  walls  of  the  box,  but  thinner  than  said  walls,  so 
that  it  can  be  broken  out  with  a  hammer.  There  is  no  hole  and  no 
plug,  and  it  is  inconceiyable  that  the  Examiner  or  the  applicant 
were  concerned  with  any  question  of  differentiation  from  these  forms 
of  Mezger.  In  C  the  box  is  made  with  all  the  holes  completely 
formed  and  is  then  completely  covered,  holes  and  all,  with  a  thin 
sheet  of  metal  through  which  holes  are  to  be  cut  with  an  appropriate 
instrument.  Here  there  is  a  hole  but  no  plug.  In  D  there  is  a  hole, 
and  it  is  closed  by  the  insertion  in  it  of  the  flange  of  a  cover  like  the 
cover  of  a  stovepipe-hole.  It  is  called  the  '^stovepipe"  device  in 
the  testimony  and  briefs.  The  second  Mezger  patent  shows  a  differ- 
ent device  for  keeping  the  cover  in  place. 


There  are  circular  openings  cut  in  the  wall,  and  the  specifications 
say: 

Covering  each  of  these  circular  openings  is  a  plate,  13,  such  plate  being  cir- 
cular and  larger  than  the  openings,  8,  so  as  to  engage  the  sections  5  and  6  at 
their  outer  sides  to  effectively  close  the  openings.  l  gizeu oy  ^jv^/w^lv^ 
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These  plates  13  manifestly  project  beyond  the  outside  of  the  open- 
ings, as  does  the  part  a;  of  &  in  fonn  D,  ante. 

Formed  in  each  plate,  13,  are  two  parallel  cuts  producing  a  loop,  14,  sach 
loops  respectively  receiylng  the  arms,  9,  and  thereby  holding  the  plates,  13,  in 
position.  The  arms,  9,  being  very  much  weaker  than  the  material  forming  the 
sections  5  and  6,  it  will  be  seen  that  upon  the  application  of  a  sharp  blow  to 
the  arms  they  will  be  broken  away  carrying  with  them  the  attached  plate. 

Being  confronted  with  these  earlier  devices  for  covering  holes,  the 
applicant  insisted  that  his  '^  plug-plate  "  device  was  nevertheless  pat- 
entable, and  he  differentiated  it  from  the  Mezger  covers,  in  very  plain 
and  simple  language,  by  showing  that  his  plug  could  be  driven  out 
or  in,  while  the  Mezger  cover  was  adapted  to  be  driven  in  one  direc- 
tion only,  and  that  his  ^^  plug-plates  wedging  in  the  openings ''  have 
not  the  external  or  internal  projections  at  the  openings  which  are 
found  in  x^  y,  and  9  of  Mezger  drawings,  ante.  It  is  not  surprising 
that  this  satisfied  the  Examiner  that  Mezger  did  not  disclose  any  an- 
ticipation of  claim  5  as  it  was  amended,  so  as  to  confine  it  to  a  plug 
which  could  be  driven  in  or  out,  and  we  find  in  the  transaction  no 
acquiescence  in  any  construction  which  would  restrict  the  combina- 
tion of  that  claim  to  plug-plat^  whose  surfaces  are  coincident  with 
the  walls. 

Defendants  refer  to  a  letter  of  Bossert  to  his  counsel  written  nearly 
five  years  after  the  issuance  of  his  first  patent,  in  which  he  expresses 
the  opinion  that  the  sixth  claim  of  that  patent  is  practically  the  only 
one  which  protects  him.  We  are  of  the  opinion  that  patents  may  be 
more  safely  construed  by  studying  their  language  in  connection  with 
the  prior  art  than  by  referring  to  the  subsequent  dissertations  of  the 
patentees.  In  this  letter  the  patentee  states  that  at  the  time  the  pat- 
ent was  granted  the  plug  was  set  back  in  the  press : 

Which  would  conform  to  that  part  of  the  claim  which  states  that  the  plng- 
plates  conform  to  the  exterior  and  interior  surface  of  the  walls. 

Presumably  the  "  claim  "  thus  referred  to  is  the  "  last  claim  "  (the 
sixth  claim,)  which  the  writer  mentioned  in  the  next  preceding 
sentence,  and  which  does  contain  the  limitation  of  conformity  of  sur- 
faces. But  it  is  not  material  that  at  the  time  the  patent  was  applied 
for  the  patentee  was  in  the  habit  of  driving  the  plugs  entirely  back. 
If  the  wedging  in  would  be  accomplished  by  driving  them  partly 
back,  and  neither  the  claim  nor  the  prior  art  confines  him  to  the 
precise  method  he  used  when  he  made  application,  both  methods  of 
driving  or  forcing  back — wholly  or  partly — will  be  covered  by  the 
patent.  The  patentee  in  this  letter  also  states  to  his  counsel  that  he  is 
then  (five  years  after  issue)  making  boxes,  in  which  the  ^'  plugs  are 
not  flush  with  the  wall,"  of  which  he  says: 

This  method  would  not  practically  conform  to  the  exact  wording  of  thepstrnt. 
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This  statement  of  his  might  fairly  be  held  to  apply  only  to  the 
sixth  claim,  which  was  the  one  he  was  discussing,  and  which  he  con- 
sidered was  practically  the  only  one  which  protected  him.  Applied 
to  that  claim,  the  statement  in  the  letter  is  strictly  accurate.  If  it 
be  held,  however,  that  the  writer's  expressions  applied  to  the  whole 
patent,  then  they  merely  state  his  construction  of  the  fifth  claim  of 
the  patent  five  years  after  its  issue,  and  we  are  satisfied  that  our  own 
construction  of  that  claim  is  the  more  accurate. 

It  appears  that,  although  defendants'  plugs  may  be  knocked  out 
in  either  direction,  they  may  be  driven  one  way  with  a  single  blow 
of  the  hammer,  while  it  requires  several  blows  to  drive  them  the 
other  way.  It  is  argued  that  for  this  reason  they  do  not  infringe, 
because  in  the  patentee's  letter  to  the  Patent  Office  quoted  supra  he 
stated  that  the  plugs  might  be  removed  either  way  with  equal  facility. 
No  such  limitation  is  found  in  the  claim,  nor  is  there  anything  in 
the  Mezger  references  (which  he  was  then  discussing)  nor  in  the 
prior  art  which  requires  such  limitation.  The  mere  statement  in  the 
letter  implies  no  more  than  that  the  plugs  may  be  knocked  either  in 
or  out  without  breaking  the  box  or  disorganizing  the  device,  which- 
ever way  is  selected. 

The  defendants'  plugs  are  not  flush  with  the  walls,  but  they  are 
punched  out  of  the  metal  and  then  forced  back.  A  small  tongue  or 
ear  integral  with  the  wall  remains  when  a  plug  is  punched,  but  the 
plug  is  thereafter  forced  back  into  place  and  is  there  retained  by 
wedging  in  the  opening,  although  the  ear  contributes  in  some  slight 
degree  to  keep  it  there.  Infringement  of  the  fifth  claim  of  the  first 
patent  is  proved.  •  * 

The  second  patent,  if  valid,  must  be  so  narrowly  construed  that  the 
defendants  cannot  be  held  to  infringe. 

Decree  reversed^  without  costs. 


(United  States  Clrcnlt  Court  of  Appetli — Second  Clrcnlt.! 

Union  CARsmE  Co.  v.  American  Cabbide  Co* 

Decided  June  29,  1910. 

160  O.  G.,  483. 

Patentabilitt— Novelty— Chemical  Compound— Change  of  Fosif. 

"Patentable  novelty  in  a  case  like  the  present  may  be  founded  tipfon 
superior  efficiency;  upon  superior  durability,  including  the  ability  to  retain 
a  permanent  form  when  exposed  to  the  atmosphere ;  upon  a  lesser  tendency 
to  breakage  and  loss;  upon  purity,  and,  in  connection  with  other  things, 
upon  compnrative  cheapness.  So,  ns  supplementing  other  consldenitions, 
commercial  success  may  properly  be  compared  with  mere  laboratory  exiieri- 
ments." 

Appeal  from  a  decree  dismissing  the  bill  in  a  suit  to  restrm'n  tho 
alleged  infringement  of  Letters  Patent  No.  641,138,  granted  June  18, 
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1895,  to  Thomas  L.  Willson  for  an  all^;ed  ^^  new  and  useful  product 
existing  in  the  form  of  crystalline  calcium  carbid,''  and  assigned  to 
the  complainant. 

Mr,  Edward  N.  Dickerson  and  Mr.  Louis  C.  Raegener  for  the 
appellant. 

Mr.  Charles  Neave  and  Mr.  WUlis  Fowler  for  the  appellee. 
Before  Lacombe,  Coze,  and  Noyes,  Circuit  Judges. 

NoYEs,  Cir.  /..• 
The  patentee  states  at  the  commencement  of  his  specification: 

This  invention  relates  to  the  production  of 'a  new  form  of  crystaUine  calciam 
carbid. 

Before  my  invention  calcium  carbid  had  existed  in  an  amorphons  condition, 
due  either  to  the  method  of  its  preparation  or  the  impurities  contained  in  It. 

By  my  invention  herein  described  calcium  carbid  is  produced  in  a  new  form, 
namely,  in  crystalline  condition,  having  a  bluish  or  purplish  iridescence.  The 
carbid  so  existing  is  in  a  condition  particularly  applicable,  on  account  of  its 
purity,  for  conversion  into  other  compounds. 

The  specification  then  describes  the  process  followed  to  obtain  the 
product.  The  patentee  states,  in  substance,  that  he  takes  mechani* 
cally-powdered  coke  and  lime  in  the  proportion  of  35  per  cent  of 
cuke  and  65  per  cent,  of  lime,  thoroughly  mingles  them  by  mechanical 
means,  and  subjects  them  to  the  action  of  an  electric  current  in  a 
furnace.  He  further  states  that  the  action  of  the  current  upon  the 
material  is  a  smelting  action,  and  that  the  fused  calcium  carbid  when 
allowed  to  cool  crystallizes,  and,  when  broken,  shows  iridescent 
surfaces.  .  ^ 

The  patent  contains  but  a  single  claim,  which  is  as  follows: 

As  a  new  product,  crystalline  calcium  carbid  existing  as  masses  of  aggregated 
crystals,  substantially  as  described. 

The  defenses  are: 

(1)  That  the  patent  is  invalid  because  there  is  no  patentable 
novelty  in  the  crystalline  form  of  calcium  carbid. 

(2)  That  the  patent  is  invalid  because  it  is  anticipated  by  the 
Woehler  carbid. 

(3)  That  the  patent  is  invalid  because  the  product  was  in  public 
use  more  than  two  years  prior  to  the  filing  of  the  application. 

(4)  That  the  defendant  does  not  infringe. 

Before  examining  the  defenses,  it  will  be  well  to  consider  briefly 
the  chemical  composition  of  the  product  in  question,  its  properties, 
the  uses  to  which  it  is  put,  and  the  forms  which  it  takes. 

Calcium  carbid  is  a  combination  of  calcium  and  carbon  in  the  pro- 
portion of  one  part  of  calcium  (Ca)  to  two  parts  of  carbon  (C)  and 
is  expressed  in  the  chemical  formula  CaCj.  When  calcium  carbid 
(CaC,)  is  placed  in  water  (HjO)  the  carbon  unites  with  the  hydro- 
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gen  of  the  water  and  forms  acetylene  gas  (C^Hs)  leaving  lime 
(CaO)  as  the  residue.  Acetylene  gas  is  employed  for  illuminating 
purposes,  and  has  come  into  general  use  during  the  last  decade.  The 
principal  use  of  calcium  carbid  is  to  make  this  gas. 

In  considering  the  form  of  the  product  we  note  at  the  outset  that 
bodies  in  general  are  divided  into  two  classes:  (1)  Crystalline  and 
(2)  non-crystaUine  or  amorphoua  A  crystalline  body  consists  of  or 
is  made  of  crystals  and  a  crystal  is  defined  in  Webster*8  Dictionary 
as  follows: 

The  regular  form  bounded  by  plain  sorCaces  wblcfa  a  sabetanee  tends  to  assame 
In  soUdityins,  tbroafb  the  inherent  power  of  cobesiTe  attraction. 

It  appears  that  calcium  carbid  under  different  conditions  takes  both 
the  crystalline  and  the  amorphous  forms.  The  specification  itself 
states,  as  we  have  seen,  that  the  substance  had  existed  in  an  amor- 
phous form  prior  to  the  invention,  and  the  patent  relates  solely  to  the 
crjrstalline  form.  Whether  it  is  broad  enough  to  entirely  cover  that 
form  will  later  be  considered. 

Taking  up  now  the  different  defenses,  the  defendant  in  the  first 
place  contends  that,  even  if  the  patent  broadly  covers  crystalline  cal- 
cium carbid  and  even  if  all  the  calcium  carbid  of  the  prior  art  were 
amorphous,  still  crystalline  carbid  is  not  patentably  novel.  It  is  said 
that  the  patent  is  not  for  a  new  product,  but  for  a  new  form  of  an  old 
product,  having  the  same  composition,  properties,  and  uses  as  the  old. 

This  contention  requires  us  to  examine  to  some  extent  the  history  of 
calcium  carbid  and  to  cover  some  of  the  ground  of  the  second  de- 
fense— the  alleged  anticipation  by  the  Woehler  product. 

Acetylene  gas  made  from  substances  other  than  calcium  cairbid  was 
discovered  in  1836  and  different  articles  about  it  were  later  published. 
In  1862,  Woehler,  a  German  chemist,  for  the  first  time  published  in  a 
€2hemistry  year-book  an  article  regarding  the  formation  of  acetylene 
from  calcium  carbid  and  to  some  extent  indicated  the  process  of  mak- 
ing the  latter  product.   This  article  is  printed  in  full  in  the  footnote  • 

•At  a  very  high  temperature  a  calcium  carbid  can  be  produced  from  tbe  alloy 
of  sine  and  calcium  prepared  by  Garon,  in  contact  with  carbon,  wbose  mode  of 
formation  and  characteristic  will  be  given  later.  Tbis  compound  has  the  re- 
markable property  to  decompose  with  water  into  calcium  hydrate  and  acetylene 
gas  GiHa  the  same  hydrocarbon  which  was  first  discoYO^  by  Davy  and  which 
more  recently  has  been  produced  by  Berthelot,  not  only  by  the  decomposition  of 
different  organic  substances  at  a  red  heat,  but  also  directly  from  carbon  and 
hydrogen  under  the  infiuence  of  tbe  electric  arc.  The  gas  produced  by  means  of 
this  calcium  carbid  has  not  yet,  it  is  true,  been  analyzed,  but  it  is  characterised 
by  the  three  distinguishing  properties  of  acetylene,  namely,  to  burn  with  a 
brilliant  smoky  flame,  to  explode  with  chlorln  gas  even  in  diffused  light  with 
tbe  phenomenon  of  fire,  and  the  separation  of*  carbon,  and  to  precipitate  from 
an  ammoniacal  silver  solution  the  comi;)ound  which  ezplodbs  so  violently  when 

neaieCL  uigmzea  Dy  %_ji  vj'v/pi  lv^ 
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but  the  especially  material  part  of  it  is  contained  in  the  following 
fines  at  the  beginning: 

At  a  yery  high  temperature  a  caldam  carbld  can  be  produced  from  the  alloy 
of  zinc  and  calcium  pr^Nired  by  Oaron,  In  contact  with  carbon,  whose  mode  of 
formation  and  characteristic  wiU  be  given  later. 

As  will  be  observed,  the  reibainder  of  the  article  describes  the  prop- 
erties of  the  compound — its  decomposition  with  water  and  the  forma- 
tion of  acetylene  gas — and  the  characteristics  of  the  gas,  but  says 
nothing  more  about  the  process  of  making  the  carbid.  There  is  noth- 
ing to  indicate  that  that  which  Woehler  did  was  anything  m<Hre  than 
to  make  and  describe  a  laboratory  experiment,  and,  although  his 
work  was  generally  recognized  in  treatises  upon  chemistry,  it  does 
not  appear  that  any  appreciable  amount  of  calcium  caibid  was  made 
by  any  person  before  the  present  patentee  came  into  the  field. 

Concededly  the  Woehler  compound  was  the  highest  develc^ment 
of  the  prior  art  in  calcium  carbid,  and  so  we  recur  to  the  question 
whether  with  that  compound  in  the  art — ^assumed  to  be  amorphous 
for  the  purposes  of  the  present  discussicm — there  was  patentable 
novelty  in  the  crystalline  form. 

In  determining  the  questicm  of  patentable  novelty,  there  can  be  no 
hard  and  fast  rule.  Each  case  must  be  decided  upon  its  own  facts. 
Mere  change  of  form  in  and  of  itself  does  not  disclose  novelty.  A 
new  article  of  commerce  is  not  necessarily  a  new  article  patentable  as 
such.  But  patentable  novelty  in  a  case  like  the  present  may  be 
founded  upon  superior  efficiency ;  upon  superior  durability,  including 
the  ability  to  retain  a  permanent  form  when  exposed  to  the  atmos- 
phere; upon  a  lesser  tendency  to  breakage  and  loss;  upon  purity 
and,  in  connection  with  other  things,  up<m  comparative  cheapness. 
So,  as  supplementing  other  considerations,  commercial  success  may 
properly  be  compared  with  mere  laboratory  experiments. 

Now,  broadly  comparing  amorphous  and  crystalline  carbids.  we 
are  convinced  that  the  complainant's  expert  was  substantially  ocxrect 
in  testifying  as  follows: 

Usually  speaking  the  amorphous  substance  is  less  dense,  more  solnble,  has  a 
lower  melting-.point  and  less  hardness.  That  would  seem  to  mean  that  in  aU 
probability,  even  between  equally  pure  compounds,  that  bulk  for  bulk,  the  yield 
of  gas  in  the  case  of  the  amorphous  compound  would  be  smaller,  that  the  tend- 
ency to  brenkage  would  be  greater,  both  because  the  substance  Is  more  porous 
and  less  hard,  that  for  such  matters  as  transportation  and  dang^roas  dust  the 
amorphous  would  be  the  inferior  material  eyen  If  equally  pure.  In  my  opinion, 
however,  the  amorphous  carbid  is  far  less  likely  to  be  pure  or  equally  pure  with 
the  cryBtulline,  because  heterogeneity  and  quantity  of  Impurity  are  great  helps 
in  formation  of  the  amorphous  compound.  If  more  impure,  it  is  obvious  that 
the  yield,  bulk  for  bulk,  is  still  less  than  with  the  pure  material,  and  that  the 
amount  of  residue  after  use  is  greater. 
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And,  if  we  turn  specifically  to  the  Woehler  product  as  it  was  made 
before  the  application  for  the  patent  in  suit,  we  reach  similar  con- 
clusions. The  Woeh)er  publication  is  meager.  All  that  is  said 
about  the  preparation  of  calcium  is  contained  in  a  single  sentence. 
No  information  is  given  concerning  the  proportions  of  the  ingre- 
dients, their  preparation,  or  other  similar  matters  necessary  to  an 
understanding  of  the  process.  Still  it  seems  that,  whenever  before 
the  time  of  the  present  patent  the  compound  was  prepared  in  accord- 
ance with  what  information  the  article  did  furnish,  the  result  was  a 
black  pulverulent  mass.  This  powdery  material  was  worthless  com- 
mercially, and  was  never  commercially  used.  It  would  be  unfit  for 
use  in  giEUEhgenerators,  and  we  are  satisfied  would  rapidly  deteriorate 
when  exposed  to  the  air.  The  product  of  the  patent  is  more  durable. 
It  is  hard,  compact,  and  so  unlike  the  powdery  mass  as  almost  to 
amount  to  a  new  body.  Moreover,  we  think  the  complainant  correct 
on  its  contention  that  the  iridescent  surfaces  of  the  crystalline  carbid 
would  protect  it  to  some — ^although,  perhaps  slight — extent  frcHn 
atmospheric  action. 

It  is  also  quite  dear  that  Woehler  published  a  mere  result  of  a 
laboratory  experiment  which  was  put  to  no  practical  use.  Crystal- 
line carbid,  on  the  other  hand,  has  been  a  great  commercial  success, 
and  has  furnished  the  foundation  for  important  industries. 

Taking  the  Woehler  compound  as  it  was  made  before  Willson 
applied  for  his  patent,  we  are  satisfied  that  the  product  of  the  patent 
marked  a  patentable  advance  over  it.  And  if  we  also  make  compari- 
sons in  the  light  of  the  recent  experiments  made  in  behalf  of  the 
defendant — ^which  we  will  consider  later  and  will  not  now  discuss — 
it  is  sufficient  to  say  that  our  conclusion  is  not  changed.  We  think 
that  there  is  a  patentable  difference  between  the  later  product  and  the 
product  of  the  patent,  although  such  difference  exists  in  less  degree 
than  in  the  case  of  the  earlier  Woehler  product 

For  these  reasons,  it  is  held  that  the  product  possesses  the  requisite 
patentable  novelty.  And  we  must  regard  tiiis  conclusion  as  not  only 
well  founded  in  law,  but  as  most  just  To  hold  an  important  dis- 
covery which  has  given  to  the  world  a  commercially  new  product — a 
product  the  high  utility  of  which  must  be  conceded — not  entitied  to 
protection  for  want  of  novelty,  would,  as  it  seems  to  us,  be  applying 
the  patent  statute  to  defeat  its  fundamental  purposes. 

The  defendant's  second  defense,  as  we  have  noted,  is  that  the 
patent,  if  broadly  for  crystalline  calcium  carbid,  is  invalid,  because  it 
is  anticipated  by  the  Woehler  carbid. 

Our  examination  of  the  first  defense  covers  most  of  the  ground 
necessary  to  be  examined  in  considering  this  defense.  But  there  are 
essential  distinctions.  It  was  assumed  in  considering  the  first  defense 
that  the  Woehler  product  was  amorphous.    But  such  assumption  was 
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for  the  purpose  of  testing  that  defense  only.  If  the  Woehler  com- 
pound were  amorphous,  it  manifestly  did  not  anticipate  the  crystal- 
line product  in  view  of  the  differences  between  the  forms  already 
pointed  out  To  anticipate,  the  Woehler  compound  must  be  shown 
to  be  crystalline,  and  the  defendant  in  the  present  defense  strenuously 
insists  that  it  is  crystalline.  It  is  not  shown  that  any  of  the  Wodiler 
compound  which  was  made  before  the  application  for  the  patent  was 
crystalline,  and,  indeed,  we  think  the  testimony  tends  to  show  that 
it  was  amorphous.  But  it  is  contended  that  experiments  made  by 
the  defendant's  witnesses  for  the  purposes  of  this  suit  demonstrate 
the  crystallinity  of  the  Woehler  carbid.  Now,  as  already  pointed 
out,  the  Woehler  article  furnished  very  little  information  conceniing 
the  process  of  making  calcium  carbid.  Practically,  all  it  said  was 
that  at  a  high  temperature  calcium  carbid  could  be  produced  frcHn  an 
alloy  of  zinc  and  calcium  in  contact  with  carbon.  Woehler  was 
making  note  of  a  laboratory  experiment  evidently  employing  minute 
amounts  of  material,  and  seems  to  have  been  more  interested  in  the 
formation  of  acetylene  from  the  carbid  than  in  the  formation  o^  the 
carbid. 

The  defendant's  experts  in  following  the  Woehler  process  used 
considerable  amounts  of  material  in  a  furnace,  applied  a  hi^  degree 
of  heat  for  a  long  time,  and  obtained  a  hard,  compact  mass  of  ma- 
terial having  no  resemblance  to  the  Woehler  product  as  already  de- 
scribed, viz.,  a  black  powdery  substance.  Without  discussing  the  de- 
tails of  the  experiments,  it  is  enough  to  say  that  we  are  not  at  all 
satisfied  that  the  defendant's  experts  in  producing  their  compound 
did  no  more  than  follow  the  teachings  of  the  Woehler  article.  As- 
suming, however,  that  this  compound  was  produced  by  the  Woehler 
process,  the  next  question  is  whether  the  defendant  has  established 
its  crystallinity.  Upon  this  question,  the  testimony  of  the  expert 
witnesses  called  by  the  defendant  and  complainant  is  wholly  irrecon- 
cilable. The  experts  for  the  defendant  testify  that  this  compound 
does  exist  in  a  crystalline  condition.  On  the  other  hand,  the  experts 
for  the. complainant  testify  that  the  calcium  carbid  is  not  crystalline, 
although  they  say  that  the  compound  does  contain  another  sub- 
stance— calcium  cyanamid — ^in  crystalline  form.  It  would  serve  no 
useful  purpose  to  review  this  conflicting  testimony  nor  to  discuss  the 
reasons  pro  and  con  given  by  the  experts.  It  is  sufficient  to  say  that 
upon  careful  consideration  of  the  testimony  we  are  not  satisfied  that 
the  carbid  of  the  experiments  was  crystalline.  The  burden  is  upon 
the  defendant  to  establish  crystallinity,  not  upon  the  complainant  to 
disprove  it,  and,  among  other  things,  we  cannot  ignore  the  possibil- 
ity that  the  defendant's  witnesses  may  have  attributed  the  crystal- 
linity of  the  calcium  cyanamid  in  the  product  to  the  calcium  carbid. 
Consequently  the  Woehler  product,  whether  correctly  represented  by 
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the  earlier  compound  or  by  the  result  of  the  recent  experiments, 
must  be  held  not  to  anticipate. 

The  defendant's  third  defense  is  that  the  patent  in  suit  is  invalid 
because  the  claimed  product  was  in  public  use  for  more  than  two 
years  prior  to  the  filing  of  the  application.  The  application  for  the 
patent  is  dated  March  4, 1895,  so  that  we  must  see  whether  a  public 
use  of  the  product  prior  to  March  4, 1898,  is  established. 

We  find  experimental  uses  of  the  product  before  that  time.  We 
find  that  Lord  Kelvin  in  a  foreign  country  put  some  of  the  carbid 
in  water,  and  lighted  the  gas  which  was  generated.  We  find  that 
the  patentee  gave  samples  of  the  product  to  different  persons  for 
experimental  purposes.  But  it  is  well  settled  that  an  inventor  has 
tiie  right  to  experiment  in  perfecting  his  invention  and  demonstrat- 
ing its  utility,  and  we  are  not  satisfied  that  the  patentee  in  this  case 
did  anything  more.  We  think  that  the  proof  fails  to  establish  that 
there  was  any  public  use  of  the  invention  more  than  two  years  prior 
to  the  application  for  the  patent. 

The  fourth  defense  is  that  the  defendant  does  not  infringe,  and 
the  examination  of  this  defense  requires  the  consideration  of  the 
construction  to  be  placed  upon  the  claim  of  the  patent.  Ordinarily, 
in  interpreting  a  claim,  we  should,  at  the  outset,  seek  to  ascertain  its 
meaning  from  the  language  used.  But  in  view  of  the  contentions  of 
the  parties  and  of  the  decision  of  the  circuit  court,  we  think  it  prefer- 
able in  this  case  to  first  trace  the  passage  of  the  claims  of  the  patent 
through  the  Patent  Office. 

The  file- wrapper  of  the  patent  shows  that  Willson's  original  claim 
was  as  follows: 

As  a  new  product  crystalline  calcium  carbid  haying  a  bluish  iridescence,  sob- 
•tantially  as  described. 

This  claim  was  rejected,  and  the  applicant  then  filed  an  amend- 
ment stating  two  claims,  aa  follows: 

1.  Aa  a  new  product,  crystalline  calcium  carbid  existing  as  masses  of  aggre- 
gated crystals  having  a  bluish  iridescence,  substantially  as  described. 

2.  As  a  new  product,  crystalline  calcium  carbid,  existing  as  masses  of  aggre- 
gate crystals,  substantially  as  described. 

The  Patent  Office  then  said  that  the  two  claims  were  not  patentably 
different  and  the  applicant  erased  the  first  claim,  leaving  the  second — 
the  present  form — as  the  single  claim  of  the  patent,  which  was  there- 
upon issued. 

It  is  strenuously  urged  by  the  defendant,  and  was  held  by  the 
judge  at  circuit,  that  the  defendant  by  amending  his  claim  in  conse- 
quence of  the  action  of  the  Patent  Office  deprived  it  of  any  broad 
application.  It  is  said  that  the  applicant  in  his  original  application 
having  broadly  claimed  crystalline  calcium  carbid  and  having  ac- 
quiesced in  the  rejection  of  the  claim  cannot  now  contend  that — 

crystalline  calcium  carbid  existing  as  masses  of  aggregated  crystals^ 
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means  nothing  more  than  crystalline  carbid.  As  we  think,  this  con- 
tention is  correct  The  claim  is  midoubtedly  limited  to  the  form  of 
crystalline  carbid  which  exists  as  masses  of  aggregated  crystals. 
There  must  be  an  aggregation.  The  claim  does  not  cover  an  indi- 
vidual crystal  nor  any  number  of  separate  crystals  not  aggregated  or 
joined  together.  To  illustrate:  Had  there  been  a  questi<m  whether 
the  Woehler  powdery  substance  was  amorphous  <Nr  composed  of  mi- 
nute separate  and  distinct  crystals,  the  claim  as  amended  would  have 
excluded  it  in  either  case,  while  the  original  claim  would  have  been 
anticipated  by  it  had  it  been  composed  of  crystak.  That  thb  dis- 
tinction might  reasonably  have  been  in  the  mind  of  the  framer  of  the 
daim  is  shown  by  the  statement  in  the  defendant's  brief  that  ^  crys- 
talline powder  ^  is  well  known. 

But  it  is  urged  that  the  limitation  of  the  word  "  crystalline  ^  is 
not  by  the  word  ^  aggregated,"  but  by  the  word  ^  crystals.''  It  is 
said  tiiat  the  phrase  ^  masses  of  aggregated  crystals  "  has  a  specific 
and  limited  meaning — i.  «.,  it  means  '^  crystal  aggregate,"  which  is  a 
union  of  two  or  more  fully-developed  crystals  as  distinguished  from 
^crystalline  aggregate,"  which  is  a  mass  of  crystal  grains  devoid  of 
their  characterisltic  forms  and  closely  packed  together.  But  we  are 
by  no  means  satisfied  that  any  such  fine  distinction  as  this — based 
upon  academic  definitions  in  the  Williams  book — ^is  so  generally 
recognized  by  authorities  upon  crystallography  or  chemistry  that  we 
would  be  warranted  in  applying  it  in  construing  the  claim  in  suit, 
especially  when  reading  the  daim  in  connection  with  the  specification. 
To  draw  such  a  distinction  is  to  say  that  there  are  two  forms  of  crys- 
talline caldum  carbid:  (1)  Aggregations  of  perfect  or  well-faced 
crystals,  and  (2)  aggregations  of  Inroken,  confused  crystals.  But  it 
is  certain  that  masses  of  perfectly-developed  crystals  could  not  be 
produced  by  the  process  described  in  the  patent,  and  it  is  not  certain 
that  they  could  be  produced  by  any  known  process.  To  confine  the 
daim  of  the  patent  to  masses  of  perfecUy-devdoped  crystals  would 
be,  we  think,  by  a  strained  construction  to  read  out  of  Uie  daim  the 
only  product  producible  by  the  process  of  the  patent  and  to  deny  pro- 
tection to  a  meritorious  invention. 

In  our  opinion  the  patent  covers  crystalline  carbid  when  the  crys- 
tals are  aggregated  in  masses,  whether  such  crystals  be  perfect  or  im- 
perfect, and,  as  it  is  admitted  that  there  are  crystals  in  the  defendant's 
carbid  and  as  those  crystals  are  so  aggregated,  we  think  that  the 
product  of  the  defendant  infringes. 

The  decree  of  the  circuit  court  is  reversed^  with  costs^  and  the  cause 
remanded^  with  instructions  to  enter  a  decree  far  the  complainant  far 
an  injunctions  an  accounting^  and  costs. 
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EixiOTT  &  Co.  V.  YouNosTOWN  Cab  Mfq.  Co. 

DecMed  Augu9t  SO,  1910. 

100  O;  Q^  1278. 

PATKlfTABILITT— IiryCHTIOlf — BNLABOBMENT  OF  USI  IN  SAICI  ABT. 

Photography  and  blue-printing  are  simply  different  phases  of  the  art  of 
light-printing,  and  the  mere  transfer  of  a  device  used  in  one  to  the  other 
does  not  InTolye  patentable  invention. 

Mr.  T.  A.  Connolly  and  Mr.  J.  B.  Connolly  for  the  appellants. 
Mr.  F.  TF.  H.  Clay  for  the  appellee. 

Before  Buffinoton  and  Lanning,  Circuit  Judges,  and  Abchbald, 

District  Judge. 

Abchbau),  Dii.  /.; 

The  patent  in  suit  is  for  a  blue-print  machine.  As  specified  in  the 
patent,  the  device  consists  in  an  upright  glass  cylinder  or  frame, 
around  which  are  wrapped  the  drawing  to  be  copied  and  the  sensi- 
tized paper  to  which  it  is  to  be  transferred;  the  two  being  kept  in 
intimate  contact  by  a  canvas  envelop  or  cover  drawn  down  over  them. 
The  printing  is  done  by  electric  light,  and  this  is  supplied  by  an  arc^ 
lamp  suspended  immediately  over  the  open  top  of  the  cylinder,  on  a 
cord  and  pulley,  by  means  of  which  it  is  let  down  into  the  cylinder  to 
do  the  printing.  As  the  lamp  moves  down  the  axis  of  the  cylinder,  it 
is  at  all  times  equally  distant  from  the  paper  to  be  printed  upon,  and 
thus  affects  all  parts  of  it  equally.  And  being  allowed  to  descend  by 
a  controlled  and  even  motion,  regulated  by  a  clockwork  attachment, 
and  the  current  being  cut  off  automatically,  immediately  upon  the 
lamp  reaching  the  bottom,  not  only  is  the  printing  done  evenly,  as  it 
proceeds,  but  there  is  no  overprinting,  such  as  results  where  the  light 
is  not  cut  off  as  soon  as  the  operation  is  completed.  The  cutK>ff 
device,  as  described  in  the  patent,  consists  of  a  self-opening  trip- 
switch  inserted  in  the  electric  circuit,  which  is  held  in  closed  position 
during  the  printing  operation,  by  means  of  a  catch  or  stop  mounted 
on  the  frame  of  the  switch,  which  is  disengaged  so  as  to  open  the 
switch  and  break  the  circuit,  when  a  counterweight  to  the  lamp  which 
is  drawn  up  as  the  lamp  descends  comes  in  contact  with  certain 
mechanism  by  which  the  catch  or  stop  is  drawn  away. 

If  Full  man,  the  patentee,  was  the  original  inventor  of  a  device  of 
this  character,  there  can  be  no  question  as  to  his  right  to  be  protected 
in  it,  and,  so  far  as  the  patent  was  found  to  be  expressive  of  the 
invention,  it  no  doubt  would  be  valid  It  appears,  however,  that  the 
principal  part  of  the  present  apparatus  was  the  work  of  one  Hall,  a 
British  inventor,  who  patented  it  in  England  in  1897,  and  that  Full- 
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man  got  his  ideas  from  this,  the  only  new  feature  which  he  introduced 
being  the  automatic  cut-off,  to  put  out  the  light  when  the  process  was 
completed,  this  being  done  by  hand  in  the  Hall  apparatus.    The 
novelty  of  the  device  is  thus  made  to  depend  on  this  added  feature. 
That  it  is  important  to  have  the  light  cut  off  at  just  the  right  moment 
must  be  conceded.    Not  only  is  electricity  economized  and  overprint- 
ing avoided,  but,  being  automatically  regulated,  the  exact  amount  of 
exposure  desired  is  secured,  and  the  operator  is  able  to  dismiss  it 
from  his  attention,  once  the  apparatus  is  set  in  motion.    But  unfor- 
tunately for  the  inventor  an  automatic  cut-off  was  not  new  in  photo- 
graphic printing,  being  shown  in  the  Urie  photographic-printing 
machine  (1892),  in  the  Schwarz  (1898),  as  well  as  in  the  earlier 
British  patent  (1897)  to  Suter.    In  the  Urie  apparatus  electric  light 
is  used,  the  same  as  in  the  patent  in  suit;  the  fact  that  it  is  incan- 
descent instead  of  arc  being  immaterial;  and  the  current  is  auto- 
matically cut  off  and  turned  on  by  a  switch,  in  the  form  of  a  contact- 
plate,  located  on  the  power-shaft  by  which  the  machine  is  operated, 
and  rotated  by  it,  intermittent  electrical  connecticm  being  thus 
brought  about,  and  the  lights  turned  on  and  turned  off,  according  to 
established  periods  in  the  cycle  of  the  machine.    In  order  to  shorten 
or  lengthen  the  electrical  connection,  the  plate  is  made  in  two  sections, 
which  are  adjusted  on  each  other  circumferentially,  and  are  held 
together  by  a  suitable  damping-screw.    So  in  the  Schwarz  machine, 
where  electric  lights  are  also  used,  provisicm  is  made  for  lighting  and 
extinguishing   them   aut(»natically,   the   current  being   alternately 
established  and  broken,  coincident  with  the  exposure  desired,  by 
means  of  cams  directly  connected  with  and  operated  by  the  mechan- 
ism and  motive  power  by  which  the  different  sections  of  the  sensi- 
tized paper  are  moved  forward  successively  to  receive  impressions. 
In  the  Suter,  also,  there  is  an  automatic  cut-off,  of  some  intricacy, 
which,  although  operated  by  independent  motive  power,  is  so  coor- 
dinated with  the  other  parts  of  the  apparatus  that,  as  each  section  of 
the  sensitized  paper  is  brought  into  operative  position,  an  electric 
light  below  it  is  automatically  turned  on,  and  is  again  turned  off 
when  the  printing  is  completed.    The  distinction  is  attempted  with 
regard  to  these  machines,  that  they  are  found  in  the  photographic, 
and  not  the  blue-printing,  art,  and  the  refinement  is  even  indulged 
that  progressive  blue-printing  is  an  art  by  itself.    But  photographic 
copying  or  light-printing  is  all  one ;  photography  and  blue-printing 
being  simply  different  phases  of  it.    Nor  is  progressive  blue-printing 
anything  apart.    In  each  the  plate  or  tracing  which  carries  the  pic- 
ture or  figure  to  be  transcribed  is  exposed  to  the  light  which  filters 
through  it,  transferring  it  by  the  effect  of  light  and  shade  to  the 
sensitized  paper  prepared  to  receive  it.    That  blue-prints  could  be 
successfully  made  on  the  Urie,  the  Schwarz,  or  the  Suter  apparatus 
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is  not  to  be  doubted,  the  same  as  photographs,  so  called,  on  the  Hall 
or  Fullman,  provided  a  cylindrical  frame  would  not  stand  in  the 
way.  Once,  therefore,  that  an  automatic  cut-off  was  made  use  of  in 
either  of  these  earlier  devices,  it  was  conclusive  upon  the  novelty  of 
the  idea  upon  every  one  coming  after;  and  the  only  thing  open  to 
later  invmtors  was  the  particular  means  that  might  be  adopted  for 
the  accomplishment  of  this  purpose.  To  the  extent  that  this  is 
observed  the  device  of  the  patent  may  be  good.  But  not  beyond  that. 
An  examination  of  the  patent,  however,  discloses  that,  as  to  a  ma- 
jority of  the  claims  which  are  relied  on,*  it  is  not  so  confined,  these  being 
stated  so  broadly  that  any  kind  of  an  automatic  cut-off  comes  within 
their  terms.  Thus,  in  the  first,  second,  third,  and  fif  tii  claims,  ^  means 
to  automatically  break  the  circuit  for  the  purpose  of  extinguishing 
the  light;  ^  ^^  an  [t.  «.,  any]  automatic  device  to  cut  off  the  light  upon 
the  completion  of  the  printing  process;"  *^ means  for  automatically 
opening  the  switch  when  the  lamp  has  completed  its  travel ; "  and 
^  means,"  etc. — ^the  same  as  in  the  first  claim — are  the  expressions  em- 
ployed. Each  of  these,  if  taken  literally,  is  realized  by  any  character 
of  automatic  cut-off,  as  applied  to  a  blue-print  machine  of  the  Hall 
type,  and  that,  indeed,  is  tiie  breadth  of  construction  that  is  contended 
for.  The  fourth  daim,  which  is  also  relied  on,  is  not  open  to  this  ob- 
jection; the  cut-off  declared  for  being  ^^the  automatically-operated 
switch  controlling  the  light-circuit,"  which  is  to  be  referred  to  the 
cut-off  described  in  the  specifications  and  saves  the  daim.    But,  so 

•  The  following  are  the  claims  of  the  patent  referred  to. 

<1)  In  an  apparatns  for  copying  or  reproducing  drawings,  etc.,  the  combina- 
tion of  a  cylinder,  means  to  support  the  subject-matter  to  be  copied  or  repro- 
duced upon  the  exterior  of  said  cylinder,  and  arc-lamp  adapted  to  be  lowered 
into  the  Interior  of  said  cylinder,  and  means  to  automatically  break  the  circuit 
for  the  purpose  of  extinguishing  the  light. 

(2)  A  printing-frame  and  a  lamp,  movable  one  In  relation  to  the  other,  in  com- 
bination with  an  automatic  device  to  cut  off  the  light  upon  the  completion  of 
the  printing  process. 

(3)  In  an  apparatus  for  copying  drawings,  etc.,  the  cylindrical  printing- 
frame^  the  suspended  electric-arc  lamp  and  means  for  controlling  Its  descent 
within  the  frame,  an  electric  switch  controlling  the  light-circuit,  and  means  for 
automatically  opening  the  switch  when  the  lamp  has  completed  Its  travel. 

<4)  In  an  apparatus  for  copying  drawings,  etc.,  the  cylindrical  support  for 
the  drawing,  a  suspended  lamp  arranged  to  descend  axlally  within  the  frame,  a 
governing  apparatus  for  controlling  the  descent  of  the  lamp,  and  the  auto- 
natlcally-operated  switch  controlling  the  light-circuit 

(5)  In  an  apparatus  for  copying  or  reproducing  drawings,  etc.,  the  combina- 
tion of  a  cylinder  adapted  to  be  rotated,  means  to  support  the  subject-matter 
to  be  copied  or  reproduced  upon  the  exterior  of  said  cylinder,  an  arc-lamp 
adapted  to  be  lowered  Into  said  cylinder,  and  Qieans  to  automatically  break 
the  circuit  for  the  purpose  of  extinguishing  the  light 
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far  as  the  others  go  oeyond  this  and  call  for  ^  means,"  unisp^ified,  by 
which  the  cut  off  of  the  current  is  to  be  aut^Hnatically  brought  about, 
they  are  met  by  the  references  whidi  have  been  cited,  and  cannot  be 
sustained.  The  court  below  seems  to  have  been  impressed  with  the 
idea  that  in  the  Urie,  Schwarz,  and  Suter  the  motive  power  which 
actuated  the  cut-off  was  external  to  the  machine  itself  and  not  de- 
pendent for  its  action  on  the  movement  of  the  lamp  in  relation  to  the 
frame,  but,  however  this  may  be  and  whatever  of  novelty  may  reside 
in  the  agency  of  the  lamp  in  effecting  the  cut-off,  as  a  feature  of  the 
device  in  suit,  it  does  not  change  the  fact  that  the  autc»natic  cutting 
off  of  the  light,  when  the  printing  is  through,  was  old  in  the  art,  and 
that  no  one  therefore  could  monopolize  the  idea  such  as  is  attempted 
here.  Stress  is  also  laid  on  the  fact  that,  in  the  interference  proceed- 
ings which  were  declared  in  the  Patent  Office  between  FuUman  on 
the  one  hand,  and  Herman,  under  whom  the  defendants  are  acting, 
on  the  other,  invention  was  asserted,  and  the  right  of  a  pktent  on  the 
strength  of  it  contended  for,  the  case  being  carried  in  the  end  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  and  the  right  of  Full- 
man  at  every  stage  sustained.  But  the  scope  of  the  invention  was  not 
involved  in  those  proceedings,  nor  whether,  as  now,  it  was  patentable 
if  broadly  maintained.  The  only  questicm  there  was  one  of  priority 
between  the  two  contestants,  and  that  is  all  for  which  the  decision 
stands.  It  is  no  doubt  persuasive  that  in  those  proceedings  inven- 
tion was  affirmed  by  the  parties  who  now  deny  it;  but  that  cannot 
be  allowed  to  prevail  over  other  considerations  by  which  it  is  neces- 
sarily controlled.  Nor  is  the  ordinary  presumption  to  be  indulged 
in  favor  of  the  patent,  because  of  the  action  of  the  Patent  Office  in 
allowing  it;  the  Urie,  Schwarz,  and  Suter  patents,  as  it  appears,  not 
having  been  referred  to,  as  they  have  been  here.  There  is  enough, 
moreover,  for  the  presumption  to  act  upon  (if  it  be  regarded  as  im- 
portant) in  the  particular  device  described  in  the  specifications  and 
declared  for  in  other  claims  which  are  good;  all  that  is  now  denied 
to  the  invention  being  the  right  to  any  extended  breadth  of  scope. 
The  same  also  is  to  be  said  of  the  alleged  recognition  which  has*been 
given  to  the  invention  by  the  public,  the  complainant,  as  it  seems, 
under  the  advice  of  counsel  having  bought  up  the  patent  rather  than 
contested  it,  and  other  parties  having  either  taken  out  licenses,  or 
discontinued  infringement  upon  failure  to  negotiate  for  them  upon 
satisfactory  terms.  These  are  matters  which  are  no  doubt  entitled 
to  consideration  under  ordinary  circumstances,  but  they  are  of  no  sig- 
nificance against  the  showing  here.  Nor  is  it  necessary  to  dwell  upon 
the  suggestion  that  applications  were  made  for  blue-print  machines 
with  an  automatic  cut-off  four  different  inventors  about  the  same 
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time,  FuUman  and  Herman  among  the  rest.  The  fact  that  so  many 
persons  caught  the  idea  goes  rather  to  prove  that  it  was  simple  and 
obvious,  and  not  that  it  required  inventive  genius  to  conceive.  It  is 
not  like  the  case  where  the  art  is  waiting  ior  the  device,  and  inventors 
striving  unsuccessfully  to  produce  it,  under  which  circumstances  in- 
vention may  well  he  held  to  appear. 

The  invention  not  being  able  therefore  to  be  asserted  broadly,  the 
claims  in  controversy  where  this  is  done  are  invalid  and  the  patent  to 
that  extent  cannot  be  sustained.  Nor  is  the  complainant  bettered  if 
the  cut-off  described  in  the  specifications  is  read  into  the  claims  in 
order  to  save  them,  assuming  that  this  can  be  done,  the  defendants  in 
that  case  not  infringing  upon  them,  their  device  in  this  respect  not 
being  the  same. 

It  remains  to  consider  the  effect  to  be  givm  to  the  fourth  claim 
as  to  which,  as  already  intimated,  no  objection  can  be  made.  One  of 
the  elements  which  is  there  declared  for,  however,  is  ^^  a  governing 
apparatus  for  controlling  the  descent  of  the  lamp ;"  and  this,  as  de- 
scribed in  the  specifications,  to  which  resort  for  it  must  be  had,  con- 
sists of  a  clock-escapement,  the  same  as  in  the  Hall  machine,  from 
which  the  appliance  is  taken  bodily.  And  there  being  no  novelty,  by 
reason  of  the  Hall,  in  controlling  the  descent  of  the  lamp,  any  other 
means  that  might  be  devised  for  doing  so  was  open  to  the  defendants, 
the  present  inventor,  as  to  this  feature,  also  being  confined  to  the 
particular  means  shown.  But  this  the  defendants  do  not  employ,  the 
control  in  their  machine  being  effected  by  means  of  a  hydraulic 
cylinder  and  piston,  which  is  not  at  all  the  same.  This  is  enough  to 
distinguish  the  device,  but  there  is  also  a  difference  in  the  cut-off  used. 
This  does  not  consist  of  a  counterweight  and  tripping  mechanism, 
such  as  are  described  in  the  specifications,  the  cutting  off  of  the  cur- 
rent in  the  defendants'  machine  being  brought  about  by  a  switch- 
contact,  made  by  a  stop  attached  to  tiie  cord  on  which  the  lamp  is 
hung,  which  is  drawn  into  contact  as  the  lamp  reaches  the  bottom  of 
the  frame.  It  is  true  that  in  both  the  complainant's  and  the  defend- 
ants' machine  the  lamp  as  it  descends  draws  up  the  particular  means 
by  which  the  cut  off  is  produced,  and  to  this  extent  there  is  a  certain 
measure  of  similarity  between  the  two.  But  that  is  as  far  as  it  goes, 
the  short-circuiting  by  positive  contact,  which  takes  place  in  the  one 
instance,  not  being  at  all  the  same  as  the  trip-switch  cut-off,  by  which 
the  current  is  broken  in  the  other.  In  neither  of  these  two  respects 
therefore  is  the  fourth  claim  realized  in  the  defendants'  device,  and 
infringement  of  it  is  not  thus  made  out.  And  the  same  is  true,  as  it 
will  be  observed,  of  the  other  claims  relied  on,  if  narrowed  down  by 
reference  to  the  specifications  suiSciently  to' be  sustained. 
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It  results^  therefore^  that^  however  considered^  the  complainanfe 
ease  is  without  marit^  and  that  the  decree  must  he  reversed  with  dtree- 
tions  to  dismiss  the  bUl  on  the  ground  of  non-infringement^  with 
costs. 


[United  Btetoi  CIrcolt  Court  of  Appeal*— Sixth  arenlt] 

Jackson  Cushion  Spring  Co.  v.  D'Abct. 
Decided  June  IS,  1910. 

161  O.  Om  289. 

Patentabiutt — Spuno  Stbuctubb. 

Tbe  lyAxcf  patent,  No.  786^410^  for  an  ImproTement  in  fprlng  sU'uctiuea» 
claim  2,  wUcli  coren  a  wire  dip  for  aecnring  spiral  q^rings  to  a  wire 
frame  Jn  spring  etractares  in  upholstery  constmctions,  consisting  of  a 
wire  bent  into  a  double  loop  with  a  central  and  two  end  arms,  each  of  which 
is  clamped  around  both  the  frame-wire  and  spring.  Held  not  anticipated. 

Mr.  Luther  V.  Moulton  for  the  appellant. 
Mr.  Fred  L.  ChappeU  for  the  appellee. 

Before  Sevebens  and  Warrington,  Circuit  Judges,  and  Sanpord, 

District  Judge. 

Sanpord,  Z>M././ 

This  is  an  appeal  by  the  Jackson  Cushion  Spring  Company,  the 
defendant  below,  from  an  interlocutory  decree  adjudging  that  daim 
2  of  Letters  Patent  No.  785,410,  issued  March  21,  1905,  to  Frank  P. 
D'Ai*cy,  the  complainant  below,  on  improvements  in  springs,  is  a 
good  f^nd  valid  claim,  and  is  infringed  by  the  defendant,  and  enjoin- 
ing further  infringement  The  defenses  relied  on  are  the  invalidity 
of  D'Arcy^s  patent  for  want  of  invention,  and  non-infringement. 

The  invention  claimed  by  D'Arcy  relates  to  a  wire  clip  or  fastening 
device  for  securing  spiral  springs  to  a  wire  frame  in  spring  structures 
in  upholstery  constructions.  This  fastening  device  is  described  in 
claim  2  of  his  patent  as  follows: 

2.  In  a  spring  structure  ihe  combination  of  a  wire  frames  spiral  springs  ar^ 
ranged  in  said  frame,  so  that  portions  thereof  and  of  said  firame  overlap,  and 
testeners  for  securing  said  springs  in  position  in  said  firame  consisting  of  pieces 
of  wire  formed  into  double  loops  having  comparatively  wide  l>ase<s  the  arms  of 
said  fasteners  being  clamped  about  the  frame  and  springs,  for  the  porpoae 
specified. 

The  following  reproduction  of  a  portion  of  Figure  1  in  the  draw- 
ings accompanying  the  specifications,  giving  ^  a  plan  view  "  of  the 
entire  spring  structure,  shows  the  method  of  attaching  the  spiral 
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Springs  to  the  frame- wires  by  the  fastening  device  in  question,  which 
is  lettered  C: 


Fig.  3  in  the  drawings  giving  ^^  a  plan  view  of  the  fastening  device 
C,"  and  showing  its  ^^  double-loop ''  form,  is  reproduced  below,  except 
that  in  the  reproduction  the  letters,  b  and  &,  are  added  to  designate 
the  bases  of  the  double  loop  referred  to  in  the  claim : 


yj 


The  specifications  refer  to  this  fastening  device  as  follows : 

The  several  parts  are  secured  together  by  the  fostening  device  C,  preferably 
made  of  wire  formed  In  a  double  loop,  as  clearly  appears  In  Fig.  3.  The  parts 
are  placed  together  in  proper  relation  and  the  fastener  C  clamped  upon  the 
same  by  bending  the  central  arm,  c,  and  the  end  arms,  &  c',  about  the  parts 
to  be  united.  This  fastening  arranged  in  this  way. prevents  any  rolling  action 
between  the  parts  and  holds  them  securely  in  position.  I  am  aware  that  parts 
in  springs  have  been  united  by  a  wire  fastener  having  two  arms,  as  c'  c' ;  but 
sach  structures  have  proved  unsatisfactory  in  that  the  parts  slip  and  roll 
upon  each  othor  and  the  spring  when  used  soon  gets  out  of  shape.  My  im- 
proved structure,  however,  by  making  use  of  three  or  more  connected  wires, 
unites  the  parts  securely,  and  they  may  be  subjected  to  the  most  severe  usage 
without  displacing  the  parts. 

It  is  clear  that  the  term  ^^  double  loop,''  as  used  in  the  specifications 
and  claim,  refers  to  the  form  of  the  wire  fastener  shown  in  Fig.  3 
before  its  arms  are  bent  so  as  to  clasp  together  the  wire  frame  and 
springs,  it  then  being  in  the  form  of  a  double  U  with  flattened  bases, 
the  doubled  portion  of  the  wire  in  the  center  forming  the  central 
arm  of  the  fastener,  c,  the  bent  portions  of  the  wire  at  each  end 
forming  the  outer  arms,  c'  and  c\  and  the  three  arms  being  connected 
by  the  bases,  h  and  ft,  of  the  double  lodp;  this  double-loop  fastener 
being  then  used  to  attach  the  spring  to  the  frame-wire  by  clamping 
each  of  its  three  arms  around  both  the  spring  and  frame-wire  as 
shown  in  Fig.  1. 
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In  D'Arcy's  original  specifications  the  first  claim  referred  broadly 
to— 

fosteners,  C,  having  three  or  more  arms  for  securing  the  seTeral  parts  together, 
as  specified, 

and  the  second  to- 
fastening  devices,  C,  haying  arms,  c,  c\  c'  adapted  to  clasp  the  parts  to  be 
joined,  substantially  as  described ; 

but  neither  of  the  claims  referred  specifically  to  the  double-loop  fea- 
ture of  the  fastening  device. 

These  claims  were  rejected  by  the  Examiner  on  reference  to  various 
prior  patents,  including  Staples,  No.  572,581,  Blecher,  No.  554,977, 
Jackson,  No.  608,048,  and  Kuersten,  No,  694,891.  The  fastening 
devices  in  these  four  prior  patents  are  shown  by  the  following 
illustration : 


drA^LKS  /72,ifl  t&tCMCH  S^.1ff 
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In  the  Staples  device,  which  is  for  improvements  in  upholstering, 
the  wire  clip  is  not  made  in  a  double  loop  with  a  central  arm,  as 
in  the  D'Arcy  device,  but  in  a  straight  piece  with  two  end  arms, 
each  of  which  is  clamped  about  the  spring  and  frame-wire.  The 
spring  and  frame-wire  are  not  clamped  together  in  the  center;  and 
there  is  a  second  circular  wire  clip  which  embraces  the  first  clip 
and  the  frame-wire.  In  the  Blecher  patent,  which  does  not  relate  to 
spring  structures,  but  is  a  device  for  clamping  fence-slats  to  longi- 
tudinal wire  strands,  the  wire  fastener  shows  a  double  loop,  as  in  the 
D'Arcy  patent.  However,  none  of  the  arms  of  this  double  loop  are 
clamped  around  both  the  fence-wire  and  the  slat,  the  central  arm 
being  clamped  around  the  fence-wire  alone,  and  the  end  arms  twisted 
around  the  fence-wire  alone;  and  the  slat,  which  is  placed  vertically 
to  the  fence-wire  with  a  hole  through  which  the  central  arm  of  the 
loop  may  pass,  is  not  clamped  by  any  of  the  arms  of  the  loop,  but  is 
held  in  place  between  the  fence-wire  and  the  bases  and  side  arms  of 
the  loop.  Both  the  Jackson  and  Kuersten  patents,  which  are  spring 
structures,  show  sheet-metal  clips  with  multiplied  extensions,  which 
correspond  in  a  sense  to  the  arms  of  the  loop  in  D'Arcy's  device. 
However,  in  each  of  these  devices  the  projections  corresponding  to 
the  arms  of  D'Arcy's  clip  do  not  clamp  togetl^^irJl^f  ip^l^^f^d  wire 
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frame  as  in  D'Arcy's  device,  but  infold  the  spring  only,  the  frame- 
wire  being  held  by  an  extension  of  the  sheet-metal  clip  itself  in  the 
opposite  direction  to  the  extensions  holding  the  spring,  and  the 
spring  and  frame-wire  being  held  together  by  the  intervening  body 
of  the  metal  clip  itself. 

After  the  rejection  of  the  original  claims  by  the  Examiner  on 
account  of  the  foregoing  and  other  references,  D'Arcy  made  several 
successive  amendments  to  his  claim,  as  a  result  of  which  claim  2  was 
finally  stated  as  above  set  forth,  embodying  specifically  his  claim  for 
fasteners  to  secure  the  springs  in  position  in  the  frame — 
consisting  of  pieces  of  wire  formed  into  double  loops  having  comparatively 
wide  bases,  the  arms  of  said  fasteners  being  clamped  about  the  frame  and 
springs,  for  the  purpose  specified. 

Thus  stated,  the  Examiners-in-Chief,  on  appeal,  reversed  the  de- 
cision of  the  Examiner,  saying : 

None  of  the  patents  cited  by  the  Examiner  shows  the  exact  structure  covered 
by  the  appeal  claims,  in  which  the  double  loops  of  the  fasteners  are  the  real 
locking  means.  The  patents  to  Kuersten  and  Jackson  show  sheet-metal  fasten- 
ing devices  and  the  remaining  patents  show  wire  fastening  devices  for  the  parts 
of  wire  articles.  In  each  of  the  revealed  constructions,  however,  the  loops  are, 
as  will  be  seen,  not  the  real  clamping  means  for  the  members  which  are  secured 
together. 

The  wire  fastener  manufactured  and  sold  by  the  Jackson  Cushion 
Spring  Company,  which  the  court  below  held  to  be  an  infringement 
of  D'Arcy's  device,  is  also  used  for  securing  the  frame-wire  and 
springs  in  a  spring  structure  in  upholstering  construction.  Its  form 
and  use  are  shown  by  the  following  illustration : 


In  this  fastener  the  '*  double  loop  "  of  D'Arcy's  device  appears, 
and  as  in  D'Arcy's  device  the  central  arm  composed  of  the  double 
fold  wire,  incloses,  though  in  a  slightly  less  degree,  both  the  frame- 
wire  and  the  spring.  This  device  shows,  however,  this  difference 
from  D'Arcy's  device,  namely,  that  the  outer  arms  of  the  double  loop 
do  not  inclose  both  the  frame-wire  and  the  spring,  but  clamp  only 
the  frame-wire,  the  spring  being  embraced  and  held  in  position 
against  the  frame-wire  solely  by  the  bases  of  the  two  loops,  which  are 
curved  over  so  as  to  encircle  the  spring-wire. 

Our  conclusions  are  as  follows: 

1.  In  the  prior  state  of  the  art,  as  disclosed  in  the  earlier  patents 
above  referred  to,  and  those  to  Bates,  No.  701,461,  and  Gail,  No. 
639,225,  to  which  detailed  reference  need  not  be  made,  the  use  in 
spring  structures  of  a  wire  fastener  having  bent  arms  to  secure  the 
frame- wire  and  spring,  was  not  new;  and  the  Blecher  patent  had 
disclosed  in  the  kindred  art  of  wire  fencing  the  use  of  a  wire  fastener 
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made  in  the  form  of  a  double  loop.  D'Arcy's  claim,  however,  in 
its  application  to  spring  structures,  differs  fr<xn  all  earlier  devices 
in  the  use  of  an  integrally-made  fastener,  consisting  of  a  wire  bent 
into  a  double  loop  as  shown  in  Fig.  8,  with  three  arms,  eadi  of  which 
directly  and  of  itself  performs  the  office  of  clamping  or  locking  the 
spring  and  the  frame-wire  together,  and  in  which  the  wide  bases  of 
the  loop  serve  as  spacing  members  that  keep  apart  the  points  of  con- 
nection made  by  tiie  damping-arms.  This  ^^  double-loop  ^  fastmer, 
with  the  respective  functions  of  its  bases  as  spacing  members  and 
its  arms  as  clamping  members,  unites  the  spring  and  frame-wires 
securely  and  gives  stability  to  the  structure.  It  was  this  form  of  a 
^  double-loop  ^  fastener,  with  ^^  comparatively  wide  bases  "  and  with 
three  arms  clamping  both  the  frame  and  the  springs,  which  was 
claimed  as  new  in  D'Arcy's  patent;  and  it  was  the  ^^  exact  structure  ^ 
of  this  device  which  was  referred  to  by  the  Examiners-in-Chief  in 
stating  that  ^  the  double  loop  of  the  fasteners  are  the  real  locking 
means"  distinguishing  it  fnxn  prior  devices.  However,  in  view 
of  the  prior  state  of  the  art,  in  which  D'Arcy  was  not  a  picmeer  in 
inventing  a  wire  fastener  to  secure  the  parts  of  spring  structure 
together,  but  merely  devised  a  new  form  to  accomplish  this  result, 
and  in  view  of  the  express  language  of  his  claim  and  the  descripti<Ni 
in  his  specifications,  we  are  of  the  opinion  that  his  invention  did 
not  extend  broadly  to  the  use  of  a  wire  fastener  made  in  the  form  of 
a  double  loop,  without  regard  to  the  functions  of  its  several  parts — 
a  double-loop  wire  fastener  having  previously  appeared  in  the 
Blecher  wire-fence  device — but  was  restricted  to  the  form  shown 
and  described  by  him  in  his  specifications  and  drawings,  with  the  re- 
spective function  of  the  arms  and  bases  of  the  double  loop  as  therein 
shown,  and  must  be  limited  to  the  structure  therein  disclosed.  {Key* 
stone  Bridge  Co.  v.  Pfumix  Iron  ffo.,  C.  D.,  1877,  884;  12  O.  Q.,  980; 
96  U.  a,  274;  24  L.  Ed.,  844;  Bums  v.  Meyer,  100  U:  a,  671;  25  L. 
Ed.,  788;  Duff  v.  Sterling  Pump  Co.,  C.  D.,  1888, 248;  28  O.  G.,  1622; 
107  U.  a,  686;  2  Sup.  Ct,  487;  27  L.  Ed.,  617;  WeUs  v.  Curtis,  sixth 
circuit,  C.  D.,  1896, 164;  74  O.  G.,  495;  66  Fed.  Rep.,  818;  18  C.  C.  A., 
494;  Ludington  Novelty  Co.  v.  Leonard,  119  Fed.  Rep.,  987.)  Thus 
restricted,  we  are  of  opinion  that  his  claim  disclosed  patoitable 
novelty  and  is  valid. 

2.  We  do  not,  however,  concur  in  the  view  of  the  court  below  that 
the  wire  fastener  above  described  as  being  manufactured  and  sold  by 
the  defendant,  and  which  is  the  only  one  of  the  def^idant^s  devices 
involved  under  the  present  appeal,  comes  within  the  range  of  equiva- 
lents, and  constitutes  an  infringement  of  D'Arcy's  device.  It  is  true 
that  this  device  of  the  defendant  consists,  as  does  D'Arcy's,  of  a  wire 
fastener  integrally  made,  bent  in  the  form  of  a  double  loop  with  three 
%rms  and  connecting  bases,  and  in  which  the  central  arm  is  clamped 
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more  or  less  completely  around  both  the  frame-wire  and  spring. 
However,  in  the  defendant's  fastener  the  end  arms  of  the  loop  are 
not  clamped  around  both  the  frame-wire  and  the  spring  as  in  D'Arcy's 
device,  but  around  the  frame-wire  alone;  and  in  the  defendant's 
fastener  the  spring  is  unbraced  only  by  the  curved  bases  of  the  loop 
and  thus  held  in  place  against  the  frame- wire,  while  in  D'Arcy's  de- 
vice the  engagement  of  the  spring  by  the  bases  of  the  loop  is  merely 
incidental.  The  function  of  holding  the  spring  against  the  frame- 
wire,  which  in  the  D'Arcy  patent  is,  in  effect,  performed  entirely  by 
ihe  clamping-arms,  is  thus,  in  the  defendant's  fastener,  performed 
by  the  curved  bases  of  the  loop,  which  are  not  used  primarily  as 
spacing  members  to  keep  the  points  of  connection  apart,  but  as  the 
substantial  infolding  members  of  the  spring  itself.  The  two  devices 
thus  show  substantially  different  functions  and  uses  of  both  the  end 
arms  and  bases  of  the  double  loop.  However,  for  the  reasons  above 
stated,  the  D'Arcy  device  cannot  be  held  to  cover  every  double-loop 
wire  fastener,  the  central  arm  of  which  is  used  as  a  clamping  member, 
without  regard  to  the  uses  and  functions  of  the  end  arm  and  bases  of 
the  loop  and  the  method  by  which  they  infold  the  spring  and  frame- 
wire,  but  must  be  limited  to  the  structure  shown  in  his  specifications 
and  drawings.  And  since  D^Arcy's  invention  is  not  of  a  broad  and 
primary  character  involving  entirely  new  mechanical  functions,  but 
is  a  secondary  improvement  marking  only  a  small  step  in  the  art,  and 
with  comparatively  small  meritoriousness  in  the  improvement,  the 
range  of  equivalents  is  correspondingly  narrow  and  the  doctrine  of 
equivalents  should  be  less  liberally  applied  in  his  favor.  (MUler  v. 
Eagle  Mfg.  Co.,  C.  D.,  18W,  147;  66  O.  Q.,  846;  161  U.  8.,  186;  14 
Sup.  Ct.,  810;  88  L.  Ed.,  121;  Bundy  Mfg.  Co.  v.  Detroit  Time 
Register  Co.y  sixth  circuit,  94  Fed.  Rep.,  525;  36  C.  C.  A.,  375;  King 
Axe  Co.  V.  Huhhard,  sixth  circuit,  97  Fed.  Rep.,  795 ;  88  C.  C.  A.,  423 ; 
Taber  v.  Meriden  Brittannia  Co.,  C.  C,  106  Fed.  Rep.,  88.)  Apply- 
ing this  rule  we  are  of  opinion  that  the  defendant's  device  is  not  a 
mere  colorable  departure  from  the  D'Arcy  device  coming  within  the 
range  of  permissible  equivalents,  but  involves  a  substantial  departure 
from  the  specific  structure  disclosed  in  the  D'Arcy  patent,  to  which 
alone  his  claim  is  valid,  and  hence  does  not  constitute  an  infringe- 
ment.   {Duff  V.  Sterling  Pump  Co.,  mipra.) 

8.  It  is  to  be  noted  that  this  is  not  an  appeal  from  a  preliminary 
injunction,  but  is,  as  above  stated,  an  appeal  from  an  interlocutory 
injunction  entered  at  a  hearing  on  pleadings  ancT  proofs,  leaving  only 
the  ascertainment  of  profits  and  damages  prq>aratory  to  a  final  de- 
cree. This  is  said  in  explanation  of  the  extended  consideration  we 
have  given  to  the  merits. 

That  part  of  the  decree  which  awards  an  injunction  m/ust  he  re- 
versed, and  the  cause  wiU  be  remitted  for  further  proceedings. 
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Wabben  Webster  ft  Co.  v.  C.  A.  Dunham  Co. 

Deolieg  September  19,  1910. 

(161  O.  Gh  681.) 

[Syllabus  by  tlie  Oonrt] 

!•  PATENTABiLiTr— New  Uob. 

The  application  of  an  old  machine  or  combination  to  a  new  nee  is  not  in 
itself  invention  or  the  sabject  of  a  patent.  If  the  relaticms  between  the  two 
naes  be  remote  and  if  the  use  of  the  old  device  produce  a  new  and  beneflcial 
result,  the  application  to  the  new  use  may  involve  the  exercise  of  the  in- 
ventive faculty  and  be  patentable;  but  it  is  only  when  the  new  use  is  so 
recondite  or  so  remote  f^m  that  to  which  the  old  device  has  been  applied 
or  for  which  it  was  evidently  conceived  that  its  application  to  the  new  use 
would  not  readily  occur  to  the  trained  mind  of  the  ordinary  medianic 
skilled  in  the  art,  seeking  to  devise  means  to  accomplish  the  desired  func- 
tion, that  its  conception  rises  to  the  dignity  of  invention. 

2. — SaICB— SlBAM-HSATIHa  Stbtbhs. 

The  combination  of  thermostatic  valves  with  the  return-pipes  or  the  con- 
nections between  the  return-pipes  and  the  radiators  of  suction  or  vacuum 
systems  of  steam-heating  such  as  are  disclosed  in  Letters  Patent  No.  286,069 
to  WUliameSk  Issued  April  4, 1882,  did  not  rise  to  the  dignity  of  an  invention, 
in  view  of  the  combination  of  such  valves  with  the  return-pipes  of  pressure 
steam-heating  systems  shown  in  Letters  Patent  No.  118,484  to  John  J.  Jor- 
dan, Issued  April  4,  1871;  and  Letters  Patent  No.  464,964  to  W.  E.  Hall* 
issued  June  80,  1891,  was  for  a  double  use,  and  the  patent  for  it  is  void. 

Mr.  Ernest  Howard  Hunter  for  the  appellant. 
Mr.  Robert  W.  Bardie  {Mr.  Edwin  N.  Farher^  Mr.  WtUiam  L. 
Readj  and  Mr.  Charles  A.  Munn  on  the  brief)  for  the  appellee. 

Before  Sanbobn  and  Adams,  Circuit  Judges,  and  Reed,  Distrid 

Judge. 
Sanbobn,  Cir.J.: 

This  case  involves  the  validity  of  Letters  Patent  Na  454,964,  issued 
June  80, 1891,  for  an  improvement  in  a  steam-heating  apparatus,  the 
single  claim  of  which  reads  in  this  way : 

In  a  steam-heating  system,  the  combination  with  a  steam-pipe  leading  from 
the  boiler,  a  radiating  system  connecting  with  the  steam-pipe,  and  a  return- 
pipe  connecting  with  the  lower  part  of  a  radiating  system,  of  a  thermostatic 
steam-trap  situated  in  the  connection  between  the  radiating  system  and  the 
return-pipe,  all  substantially  as  and  for  the  purpose  specified. 

Prior  to  1882  the  steam  in  a  steam-heating  system  was  forced  by 
the  engine  or  by  a  loaded  exhaust-pipe  through  the  supply-pipe,  the 
radiators  or  heating-coils,  and  the  return-pipe  into  the  open  air  or 
into  some  suitable  receptacle.  In  such  a  system  a  pressure  in  excess 
of  that  of  the  atmosphere  was  obviously  indispensable  to  its  opera- 
tion. Where  there  were  many  radiators  or  heating-coils  conmcted 
with  the  supply-pipe,  the  pressure  necessary  to  drive  the  steam  from 
many  of  them  at  the  same  time  caused  a  choking  and  back  pressure 
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in  the  return-pipe,  which  retarded  the  circulation  of  the  steam  and 
made  the  heating  of  the  various  radiators  difficult  and  expensive.  In 
order  to  remove  this  objection  Napoleon  W.  Williames  invented  a 
combination  with  an  unobstructed  exhaust-pipe  and  the  other  ele- 
ments of  this  system  of  a  pump  or  other  like  means  for  producing  a 
partial  vacuum  in  the  return-pipe  and  the  radiators  or  heating-coils 
connected  therewith,  by  means  of  which  the  water  of  condensation, 
the  steam,  and  air  were  drawn  or  sucked  out  of  the  return-pipe,  and 
Letters  Patent  No.  256,089  were  issued  to  him  for  this  invention  on 
April  4, 1882.  For  the  sake  of  brevity  the  apparatus  system  and  re- 
turn-pipe through  which  the  steam  is  forced  will  be  called  the  pres- 
sure and  that  in  which  it  is  drawn  by  the  partial  vacuum  the  suction 
apparatus  system  and  return-pipe.  The  essential  distinction  between 
the  systems  is  that  the  exhaust-pipe  is  unobstructed,  and  the  pump 
or  other  device  to  form  the  partial  vacuum  sucks  the  steam  through 
the  pipes  in  the  latter,  while  the  steam  is  forced  throu^  them  in  the 
former.  The  improvement  made  by  Hall  consisted  of  the  combina- 
tion of  a  thermostatic  steajn  trap  or  valve  placed  in  the  return-pipe, 
or  in  the  connection  between  the  radiators  and  the  return-pipe,  with 
the  other  elements  of  a  suction  system.  Without  this  valve  the 
suction  system  was  but  partially  successful,  because  the  steam  was 
short-circuited;  that  is,  an  excess  of  steam  was  drawn  through  the 
short  lines  of  pipe  and  an  insufficient  amount  from  the  long  lines, 
and  because  it  was  difficult  to  regulate  or  modulate  the  heat  in  the 
respective  radiators,  and  frequent  readjustments  of  their  valves  were 
necessary.  The  use  of  the  thermostatic  steam  trap  or  valve  remedied 
these  defects.  This  trap  placed  in  the  connection  between  each  radi- 
ator and  the  return-pipe  automatically  opened  and  discharged  the 
condensed  water  and  air  when  it  was  cool,  and  when  the  steam  was 
drawn  through  it,  and  it  was  again  heated,  it  closed,  and  prevented 
the  unnecessary  use  and  escape  of  the  steam,  the  heat  of  each  radiator 
was  readily  and  automatically  modulated,  and  the  suction  system 
with  this  improvement  became  exceptionally  successful  commer- 
cially, and  displaced  the  pressure  system  very  generally  in  hotels  and 
other  buildings,  where  many  radiators  were  heated  from  a  single 
supply-pipe. 

But  thermostatic  valves  were  old,  and  their  combination  with  the 
mechanical  elements  of  the  pressure  system  of  steam-heating  alter- 
nately and  automatically  to  release  the  water  of  condensation  and  to 
confine  the  steam  had  been  described  in  Letters  Patent  No.  118,484, 
issued  on  April  4,  1871,  to  J.  J.  Jordan,  and  was  well  known  to  me- 
chanics skilled  in  the  art  before  Hall  made  his  improvement. 

Counsel  for  the  complainant  concedes  that  if  the  patent  to  Hall  is 
sufficiently  broad  to  cover  the  combination  of  the  thermostatic  steam- 
trap  with  the  supply-pipe,  radiators,  and  return-pipe  of  a  pressure 

52746*— 11 33 
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system  of  steam-heating,  it  is  anticipated  by  previous  patents  and 
void ;  and  the  counsel  for  defendant  admit  that  if  the  patent  is  valid 
the  defendant  has  infringed  it.  So  the  case  presents  two  questions : 
Is  the  true  interpretation  of  the  patent  that  it  is  limited  to  the  com- 
bination of  the  thermostatic  valve  with  the  supply-pipe,  the  radiators 
or  heating-coils,  and  the  return-pipe  in  a  suction  or  vacuum  system, 
or  that  it  secures  by  its  terms  a  monopoly  of  that  combination  in  a 
pressure  system  also,  and  if  its  true  construction  be  that  it  is  limited 
to  the  protection  of  this  combination  in  a  suction  system  only,  was 
the  application  of  the  thermostatic  valve  shown  in  the  patented  de- 
scripti(ms  of  the  pressure  system  to  the  suction  system  the  exercise  of 
inventive  genius  or  the  skill  of  the  trained  mechanic  familiar  with  the 
art? 

While  the  patentee  did  not  restrict  his  monopoly  in  his  claim  to  the 
combination  of  the  thermostatic  valve  with  the  elements  of  the  suc- 
tion system,  his  statements  in  his  specification  strongly  indicate  that 
this  was  his  intention ;  and  conceding,  without  discussion,  that  he  ac- 
complished his  purpose,  let  us  consider  the  second  question. 

The  thermostatic  valve  performed  the  same  function  in  the  suction 
system  as  in  the  pressure  system.  It  automatically  discharged  the 
water  of  condensation,  the  air,  and  the  steam  when  it  was  cool,  and 
confined  the  steam  when  it  was  warm.  In  1871  Jordan  had  patented 
it,  and  had  described  its  combination  and  use  with  steam-heating 
pipes  to  discharge  the  water  of  condensation  and  prevent  the  escape 
of  steam.  A  patentee  who  has  plainly  described  and  claimed  his 
machine  or  combination  has  the  right  to  every  use  to  which  his  device 
can  be  applied,  and  to  every  way  in  which  it  can  be  utilized  to  per- 
form its  function,  whether  he  was  aware  of  these  uses  or  methods  of 
use  when  he  claimed  or  secured  his  monopoly  or  not.  (National  Hol- 
low Brake-Beam  Co.  v.  Interchangeable  Brake-Beam  Co,^  106  Fed. 
Rep.,  693;  45  C.  C.  A.,  544;  RoherU  v.  Ryer,  C.  D.,  1876,  439;  10 
O.  G.,  204;  91  U.  S.,  150;  23  L.  Ed.,  267;  MUler  v.  EagU  Manufactnr- 
ing  Co.,  C.  D.,  1894,  147;  66  O.  G.,  845;  151  U.  S.,  186;  14  Sup.  a., 
310;  38  L.  Ed.,  121;  Goshen  Sweeper  Co.  v.  BisseU  Carpet  Sweeper 
Co.,  72  Fed.  Rep.,  67;  19  C.  C.  A.,  13;  Frederick  R.  Stearns  <fe  Co.  v. 
Russell,  C.  D.,  1898,  541;  84  O.  G.,  1434;  85  Fed.  Rep.,  218:  29  C.  C. 
A.,  121;  Cary  Manufacturing  Co.  v.  Neal,  C.  C;  C.  D.,  1900,  235;  90 
O.  G.,  1950;  90  Fed.  Rep.,  725;  Tire  Co.  v.  Lozier,  C.  C,  90  Fed.  Rep., 
732;33C.  C.  A.,255.) 

But  counsel  argue  that  the  suction  system  was  unknown  when  Jor* 
dan  made  his  invention,  and  that,  while  he  secured  the  combination 
of  a  thermostatic  steam-trap  with  a  pressure  return-pipe.  Hall  se- 
cured the  new  combination  of  the  thermostatic  trap  with  the  suction 
return-pipe  in  1882.  The  answer  is  that  Jordan  secured  the  monop- 
oly of  every  use  of  the  steam-trap  and  return-pipe  which  he  dis- 
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closed,  until  Williames  in  1882  secured  a  monopoly  of  the  use  of  his 
new  ccxnbination  of  the  pump  or  similar  device  for  causing  a  partial 
vacuum  in  the  return-pipe  with  that  pipe,  the  radiators,  and  supply- 
pipe,  and  when  the  patent  of  Williames  expired  in  1899  Jordan  and, 
since  his  patent  had  also  expired,  all  others  then  acquired  the  right 
to  use  the  combination  of  the  thermostatic  steam-trap  with  the  suction 
system. 

The  improvement  made  by  Hall  consisted  of  the  application  of  the 
thermostatic  valve  of  the  return-pipe  of  the  pressure  system  to  the 
return-pipe  of  the  scution  system.  Counsel  argue  that  this  was  an 
invention,  because  it  did  not  suggest  itself  to  those  skilled  in  the  art 
for  eleven  years  after  Williames  made  his  invention,  while  the  results 
of  the  suction  system  were  unsatisfactory,  and  there  was  a  demand  for 
the  improvement  wrought  by  the  use  of  the  steam-trap  during  all  this 
time,  because  after  the  application  of  the  steam-trap  to  the  suction 
system  that  system  became  exceptionally  successful,  and  because  its 
application  prevented  back  pressure  and  short-circuiting,  and  enabled 
the  manufacturer  to  modulate  automatically  and  separately  the  heat 
of  each  radiator,  results  neither  attained  nor  foreseen  prior  to  this 
improvement.  These  arguments  are  persuasive.  They  have  been 
carefully  considered.  But  the  application  of  an  old  device  or  com- 
bination to  a  new  use  is  not  in  itself  an  invention,  or  capable  of  pro- 
tection by  a  patent  If  the  relation  between  the  two  uses  is  remote, 
and  the  old  device  or  combination  produced  a  new  result  by  virtue  of 
its  new  application,  that  application  may  constitute  invention. 
Where  a  machine  or  a  combination  is  discovered  in  a  remote  art, 
where  it  is  used  to  perform  a  different  function,  and  where  it  was  not 
designed  and  was  not  apparently  suitable  to  accomplish  the  thing 
desired,  the  application  of  it  with  proper  mechanical  adaptation  to  a 
new  use  is  often  the  result  of  the  exercise  of  the  inventive  faculty 
and  may  be  protected  by  patent.  But  the  thought  that  an  existing 
machine  or  combination,  discovered  in  the  same  art  or  one  nearly 
analogous  to  it,  designed  and  suitable  to  perform  a  similar  function, 
may  be  used  or  adopted  to  accomplish  the  desideratum,  is  not  the 
product  of  inventive  genius,  but  the  result  of  the  application  of  the 
skill  of  the  mechanic  to  the  subject  under  consideration.  It  is  only 
when  the  new  use  is  so  recondite  and  remote  from  that  to  which  the 
old  device  and  combination  has  been  applied,  or  for  which  it  was  con- 
ceived, that  its  application  would  not  occur. to  the  mind  of  the  ordi- 
nary mechanic  skilled  in  the  art,  seeking  to  devise  means  to  perform 
the  desired  function,  with  the  old  machine  or  combination  before  him, 
that  its  conception  may  rise  to  the  dignity  of  invention.  {Potts  v. 
Creager,  C.  D.,  1895, 143;  70  O.  G.,  494;  155  U.  S.,  597;  15  Sup.  Ct, 
194 ;  39  L.  Ed.,  275 ;  Hobbs  v.  Beach,  C.  D.,  1901,  311 ;  94  O.  G.,  2357 ; 
180  U.  S.,  383;  21  Sup.  Ct.,  409;  45  L.  Ed.,  586;  Adams  Electric  Ry. 
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Co.  V.  Lvndell  Ry.  Co.,  77  Fed.  Rep.,  432;  23  C.  C.  A.,  223,  237; 
National  Hollow  Brake-Ream  Co.  v.  Interchangeable  BraJce-Beam 
Co.,  106  Fed.  Bep.,  693;  46  C.  C.  A.,  544.) 

The  court  below  was  probably  of  the  opinion  that  a  mechanic  skilled 
in  the  art,  with  a  pressure  system  of  steam-heating  with  the  thermo- 
static valve  6i  Jordan  attached  to  its  return-pipe,  as  Jordan  said — 

for  effectually  draining  from  steam-heating  and  other  steam  pipes  tlie  water 
of  condensation  and  preventing  the  escape  of  steam. 

and  the  patent  of  Williames,  showing  the  combination  of  the  pump  or 
other  device  for  producing  a  partial  vacuum  in  the  return-pipe  with 
the  return-pipe  radiators  and  supply-pipe  of  a  heating  system,  as 
Williames  said,  to— 

perform  the  double  function  of  heating  the  building  without  back  pressure  to 
the  engine  and  reducing  the  normal  pressure  by  creating  a  partial  yacuum  in  the 
exhaust-pipe, 

before  him,  would  not  long  fail  to  think  that  thermostatic  valves  in 
the  return-pipes  of  suction  systems,  or  in  the  connections  between 
those  pipes  and  the  radiators,  would  be  very  likely  to  prevent  back 
pressure  and  short-circuiting,  and  to  modulate  automatically  the  heat 
of  the  radiators;  and  it  is  probably  for  this  reascm  that  the  court 
below  dismissed  the  bill.  A  review  of  the  evidence  has  failed  to 
convince  that  it  was  in  error.  The  thermostatic  valve  was  found  in 
the  same  art  in  combination  with  a  pressure  return-pipe  performing 
the  same  function  that  it  performs  in  combination  with  the  suction 
return-pipe  and  producing  results  similar  to  those  which  the  suction 
system  demanded.  Its  application  to  the  latter  system  failed  to  nse 
to  the  dignity  of  an  invention. 
The  decree  below  is  affirmed. 


[United  states  Circuit  Court  of  Appealu— Second  Circuit.] 

Ransome  Concbete  Machinery  Co.  v.  IjNrrED  Concbetb  Machik- 

ERY  C!o. 

Decided  March  7,  1910, 

161  O.  G.,  754. 

Patentability — Invention — Concblt&Miseb. 

The  Ransome  patent.  No.  814,S03,  for  a  concrete-mixing  machine  con- 
sisting of  a  batch-mixing  drum,  in  view  of  the  prior  Bums  patent,  No. 
661,847,  for  an  apparatus  for  mixing  tea  "  and  other  material,**  even  con- 
ceding that  the  Bums  patent  applies  only  to  mixers  of  dry  and  non-sol idtfy- 
ing  materials,  is  void  for  lack  of  patentable  invention,  being  a  mere  adapta- 
tion to  a  double  use,  requiring  only  mechanical  skilL 

Mr.  Stephen  J.  Cox  for  the  appellant 

Mr.  Edward  S.  Beach  for  the  appellee.         ^  OoOQle 

Before  Laoombe,  Ward,  and  Noyes,  Circuit  Judgea 
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Notes,  Cir.  J.: 
This  is  a  suit  to  restrain  the  alleged  infringement  of  Letters  Patent 

No.  814,803,  issued  to  Ernest  Leslie  Ransome  on  March  13,  1906,  for 

an  improvement  in  concrete-mixing  machines,  and  assigned  to  the 

complainant. 
The  patentee  states  at  the  commencement  of  his  specifications: 
My  invention  relates  to  that  type  of  mizen  known  as  "  iMitch-mizers,**  in 

which  the  material  to  be  mixed  is  placed  into  the  mixer  a  batch  or  charge  at 

a  time,  and  is  in  like  manner  discharged  when  mixed. 

^^  Batch-mixers  "  are  to  be  distinguished  from  ^  continuous  mixers.*^ 
The  latter  are  long  cylindrical  devices  which  receive  materials  and 
discharge  them  when  mixed  as  a  continuous  operation.  They  are 
said  to  be  less  effective  than  ^  batch-mixers  '^  in  mixing  the  material 
and  to  be  subject  to  other  objections. 

Broadly  speaking,  the  structure  of  the  patent  consists  of  a  revoluble 
drum  with  openings  at  both  ends,  blades  or  flanges  within  the  drum 
secured  to  its  inside  periphery,  and  a  discharging-chute.  The  ma- 
terials for  making  concrete— cement,  sand,  stones,  and  water — are 
put  into  the  drum  through  the  inlet  or  charging  opening.  The  drum 
is  then  rotated.  The  flanges  both  mix  and  elevate  the  material,  and 
at  the  same  time  move  it  toward  the  discharge  end.  When  the  mix- 
ing operation  is  completed,  the  materials  are  discharged  through  the 
chute. 

The  especial  feature  of  the  patent  is  undoubtedly  the  construction 
and  arrangement  of  the  flanges.  One  set  of  flanges  is  set  diagonally 
across  the  inside  of  the  drum,  so  as  to  form  lifting-pockets  at  the  dis- 
charge end.  Another  set  runs  across  the  first  set  in  the  opposite 
direction.  By  this  arrangement  the  material  is  moved  back  and 
forth — lifted  and  thrown  back — from  one  end  of  the  drum  to  the 
other,  and  finally  is  elevated  and  dumped  into  the  chute,  which  is 
adjusted  to  receive  and  discharge  it  at  the  outlet-opening  of  the  drum. 
The  patentee  in  the  patent  says  of  this  arrangement  of  flanges  and 
their  operation : 

To  the  inner  surface  of  the  drum,  A,  is  fastened  a  plurality  of  shelves  or 
flanges,  B,  fhe  distinguishing  feature  of  which  is  that  they  are  placed  athwart 
the  width  of  the  mixer  in  such  a  manner  as  not  only  to  cause  the  mixing  of 
material  that  comes  within  their  sphere  of  influence  when  the  mixer  is  revolv- 
ing, but  to  move  such  material  toward  the  discharge  end  of  the  mixer,  and 
also  to  carry  said  material  up  and  discharge  it  at  such  a  height  that  when  the 
chute,  C,  is  placed  in  the  required  position,  the  mixture  to  be  discharged  from 
the  machine  falls  therein.  These  shelves  or  flanges  may  be  of  any  desired  num- 
ber or  sise. 

And  later  he  further  says: 

When  the  mixer  is  fully  charged  and  the  drum  is  in  motion,  the  material  is 
glvoi  a  constant  movement  over  and  down  the  inner  surface  of  the  drum,  and 
down  from  the  heights  to  which  some  of  said  material  is  carried  by  the  shelves 
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or  flangeB,  and  in  addition  to  the  described  movements  the  material  is  moYed 
by  the  plurality  of  shelves  or  flanges  back  and  forth  the  width  of  the  mixer, 
whereby  the  material  is  moved  in  a  number  of  directions  to  obtain  movements 
which  are  of  great  advantage  in  securing  an  Intimate  commingling  of  the  ma- 
terials. 

The  claims  of  the  patent  which  it  is  contended  that  the  defendant 
infringes  are  Nos.  2,  3,  5,  and  7,  which  read  as  follows: 

2.  A  mixer  having  a  revoluble  drum  adapted  to  receive  material  at  one  end 
and  discharge  it  at  the  other,  the  drum  having  a  centrally-oriflced  head  at  the 
discharge  end,  a  shelf  secured  within  the  drum  and  extending  along  the  Inner 
side  thereof  diagonally  with  respect  to  the  axis  of  the  drum,  the  discharge  end 
of  the  shelf  extending  to  the  head  at  the  discharge  end  of  the  drum  and  form- 
ing a  podcet  in  connection  therewith,  an  additional  shelf  secured  within  the 
drum  and  extending  diagonally  of  the  axis  thereof  across  the  first-named  shelf, 
and  a  means  extending  through  the  said  orifice  In  the  discharge-head  of  the 
drum,  for  carrying  off  the  material  from  the  drum. 

3.  A  mixing  apparatus  having  a  revoluble  drum,  adapted  to  receive  the  ma- 
terial at  one  end  and  discharge  it  at  the  other  end,  a  Ufting-shelf  secured  to  the 
drum  against  the  inner  side  thereof,  the  shelf  extending  diagonally  with  re- 
spect to  the  axis  of  the  drum  for  the  major  portion  of  the  length  of  the  shelf, 
and  said  major  portion  of  the  length  of  the  shelf  being  relatively  straight,  and 
the  shelf  terminating  at  the  discharge  end  of  the  drum  In  an  offset  portion, 
the  concave  side  of  which  fkces  the  direction  of  the  revolution  of  the  drum, 
whereby  to  form  a  lifting-poclcet 

6.  A  mixing  apparatus  having  a  revoluble  drum  adapted  to  receive  the  ma- 
terial at  one  end  and  discharge  it  at  the  other  end,  a  shelf  secured  in  the  drum 
against  the  inner  side  thereof,  the  shelf  extending  diagonally  with  respect  to 
the  axis  of  the  drum  for  the  major  portion  of  the  length  of  the  shelf,  and  the 
shelf  terminating  at  the  discharge  end  of  the  drum  in  an  offset  portion,  the  con- 
cave side  of  which  faces  the  direction  of  revolution  of  the  drum,  whereby  to 
form  a  pocket,  and  an  additional  shelf  secured  in  the  drum  and  extending 
diagonally  of  the  axis  thereof  across  the  first-named  shelf. 

7.  A  machine  of  the  class  described,  having  a  revoluble  hollow  member  pro- 
vided at  its  discharge  end  with  a  head,  a  plurality  of  shelves  secured  to  the 
Inside  of  the  member  and  having  offset  ends  disposed  relatively  to  said  head  to 
form  a  series  of  lifting-pockets  adjacent  to  the  discharge  end  of  the  revoluble 
member,  and  other  shelves  extending  across  the  first-named  shelves. 

The  defenses  are: 

(1)  Invalidity. 

(2)  Non-infringement. 

At  the  outset  it  is  desirable  to  simplify  the  issues.  Consideration 
of  the  question  of  infringement  may  be  postponed  until  after  the 
determination  of  validity.  If  the  patent  is  invalid,  other  questions 
are  immaterial.  So,  while  prior  patents  and  uses  are  set  up  to 
negative  novelty,  we  may  well  consider  them  in  the  first  place  as 
showing  the  state  of  the  prior  art.  It  will  not  be  worth  while  to 
carefully  differentiate  between  structures,  if  the  differences  claimed 
to  exist  involve  no  invention.  As  want  of  invention  in  view  of  a 
prior  device  may  defeat  a  patent  which  is  not  anticipated  by  it,  the 
question  of  invention  should  receive  primary  consideration.    Simi- 
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larly  we  should  select  at  the  outset  the  defendant's  best  reference  in 
the  prior  art.  It  is  unnecessary  to  go  over  the  whole  field,  if  one 
patent  advances  more  than  all  others  toward  the  patent  in  suit 

Now  it  is  unquestionable  that  the  patent  granted  to  Robert  Burns 
on  November  13, 1900,  (No.  661,847,)  for  an  "  improvement  in  appa- 
ratus for  mixing  tea  and  other  material,"  if  for  an  analogous  pur- 
pose, is  the  nearest  approach  to  the  present  patent.  Before  examin- 
ing it  in  detail,  however,  we  must  consider  the  preliminary  inquiry 
whether  the  apparatus  covered  by  it  is  for  a  purpose  analogous  to 
that  of  the  Ransome  device. 

The  objection  of  non-analogy  proceeds  upon  the  assumption  that 
the  Burns  patent  is  for  a  tea-mixer  and  the  Ransome  patent  for  a 
concrete-mixer.  As  the  complainant  well  points  out,  tea  and  con- 
crete are  widely-different  materials  to  be  operated  upon  by  mixing 
apparatus.  Tea  is  dry,  light,  and  non-adhesive.  Its  component 
granules  are  of  uniform  size  and  weight  and  of  the  same  nature.  A 
tea  mixture  is  still  tea.  Time  is  not  an  element  in  tea-mixing.  De- 
lays are  immaterial.  Concrete,  on  the  other  hand,  is  a  mixture  of 
different  materials  constantly  tending  to  solidify  into  a  stone-like 
substance.  It  is  wet,  heavy,  and  adhesive.  The  length  of  time  re- 
quired to  mix  it  is  most  material.  Indeed,  the  operation  of  mixing 
concrete  is  to  some  extent  a  race  against  its  tendency  to  solidify. 

If,  then,  the  assumption  be  well  founded  that  the  Bums  mixer  is 
exclusively  for  tea  and  the  Ransome  mixer  exclusively  for  concrete, 
the  marked  differences  in  the  material  operated  upon  may  possibly 
afford  ground  for  the  contention  that,  if  Ransome  employs  the  Bums 
apparatus,  he  uses  it  for  a  new  and  non-analogous  purpose.  But  the 
assumption  is  not  well  founded.  The  Bums  patent,  as  we  have  seen, 
is  for  appar§itus  for  mixing  tea  '^  and  other  material."  And  in  the 
body  of  his  specifications  Bums  speaks  of  the  use  of  the  mixer  upon 
other  materials  than  tea : 

In  working  such  tender  material  as  tea-leaves,  it  has  been  found  advisable  to 
liave  a  less  twist  than  can  be  employed  for  coffee  or  lllce  material. 

Moreover,  the  testimony  is  that  Burns  mixers — upon  which  his  last 
patent  was  really  an  improvement — had  been  employed  for  mixing 
many  materials  other  than  tea  and  coffee,  including  sand.  Similarly, 
while  the  patentee  in  the  patent  in  suit  says  at  the  beginning  that  he 
has  invented  an  improvement  in  "concrete-mixing  machines,"  the 
word  "  concrete  "  does  not  again  appear  in  the  patent.  "  Material " 
only  is  spoken  of.  In  view  of  the  language  of  the  patent,  we  cannot 
say  that  the  Bums  apparatus  is  exclusively  a  tea-mixer.  Nor  are  we 
certain  that  the  patent  in  suit  should  be  treated  as  exclusively  for  a 
concrete-mixer.  Both  devices  are  mixers.  'Their  purpose  is  to  mix 
materials.    Changing  materials  does  not  change  their  purpose. 
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If,  then,  we  treat  the  Bums  patent  as  being  broad  enough  to  cover 
apparatus  for  mixing  any  materials,  the  question  of  analogous  use 
does  not  arise.  The  mixer  of  that  patent  would  be  used  for  the 
purposes  covered  by  it  as  well  when  employed  to  mix  concrete  as 
when  used  to  mix  tea.  The  only  questions  then  arising  would  be 
whether  the  Ransome  apparatus  w  the  same  as  the  Bums  apparatus, 
and,  if  differences  exist,  whether  they  are  of  a  nature  involving 
invention. 

But,  while  we  are  inclined  to  think  that  the  Bums  patent  is  broad 
enough  to  cover  the  use  of  the  apparatus  described  in  it  for  mixing 
all  materials,  including  concrete,  it  is  unnecessary  for  the  purposes 
of  this  case  that  we  should  so  rule.  While,  in  view  of  the  language 
of  the  patent,  we  cannot  assume  that  it  covers  tea-mixers  alone,  we 
shall  assume,  for  the  purposes  of  this  discussion,  that  it  applies  only 
to  mixers  designed  to  commingle  dry  and  non-solidifying  materials. 
The  question,  then,  is  wh^her  its  use  for  mixing  wet  and  solidifying 
materials  is  for  a  new  and  non-analogous  purpose.  And  this  resolves 
itself  into  the  inquiry  whether,  in  case  the  Bums  mixer  were  used 
for  mixing  concrete,  it  would  operate  in  substantially  the  same  man- 
ner to  accomplish  substantially  the  same  results  as  when  used  upon 
dry  material.  We  think  that  it  would.  Notwithstanding  the  difficulties 
involved  in  mixing  concrete,  we  are  satisfied  that  the  Bums  mixer 
would  act  upon  the  required  materials  in  the  same  way  as  upon 
other  materials.  The  apparatus  shown  in  the  Bums  patent,  with 
all  its  appendages,  is  undoubtedly  better  adapted  to  mix  a  light,  dry 
material  than  concrete;  but  we  have  no  doubt  that  it  would  mix  and 
discharge  the  one  in  the  same  manner  that  it  would  mix  and  dis- 
charge the  other,  and  with  quite  similar  results. 

For  these  reasons  we  think  the  use  of  the  Bums  apparatus  for  the 
purpose  of  mixing  concrete  at  the  utmost  only  a  double  use,  not  in- 
volving invention.  It  is  rather  a  case  of  changing  the  materials  to 
be  operated  upon  than  of  changing  the  method  of  operation.  Indeed, 
it  seems  about  as  clear  a  case  of  double  use  as  is  shown  in  the  well- 
known  illustrations  given  by  the  Supreme  Court  in  PotU  v.  Criager^ 
(C.  D.,  1896, 143;  70  O.  G.,  494;  166  U.  S.,  697;  16  Sup.  Ct,  194, 198; 
89  I>.  Ed.,  276:) 

If,  for  example,  a  person  were  to  take  a  coffee-mill  and  patent  it  as  a  mill 
for  grinding  spices,  the  double  use  would  be  too  manifest  for  serious  argument 
So,  too,  this  Court  has  denied  invention  to  one  who  applied  the  principles  of 
the  ice-cream  freezer  to  the  preservation  of  fish.  {Brown  v.  Piper ^  C.  D.,  187C 
404 ;  10  O.  G.,  417 ;  dl  U.  S.,  37 ;  23  L.  Ed.,  200.) 

See,  also,  Mast  v.  Stover,  (C.  D.,  1900,  286;  91  O.  G.,  1289;  177 
U.  S.,  486;  20  Sup.  Ct,  708;  44  L.  Ed.,  866.) 

We  come  now  to  the  more  difficult  question  whether  Ransome  has 
in  fact  used  the  Burns  apparatus.    In  examining  this  question  it  is 
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only  necessary  to  compare  the  essential  features  of  the  apparatus. 
This  may  be  done  as  follows: 

Patent  in  9uit,  Bumi  patent, 

<1)  Revoluble  drmn.  (1)  Revoluble  drum. 

(2)  Inlet.      )  Separate;  one  on  each  (2)  I  Inlet  and  outlet ;  opening  on  one 

(3)  Outlet.   I       side  of  drum.  (3)  j      side  of  drum  only. 

(4)  Discharge-chute.  (4)  Discharge-chute;    also    used    for 

charging. 

(5)  Lifting-flanges   and   cross-flanges.  (5)  Lifting-flanges   and   cross-flanges. 

(6)  Flanges  may  be  of  any  desired  (6)  Flanges  can  be  given  any  suitable 

number  or  size.  twist  or  pitch. 

(7)  Flanges  so  placed  as  not  only  to  (7)  An   incline  leading  from   flanges 

cause  mixing  of  material,  but  to  discharge-chute, 
to  move  it  toward  discharge  end 
of   mixer   and    into   discharge- 
chute. 

(8)  Discharge-chute  can  be  adjusted  (8)  Chute  can  be  adjusted  to  act  as 

to  act  as  practical  closure  for  closure  for  opening  to  prevent 

outlet  end  to  prevent  splashing  escape  of  materials. 


out.     Doors  at  both  ends  for 
same  purpose. 


(9)  Roof-shaped  spreader. 


It  is  evident  from  this  comparison  that  the  apparatus  of  the  patent 
in  suit  contains  most  of  the  broad  features  of  the  Bums  structure. 
Indeed,  this  is  not  seriously  disputed  by  the  complainant;  the  only 
difference  which  it  points  out  being  the  following: 

(1)  The  Burns  drum  is  not  open  at  both  ends,  as  is  the  apparatus 
of  the  patent 

(2)  The  interior  of  the  Burns  drum  is  provided  with  a  roof-shaped 
spreader.    The  structure  of  the  patent  has  no  spreader. 

(3)  It  is  contended  that  the  flanges  shown  in  the  Bums  patent  are 
so  arranged  as  to  form  "  neutral  zones,"  which  fail  to  properly  com- 
mingle the  material.  The  apparatus  of  the  patent  in  suit  is  said  to 
possess  no  such  "  neutral  zones." 

The  difference  between  the  openings  of  the  two  mixers  constitutes, 
in  our  opinion,  the  most  important  distinction  between  them.  In 
the  Burns  mixer,  as  already  pointed  out,  the  inlet  and  outlet  are  at 
the  same  end  of  the  drum,  and  a  single  chute  serves  for  charging  and 
discharging.  The  materials  to  be  mixed  are  fed  into  the  drum 
through  the  chute.  The  chute  is  then  adjusted  to  close  the  opening, 
and  the  mixing  operation  goes  on.  When  the  materials  are  mixed, 
the  chute  is  swung  inside  the  drum,  and  receives  and  discharges  the 
materials.  In  the  Ransome  mixer,  as  we  have  also  seen,  the  drum  has 
openings  in  both  ends.  The  materials  are 'put  in  through  the  inlet 
or  charging  opening.  The  openings  in  the  drum  are  closed ;  the  chute 
at  the  discharging  end  being  swung  to  so  as  to  practically  ^aecgi^lish 
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such  closure  at  that  end.  The  mixing  operation  then  goes  on.  When 
it  is  completed,  the  discharge-chute  is  swung  inside  the  drum,  and 
receives  and  discharges  the  mixed  materials. 

But,  while  this'difference  in  the  construction  and  operation  of  the 
two  mixers  thus  exists,  it  is  by  no  means  dear  that  it  required  in- 
vention to  modify  the  Bums  mixer,  so  that  it  could  be  charged  and 
discharged  at  opposite  ends  of  the  drum.  The  only  thing  necessary 
to  be  done  was  to  take  off  the  plate  at  the  rear  end  of  the  drum,  which 
was  either  bolted  in  place  or  connected  with  a  flue,  and  feed  the  mixer 
through  the  opening  thus  obtained.  Mechanical  skill  would  seem  to 
have  been  quite  sufficient  to  accomplish  tins  result.  Moreover,  it  can 
hardly  be  said  that  invention  would  have  been  required  to  make  an 
entirely  new  opening  in  the  rear  end  of  the  drum.  Mixers  which 
received  the  materials  at  one  end  and  discharged  them  mixed  at  the 
opposite  end  were  old  in  the  art  at  the  time  when  the  Bums  patent 
was  granted.  Indeed,  that  form  of  construction  seems  to  have  been 
much  mo^e  commonly  used  than  the  Burns  form. 

The  advantage  of  an  opening  at  each  end  of  the  drum  is  rapidity 
in  operation.  There  is  nothing  in  the  testimony  to  show  that  there 
is  any  functional  advantage,  or  that — ^assuming  equal  rapidity  and 
the  elimination  of  the  shed  and  ^^  neutral  zones  "  to  which  we  have 
referred — the  Bums  mixer  would  not  mix  concrete  as  well  as  the 
Ransome  mixer.  We  present,  then,  to  a  skilled  mechanic  the  prob- 
lem of  increasing  the  rapidity  of  the  operation  of  the  Bums  mixer, 
so  as  to  mix  concrete  materials  in  the  face  of  their  tendency  to  solidify. 
He  knows  that  old  concrete-mixers  received  the  materials  at  one  end 
and  discharged  at  the  opposite  end.  He  appreciates  the  delay  caused 
by  adjusting  a  single  diute  to  both  receive  and  discharge  materials. 
While  we  recognize  the  difficulty  of  drawing  a  line  between  mechan- 
ical skill  and  invention,  we  think  that  the  former  should  have  been 
sufficient  to  teach  this  person  skilled  in  the  art  to  eliminate  the  double 
use  of  the  one  chute  and  to  duplicate  it  at  the  opposite  end — to  go 
back  to  the  old  method  of  having  separate  inlet  and  outlet 

The  next  difference  between  the  Bums  mixer  and  that  of  the 
patent  in  suit  which  the  complainant  points  out  is  the  roof-shaped 
spreader,  which  appears  in  the  former,  but  not  in  the  latter.  Burns 
says  this  of  the  spreader  in  his  patent : 

In  the  drum  is  shown  a  stationary  flange,  or,  as  it  might  be  caUed,  a  "  roof- 
shaped  spreader/*  «.  This  flange,  «,  is  serviceable,  since  it  tends  to  spread  or 
scatter  material  falling  from  the  upper  part  of  the  drum,  whereby  the  mixing 
or  blending  is  aided.  This  flange,  i,  also  breaks  the  fkll  of  material  between 
the  uiH^er  and  lower  portions  of  the  drum.  Such  breaking  of  the  ttM  is  of 
advantage,  for  example,  in  the  blending  of  tea-leaves,  since  it  is  desirous  to  have 
the  leaves  injured  or  broken  as  little  as  possible. 

It  is  clear  from  the  testimony  that  the  spreader  is  especially  de- 
signed to  break  the  fall  of  delicate  materials  like'M."^  It  might  also 
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cause  a  more  thorough  mixture  of  certain  other  materials.  But  it  is 
not  useful  in  mixing  concrete  as  the  different  kinds  of  material  in 
(spreading  would  tend  to  segregate.  The  spreader,  however,  is  merely 
an  adjunct  or  appendage  to  the  mixer,  and  only  mechanical  skill 
would  be  required  to  omit  it.  Indeed,  the  testimony  shows  that  Bums 
himself  did  not  include  the  spreader  when  making  mixers  for  certain 
materials. 

The  final  difference  which  the  complainant  contends  exists  between 
the  Bums  apparatus  and  that  of  the  patent  in  suit  lies  in  the  crea- 
tion of  certain  ^'  neutral  zones  "  in  the  former.  These  zones  are  said 
to  be  created  by  the  following  construction :  In  the  drawings  of  the 
Burns  patent  each  pair  of  flanges  which  extend  convergingly  from 
the  rear  end  of  the  drum  toward  the  front  end  after  meeting  extend 
to  the  front  plate  in  lines  parallel  to  the  axis  of  the  drum  and  make 
lifting-pockets.  These  pockets  are  said  to  constitute  '^  neutral  zones '' 
and  to  be  objectionable.    The  patentee  says  in  his  testimony: 

Owing  to  the  fact  that  the  lifting-pockets  are  parallel  to  the  axis  of  the  drum, 
an  internal  zone  is  created  for  a  portion  of  the  way  across  the  dnini  that  is  not 
affected  directly  by  the  commingllng-blades.  Aa  a  consequence,  in  mixing 
the  material  is  carried  by  these  lifting-pockets  and  dropped,  falls  again  upon 
the  zone  of  the  pockets,  and  is  not,  in  my  judgment,  properly  commingled  with 
the  matter  in  the  other  parts  of  the  drum. 

It  may  well  be  doubted  wh^her  the  difficulty  which  the  patentee 
points  out  would  arise  to  any  considerable  extent  in  the  actual  opera- 
tion of  the  Bums  mixer,  even  if  constructed  precisely  in  accordance 
with  the  drawings  of  the  patent.  It  would  seem  that,  when  the  ma- 
terial falls  from  the  lifting-pockets,  it  vould  strike  other  material 
at  the  bottom  and  tend  to  move  toward  the  rear  of  the  drum.  But, 
however  that  may  be,  there  is  nothing  in  the  Bums  patent  to  confine 
it  to  the  precise  arrangement  of  the  crossover-blades  shown  in  the 
drawings.  And,  if  it  were  confined  to  such  particular  arrangement, 
a  rearrangement  of  them  to  obviate  the  defects  of  ^^  neutral  zones  " 
would  require  no  more  than  mechanical  skill.  Furthermore,  it  is  by 
no  means  clear  that  the  structure  shown  in  the  drawings  of  the  Ran^ 
some  patent  is  wholly  free  from  ^^  neutral  zones."  It  does  not  appear 
that  all  the  lifting-pockets  shown  are  affected  directly  by  the  com- 
mingling-blades. 

Therefore,  while  we  appreciate  the  usefulness  of  that  which  the 
patentee  has  accomplished,  we  are  constrained  to  hold  that  the  differ- 
ences between  the  apparatus  of  the  patent  in  suit  and  that  of  the 
Burns  patent  do  not  involve  invention,  and,  consequently,  that  the 
former  patent  is  invalid. 

TJie  decree  of  the  circuit  court  is  reversed^  with  costi^  and  the  cause 
remanded^  with  instructions  to  dismiss  the  biU  with  costs.        . 

uigiiizea  oy  "V-j  v_) O St  I V^ 
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Cauqa  V,  Inter  Ocean  Newspaper  Compant. 

Decided  November  29,  1909, 
160  O.  Q.,  828;  215  U.  S.,  182. 

1.  OOTTBIOHTB — COMMON  LaW  AND  STATXJTOBT  COPTBIOHT. 

At  common  law  the  exclusive  right  to  copy  existed  in  the  author  until  he 
permitted  general  publication.  The  statute  created  a  new  property  right 
giving  to  the  author  after  publication  the  exclusive  right  to  multiply  copies 
for  a  limited  period. 

2.  Same — Validity— Double  Coptbightino. 

But  a  single  valid  copyright  can  be  obtained  for  the  same  subject-matter, 
and  where  an  artist  after  depositing  In  the  prescribed  office  a  photograph 
of  a  painting,  accompanied  by  a  description  thereof,  deposits  another 
photograph  of  the  painting,  accompanied  by  a  different  description,  the 
second  copyright  is  void. 

Mr.  Otto  B.  Bamett  for  the  plaintiff  in  error. 
Mr.  Jame»  J.  Barbour  and  Mr.  Clarence  A.  Knight  for  the  defend- 
ant in  error. 

Mr.  L.  L.  Cohurn  and  Mr.  Josiah  McBoherti  for  certain  outside 
parties  by  leave. 

Mr.  Justice  Day  delivered  the  opinion  of  the  Court. 

The  plaintiff  in  error^  also  plaintiff  below,  brought  an  action  in 
the  Circuit  Court  of  the  United  States  for  the  Northern  District  of 
Illinois  to  recover  damages  under  section  4965  of  the  Revised  Statutes 
of  the  United  States,  because  of  the  publication  by  the  defendant  of 
more  than  one  thousand  copies  of  a  newspaper  containing  a  picture 
of  a  painting,  copyrighted  by  the  plaintiff.  The  plaintiff  alleged 
that  he  had  in  all  respects  complied  with  the  Revised  Statutes  of  the 
United  States  by  causing  to  be  deposited,  on  or  about  the  5th  day  of 
November,  1901,  a  photograph  and  a  description  of  the  painting  for 
the  purpose  of  having  it  copyrighted,  which  deposit  was  before  publi- 
cation of  the  same  in  the  United  States  or  in  any  foreign  country. 
By  reason  of  the  premises  and  the  compliance  with  the  statutes  of 
the  United  States  the  plaintiff  claimed  to  be  entitled  to  a  copyright 
for  the  painting  for  the  term  of  twenty-eight  years  from  and  after 
the  recording  of  the  title  thereof  by  the  Librarian  of  Congress  on 
November  7,  1901. 

There  were  other  allegations,  and  proofs  tending  to  show  a  publi- 
cation of  a  copy  of  the  photograph  in  the  newspaper  of  the  defendant 
company.  In  the  course  of  the  trial  it  appeared  ^at  the  plaintiff  had 
deposited  a  description  and  photograph  of  the  same  painting  with  the 
Librarian  of  Congress  on  October  7, 1901,  for  the  purpose  of  securing 
a  copyright.  The  trial  court  charged  the  jury,  as  a  matter  of.  law, 
that  the  plaintiff  had  brought  his  suit  upon  the  wrong  copyri^t,  and 
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therefore  directed  a  verdict  in  favor  of  the  defendant.  Upon  writ  of 
error  the  Circuit  Court  of  Appeals  for  the  Seventh  Circuit  affirmed 
this  judgment  ( 157  Fed.  Bep.,  186.)  The  case  is  now  here  for  review. 
The  photographs  filed  upon  the  two  applications  for  a  copyright  are 
identical.  Nor  is  any  sutetantial  change  in  the  painting  shown ;  the 
copyrights  undertaken  to  be  secured  were,  therefore,  upon  the  same 
painting.  The  difference  is  that  in  the  copyright  sued  upon,  that  of 
November  7,  1901,  the  title  and  description  are : 

Tbe  Guardian  AngeL  Portrait  of  a  young  girl  sitting,  hair  arranged  tmoothly 
over  the  ears,  hair  parted  in  the  middle.  Her  guardian  angel  stands  behind  her, 
one  hand  resting  on  her  left  shoulder,  the  other  on  her  right  arm. 

The  description  accompanying  the  application  for  the  copyright  of 
October  7,  1901,  is: 

Maidenhood ;  a  young  girl  seated  beside  a  window ;  an  angel  stands  behind 
her. 

The  question  in  this  case  is :  Is  the  second  attempt  to  copyright  valid 
and  effectual,  or  was  the  court  right  in  charging  in  substance  that  it 
was  void  and  of  no  effect! 

We  have  had  such  recent  and  frequent  occasions  to  consider  the 
nature  and  extent  of  the  copyright  laws  of  the  United  States,  as  the 
same  were  before  the  recent  revision,  which  took  effect  July  1,  1909, 
that  it  is  unnecessary  to  enter  into  any  extended  discussion  of  the 
subject  now.  {Bobbs-MerriU  Co,  v.  Strauss^  210  U.  S.,  839;  White- 
Smith  Mime  Pub.  Co.  v.  Apollo  Company^  C.  D.,  1908, 562 ;  133  O.  G., 
762 ;  209  U.  S.,  1 ;  American  Tobacco  Company  v.  Werckm>eister^  C.  D., 
1908,  671;  133  O.  G.,  1433;  207  U.  S.,  284;  Bong  v.  CampbeU  Art 
Co.,  C.  D.,  1909,  530;  144  O.  G.,  277;  214  U.  S.,  236.)  In  these  cases 
the  previous  cases  in  this  Court  were  cited  and  reviewed. 

As  a  result  of  the  decisions  of  this  Court  certain  general  proposi- 
tions may  be  affirmed.  Statutory  copyright  is  not  to  be  confounded 
with  the  common-law  right.  At  common  law  the  exclusive  right  to 
copy  existed  in  the  author  until  he  permitted  a  general  publication. 
Thus,  when  a  book  was  published  in  print,  the  owner's  common-law 
right  was  lost  At  common  law  an  author  had  a  property  in  his 
manuscript,  and  might  have  an  action  against  any  one  who  under- 
took to  publish  it  without  authority.  The  statute  created  a  new 
propeity  right,  giving  to  the  author,  after  publication,  the  exclusive 
right  to  multiply  copies  for  a  limited  period.  This  statutory  right 
is  obtained  in  a  certain  way  and  by  the  performance  of  certain  acts 
which  the  statute  points  out.  That  is,  the  author  having  complied 
with  the  statute  and  given  up  his  common-law  right  of  exclusive 
duplication  prior  to  general  publication,  obtained  by  the  method 
pointed  out  in  the  statute  an  exclusive  right  to  multiply  copies  and 
publish  the  same  for  the  term  of  years  named  in  the  statute.  Con- 
gress did  not  sanction  an  existing  right;  it  created  a  new  one. 
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{W?ieatan  v.  Peters,  8  Pet.,  691,  661.)  Those  violating  the  statutory 
rights  of  the  author  or  proprietor  are  subject  to  certain  penalties, 
and  to  the  payment  of  certain  damages,  as  is  provided  in  the  statute. 

Section  4952  of  the  Revised  Statutes  as  amended  in  1891,  (3  Comp. 
Stat.,  3406,)  provides  that  the  proprietor  of  any  painting,  upon  com- 
pliance with  the  provisions  of  the  Copyright  Act,  has  the  sole  right, 
of  publishing,  copying,  and  vending  the  same.  By  section  4953  we 
find  that  this  right  exists  for  the  period  of  twenty-eight  years  from 
the  recording  of  the  title  of  the  copyright,  with  a  right  to  certain 
extensions  after  the  expiration  of  the  twenty-eight  years,  as  pro- 
vided in  section  4954.  In  section  4956  we  find  that  a  copyright  is 
secured  by  depositing,  on  or  before  the  day  of  publication,  in  this  or 
any  foreign  country,  in  case  of  a  painting,  a  photograph  of  the 
painting,  accompanied  by  a  description  thereof.  There  is  absolutely 
no  provision  in  the  statutes  for  a  second  filing  of  the  photograph  or 
description,  nor  is  there  any  provision  as  to  filing  any  amendments 
thereto,  and  as  the  matter  is  wholly  the  subject  of  statutory  regula- 
tion, we  are  at  a  loss  to  perceive  by  what  authority  any  second  appli- 
caticm  for  the  same  painting,  with  a  view  to  securing  a  copyright 
thereon,  can  be  sustained.  If  it  could  be,  we  see  no  reason  why  the 
proprietor  might  not  thus  extend  the  limit  of  copyright  fixed  in  the 
statute  by  an  indefinite  number  of  new  applications  and  filings  with 
the  Librarian. 

The  argument  of  the  plaintiff  in  error  is  that,  inasmuch  as  the 
statutory  copyright  is  not  complete  before  a  publication  of  the  sub- 
ject-matter thereof,  and  no  publication  being  shown  prior  to  the 
second  application,  it  was  within  his  power,  while  his  rights  were 
thus  inchoate,  to  make  the  second  application  for  the  copyright,  that 
of  November  7, 1901.  Assuming  that  these  premises  are  correct  and 
that  publication  was  requisite  to  complete  the  right  to  be  secured  by 
the  statute,  it  by  no  means  follows  that  a  second  copyright  is  war- 
ranted by  the  statute.  On  the  other  hand,  as  we  have  already  stated, 
the  statute  is  barren  of  any  provisions  to  that  end..  There  is  no  pro- 
vision, as  there  is  in  the  patent  law,  for  an  amended  application,  and 
under  the  patent  law  it  has  been  held  that  there  is  no  authority  for 
double  patenting.  (Miller  v.  Eagle  Manufacturing  Company,  C.  D., 
1894, 147;  66  O.  O.,  845;  151  U.  S.,  186.)  This  is  so  because  the  first 
patent  exhausts  the  statutory  right  secured  by  the  act  of  CSongress. 

In  this  case  the  plaintiff  had  complied  with  all  the  terms  of  the 
statute  on  October  7, 1901.  He  then  attempts  to  take  put  a  new  copy- 
right under  the  same  statute  on  November  5, 1901,  for  the  same  paint- 
ing, by  depositing  a  new  description  of  the  painting  and  the  same 
photograph.  It  is  true  there  is  a  change  in  the  title  of  the  painting, 
and  a  slight  change  in  the  description,  but  these  matters  are  imma- 
terial and  cannot  enlarge  the  right  of  the  plaintiff.    We  think  the 
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same  principle,  in  this  aspect,  controls,  as  in  the  case  of  a  patent. 
The  plaintiff  had  already  exhausted  his  statutory  right  and  the 
second  attempt  availed  him  nothing. 

These  views  render  it  unnecessary  to  consider  whether  the  record 
shows  a  publication  of  the  painting  prior  to  November  6, 1901. 

For  the  reasons  stated^  we  are  of  opinion  that  the  dreuit  court  of 
appeals  was  right  in  holding  that  the  attempted  duplication  of  the 
copyright  was  void  and  of  no  effect.    Affirmed. 


[Sapreme  Court  of  the  United  Statet.] 

Brux  and  The  J.  O.  Brill  Company  v.  The  Washington  Railway 
AND  Elbctbic  Company. 

Decided  January  17,  1910. 
ISl  O.  G.,  106;  215  U.  8.,  627. 

PaTKNTS— VaLIDITT— iKrUNGBMBNT. 

Appellant's  patents  compared  with  the  prior  art  and  J7«M  that,  givlns 
the  patentee  the  benefit  of  all  donbt  as  to  yalldity,  the  claims  are  of  soch 
narrow  scope  as  not  to  be  infringed  by  appellee*s  structure. 

Mr.  Francis  Rawle^  Mr,  F.  P.  Fish^  and  Mr.  Melville  Church  for 
the  appellants. 

Mr.  Holland  8.  DueUy  Mr.  Charles  H.  DueUy  and  Mr.  F.  P.  War- 
field  for  the  appellee. 
Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

This  is  a  bill  in  equity  to  restrain  the  infringement  of  a  patent. 
The  suit  is  brought  against  a  party  that  is  alleged  to  have  used  the 
patented  device,  but  it  is  defended  by  the  Peckham  Manufacturing 
Company,  the  vendor,  which  is  a  successor  by  purchase  to  the  Peck- 
ham  Motor  Truck  and  Wheel  Company.  The  principal  claim  now 
relied  upon  was  declared  void  in  North  Jersey  St.  Ry.  Co.  v.  Brilly 
(134  Fed.  Rep.,  680;  S.  C.  67  C.  C.  A.,  880,)  reversing  the  decision 
of  the  circuit  court,  (124  Fed  Rep.,  778;  125  Fed.  Rep.,  626,)  a  suit 
brought  by  the  same  plaintiff  and  said  to  have  been  defended  by  the 
Peckham  Motor  and  Truck  Company.  (On  the  authority  of  that 
case  a  preliminary  injunction  against  the  present  defendant  was  re- 
fused in  136  Fed.  Rep.,  784;  S.  C.  68  C.  C.  A.,  486.)  If  the  first 
Peckham  Company  was  privy  to  the  decree  declaring  the  patent  void 
there  would  be  great  force  in  the  argument  that  that  decree  estab- 
lished, as  against  the  plaintiff,  the  right  of  the  Peckham  Manufactur- 
ing Company  to  make  and  sell  the  patented  article,  and  that  the  right 
ought  to  be  recognized  in  a  suit  against  its  customer  defended  by  it. 
{KessUr  y.  Eldred,  C.  D.,  1907,  696;  128  O.  O^  1690;  206  U.  8^ 
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286,  288,  289.)  It  is  unnecessary  to  decide  that  question,  because  the 
formal  proofs  are  wanting,  but  on  the  obvious  facts  we  should  be 
unwilling  to  come  to  a  different  conclusion  from  that  reached  in  the 
earlier  litigation  and  again  in  the  present  suit  unless  it  was  impos- 
sible to  avoid  the  result.  With  these  preliminaries  we  proceed  to  the 
merits  of  the  case. 

The  present  form  of  car  used  on  the  electric  street-railways  is  a 
long  car  resting  by  pivots  upon  two  four-wheeled  trucks.  The  plain- 
tiff makes  a  truck  of  this  sort  and  has  a  parent  and  a  divisional  patent 
for  "  Improvements  in  car-trucks  for  motor  propulsion  and  the  like," 
dated  June  27,  1899,  and  numbered  respectively  627,898  and  627,900. 
The  arrangement  in  actual  use  may  be  described  as  follows,  nearly  in 
the  plaintiff's  words :  The  side  frames  are  connected  near  the  middle 
by  two  parallel  metal  cross-pieces  or  transoms,  having  space  enough 
between  them  to  allow  another  parallel  piece,  called  the  bolster,  to 
move  vertically,  occupying  the  space  between  with  but  slight  play. 
The  car-body  rests  on  a  pivot  in  the  middle  of  the  bolster.  The  ends 
of  the  bolster  rest  on  the  top  of  semi-elliptic  springs  parallel  to  and 
below  the  sides  of  the  truck.  The  ends  of  the  springs  in  their  turn 
rest  on  two  spring-links  hanging  from  the  sides  of  the  truck  near  the 
axles.  More  specifically  they  are  supported  on  the  bottom  of  metal 
bands  or  stirrups  which  surround  and  hang  by  their  tops  on  spiral 
springs  each  of  which  is  attached  underneath  to  a  metal  bolt  running 
up  through  its  middle  and  connected  at  the  top  with  the  frame  of 
the  truck  by  a  ball-and-socket  joint.  That  is  to  say  the  pin  passes 
up  through  the  frame,  in  which  is  a  conoidal  aperture  to  give  it  play 
in  all  directions,  and  the  head  of  the  pin  is  hemispherical  seated  in 
a  like  recess  in  the  frame. 

The  claims  relied  upon  are  the  following:  In  number  627,898  the 
parent  patent, 

18.  The  combination  in  a  car-truck,  of  the  side  frames,  the  semi-elliptic  springs 
movably  and  resiliently  suspended  from  the  side  frames,  and  a  bolster  secured 
to  said  springs,  substantially  as  described. 

81.  The  combination  In  a  car-truck,  of  the  side  frames,  the  semi-elliptic  springs, 
a  cross-bolster  resting  on  the  semi-elliptic  springs,  links,  and  springs  combined 
with  said  links,  said  links  deriving  their  support  from  the  side  frames  and 
connecting  the  ends  of  the  semi-elliptic  springs  with  the  side  frames*  aabatan- 
tially  as  described. 

In  627,900,  the  divisional  patent, 

13.  In  a  car-truck,  the  combination  with  the  side  frames,  of  the  links  com- 
prising bolts  pivoted  between  their  ends,  said  links  being  pivotally  suspended 
from  the  side  frames,  longitudinally-disposed  semi-elliptic  springs  secured  to  the 
lower  end  of  said  bolts,  a  cross-bolster  resting  on  said  springs,  and  further 
springs  included  in  the  link  suspension  of  said  semi-elliptic  springs,  substantially 
as  described. 

14,  In  a  car-truck,  the  combination  with  the  side  frames,  of  the  cross-bolster 
suspended  below  the  side  frames  by  semi-elliptic  springs  and  pivotal  links,  said 
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links  comprlalng  a  plnrality  of  sections  ptvotally  secured  together,  and  farther 
springs  combined  with  said  links  to  elastlcally  snqpend  said  seml-elllptlc  springs 
from  the  side  frames,  subtantlally  as  described. 

15.  In  a  car-truck,  the  combination  with  the  side  frames,  of  the  cross^bolster 
suspended  below  the  side  frames  by  seml-elliptlc  springs  and  articulated  and 
pivotal  links,  said  links  comprising  a  plnrality  of  sections  plYOtally  secured  to- 
gether, and  spiral  springs  about  and  combined  with  said  links  to  elastlcally  sus- 
pend said  seml-elllptlc  springs  from  the  side  frames,  substantially  as  described. 

17.  The  combination  In  a  car-truck  having  an  upper  chord*  of  the  longitudi- 
nally-disposed seml-elllptlc  springs,  a  transverse  bolster  supported  upon  said 
springs,  links  depending  from  and  flexibly  supported  on  said  upper  chord  and 
passing  through  enlarged  apertures  therein,  said  links  being  articulated  between 
their  ends,  the  ends  of  the  seml-elllptlc  springs  being  supported  upon  the  lower 
articulation  of  said  links,  substantially  as  described. 

The  parent  patent  contains  the  followmg  disclaimer: 

The  location  of  the  seml-elllptlc  springs  outside  of  the  wheel-gage  on  each 
side  of  the  truck,  together  with  the  location  of  the  links  for  supporting  the 
seml-elllptlcs  closely  adjacent  to  the  axle-boxes,  and  the  swinging  of  said  springs 
from  the  truck-frame  from  such  points  gives  a  better  support  for  the  car-body 
than  does  the  usual  link-hung  bolster  supported  from  the  truck-transoms  within 
the  wheel-gage.  These  general  features  of  construction,  however,  are  embraced 
In  an  application  filed  by  Samuel  M.  Curwen  and  myself  on  the  8d  day  of 
November,  1886,  Serial  No.  610,902,  and  therefore  I  do  not  claim  the  same  herein. 

The  answer  denies  the  validity  of  the  patents,  setting  up  a  large 
number  of  earlier  ones,  and  also  denies  infringement  There  was  a 
trial  in  the  supreme  court  of  the  District,  upon  which  a  decree  was 
rendered  dismissing  the  bill.  The  decree  was  affirmed  by  the  court 
of  appeals,  (C.  D.,  1908,  377;  184  O.  G.,  1663;  30  App.  D.  C,  256,) 
and  an  appeal  was  taken  to  this  Court. 

It  is  difficult  to  put  one's  finger  with  certainty  upon  what  the  plain- 
tiff claims.  It  certainly  is  not  the  total  combination  of  a  successful 
truck.  Mr.  Brill,  the  inventor  and  the  plaintiff's  assignor,  is  pic- 
tured as  playing  a  large  part  in  the  development  of  street-railway 
trucks,  but  whether  that  be  true  or  not,  his  share  in  the  invention  of 
the  truck  that  we  have  described,  so  far  as  the  present  patent  at  least 
is  concerned,  must  be  at  best  but  very  small.  It  is  insisted,  to  be 
sure,  that  the  case  is  not  affected  by  inventions  for  use  with  steam- 
railroad  cars  because  of  the  different  requirements  upon  street-roads. 
Cars  for  the  latter  use  must  be  low  hung  to  make  getting  in  and  out 
easy,  must  accommodate  the  motors  hung  upon  the  axles,  must  be 
adapted  to  short  curves  and  so  forth.  But  these  differences  are  not  of 
universal  effect;  indeed  this  patent  is  not  confined  to  street-cars.  The 
suspension  of  tiie  car-body  upon  a  semi-elliptic  spring  hung  from 
the  side  frame  of  the  truck  by  a  jointed  hanger,  with  most  of  the 
characteristics  of  the  present  patent,  as  disclosed  in  a  patent  to 
Thyng  in  1845,  was  obviously  as  available  for  street  as  for  steam 
railways,  and  the  use  of  these  features  by  Brill  was  not  a  patentable 
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invention.  The  use,  on  the  modem  long  car^  of  two  four-wheeled 
pivotal  trucks  with  a  short  wheel-base  and  wheels  of  equal  diameter, 
which  support  the  car-body  by  a  pivot  on  a  bolster  between  the  axles, 
resting  in  semi-elliptic  springs,  was  not  peculiar  to  Brill.  It  was 
described  in  a  patent  to  Taylor,  October  81, 1896,  No.  607,865.  Brill's 
specification  disclaims  at  the  outset  the  general  features  of  the  truck 
it  describes.  Indeed  it  hardly  is  denied  that  every  element  in  the 
combination  was  well  known  in  the  construction  of  railway-cars. 

We  are  not  dealing  with  a  new  type  of  trucks,  but  with  certain 
features  only.  At  the  argument  it  was  admitted  that  the  plaintiff's 
case  must  stand  or  fall  on  claim  13  of  No.  627,898.  In  that  claim 
the  only  possible  element  of  novelty  is  the  mode  in  which  the  semi- 
elliptic  springs  are  suspended  from  the  side  frames.  In  practice  the 
links  are  elastic  and  the  pins  on  which  the  whole  combination  hangs 
have  a  universal  ball-and-socket  movement,  although  the  claim  cmly 
says  ^^  movably  and  resiliently  suspended  *  *  *  substantially  as 
described.''  Neither  "  movably  "  nor  "  resiliently  "  indicates  the  ball- 
and-socket  arrangement,  but  it  is  described  in  the  specification  and 
we  give  the  plaintiff  the  benefit  of  the  doubt  We  agree,  however, 
with  the  circuit  court  of  appeals  that  the  substitution  of  a  ball-and- 
socket  movement  for  the  movement  in  one  direction  of  the  Thyng 
link,  coupled  as  it  was  with  a  slight  longitudinal  play,  required 
a  minimum  of  invention.  A  link  having  universal  movement  was 
patented  by  Beach  in  1876.  The  plaintiff's  witness,  Akarman,  says 
that  there  always  has  been  provision  made  for  li^teral  and  Icmgi- 
tudinal  motion  in  every  well-constructed  truck.  Spring-links  to 
support  semi-elliptic  springs  were  old;  it  is  unnecessary  to  recite 
the  patents  in  which  they  appear.  The  mention  of  ^^  the  usual  link- 
hung  bolster  "  in  the  disclaimer  indicates  the  indisputable  fact  We 
also  agree  with  the  other  court  that  the  disclaimer  in  favor  of  Brill 
and  Curwen  is  a  solemn  admission  of  the  priority  of  the  devices 
claimed  by  them.  It  certainly  covers  the  collocation  of  the  spring- 
links  and  semi-elliptic  springs.  One  of  the  claims  of  Brill  and 
Curwen  is, 

12.  The  combination  In  a  car-truck  of  the  side  frames,  the  eqaallslng-btn 
movably  and  resiliently  suspended  from  the  side  frames,  and  a  bolster  8Upix>rted 
on  said  equalizing-bars,  substantially  as  described. 

It  is  said  that  the  Brill  patent  di(^  not  follow  the  Thyng  invention 
for  more  than  fifty  years.  The  answer  is  that  for  most  of  that  time 
it  was  not  wanted.  Very  soon  after  the  change  in  street-railway 
travel  required  it  it  came. 

If  the  plaintiff's  claim  could  be  sustained,  which  we  cannot  admit, 
it  would  be  confined  to  the  specific  form  of  link  described.  There 
would  be  little  room  for  the  doctrine  of  equivalents.    The  defendant's 
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device  does  not  use  a  ball  and  socket  but  uses  a  rigid  link  supported 
by  a  relatively  unyielding  spiral  spring  in  the  frame  of  the  truck, 
and  does  not  infringe  the  very  narrow  claim  which  is  the  most  that 
in  any  view  could  be  allowed.   Decree  afirmed. 
Mr.  JuBtice  McKenna  dissents. 


[Supreme  Court  of  the  United  States.] 

Saxlehner  V.  Wagner  et  al. 

Decided  February  21,  1910. 

1S2  O.  a,  490;  216  U.  S.,  875. 

T^UDB>MaBKS — **  HUHTADI.*' 

The  word  "  Hunyadl  '*  as  applied  to  bitter  waters  iiaving  become  pubUe 
property  and  In  effect  only  a  geographical  expression,  the  owner  of  the 
Hunyadl  Janos  springs  at  Budapest,  Hungary,  Held  not  entitled  to  prevent 
the  adyertlsement  of  bitter  waters  made  in  this  country  as  ''Artificial 
Hunyadl.'* 

Mr.  John  G.  Johnson  and  Mr,  Antonio  Knauth  for  the  petitioner. 
Mr.  Walter  F.  Murray  for  the  respondents. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court 

The  petitioner  is  the  owner  of  wells  in  Budapest  from  which  comes 
the  water  known  throughout  the  world  by  the  arbitrary  name  Hun- 
yadi  Janos  given  to  it  by  her  husband.  The  respondents  make  a 
bitter  water  in  Cincinnati  and  label  it  "  W.  T.  Wagner's  Sons  Car- 
bonated Artificial  Hunyadi  Conforming  to  Fresenius  Analysis  of 
Hunyadi  Janos  Springs."  Formerly  they  for  a  time  labeled  it  "  W. 
T.  Wagner's  Sons  Artificial  Hunyadi  Janos.  Ofen  Bitter  Water. 
Highly  Aerated,"  but  this  label  had  been  given  up  before  the  bill 
was  brought.  The  petitioner  seeks  an  injunction  against  the  use  of 
either  "Hunyadi  Janos"  or  "Hunyadi"  on  any  water  not  coming 
from  her  wells.  The  Circuit  Court  of  Appeals  for  the  Seventh  Cir- 
cuit in  a  more  or  less  similar  case  granted  an  injunction  against  the 
use  of  the  word  Hunyadi.  {Thackeray  v.  Saxlehner^  126  Fed.  Rep., 
911 ;  60  C.  C.  A.,  662.)  In  the  present  suit  the  circuit  court  and  the 
circuit  court  of  appeals,  treating  the  right  of  the  petitioners  to 
"Hunyadi  Janos"  as  admitted,  refused  an  injunction  against  the 
use  of  "  Hunyadi,"  and  finding  that  no  unfair  competition  was  shown 
dismissed  the  bill.  (167  Fed.  Rep.,  745;  85  C.  C.  A.,  821.)  A  writ 
of  certiorari  was  allowed  by  this  Court 

We  see  no  reason  for  disturbing  the  finding  of  the  courts  below  that 
there  was  no  unfair  competition  and  no  fraud.  The  real  intent  of 
the  plaintiff's  bill,  it  seems  to  us,  is  to  extend  the  monopoly  of  such 
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trade-mark  or  trade-name  as  she  may  have  to  a  monopoly  of  her  type 
of  bitter  water,  by  preventing  manufacturers  from  telling  the  public 
in  a  way  that  will  be  understood  what  they  are  copying  and  trying 
to  sell.  But  the  plaintiff  has  no  patent  for  the  water,  and  the  defend- 
ants have  a  right  to  reproduce  it  as  nearly  as  they  can.  They  have  a 
right  to  tell  the  public  what  they  are  doing  and  to  get  whatever  share 
they  can  in  the  popularity  of  the  water  by  advertising  that  they  are 
trying  to  make  the  same  article  and  think  that  they  succeed.  If  they 
do  not  convey,  but,  on  the  contrary,  exclude  the  notion  that  they  are 
selling  the  plaintiff's  goods,  it  is  a  strong  proposition  that  when  the 
article  has  a  well-known  name  they  have  not  the  right  to  explain  by 
that  name  what  they  imitate.  By  doing  so  they  are  not  trying  to  get 
the  good-will  of  the  name,  but  the  good-will  of  the  goods.  (See 
Flagg  Manufacturing  Co.  v.  Holway^  178  Mass.,  83,  91 ;  Chadwick  v. 
Covell,  151  Mass.,  190,  191.)  Although  the  application  is  different, 
the  principle  seems  to  be  similar  to  the  rule  that  when  a  patent 
has  expired  descriptive  words  or  even  an  arbitrary  or  personal  name 
by  which  it  has  become  known  may  be  used  if  sufficient  precautions 
are  taken  to  prevent  the  public  from  being  deceived.  (See  Singer 
Manufacturing  Co.  v.  June  Manufacturing  Co.^  C.  D.,  1896,  687;  75 
O.  G.,  1703;  163  U.  S.,  169.) 

The  plaintiff  says  that  no  one  can  succeed  in  imitating  a  natural 
water.  But  all  are  free  to  try.  In  the  absence  of  some  fraud  inju- 
rious to  the  plaintiff,  it  would  be  going  far  under  any  circumstances 
to  allow  her  to  prevent  advertising  "Artificial  Hunyadi."  But  it  is 
enough  to  say  that  under  the  decision  in  Saxlekner  v.  Eisner  dk  Menr 
deUon  Co.  (C.  D.,  1900,  362;  98  O.  G.,  940;  179  U.  S.,  19,  86)  the  de- 
fendants may  do  so  in  this  case.  In  that  decision  it  was  said  that 
"  Hunyadi,"  as  applied  to  similar  water,  had  been  public  property  in 
Hungary,  and  therefore  had  become  so  here,  and  that  a  later  change 
there  would  not  work  a  corresponding  change  in  the  United  States. 
"The  right  to  individual  appropriation  once  lost  is  pone  forever." 
(See,  also,  French  Republic  v.  Saratoga  Vichy  Co.^  191  U.  S.,  427, 
437.)  At  the  very  least  the  family  name  has  become  the  name  for 
any  natural  water  of  a  certain  type  coming  from  a  more  or  less  ex- 
tensive district,  if  not  from  anywhere  in  Hungary.  It  does  not  be- 
long to  the  plaintiff  alone  in  this  country,  even  if  she  is  the  only  one 
now  sending  the  water  here.  But  if  there  is  any  well-founded  doubt 
as  to  the  right  to  use  a  personal  trade-name  with  proper  guards 
against  deception  to  signify  what  one  is  imitating  where  one  has  the 
right  to  imitate,  there  can  be  none  that  one  is  at  liberty  to  refer  to  a 
geographical  expression  to  signify  the  source  of  one's  model.  "  Hun- 
yadi "  at  best  is  now  only  a  geographical  expression  in  effects 

Decree  affirmed,  Ar> 
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H.  C.  Cook  Gompant  v.  Bbechek  et  al. 
Bedded  May  16,  1916. 
166  O.  O.,  908 ;  217  U.  S.,  497. 
JuBiSDicnoR  or  Federal  Oouetb— Federal  Question. 

The  action  by  tbe  owner  of  a  Judgment  recovered  against  a  corporation 
for  infringement  of  a  patent  to  charge  the  directors  of  such  corporation 
with  payment  of  the  Judgment  on  the  ground  that  they  were  Joint  tres- 
passera  with  the  corporation  ia  not  within  the  Jurisdiction  of  the  Federal 
court  as  a  suit  upon  a  patent  nor  as  an  action  ancillary  to  the  Judgment  in 
the  former  suit,  and  unless  there  is  diyerslty  of  citiienship  such  court  is 
without  Jurisdiction. 

Mr.  Verenice  Munger  for  the  plaintiff  in  error. 

Mr.  Tdlcott  H.  Russell  for  the  defendants  in  error. 
Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court 

This  case  comes  here  on  the  single  question  of  the  jurisdiction  of 
the  circuit  court,  certified  from  the  court  below.  (172  Fed.  Rep., 
160.)  The  judge  dismissed  the  complaint  of  his  own  motion,  and  the 
defendants  in  error  confine  themselves  to  the  suggestion  that  for  that 
reason  the  judgment  should  be  reversed  at  the  cost  of  the  plaintiff  in 
error,  concurring  in  the  argument  that  the  judgment  was  wrong.  As 
we  are  of  opinion  that  the  judgment  was  right  it  will  be  unnecessary 
to  consider  that  point 

The  suit  is  brought  by  a  Connecticut  corporation  against  residents 
of  Connecticut  We  give  an  abridgment  of  the  complaint  The 
plaintiff  is  the  owner  of  a  patent  for  finger-nail  clippers.  The  de- 
fendants during  the  time  of  the  acts  complained  of  were  directors  in 
control  of  another  Connecticut  corporation,  The  Little  River  Manu- 
facturing Company.  This  company  infringed  the  patent,  and  the 
plaintiff  brought  a  suit  in  equity  against  it  in  the  same  circuit  courts 
which  ended  in  a  decree  for  an  injunction,  $12,871  damages  and 
$496.85  costs.  The  defendants  voted  to  continue  the  sale  of  the  in- 
fringing clipper  pending  the  suit,  and  also  voted  and  caused  to  be 
executed  a  bond  of  indemnity  from  their  company  to  the  selling 
agent  against  liability  for  the  sale.  As  directors  and  as  individuals 
they  authorized  and  brought  about  such  sales,  and  they  directed  the 
defense  of  the  equity  suit  In  consequence  of  the  expenditures  to  the 
foregoing  ends  their  company  became  and  is  insolvent,  and  the  de- 
fendants knew  that  that  would  be  the  result  of  a  judgment  against 
it,  but  did  the  acts  alleged  for  the  purpose  of  increasing  the  value  of 
their  stock  in  the  company,  and  of  receiving  the  profits  and  divi- 
dends that  might  be  received  from  the  sale. 

The  plaintiff's  argument  is  that  the  defendants  and  their  coi*po- 
ration  were  joint  tort-feasors,  and  that  this  is  a  suit  against  the  de- 
fendants for  their  part  in  infringing  its  patent,  the  judgment  against 
their  cotrespasser  not  having  been  satisfied.    It  is  unnecessary  to 
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speculate  whether  this  is  an  afterthought  or  whether  the  complaint 
was  framed  with  intentional  ambiguity,  so  that  if  one  cause  of  action 
failed  another  might  be  extracted  from  the  allegations,  or  what  the 
explanation  may  be.  But  the  present  interpretation  is  not  the  natu- 
ral interpretation  of  the  complaint.  The  natural  interpretation  is 
that  which  was  given  to  it  by  the  court  below ;  that  it  is  an  attempt 
to  make  the  defendants  answerable  for  the  judgment  already  ob- 
tained. There  was  no  other  reason  for  alleging  that  judgment  with 
such  detail,  while  on  the  other  hand  the  patent  now  supposed  to  be 
the  foundation  of  the  claim  is  not  set  forth.  The  judge  was  fully 
warranted  in  taking  this  not  to  be  a  suit  upon  a  patent  Indeed  it 
would  seem  from  his  opinion  that  one  of  the  grounds  of  jurisdiction 
urged  before  him  was  that  this  is  an  action  ancillary  to  the  judgment 
in  the  former  suit,  which  of  course  it  is  not,  any  more  than  Stillman 
V.  Combe  J  (197  U.  S.,  436;)  but  the  argument  recognized  that  the 
former  judgment  was  the  foundation  of  the  present  case.  Apart 
from  that  contention,  there  can  be  no  question  that,  as  the  judge  be- 
low said,  if  the  directors  are  under  obligations  by  Connecticut  law  to 
pay  a  judgment  against  their  corporation,  that  is  not  a  matter  that 
can  be  litigated  between  citizens  of  the  same  State  in  the  Circuit 
Court  of  the  United  States.  The  only  argument  attempted  here  is 
that  which  we  have  stated  and  have  decided  not  to  be  open  on  the 
complaint.    Judgment  affirmed. 


[Sapreme  Court  of  the  United  Btatef.] 

Hutchinson,  Pierce  &  Co.  v.  Loewt. 

Decided  May  16,  t9t0. 

166  O.  G.,  666;  217  U.  S.,  467. 

Tbade-Mabks-— Dbcibion  or  the  Cibcuit  Ooubt  or  Appeals — Car  be  Reviewed 

BT  THE  SUPBEIIE  Ck>UBT  OP  THE  UNITED  STATES  ONLT  UPON  CeBTIOBABL 

Section  18  of  the  Trnde-Mark  Act  of  February  20,  1006,  places  suita 
brought  under  that  act  within  the  scope  of  the  act  of  March  8,  lSi)l.  estiib- 
lishing  the  circuit  court  of  appeals,  and  a  final  decision  of  such  court  can  be 
reviewed  in  the  Supreme  Court  of  the  United  States  only  upon  certiorari. 

Mr.  Archibald  Cox  for  the  appellant. 

Mr.  E.  T.  Fenwick  and  Mr.  L.  L.  MorriU  for  the  appellee. 
Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court. 

This  was  a  bill  in  equity  for  an  injunction  and  accounting,  the  com- 
plainant alleging  the  defendant  had  infringed  its  technical  trade- 
mark applied  to  shirts,  and  also  was  guilty  of  unfair  competition.  As 
complainant  is  a  corporation  of  the  State  of  New  York  and  defendant 
is  a  citizen  of  the  same  State,  the  Courtis  jurisdiction  extends  only 
to  the  use  of  the  registered  trade-mark  in  commerce  between  the 
States,  with  foreign  nations  and  the  Indian  tribes.    ^^    ^j 

There  was  no  attempt  to  prove  that  defendant  had  passed  off,  or  in- 
tended to  pass  off,  his  goods  for  ccmiplainant's,  or  had  made  profits, 
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or  that  complainant  had  sustained  damage.    The  cause  proceeded 
solely  on  complainant's  ownership  of  its  technical  trade-mark. 

The  circuit  court  held  that  defendant's  trade-mark  or  brand  was 
clearly  distinguishable  from  that  of  complainant,  and  said : 

There  ia  no  reasonable  probability  of  the  ordinary  purchaser  being  deceived 
into  buying  the  defendant's  manufacture  as  that  of  complainant  The  rule  is 
well  established  that  a  trade-marlc,  word  or  symbol  has  the  elements  of  a  prop- 
erty-right and  may  not  be  unlawfully  used  by  a  rival  in  business  either  alone 
or  as  an  accessory  to  such  prior  appropriation  and  in  such  cases  a  right  to  in- 
junctive relief  follows  without  proof  of  confusion  of  proprietorship  or  that  buy- 
ers have  been  actually  misled  by  such  use.  But  if  a  defendant's  design  or  sym- 
bol is  essentially  different  and  distinguishable  in  appearance  so  that  by  no 
possibility  can  his  article  be  taken  for  complainant's  genuine  production,  a 
cause  of  unlawful  appropriation  is  not  maintainable.     (163  Fed.  Rep.,  44.) 

The  bill  was  thereupon  dismissed,  and  having  been  taken  by  appeal 
to  the  United  States  Circuit  Court  of  Appeals  for  the  Second  Circuit, 
the  decree  below  was  affirmed.    (163  Fed.  Rep.,  42.) 

Appellants  thereupon  petitioned  for  an  appeal  to  this  Court,  which 
was  allowed. 

Sections  17  and  18  of  the  act  of  Congress  approved  February  20, 
1905,  in  respect  to  trade-marks,  reads  as  follows : 

Sec.  17.  That  the  circuit  and  territorial  courts  of  the  United  States  and  the 
Supreme  Court  of  the  District  of  Ck>lumbia  shall  have  original  Jurisdiction,  and 
the  circuit  courts  of  appeal  of  the  United  States  and  the  Ck)urt  of  Appeals  of  the 
District  of  Columbia  shall  have  appellate  Jurisdiction  of  all  suits  at  law  or  in 
equity  respecting  trade-marks  registered  in  accordance  with  the  provisions  of 
this  act,  arising  under  the  present  act,  without  regard  to  the  amount  in  con- 
troversy. 

Sec.  18.  That  writs  of  certiorari  may  be  granted  by  the  Supreme  Court  of  the 
United  States  for  the  review  of  cases  arising  under  this  act  in  the  same  manner 
as  provided  fo»  patent  cases  by  the  act  creating  the  circuit  court  of  appeals. 

We  are  of  opinion  that  this  appeal  will  not  lie,  and  that  the  remedy 
by  certiorari  is  exclusive.  By  the  sixth  section  of  the  Judiciary  Act 
of  March  3, 1891,  the  final  decisions  of  the  circuit  courts  of  appeal  are 
made  final — 

in  all  cases  under  the  patent  laws,  under  the  revenue  laws,  under  the  criminal 
laws  and  in  admiralty  cases, 

with  power  in  this  Court  to  require  any  such  cases  to  be  certified 
thereto  for  its  review  and  determination, 

with  the  same  power  and  authority  in  the  case  as  if  it  had  been  carried  by 
appeal  or  writ  of  error  to  the  Supreme  Court 

We  think  that  the  language  of  section  18  places  suits  brought  under 
the  Trade-Mark  Act  plainly  within  the  scope  of  the  act  establishing 
the  court  of  appeals,  and  that  a  final  decision  of  that  court  can  be 
reviewed  in  this  Court  only  upon  certiorari,  and  that  therefore  the 
pending  appeal  must  be  dismissed.  And  this  conclusion  is  sustained 
by  Atkma  v.  Moorej  (212  U.  S.,  284,  291.)     Appeal  dismissed. 
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[Decisions  of  the  Secretary  of  the  Interior  are  indicated  by  a  dagger  (t) ;  of  the 
Supreme  Court  of  the  District  of  Ck)lumbia  by  the  letter  («) ;  of  the  United 
States  Circuit  Courts  by  the  letter  («) ;  of  the  Court  of  Appeals  of  the  District 
of  Columbia  by  a  star  (*) ;  of  the  United  States  Circuit  Court  of  Appeals  by 
the  letter  (') ;  and  of  the  Supreme  Court  of  the  United  States  by  two 
stars  (••).] 

ABANDONMENT  0¥  APPLICATIONS.     See  Oath,  2;  Prosecution  of  AppUca- 
tiona,  5,  7,  8 ;  Reduction  to  Practice,  4. 

1.  Action  not  Responsive. — Where  on  appeal  from  a  decision  of  the  Ex- 

arainers-in-Chlef  the  Commissioner  affirmed  that  decision,  but  stated 
that  the  claims,  if  amended  as  suggested  by  applicant,  might  be  entered 
and  allowed  by  the  Examiner  in  the  absence  of  further  reference, 
subject  to  certain  requirements,  Held  that  where  the  only  amend- 
ment presented  withjln  one  year  from  the  Examiner's  letter  citing 
new  references  did  not  comply  with  such  requirements  the  application 
was  abandoned.    Bcb  parte  Chipman,  49. 

2.  Examination  of  Applications. — Where  the  Examiner  rejected  certain 

claims  a  second  time  on  a  single  reference  and  rejected  other  claims 
on  an  additional  reference  cited  for  the  first  time  and  applicant,  within 
a  year,  canceled  one  of  the  two  claims  against  which  the  new  reference 
was  cited,  filed  an  argument  as  to  the  allowance  of  the  other,  but 
made  no  reference  to  the  rejection  of  the  other  claims.  Held  that  the 
application  was  not  abandoned,  since  applicant  having  once  presented 
his  argument  as  to  tliese  claims  it  was  not  necessary  for  him  to  repeat 
it.  Ex  parte  Newhold,  88. 
8.  Amendment — References. — Where  on  the  last  day  of  the  year  allowed 
for  action  applicant  filed  an  amendment  and  argument,  but  discussed 
only  three  of  the  eleven  patents  cited  and  did  not  point  out  specifically, 
as  required  by  Rule  68,  why  these  patents  were,  in  his  opinion,  inap- 
plicable to  the  claims.  Held  that  the  Examiner  was  justified  in  holding 
the  application  abandoned.    Ex  parte  Sachs,  136. 

ABANDONMENT  OF  TRADE-MARKS.     See  Trade-Marks,  48.  63,  64. 

ACCCESS  TO  CAVEATS.    Bee  Caveats. 

ACCESS  TO  PENDING  APPLICATIONS.  See  Appeal  to  the  Examiners-in- 
Chief,  1. 
1.  Right  to  Inspect. — ^Where  a  party  to  an  interference  had  filed,  under 
the  provisions  of  Rule  106,  a  certified  copy  of  such  portions  of  a  parent 
application  as  related  to  the  invention  in  issue,  but  during  the  taking 
of  testimony  introduced  further  porticms  of  such  parent  application. 
Held  that  the  other  party  to  the  interference  was  entitled  to  inspect 
and  obtain  copies  of  the  whole  of  such  application.  Bhaver  v.  Dilg  and 
Fowler,  143. 
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2.  OwNEB  or  Ek)niTABL8  INTERKST. — Where  a  party  holds  an  nnqueationed 
equitable  interest  in  an  application,  he  may  be  given  access  to  the 
same.  In  re  Standard  Adding  Machine  Company,  196. 
8.  Samb. — A  contract  between  H.  and  petitioner  whereby  H.  agreed  to 
assign  "  all  Inventions,  patents,  and  improvements  which  he  may  invent 
or  make  or  take  out  or  acquire"  pertaining  to  a  certain  class  of 
machines,  Held  not  to  mtitle  petitioner  to  access  to  certain  applications 
in  which  H.  at  one  time  owned  a  half  interest,  but  which  were  sub- 
sequently assigned  to  a  third  party.  Id. 
4.  Cebtificatb  or  Ck)nET.— A  petition  for  access  to  a  po[iding  application 
based  on  the  allegation  that  knowledge  of  such  application  will 
be  of  assistance  to  petitioner  in  a  suit  brought  against  him  by  the 
assignee  of  such  application  will  be  denied  in  the  absence  of  a  cer- 
tificate from  the  judge  before  whom  such  suit  is  pending  that  the  appli- 
cation would  be  relevant  and  material.    Id, 

ACQUIESCENCE.     See  Construction  of  Claims,  1. 

ACTION  BY  THE  EXAMINER.  See  Aband^mment  of  Applications;  Amende 
mewts;  Appeal  from  the  Eaaminers-in-Chief ;  Appeal  to  the  Examiners- 
in-Chief;  Claims,  2,  3;  Decisions  of  the  Bxaminers-in-Chief,  2;  Divi- 
sion of  Applications;  Examination  of  Applications;  Interference^  1,  2,r— 
3,  13,  20,  21;  Motion  to  Amend  Application,  2,  4;  Motion  to  Dissolve 
Interference,  8,  9,  10,  20;  Patentability,  3;  Petition  to  the  CommisHoner 
of  Patents;  ProsectUion  of  Applications,  1«  2,  8,  4,  7,  8;  Specifications; 
Suggested  Claims;  Trade-Marks,  21,  44. 

ADMINISTRATRIX.    See  Assignments,  2. 

ADVERTISEMENT.    See  Trade-Marks,  26. 

AFFIDAVITS.    See  Motion  to  Dissolve  Interference,  9.  18;  Testimony,  9. 

AFFIDAVITS  UNDER  RULE  75. 

1.  Admission  Afteb  Final  Rejection. — Where  claims  have  been  rejected 

on  references,  antedating  affidavits  under  Rule  76  cannot  be  admitted 
in  the  absence  of  a  good  and  sufficient  showing,  duly  verified,  why  they 
were  not  earlier  presented.    Ex  parte  Romunder,  121. 

2.  SumcixNGY  or  Such  Attidavits.— Aflldavits  which  state  merely  that  a 

device  constructed  in  accordance  with  the  application  in  which  they 
were  filed  was  completed  before  the  filing  date  of  the  application  on 
which  the  anticipating  patent  issued,  Held  insufficient  to  overcome  such 
patent  as  a  reference.    Id. 

AGGREGATION.    See  Particular  Patents,  a 

ALLEGATIONS.  See  Access  to  Pending  Applications,  4;  Caveats;  Divisional 
Applications,  3;  Interference,  8,  11;  Judgment  on  the  Record,  1;  Mo- 
tion to  Dissolve  Interference,  6,  6,  9,  18,  14,  22,  23;  Testimony,  9; 
Trade-Marks,  6,  28.  45,  60.  84 

AMENDMENTS.  See  Abandonment  of  Applications,  1,  3;  Appeal  to  the 
Examiners-in-Chief,  3;  Claims,  2,  3;  Interference,  16,  26;  Motion  to 
Dissolve  Interference,  24;  Prosecution  of  Applications,  1,  5,  7;  Sug- 
gested Claims;  Trade-Marks,  81. 

1.  Ruts  78— Discretion  or  Examinbb. — ^The  question  of  admitting  amend- 

ipents  presented  under  the  provisions  of  Rule  78  rests  largely  in  the 
discretion  of  the  Examiner,  and  his  recommendations  as  to  such  amend- 
ments will  not  be  overruled  except  under  unusual  circumstancea.  Ex 
parte  Holz,  76. 

2.  Same— Pbactiob.— Where  the  Examiner  reports  that  certain  claims  con- 

tained in  an  amendment  presented  under  Rule  78  are  not  patentable^ 
such  amendment  will  not  be  entered.    Ex  parte  Langhaar.  188. 
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AMENI>MBNT  TO  NOTICE  OP  OPPOSITION  TO  REGISTRATION.  See 
Trade-Marks,  09. 

AMENDMENT  TO  PRETJMINART  STATEMENT. 
Hee  Interference,  10. 
iHTEBFEBBiicE— Appeal. — Where  the  Examiner  of  Interferences  required 
one  of  the  parties  to  an  interference  to  amend  his  preliminary  state- 
ment in  certain  particulars  or  he  penalised  by  being  restricted  to  his 
record  date,  Held  that  no  appeal  lay  from  the  decision  and  that  the 
action  of  the  Examiner  of  Interferences  would  not  be  reviewed  in  the 
absence  of  a  showing  of  a  clear  abuse  of  discretion.  OpaUa  t. 
Huffhee,  156. 

ANCIIil^RY  ACTION.    See  JarUdicOon  of  the  Federal  Cowrts. 

ANCILI^RY  question.    See  Interference,  12;  PrUnity  of  Invention,  1. 

ANSWER  TO  APPEAL.    See  Appeal  to  the  STaminers-in'Chief,  1. 

ANTICIPATION.  See  Affidavits  vnder  Rule  75,  2;  Construction  of  aped/lea- 
turns  and  Patents,  2;  Motion  to  Dissolve  Interference,  6;  Particular 
Patents,  1,  2,  4,  7;  Trade-Marks,  S.  19,  20,  81,  86,  40,  49,  77,  87,  88,  98. 
Unclaimed  Featubx  op  Patented  Device. — ^A  patentee  is  entitled  to  a 
beneficial  use  of  a  feature  of  his  device  if  it  actually  exists,  although 
he  did  not  specifically  claim  it  and  it  may  constitute  an  anticipation 
of  a  lat^  patent.    {*)  Forest  City  Foundry  d  Mfg,  Co.  v.  Barnard,  431. 

APPEAL.  See  Amendment  to  Preliminary  Statement;  Appeal  from  the  Bm- 
aminer  of  Interferences;  Appeal  from  the  B^aminers-in-Chief ;  Appeal 
to  the  Bxaminers-in-Chief ;  Census  Reports;  Decisions  of  the  Commis- 
sioner  of  Patents;  Dissolution  of  Interference,  1,  3;  Interference,  5,  8, 
21;  Motion  to  Dissolve  Interference,  8,  4,  5,  6,  11,  12,  19,  20;  Trade- 
Marks,  27,  44,  88. 

APPEAL  FROM  THE  EXAMINER  OF  INTERFERENCES.  See  Amendment 
to  Preliminary  Btatement;  Interference  26;  Motion  to  Amend  Applica- 
tion, 8 ;  Motion  to  Dissolve  Interference,  8,  4,  6. 
INTERPEBENCE— Motions. — ^A  motion  will  not  be  considered  on  appeal  which 
has  been  dismissed  by  the  E^xaminer  of  Interferences,  having  original 
Jurisdiction  thereof,  although  the  reason  for  which  it  was  dismissed  no 
longer  exists.  Keith,  Brickson,  and  Brickson  v.  Lundquist  v.  Lorimer 
and  Lorimer,  100. 

APPEAL  FROM  THE  EXAMINERS-IN-CHIEF.  See  Abandonment  of  Appli- 
cations, 1 ;  Motion  to  Dissolve  Interference,  11,  20. 
Rbcoumendation  by  Examinebs-in-Chiet — PBAcncB. — ^Where  the  Bxam- 
iners-in-Cbief  affirm  the  action  of  the  Primary  Examiner  as  to  certain 
of  the  ap))ealed  claims,  but  reverse  his  action  as  to  others  and  include 
in  their  decision  a  recommendation  that  the  latter  claims  be  rejected. 
Held  that  an  appeal  from  the  decision  of  the  Bxaminers-in-Chief  so 
far  as  it  affirmed  the  action  of  the  Primary  Examiner  will  not  be 
considered  until  the  patentability  of  the  other  claims  is  determined  or 
they  are  brought  up  on  appeal.    Bw  parte  Noyes,  147. 

APPEAL  FROM  FAVORABLE  DECISION.  See  Motion  to  Dissolve  Inter- 
ference, 1,  11. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.  See  Amendment  to  Pre- 
liminary Statement;  Motion  to  Dissolve  Interference,  6,  11;  Prosecu- 
tion of  Applications,  8. 

APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA.  See  Bxpert  Testimony;  Interference,  8,  9;  Jurisdictiion  of  the 
Court  of  Appeals  of  the  District  of  Columltia;  Vew  Claims;  Priority 
of  Intention^  1 ;  Prosecution  of  Applications^  8. 
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APPEAL  TO  THB  EXAMINBRS-IN-GHIBF.  See  Ded^Ums  of  the  Sxaminer$' 
in-Chief,  1 ;  Division  of  Applications,  1,  2 ;  Examination  of  Applications, 
%  3 ;  Interference,  21 ;  Motion  to  Dissolve  fnterferenoe,  10. 

1.  ExAMiNEB'B  Answer  to  Appeal — Reference  to  Application  or  Anothkb 

Pabty. — ^Where  in  his  answer  to  an  appeal,  the  Examiner  referred  to  a 
prior  decision  of  the  Bzaminers  In  Chief  in  the  case  of  another  appli- 
cant, Held  that  such  reference  was  improper,  as  this  case  was  not  open 
to  applicant's  Inspection.  Ex  parte  Morley,  G.  D.,  1902,  144;  99  O.  G., 
668.    Ex  parte  Morrison,  146. 

2.  Recommendation  Under  Rule  188— Action  of  Primary  Examinee. — 

Where  the  Examiners-in-Chief  recommend,  under  Rale  139,  that  in  their 
opinion  certain  claims  are  not  patentable,  such  recommendation  is 
binding  upon  the  Primary  Examiner,  and  he  should  enter  a  rejection 
in  accordance  therewith.  Ex  parte  Shaw,  G.  D.,  1907,  222;  129  O.  G., 
2857.  Ex  parte  WhUe,  146. 
8.  Same— Sams— RsoPENiNo  Gase. — Where  the  Examiner  rejects  claims  in 
accordance  with  the  recommendation  of  the  Examiners-in-Ghief,  tlie 
case  is  reopened  to  the  extent  that  applicant  is  entitled  to  amend  these 
claims  to  avoid,  if  possible,  the  ground  of  rejection  or  to  present  a 
claim  or  claims  in  lieu  thereof  directed  to  the  same  subject  matter. 
Ex  parte  Dietrich,  G.  D.,  1909,  82 ;  142  O.  G.,  568.    Id. 

APPEAL  TO  THE  SEGRETARY  OF  THB  INTERIOR.  See  Jurisdiction  of 
the  Secretary  of  the  Interior  over  the  Commissioner  of  Patents, 

APPLIGATIONS.  See  Abandonment  of  Applications;  Access  to  Pending  Appli- 
cations; Affidavits  under  Rule  75;  Amendments;  Assiffnments ;  Claims; 
Continuous  Applications;  Date  of  Filing  Applications;  Design;  Diri- 
sional  Applications;  Division  of  Applications;  Drawings;  Examination 
of  Applications;  Foreign  Patent  Laws;  Joint  and  Sole  Applicanis; 
Models;  Motion  to  Amend  Application;  New  Claims;  Oath;  Patenta- 
bility; Prints;  Prosecution  of  Applications;  Reissues;  Renewal  of 
Forfeited  Applications;  Specifications;  Suggested  Claims;  Title  of  In- 
vention; Trade-Marks;  Withdrawal  of  Allowed  Applications  from 
Issue, 

APPLIGATION  FOR  REGISTRATION  OF  TRADE-BIARKS.  See  Trade- 
Marks,  45. 

ARGUMENTS.  See  Abandonment  of  Applications,  2,  3;  Interference,  34; 
Motion  to  Dissolve  Interference,  24 ;  Prosecution  of  Applications,  7. 

ASSIGNEES.  See  Access  to  Pending  Applications,  2,  3,  4;  Ahsignments;  For- 
eign Patent  Laws,  3;  Joint  and  Sole  Applicants;  Trade-Marks,  83. 

ASSIGNMENTS. 

1.  OoNFucTiNG — Later  Ganceled  by  Order  of  Gourt. — ^Two  assignments 

of  the  invention  of  a  certain  application  were  recorded.  Subsequently 
there  was  recorded  a  decree  of  court,  rendered  in  a  suit  to  which  the 
inventor  and  both  assignees  were  parties,  holding  that  the  later  as- 
signment was  void.  Held  that  the  patent  should  be  issued  to  tlie 
first  assignee.    Ex  parte  Nelson,  55. 

2.  No  Request  that  Patent  Issue  to  Assignee — Gontbol  of  Prosecu- 

tion.— ^The  administratrix  of  a  deceased  applicant  Held  to  be  entitled 
to  control  the  prosecution  of  the  application  to  the  exclusion  of  the 
assignee  where  the  assignment  does  not  contain  a  request  that  the 
patent  Issue  to  the  assignee,  notwithstanding  the  fact  that  the  petition 
accompanying  the  application  contains  such  a  request  In  re  Wetmore 
and  Jenner,  89. 

'  I  )iniTi7Pn  nv  x^    i  \.  7\.  /  -Si'  i  v 
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ASSIGNMENT  OF  ERROR.    See  Motion  to  Di880lve  Interference,  8. 
ASSIGNMENT  OF  TRADE-MARK.    See  Trade-Marks,  02,  64. 
ATTORNEYS.    See  Oath,  1.  3. 
AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.    See  Date  of  FUing 

Applications;  Motion  to  Dissolve  Interference,  1;  Trade-Marks,  34; 

Withdrtnoal  of  Allotoed  Applications  from  Issue, 
AUTHORITY  OF  THE  PATENT  OFFICE.    See  Trade-Marks,  5. 
BAR  TO   PATENT.    See  Examination  of  Applications,  3;   Interference,  6; 

Public  Use;  Public-Use  Proceedings, 
BAR  TO  REGISTRATION.     See  Trade-Marks,  20,  44. 
BILL   IN   EQUITY   UNDER   SECTION   4915,    REVISED    STATUTES.     See 

PatentabUity,  1. 
BLUE  PRINTS.    See  Prosecution  of  Applications,  2. 
BURDEN  OF  PROOF.    See  Interference,  2,  28;  Trade-Marks,  25,  28. 
CANCELATION  OF  ASSIGNMENTS.     See  Assignments. 

CANCELATION  OF  TRADE-MARK  REGISTRATION.     See  Trade-Marks,  34. 
CAVEATS. 

INTEBFEBENCE — INSPECTION  OF  WHEN  ReFEKBED  TO  IN  PbELIMINABT  STATE- 
MENT.— Where  in  his  preliminary  statement  the  Junior  party  to  an 
interference  alleges  the  filing  of  a  caveat  disclosing  the  invention  in 
issue.  Held  tliat  the  senior  party  is  not  entitled  to  inspect  such  caveat, 
since  it  is  optional  with  the  Junior  party  whether  he  will  introduce 
such  caveat  in  evidence  or  rely  on  other  evidence  of  disclosure.  {Claas- 
sen  v.  Stcffcn,  C.  D.,  1904,  573;  113  O.  G.,  2507,  distinguished.)  Stauft 
V.  Reeder,  118. 

CENSUS  REPORTS. 

Judicial  Notice.— The  United  States  Census  Reports  constitute  matter  of 
which  Judicial  notice  may  properly  be  taken,  and  such  Judicial  notice 
may  be  tal^en  on  appeal  when  the  lower  tribunals  fail  to  do  so.  The 
Geo.  B,  Sprague  Cigar  Co.  and  The  Wing  Cigar  Co-,  v.  T.  M.  KUdow 
Cigar  Co.,  94. 

CERTIFICATE  OF  COURT.    See  Access  to  Pending  Applications,  4. 

CERTIFIED  COPIES  OF  PARTS  OF  APPLICATIONS.  See  Access  to  Pend- 
ing Applications,  1;  Interference,  34. 

CERTIORARI.     See  Trade-Marks,  52. 

CHANGE  OF  FORM.     See  Pntcntahiliiy,  11. 

CIRCUIT  COURT  OF  APPEALS.     See  Trade-Marks,  52. 

CITIZENSHIP.     See  Jurisdiction  of  the  Federal  Courts, 

CLAIMS.  See  Abandonment  of  Applications;  Affidavits  under  Rule  75,  1; 
Amendments,  2;  Anticipation;  Appeal  from  the  Examiners-in-Chief ; 
Appeal  to  the  Examimrs-in-Chicf,  2,  3;  Construction  of  Claims;  Con- 
struction of  Spvciflvations  and  Patents;  Decisions  of  the  Examiners- 
in-Chief;  Drttigns,  1,  6;  Divisional  Applications;  Division  of  Appli- 
cations. 3;  Examination  of  Applications;  Interference,  1.  2,  9,  12.  14, 
21;  Motion  to  Amend  Application.  4;  Motion  to  Dissolve  Interference, 
2.  24;  PatentabUity;  Prosecution  of  Applications,  1,  4,  5.  7,  8;  Reissues, 
1:  Suggested  Claims. 

1.  Multiplicity.— The  praitlce  of  prpsentiug  a   needless  nmltlpllcity  of 

claims  of  substantially  the  siiiiih  scope  Is  to  be  condeiuneil.     Ex  parte 
Kadow,  79. 

2.  Amendmknt — Recommended  iiy  Examinkrh-in-Chibp  Rejected  on  New 

RRFP.RKNCK8. — WJiere  claims  wlilch  were  recomniended  by  tho  Exam- 
luers-iu-Cliit*f  are  rejected  by  the  Primary  Kxaniiuer  on  new  references^ 
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the  applicant  la  entitled  to  amend  the  same  or  aubatltnte  new  claims 
therefor,  provided  they  are  directed  to  the  same  inTention  aa  that  cot- 
ered  by  the  rejected  claima.  Ew  parte  Lindtey,  115. 
8.  Not  Indefinite — Okioinal  Disclosubb. — ^Where  an  original  claim  in  an 
application  ia  not  indefinite,  but  is  objected  to  by  the  Examiner  on 
the  ground  that  it  suggests  a  variation  not  disclosed  in  the  original 
specification  and  drawings.  Held  that  either  the  objection  is  unfounded 
or  the  claim  is  sufficient  basis  for  an  amendment  to  the  showing  to 
make  it  correspond  with  the  modification  suggested  in  the  claim.  Bs 
parte  Qugler,  210. 
4.  Elements  Positively  Inclitdd). — Elements  of  an  Invention  to  which 
it  is  necessary  to  refer  in  order  to  define  other  elements  should  be 
positively  included  in  the  claims.    Em  parte  Btimpeon,  228. 

CLASS  or  MERCHANDISE.    See  Trade-Marks,  87,  38,  40,  49,  68,  68. 

COMMERCIAL  SUCCESS.    See  Interference,  18;  PatentaMlUy,  11. 

COMMISSIONER  OF  PATENTS.  See  Aliandanment  of  ApplioatUme,  1;  Date 
of  FUing  Applications;  Decisions  of  the  Commissioner  of  Patents; 
Decisions  of  the  Examiners-in-Chief,  1;  Ewamination  of  Applications, 
12;  Bwpert  Testimony;  Interference,  5,  8,  81;  Judgment  on  the  Record, 
2;  Jurisdictiion  of  the  Court  of  Appeals  of  the  District  of  Columbia; 
Jurisdiction  of  the  Secretary  of  the  Interior  over  the  Commissioner  of 
Patents;  Motion  to  Dissolve  Interference,  1,  6,  11;  Petition  to  the 
Commissioner  of  Patents;  Trade-Marks,  83;  Withdrau>dl  of  Allowed 
Applications  from  Issue. 

COMMON  KNOWLEDGE.    See  PatentalHUty,  13. 

COMMON  LAW.    See  Copyright,  1. 

COMPLETE  ACTION.    See  Examination  of  Applications,  12. 

CONCEAOIENT  OF  INVENTION.     See  Reduction  to  Practice,  6w 

CONCEPTION  OF  INVENTION.  See  Diligence,  1 :  Employer  and  Employee; 
Interference,  11,  15,  16»  17,  26;  Priority  of  Invention,  3,  4;  Reduction 
to  Practice,  9. 

CONFLICTING  ASSIGNMENTS.    See  Assignments,  1. 

CONSOLIDATION  OF  INTERESTS.    See  Interference,  27. 

CONSTRUCTION  OF  CLAIMS.     See  Patentability, 

1.  Intebference— Patent— Proceedings  in   Patent  Office. — "A  patentee 

having  once  presented  his  claim  in  one  form  and  the  Patent  Office 
having  rejected  it  with  bis  acquiescence,  he  is  estopped  to  claim  the 
benefit  of  his  rejected  claim  or  such  construction  of  his  amended  claim 
as  would  be  equivalent  to  the  rejected  claim,  and  it  makes  no  dif- 
ference whether  the  rejected  claim  be  broader  or  narrower  than  the 
one  allowed."     i^)Eng€l  v.  Sinclair  et  al.,  310. 

2.  Same — Same— Same. — Where  a  party  copies  a  claim  of  a  patent  for  the 

purpose  of  interference,  it  must  be  construed  in  the  light  of  the  dis- 
closure of  the  patent;  but  this  rule  is  subject  to  the  limitation  that 
the  proceedings  in  the  Patent  Office  leading  to  the  grant  of  the  patent 
must  be  taken  into  consideration  in  determining  the  scope  of  the  claim. 
(*)Id. 
8.  Same — Pkiority— Right  to  make  the  Claims. — In  the  device  of  W. 
each  of  the  positive  electrodes  is  connected  to  an  individual  or  dis- 
thict  coil  of  a  polyphase  generator.  Held  that  W.  is  entitled  to  make 
the  claims  in  issue,  in  which  it  is  specified  that  each  of  the  posith-e 
electrodes  is  coimected  to  a  separate  source  of  currmt    (*)  Wetotraicb 

V»  HeWittf  309*  uignizeaoy  ■%>__*  vj-v/p^LV- 
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4.  Same— LiMiTATiOH  of  Glaimb.— *'A  limitatloD  In  a  claim  that  is  merely 
arbitrary  and  without  function  ought  not  to  be  permitted  to  deprlye 
the  first  Inventor  of  reward  simply  because  the  one  first  to  file  an 
application  has  inserted  it'*     {*)Arh€tter  v.  Lewis,  871. 

6.  Same — Same. — Where  in  an  interference  involving  a  sewed  seam  the 
sole  reason  assigned  for  the  limitation  in  the  claim  "  under  the  edge  " 
is  concealment  of  one  of  the  threads  and  neither  seam  accomplishes 
that  result,  Held  that  "  the  one  in  which  such  result  is  more  nearly 
accomplished  ought  not  to  be  put  aside  for  the  other."    {*)Id. 

6.  Patkntabiutt — Vacuum  Cleaning  AFPARA^rus. — ^Applicant  connected 
an  internal-combustion  engine  with  a  vacuum  cleaning  machine  in 
such  a  manner  that  the  air  supplied  to  the  air  and  fuel  mixing  means 
of  the  engine  is  drawn  through  the  cleaning  device.  Held  that  this 
substitution  of  the  pump  of  the  engine  for  the  separate  air  pnmp  of 
the  cleaning  device  is  ingenious,  but  is  not  invention.  {*)  In  re 
Noifee,  879. 
GONSTRUCrriON  OF  RULES.  See  Abandonment  of  Applications,  8;  Access  to 
Pending  Applications,  1;  Affidavits  under  Rule  75;  Amendments; 
Appeal  to  the  E^aminers-in-Chief,  2;  Drawings,  1;  Interference,  1,  3, 
28,  81,  84;  Motion  to  Amend  Application,  1,  3,  4;  Motion  to  Dissolve 
Interference,  1 ;  Oath,  2 ;  PatentaWity,  3 ;  Prosecution  of  Applications, 
2,  a 
CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  Invention; 
Particular  Patents;  PatentaWity,  11. 

1.  Patents — Validity — Infbinoeiient.— Appellant's  patents  compared  with 

the  prior  art  and  Held  that,  giving  the  patentee  the  benefit  of  all  donbt 
as  to  validity,  the  claims  are  of  such  narrow  scope  as  not  to  be  infringed 
by  appellee*8  structure.  (**)Bri/I  and  The  J,  O.  BriU  Company  v. 
The  Washington  Railway  and  Electric  Company,  606. 

2.  Same— Anticipation — Bbacket  fob  Cab-Doobs. — ^The  Hill  patent,  Na 

627,792,  for  a  bracket  for  car-doors,  fastened  to  the  side  of  the  car  by 
a  screw  having  a  square  countersunk  head  not  rotatable  on  the  bracket 
and  removable  only  by  revolving  the  bracket  itself,  which  cannot  be 
done  when  the  door  is  closed,  Held  anticipated  by  the  Eubank  patoit. 
No.  612.467,  the  device  of  which  operates  on  the  same  principle,  the 
only  difTerence  being  that  instead  of  a  screw  a  fastening  is  used  con- 
sisting of  a  stud  Integral  with  the  bracket  and  having  flanges  working 
in  the  manner  of  the  threads  of  a  screw, — {*) Chicago  Grain  Door  Co.  v. 
National  Malleable  Castings  Co,  et  al..  418. 
8.  Same— Rules  of.— Patents  are  grants  made  in  consideration  of  discover- 
ies which  "promote  the  progress  of  science  and  the  useful  arts" 
(Const,  art  1,  sec.  8),  and  they  are  to  be  construed  liberally,  so  as  to 
effect  their  real  Intent,  subject  to  the  settled  rule  that  inventors  be  held 
to  the  form  of  claim  which  they  have  accepted  under  objections  from 
the  Patent  Office.— (*)Bo««er<  Electric  Const.  Co.  v.  Pratt  Chuck  Co., 
Bossert  Electric  Const.  Co.  v.  Sprague  Electric  Co.,  466. 
CONSTRUCTION  OF  STATUTES.  See  Construction  of  Specifications  and 
Patents,  8;  Copyright;  Foreign  Patent  Laws,  3,  6,  6;  Prosecution  of 
Applications,  1 ;  Reduction  to  Practice,  4 ;  Reissues,  1 ;  Renewal  of  For- 
f cited  Applications;  Withdrairal  of  Allowed  Applications  from  Issue, 
Pbactice  in  the  Patent  Officb.^A  construction  given  to  a  statute  by  the 
uniform  practice  of  the  Patent  OtBce  for  many  years  is  entitled  to  much 
weight,  being  a  construction  adopted  by.  a  coordinate  branch  of  the 
Government — i^yChency  Brothers  v.  Weinreb  and  Weifireb,  262. 
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OONSTBUCnON  OF  TRADB-MABK  RUIiBS.    flee  Tmde-MmrkB,  f^  21. 

GONSTRUCnON  OF  TRADB-BIARK  8TATUTB&  See  Trm4e-Mwrk9.  8»  6^  15. 
20,  28»  29,  80,  84.  62,  79.  82,  84. 

OONTINUOUS  APPUGATI0N6.    See  Interferemoe  2. 

Cioes-RKnBEif CE  to  Obigihal  Gasje. — ^Wlme  a  eaM&ntlel  part  of  the  di»- 
doanre  tn  an  application  la  the  aaoM  aa  that  of  ah  earlier  caae^  HeUL 
that  the  appllGatton  may  be  termed  a  continnatlon  of  audi  caae  aa  to 
an  aobject-matter  which  la  common  to  the  two.    E9  pane  Eruee,  UA. 

OONTRACrrS.    See  Aocees  to  PetMmg  Appi4oatUm9,  8. 

COPBNDINQ  APPUGATIONS.  See  Interference,  16,  28,  24,  26;  Proteciillo» 
of  AppUeaiione,  & 

OOPIES  OF  PENDING  APPLICATIONS.  See  AeoeM  to  Pending  AppUom- 
tUme,!. 

COPl'RIGHT. 

1.  Couuoh-Law  Aim  STATtJToaT  OorTBiGHT. — At  common  law  the  esdoatTO 

right  to  copy  ezlated  In  the  author  until  he  permitted  seneral  publlca- 
ti<m.  The  atatnte  created  a  new  property  right,  gtring  to  the  anttor 
after  publication  the  ezclualTe  right  to  multiply  ooplea  for  a  lianited 
period.    i**)Celipn  ▼.  Inter  Oeettn  Newspaper  Oompamp,  602. 

2.  VALnnTT— DovBLS  CopraittHTiHo. — ^But  a  eingle  yalld  copyright  can  be 

obtained  for  the  eame  subject-matter,  and  where  an  artiat  after  dq;M»> 
iting  in  the  preacribed  olilce  a  photograph  of  a  painting,  aceompanleil 
by  a  deecrlption  thereof;  depoeita  another  photograph  of  the  painting, 
accompanied  by  a  different  deeciiptUm,  the  aecond  copyright  la  void. 
(••)/d. 

CORPORATION.    See  JuriedietUm  of  the  Federal  Ooarte;  Trade-Marke,  29. 

CROSS-EXAMINATION.    See  TetMiiMmy,  8. 

CROSS-REFBRBNCES.  See  Oontinmoue  AppHeattone;  Proeeeution  of  AppU- 
catione^  6. 

DATB  OF  FUJNO  APPLICATIONS.  See  AgtdavUe  under  Bale  75,  2;  INvf- 
eional  Applicat4on$t  1,  2;  Foreign  Patent  Lawe,  2»  8,  5,  6;  Interference^ 
1, 16, 17;  Trade^Marke.  4,  46. 
Eznaraioif  or  Tno. — ^Where  it  waa  neceesary  for  applicant  to  file  his 
application  in  thia  country  not  later  than  January  28,  1909,  and  the 
application  pap^e  were  posted  abroad  on  January  11,  1909,  but  die 
Bteamer  carrying  eald  mall,  which  should  have  reached  New  Tork  on 
January  21,  1900,  was  delayed  and  did  not  arrive  until  January  2&» 
1909,  with  the  result  that  the  application  waa  not  filed  hi  the  Patent 
Office  Until  January  28,  1900,  Held  that  tte  Commissioner  la  without 
authority  to  give  the  applicati<m  the  filing  date  of  January  28,  1909L 
Em  parte  Kauertnann,  117. 

DECEPTIVB  MARK.    See  Trade-Marke,  46,  60,  68,  67. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  See  Judgment  en 
the  Becord,  2;  Trade-Marke,  88. 
IirrEBFBaEiiCB — ^PnoarrT— Appeal. — ^Where  the  decision  of  the  Commli- 
sloner  of  Patmts  was  based  on  testimony,  but  this  testimony  la  not 
included  In  the  record  on  appeal,  it  must  be  assumed  that  hia  decision 
Is  correct     {*) Goldberg  ▼.  Halle,  290. 

DECISIONS  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  CO- 
LUMBIA.   See  Interference,  19;  Judgment  on  the  Record^  2L 

DECISIONS  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Amendment 
to  PreUminary  Statement;  Interference,  28;  Motion  to  Amend  AppH- 
cation,  8;  Moticn  to  Dieeolve  Interference,  8,  6:  Rehearing;  Tetfimeay, 
4,  6. 
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DB0I8IOM8  OF  THB  BXAMINHRS-IN-CHIBF.  See  Appeal  from  ihB  B^* 
anUnerB-ln-Ohief;  Prosecution  of  A^UoaHont,  S, 

1.  PnoBiTT— Right  to  Mass  OLAiMa— ^The  Bzaminen-in-Cblfif  rendeied  a 

decteton  on  priority  in  fitvor  of  R^  bnt  refosed  to  consider  the  right 
of  8.  to  make  the  dalms,  on  the  ground  that  they  had  prerionaly  con- 
•idered  that  question  on  appeal  from  the  decieion  of  the  Primary  Ez« 
amlner  on  a  motion  to  diseolve  the  interference  and  that  the  Oommla- 
■loner  had  refused  to  revleir  their  decision  In  the  exercise  of  his  super- 
▼leory  authority.  Held  that  the  Bzaminers-ln-Ghief  were  in  error  in 
refusing  to  considef  the  question  of  the  right  of  8.  to  make  the  claims* 
and  the  interference  is  remanded  to  them  to  reoOex  a  supplemental 
decision  upon  that  question.    Schutte  ▼.  Rice,  ISL 

2.  ArPBAi/— Nkw  RKrKKENGBS  CmD. — ^Where  in  a  decision  aJDrming  the 

action  of  the  Primary  Bzaminer  the  Bzamlners-in-Ghief  rete  to  a  new 
ref eroice  as  showing  certain  features  of  the  claims  not  disclosed  in  the 
references  of  record.  Held  that  the  applicant  Is  entitled  to  further 
prosecution  of  the  case  before  the  Primary  Bxaminer.    Bm  parte  Wade^ 

DBCLARATION.    See  Trade-Marks,  4,  5,  e. 

DE3CLARATION  OF  Dn?ERFEBENGB.    See  Interference,  1,  2,  8. 

DEGREE  OF  THB  OOURT.    See  AsaionmentM,  1. 

DELAY  IN  BRINGINQ  MOTIONS.  See  Interference,  10;  Motion  to  Amend 
Application,  1;  Motion  to  Dissolve  Interference,  16;  Motion  to  Reopen 
Interference  to  Take  Testimony,  2. 

DELAY  IN  FILING  AFFIDAVITS.    See  AgldaviU  under  Rale  76, 1. 

DELAY  IN  FILING  APPLICATIONS.  See  Date  of  FiMng  Applications;  Re- 
duction to  Practice,  6. 

DEMURRER.    See  Trade-Marks,  72. 

DESCRIPTION.  Sea  Designs,  1.  8,  4 ;  Particular  PaienU,  0 ;  Priority  of  Inven- 
tUm,  2;  Reismtes,  1;  Bpeciftoations;  Trade-Marks,  21. 

DESGRIPnyS  TERlf  S.  See  Trade-Marks,  7, 10,  14,  US,  10,  17,  82,  51,  58,  68, 
06,  71,  78,  79,  83,  86,  86,  90,  96. 

DESIGNS.    See  Interference,  38. 

1.  Descbiftioh — Claim. — ^Where  the  speclllcatlon  of  a  design  application 

contains  a  description  of  certain  features  of  the  design  ITeld  that  the 
words  "and  described"  should  be  included  In  the  claim.  Bm  parte 
Voncanon,  40. 

2.  PATKiTTABiLrrT. — In  considering  the  question  of  the  patentability  of  a 

design  utUlty  may,  in  a  close  case,  be  given  some  consideration;  but 
the  real  question  Is  whether  there  is  such  originality  shown  as  to  call 
for  the  exercise  of  the  InTentive  faculty.     i^)lnre  Sherman,  382. 

8.  Validitt— Descbiption  or  thb  Design  in  Wobds.— A  design  patent  for  a 
textile  fabric  Held  not  Inyalld  because  of  the  absence  therefrom  of  a 
description  of  the  design  in  words.  («)  Cheney  Brothers  v.  Weinrelf  and 
Weinreb,  262. 

4.  Same— Same.— '' Of  course  I  do  not  mean  that  the  design  cannot  also 
be  described  in  words,  but  I  think  It  confusing  and  useless,  provided 
there  be  some  writing  to  Indicate  upon  what  character  of  goods  the 
design  is  to  be  applied."     («)/d. 

6.  Patentability- Featubes  or  Mechanical  Utilitt. — A  design  which  is 
distinguished  from  the  prior  art  only  by  features  of  mechanical  utilly 
Held  not  patentable.    Bw  parte  Johnson,  192. 

_  uiqiiizea  Dv  ^.j  vj'VJ'x  LN- 
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t,  'No  Qbrbio  ahb  SPBcxno  CSlaiics.— It  is  well  (wtUed  that  a  design  patent 
can  be  granted  only  npon  a  single  ebape  or  conflgnration,  and  not  npon 
eeveral,  and  that  there  la  no  soch  distinction  between  generic  and 
spedflc  design  patents  as  Is  recognised  In  mechanical  patents.  Bm  ptfrle 
Liile,  Jr.,  TZl. 

DHJOHNOB.    See  IfUerferenoe,  16»  Id,  17»  26;  FHorU^  of  Inventkm,  8,  4. 
1.  lHTisrEBBHca&— PaiOBiTT. — ^Where  F.,  who  was  the  first  to  conceive  the 
Invention  In  Issue,  bnt  the  last  to  reduce  it  to  practice,  was  lacking  In 
diligence  before  and  at  the  time  R.  entered  the  field,  HtM  that  this  lack 
of  diligence  conld  not  be  cured  by  actlylty  subsequent  to  that  time. 
i^)Flaud  T.  BoMflng,  80a 
S.  Saicb— SAifx.— The  question  of  what  constitutes  due  diligence  In  reducing 
an  Invention  to  practice  must  depend  upon  the  circumstances  of  each 
case  and  cannot  be  determined  by  a  mere  computation  of  time. 
i^)8torer  v.  Barr,  806. 
&  WoBK  ON  OTHiB  FoBif  s  OF  DivicB. — ^Work  OQ  oue  form  of  a  device  can 
not  be  considered  as  diligence  In  the  reduction  to  practice  of  another 
form.    Taylor  v.  QUtnan,  167. 

DISCLAIMERS.    See  Reissues,  2. 

DISCLOSURB  OF  INVENTION.  See  Caveats;  Claims,  3;  Construction  of 
Claims,  2;  Continuous  Applications;  Decisions  of  the  Exatniners-in- 
Chief,  2;  Divisional  Applications,  8;  Interference,  16,  23,  24,  26,  29,  30; 
Particular  Patents,  8;  Patentability,  1,  2,5;  Priority  of  Invention,  1,  2; 
Prosecution  of  Applications,  8;  Reduction  to  Practice,  8. 

DISCRETION  OF  THE  COMMISSIONER  OF  PATENTS.  See  B»pert  Testi- 
mony, 

DISCRETION  OF  THE  EXAMINER.    See  Amendments. 

DISCRETION  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Amendr 
inent  to  Preliminary  Statement;  Motion  to  Dissolve  Interference,  21; 
Behearing;  Testimony,  8. 

DISCRETION  OF  THE  PATENT  OFFICE.    See  Interference,  81. 

DISSOLUTION  OF  INTERFERENCE.    See  Interference,  8,  38 ;  Motion  to  Dis^ 
•        solve  Interference;  Trade-Marks,  28. 

1.  Decision  on  Motion  to  Dissolve — Res  Adjxtdioata. — Where  an  Interfer- 

ence is  dissolved  on  the  ground  that  one  of  the  parties  thereto  hss 
no  right  to  make  claims  corresponding  to  the  counts  of  the  issue  and 
no  appeal  is  taken  from  such  decision,  the  question  of  his  right  to 
make  such  claims  is  res  ad  judicata.     {*)Oold  v.  Oold,  269. 

2.  Same — Same. — Where  no  appeal  was  taken  from  the  decision  of  the 

Primary  Examiner  dissolving  an  interference  on  the  ground  that  the 
claims  in  issue  are  not  patentable  and  a  second  Interference  was  de- 
clared involving  claims  not  essentially  different  from  those  taivolved 
In  the  former  interference.  Held  that  the  question  of  patentability  was 
not  concluded  by  the  decision  in  the  prior  Interference.  (*)/d. 
8.  Same — No  Appeal  Thebefbom. — An  order  dissolving  an  Interference  on 
the  ground  that  one  of  the  parties  thereto  has  no  right  to  make  the 
claims  of  the  Issue  is  itself  Interlocutory  and  cannot  be  appealed  from 
Independently  of  a  final  decision  putting  an  end  to  the  litigation  through 
an  award  of  priority  to  the  rival  applicant  When  thajt  final  award  has 
been  made,  the  interlocutory  order  may  be  reviewed  in  an  appeal  there- 
from, but  not  otherwise.    i*)Cosper  v.  Gold  and  Gold,  282. 
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DIVISIONAL  APPLICATIONS.    See  Aooett  to  PeiMng  AppUoaUom,  1;  Inter* 
fermce,  2. 

1.  Entitled  to  Date  or  Obiginal  as  Date  or  Cohstbuctivb  Beduotion  to 

Pbactige.— A  dlTislonal  application  1b  entitled  to  the  date  of  filing  of 
the  original  application  as  a  date  of  constructive  reduction  to  practice 
whether  the  claims  of  the  divisional  application  were  presented  in 
the  earlier  application  or  not  Saunders  v.  MUler,  0.  D.,  1900,  461; 
146  O.  O.,  606;  83  App.  D.  G.»  466,  distinguished.  {*)Von  BeckHng- 
hausen  v.  Dempster,  366. 

2.  Same. — Where  as  the  result  of  an  adverse  decisicm  in  an  Interference  all 

the  claims  of  an  application  are  rejected,  Held  that  a  divisional  applica- 
tion filed  within  one  year  from  the  date  of  such  rejection  Is  entitled 
to  the  date  of  the  original  application  as  a  date  of  constructive  reduc- 
tion to  practice.  (*)/<!. 
8.  Depabtube  fbom  Obiginal  Disolosubb. — Where  there  is  any  departure 
from  the  disclosure  of  the  alleged  parent  case,  the  application  cannot 
be  referred  to  as  a  division  thereof.  Bw  parte  Kmse,  119. 
DIVISION  OF  APPLICATIONS.    See  BufianUnatUm  of  AppUoations,  6. 

1.  New  MATTEB^ArrBOTiNo  Reqtjibbmeiit  fob  Division — ^Appeal  to  the 

Examinebs-in-Chief. — ^Where  a  certain  change  in  the  specification  held 
to  constitute  new  matter  is  involved  In  a  requirement  for  division, 
such  question  will  not  be  reviewed  on  petition,  but  Is  appealable  to 
the  Bzaminers-in-Chief.    Bx  parte  Fadem  and  Berman^  87. 

2.  Requibement  fob  Division — Appeal  to  the  EzAMiNEBs-iN-OniEr. — ^A  re- 

quirement by  the  Primary  Bxaminer  for  division  is  appealable  to  the 

Examiner-in-Chlef  and  will  not  be  reviewed  on  petition.    Bw  parte 

Lantzke,  100. 
8.  Same— Action  on  the  Mebits. — Where  a  requirement  for  division  Is 

made,  there  Is  no  objection  to  the  Bxaminer  acting  on  the  merits  of 

all  the  claims.    Id, 
DOUBLE  USE.    See  ParttaOar  Patents,  11,  18. 
DRAWINGS.    See  Interference,  8;  Prosecution  of  Applications,  1,  2;  Trade- 

Marks,  81. 

1,  Limited  to  as  Few  Sheets  as  Possible. — "There  are  two  principal 

reasons  for  the  rule  requiring  drawings  to  be  limited  to  as  few  sheets 
as  {)ossible  consistent  with  a  clear  showing  of  the  Uivoitlon;  one  Is 
that  It  has  now  come  to  be  a  serious  problem  to  find  space  for  the 
storage  of  drawings,  whether  they  farm  a  part  of  a  patent  or  of  an 
abandoned  application,  and  the  other  Is  that  it  Is  a  useless  expense 
to  photolithograph  an  unnecessary  number  of  sheets  of  drawings  for 
the  purpose  of  attaching  the  same  to  patents."    Ex  parte  Pfautz,  181. 

2.  Application — ^Thin  Sheet-Metal  Sections — Solid  Black  Pebmitted. — 

Extended  shading,  either  surface  or  sectional.  In  solid  black  should 
not  be  permitted,  but  sections  of  thin  sheet  metal  may  be  so  represented. 
Bx  parte  MclHn  and  Reid,  214. 
8.  Same — Refebence-Numebals. — ^Where  the  same  part  of  an  apparatus 
appears  in  more  than  one  flgiire  of  the  drawing,  it  should  be  repre- 
sented by  the  same  reference  character,  notwithstanding  that  one 
figure  may  be  a  diagram  and  another  a  detail  view.  Bx  parte  Stimp- 
son,  233, 

EARLIER  APPLICATIONS.    See  Continuous  Applications;  DMsiondl  Appli- 
cations, 1 ;  Interference,  2, 16,  26,  r^  i 

ELEMENTS.    See  Claims,  4,  ugitizedbyLiOOgle 
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UMPLOTmiS.    Bee  RedmOkm  to  JfViooMoe^  6L 

BICPLOYBR  AND  BlfPLOYBBL 

iJTowBircM— Omwinalitt.— It  is  a  well-eetebliehed  principle  of  tlie  pat- 
ent law  tbat  where  an  tnyentor  emplo^rs  another  to  embody  his  con- 
ception In  practical  form  he  la  entitled  to  any  Improvemoit  therrtn  due 
to  the  mechanical  Alll  of  the  employee;  bnt  If  the  latter  goes  farther 
than  mechanical  skill  enables  him  to  do  and  makes  an  actual  Invention 
he  Is  entitled  to  the  benefit  thereof.  (*)McKcen,  Jr^  t.  Jerdone,  Jr^ 
888. 

BQUITABLE  INTEREST.    See  Aooe$8  to  Pending  Applioaiiont,  2  • 

EQUIVALENTS.    See  OanatructUm  of  Oiaim$,  1, 

ESTOPPEL.    See  Oottttmction  of  CIsisM,  1. 

BVIDBNCE.  See  Caveatt;  Foreign  Patent  Law$,  8;  Interferenoe,  Vi,  22,  21; 
Intematicnal  Convention  for  the  Protection  of  Industrial  Property; 
PateniaWitg,  1;  Priority  of  Invention,  3,  4;  Reduction  to  Practice,  7» 
9, 10;  Teetimong,  10;  Trade^Marks,  89,  66,  66,  78. 

EXAMINATION  OF  APPLICATIONS.  See  Abandonment  of  AppUoations;  Do- 
eigne,  1,  2,  6;  Divieion  of  Applioatione ;  Drawings,  1;  Prosecution  of 
Applications;  Specifications;  Title  of  Invention. 

1.  Fuf AL  BEjicnoN.— Where,  after  repeated  actions  on  the  part  of  the  Olllce 

and  the  applicant,  a  dear  Issue  had  been  reached  as  to  the  patent- 
ability of  applicant's  Invention,  Held  that  a  final  rejection  was  properly 
entered,  notwithstanding  the  fact  that  the  claims  so  rejected  were  not 
escactly  the  same  as  those  preiionsly  considered.    Ba  parte  Miller,  16. 

2.  RuBonoN  IN  View  op  Applicant's  Aixowbd  Appuoations. — **  The  action 

of  the  Examiner  In  rejecting  claims  of  a  pending  application  on  the 
ground  that  they  were  not  patentable  orer  matter  claimed  In  other 
applications  of  the  same  party  at  tbat  time  in  the  issne  Is  In  accord  with 
the  well-established  practice  of  this  Office.  Whether  the  differences  In 
the  Inyentions  claimed  are  patentable  Is  a  matter  for  ippeal  to  the 
Ezamlners-in-Ghlef.**    Bm  parte  Waterman,  29. 

8.  Sams. — Claims  of  an  application  were  rejected  on  other  allowed  appli- 
cations of  the  same  party,  which  later  became  forfeited.  Held  that 
while  in  that  condition  they  no  longer  constituted  a  bar  to  the  allow- 
ance of  those  claims.    Id. 

4.  RwacnoN — Explanation  op  Rkpebkncbs. — ^Where  the  reference  cited  by 
the  Examiner  showed  only  the  Invention  of  the  application  and  Its 
pertinency  was  obvtons,^£reld  that  comment  on  the  reference  by  the 
Examiner  was  unnecessary.    Bm  parte  Floyd,  88. 

6.  Rbquibement  of  Division — Cuesobt  Examination. — ^Where  division  la 
required,  the  nearest  references  to  each  of  the  Inventions  claimed 
which  can  be  readily  found  by  the  Examiner  should  be  dted.  Em 
parte  Bratt,  40. 

0.  Final  Rejection. — Where  a  claim  presented  In  lieu  of  a  previously- 
rejected  claim  diifered  therefrom  only  In  the  Inclusion  of  a  feature 
which  was  shown  In  references  of  record  and  In  view  of  which  claims 
Including  this  feature  had  been  canceled,  Held  that  the  action  of  the 
Examiner  in  calling  attention  to  these  references  did  not  constltnte  a 
new  ground  of  rejection  and  that  the  final  rejection  of  the  claim  waa 
proper.    Bm  parte  Lang,  00. 

7*  Sams — Explanation  of  the  RBFEBBNCEa.— Where  in  rejecting  the  claims 
In  an  application  disclosing  a.  very  simple  device  the  Examiner  states 
that  the  claims  present  no  Invention  over  the  references  and  la  re> 
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•Poum  to  fhe  stmtanent  by  tte  applicant  aa  to  o«rtaln  dUtaancea  be- 
tween tiie  device  of  tbe  appUcatton  and  tboee  dladoaed  In  tbe  references 
tbe  Bxaminer  makes  his  rejection  final,  ffeM  that  In  view  of  tbe  simple 
cbaracter  of  the  device  the-  Bznmlner's  statement  that  the  claims  pre- 
sent no  Invention  over  the  references  gave  a^illcant  all  the  Informa* 
tlon  necessary  to  intelligently  prosecute  his  case  and  that  the  final  q»- 
jectlon  was  proper.    Em  parte  MoyerM,  77. 

8.  Same. — ^VHiere  In  a  letter  finally  rejecting  the  claims  of  an  application 

the  Bxaminer  states  that  hla  previous  action  was  a  reQneat  for  In- 
formatl^m  and  not  a  rejection  and  It  appears  that  the  claima  as  amended 
were  not  twice  rejected  by  the  Examiner  on  the  same  groond,  ffeld 
that  the  final  rejection  was  premature.    Bm  pmrie  BiepheiUf  78. 

9.  MuLTiPLicxTT  OP  CLAIMS. — Where  an  BSxaminer  reqnlres  that  the  claima 

of  an  application  be  restricted  to  a  reasonable  number,  he  riiould  point 
out  the  claims  which  he  believes  to  be  of  substantially  the  same  scope. 
Bm  parte  Kadow,  79. 
10.  Patbntabilitt— Action  op  BxAMiNia. — ^Where  the  Bxaminer  after  ftally 
pointing  out  why  the  claims  presented  were  held  to  be  not  patentable 
over  the  references  of  record  stated  that  in  his  opinion  the  case  was 
"devoid  of  any  patentable  merit  whatsoever,"  Held  that  such  state- 
ment was  unobjectionable.  Bm  parte  Fom^  128. 
U.  Final  ExjncnoN. — ^In  his  first  action  tiie  Bxaminer  cited  certain  refer- 
ences as  illuatratlng  the  art  Applicant  thereupon  canceled  the  claima 
and  presented  one  new  claim  in  lieu  thereof,  pointing  out  wherein  tt 
was  supposed  to  avoid  the  references.  Heid  that  a  final  rejection  of 
thla  claim  was  premature.  Bm  parte  Fledger^  Jr^  and  OampheU,  12f. 
12.  IifPoiTANca  OP  OoMPLRB  Oppiob  AonoNS. — **OomiAete  actiona  on  the 
part  of  this  Office  are  aa  Important  aa  the  avoidance  of  piecemeal 
prosecution  on  the  part  of  the  applicant.  Thereby  the  burden  incident 
to  the  prosecutl^m  of  the  application  is  reduced  both  for  the  applicant 
and  the  Ofllce,  unnecessary  delay  is  tilminated,  and  the  iasuance  of  the 
patent  expedited.  The  importance  of  an  early  issuance  of  a  patent  on 
an  application  containing  allowable  subject-matter,  thereby  placing  the 
invention  In  the  hands  of  tbe  public  throui^  the  exi^ration  of  the 
patent  monopoly  at  as  early  a  date  as  possible,  has  been  emphaslBed  in 
many  Oommlssioners'  decisions.**    Bm  parte  Garrett,  169. 

BXAMINBB  OF  INTERFBRBNCB8.  See  Amet^ment  to  PreHmlnarp  State- 
ment;  Appeal  from  the  Bmaminer  of  IMerferenoee;  Interferemee,  1,  26, 
28,  31;  JurUdictUm  of  the  Seoretarp  of  the  Interior  over  the  Oommto- 
eioner  of  PatenU;  Motion  to  Amend  Application,  8;  Motion  to  Die90h>e 
Interference,  8,  4,  ft,  8,  12,  21,  31 :  Motion  to  Reopen  Interference  to 
take  Teetknony;  Rehearing;  Teetimonp,  4,  6,  8;  Trade-Marks,  72. 

BXAMINBB  OF  TRADB-MABKS.  See  Motion  to  Dieeolve  Interference,  6; 
Trade-Markg,  27.  44. 

BXAMINBR8-IN<;HIBF.  See  Appeal  from  the  Bmam*nero4n-Chief ;  Appeal 
to  the  BmaminerB'in'Chief;  Claime,  2;  Decieione  of  the  Bmam4ner9^in- 
Chief;  Divieion  of  Applicatione,  1,  2;  BmannhtmHon  of  Applicatione,  2; 
Interference,  13,  21;  Motion  to  Dieeolve  Interference,  10,  11,  20;  PaP 
entaMlitv,  3. 

BXHIBITa    See  H^duction  to  Practice,  7;  Teetimumif,  8. 

BXFBRT  TB8TIM0NT. 

TaoTUfONT—TAxuie  op— Disobbtion  op  the  OoMMiasioNn  op  PAnNTS.— 
The  qneatlon  of  allowing  expert  testimony  to  be  taken  in  an  Inter^ 
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fttence  Is  one  which  Is  entirely  within  the  discretion  of  the  Commii- 
sioner  of  Putents  and  which  will  not  be  reviewed  upon  appeal  to  the 
Ck>nrt  of  Appeals  of  the  District  of  Oolnmbia.  OWeimtrauh  ▼. 
Sewiii,  860. 

EZPUNOINO  APPBAL  FROM  BEOOBD  OF  INTBRFBBBNGB  PROCEED- 
INGS.    See  Motitm  to  DUwlve  Interference,  5. 

EXTENSION  OF  TIME  FOR  FINAL  HEARING.  See  Interference,  81 ;  JwU- 
diction  of  the  Secretary  of  the  Interior  over  the  CommUaioner  of 
Patente;  Motion  to  Reopen  Interference  to  Take  Testimony,  2. 

EXTENSION  OF  TIME  FOR  TAKING  TESTIMONY.  See  JuriMctUm  of  the 
Secretary  of  the  Interior  over  the  ComnUeeioner  of  Patente;  Motion 
to  Reopen  Interference  to  take  Teetimony;  Teetinumy,  1,  6,  8. 

FEDERAL  LAWS.    See  Prints,  2. 

FEES.    See  Renewal  of  Forfeited  Application;  Trade-Marke,  27,  80. 

FEES  IN  TRADE-BIARK  CASES.    See  Trade-Marke,  27,  80. 

FILING  OF  APPLICATIONS.  See  Foreign  Patent  Laws,  2,  3,  5,  6;  Reductixm 
to  Practice,  3,  4. 

FINAL  HEARING.  See  Interference,  24,  25,  81;  Judgment  on  the  Record, 
1,  8;  Juriediction  of  the  Secretary  of  the  Interior  over  the  CommU- 
eioner  of  Patents;  Motion  to  Amend  Application,  1 ;  Motion  to  Dissolve 
Interference,  1,  7;  Motion  to  Reopen  Interference  to  Take  Testimony,  2; 
Rehearing;  Testimony,  4. 

FINAL  REJECTION  OF  CLAIMS.  See  Affidavits  under  Rule  75,  1;  Exami- 
nation  of  Applications,  1,  6,  7,  8,  11 ;  Jurisdiction  of  the  Court  of  Ap- 
peals of  the  District  of  Oolumlfia;  New  Claims;  Prosecution  of  Appli- 
cations, 6,  7,  8. 

FIRST  AND  ORIGINAL  INVENTOR.  See  Construction  of  Claims,  8;  Inter- 
ference,  22;  Testimony,  10. 

FOREIGN  APPLICATIONS.  See  Foreign  Patent  Laws,  2,  8,  5,  6;  Judgment 
on  the  Record,  8 ;  Reduction  to  Practice,  4. 

FOREIGN  PATENT  LAWS. 

1.  IifTERTEEEircE— Judicial  Notiob. — Judicial  notice  will  not  be  takoi  of  the 

laws  of  foreign  countries.    Latour  v.  Winter  and  Eichberg,  102. 

2.  Sams — Priobity — ^application  Filbd  in  Fsancs. — Since  both  France  and 

the  United  States  had  adhered  to  the  International  Convention  for  the 
Protection  of  ludimtrial  Property,  Held  priority  was  proi)erly  awarded 
to  L.  when  it  apiieared  that  his  French  application  was  filed  prior  to 
any  date  which  could  be  awarded  to  W.  id, 
8.  Sams — Evidence  as  to  German  Law — Sufpiciknct  op. — Evidence  con- 
sidered and  Held  that  the  testimony  '*  taken  In  connection  with  the 
application  itself,  is  sufficient,  in  the  absence  of  any  eridence  to  the 
contrary,  to  justify  the  preBuiiii>tion  that  under  the  German  law  it  Is 
permissible  to  file  an  application  in  the  name  of  an  assignee.**  (^) 
National  Metallurgic  Conifmny,  assignee  of  7'om  Cobb  King,  t.  Whit- 
man et  al.    Whitman  v.  Heame  et  oL,  405. 

4.  Same — Judicial  Notick. — Judicial  notice  will  not  be  taken  of  the  laws 

of  a  foreign  country.     (*)  Winter  and  Biohberg  v.  Labour,  408. 

5.  Same— Pbiobity— Application  Filed  in  Fbance. — Sobsequently  to  the 

adherence  of  France  and  the  United  States  to  the  International  Con- 
vention for  the  Protection  of  Industrial  Property  and  leas  than  twelye 
months  prior  to  the  filing  of  his  application  Involved  in  interference 
L.  had  filed  an  application  for  patent  for  the  same  inyention  in  France. 
Held  that  in  the  absence  of  proof  that  France  did  not  "aiford  the 
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aame  prlrilegei  to  dttcens  of  the  United  StatoB  In  the  sense  contem- 
plated by  section  4887,  B.  8.,"  L.  was  entitled  to  the  benefit  of  the 
date  of  filing  bis  French  ai^Ucatlon.  (^)/<l. 
0.  fiAifB— SAiciK-APFLiOATXoif  Fujed  IN  Qebmant.— W^  who  filed  an  appli- 
cation for  patent  in  this  country  on  March  7,  1908,  had  filed  an 
application  for  patent  for  the  same  Invention  in  Germany  on  January 
14,  1908.  Germany  did  not  adhere  to  the  International  Oonyention 
for  the  Protection  of  Industrial  Property  tUl  Blay  1,  1908.  Held  that 
W.  Is  not  entitled  to  the  filing  date  of  his  German  application  as  a  date 
of  oonstructlTe  reduction  to  practice.    (^)/d. 

FOBBIGN  BBGIBTBATION  OF  TBADB-MABKS.    See  Trade-Marlu,  4. 

FOBFBITBD  APPLICATIONS.  See  BmaminaUon  of  AppUoaiUm9,  8;  Rmetoal 
of  FoffeUtd  Appl4caticn$;  WHMrawia  of  AUowed  AppUoations  from 
I$aue. 

FOBliBB  DB0I8I0NS  CITED.  See  Appeal  to  the  Bmim*ner$-4t^0hief;  Inter- 
ference, 8,  7;  Jurisdiction  of  the  Court  of  Appeals  of  the  District  of 
OolumUa;  JuHsdictian  of  the  Secretary  of  the  Interior  over  tJ^  Com- 
missioner of  Patents;  Motion  to  I>issoli>e  Interference,  18, 19 ;  Prints,  1 ; 
Priority  of  Invention,  1;  Prosecution  of  Applications,  1;  Reduction  to 
Practice,  8 ;  Trade-Marks,  6,  47,  68,  80,  81,  87,  92. 

FOBMBB  DBOISIONS  DISTINGUISHBD.  See  Caveats;  Divisional  Applica- 
tions, 1;  Oaths,  4;  Trade-Marks,  47. 

FUNCTION.    See  Construction  of  Claims,  4;  Indention,  2;  PatentaUUty,  9. 

GBNBBIC  AND  8PBCIFIC  CLAIMS.    See  Desiffns,  8. 

GENERIC  TERMS.    See  Trada-Marks,  00. 

GEOGRAPHICAL  TERMS.    See  Trade-Marks,  22,  28,  88,  64,  86,  87,  98. 

GOODS  OF  THE  SAME  DESCRIPTIYB  PROPERTIB&  See  Trade-Marks, 
87,  88,  89,  78,  78,  87,  88,  89,  98. 

GOODWILL.    See  rrade-lfarlw,  80,  81,  82. 

GOVERNMENT  GUARANTY.    See  Trade-Marks,  69. 

GRADE-MARKS.    See  Trade-Marks,  89. 

GRANT  OF  PATENT.  See  Assignments;  Construction  of  Claims,  2;  ModfUs; 
Pw&Iio  Use;  Public  Use  Proceedings;  Reissues,  2. 

HEARING.    See  Motion  to  DUsolve  Interference,  9;  Reduction  to  Practice,  7. 

INCOMPLETE  APPLICATIONS.    See  Oath,  2,  8. 

INB'RINGEMBNT.  See  Construction  of  Bpeoiflcations  and  Patents,  1;  Juris- 
diction of  the  Federal  Courts;  Particular  Patents,  2. 
Patents— Repaibino,  Imfboyino,  and  Pkbfbotxno.  Held  on  a  motion  for 
a  preliminary  Injunction  that  infringement  of  a  patent  for  a  machine 
for  sorting  cards  bad  not  been  established  by  a  showing  that  the  owner 
of  a  machine  covered  thereby  had  widoied  the  same  to  carry  larger 
cards  and  altered  parts  of  the  machine  to  improTO  its  operation  where 
it  appeared  that  the  Identity  of  the  machine  had  not  been  destroyed  and 
that  the  changes  did  not  contain  anything  patentable  (•)7A6  Tabu- 
lating Machine  Company  t.  Durand,  269. 

INOPERATIVENESS.    See  Interference,  28,  24. 

INTERFERENCE.  See  Access  to  Pending  Applications;  Amendment  to  Pre- 
liminary Statement;  Anticipation;  Appeal  from  t?^  Bwaminer  of  Inter* 
ferences;  Caveats;  Construction  of  Claims;  Decisions  of  t?^  Commis- 
sioner of  Patents;  Decisions  of  the  B»dminers^in-CMef,  1;  Diligence; 
Dissolution  of  Interference;  Divisional  Applications;  Employer  and  Bm- 
ployee;  Bwpert  Testimony;  Foreign  Patent  Laws;  International  Con- 
vention for  the  Protection  of  Industrial  Property;  Joint  and  Sole 
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AppUoanU;  Judgtneni  on  the  Record;  JutUdieiUm  of  ike  Oomrt  of 
Anpeolt  0/  the  metrict  of  OolumUaj  JwiedietUm  of  the  Beereiary  of 
lAe  Interior  over  the  Commi$9ioner  of  Patente;  Motion  to  Amend 
AppUontion;  Motion  to  Dietolve  Interference;  Motion  to  Reopen  Inter- 
ference to  take  Testimonp;  Priority  of  Invention;  PuhUo  Uee;  Public 
Uee  Proceedinge;  Reduction  to  Practice;  Rehearing;  Suggeeted  CUUm$; 
Buppreaion  of  Teetimony;  Teetimong;  TradO'MarlUt  1,  2»  8,  11«  1%  27* 
28,  8S»  89,  47,  66,  66,  72,  78,  74,  76,  88. 

1«  Dbolakation— AmjOATioNs  DiBECTLT  liKYGLVED. — ^Tbe  Primary  Exam- 
iner, in  preparing  the  statement  prescribed  by  Rale  97  for  use  by  tlie 
Bzaminer  of  Interferences  should  arrange  the  order  of  the  parties  to 
the  interference  in  the  inverse  chronological  order  of  the  filing  dates 
of  the  applications  containing  the  interfering  claims.  Jackeon  t. 
Patten,  2. 

X  8am»— RvBBKHOB  TO  Psioa  AmjOATioif . — ^If  any  application  containing 
the  interfering  claims  is  clearly  a  dirision  or  a  continuation  of  an 
earlier  application,  the  Primary  Bzaminer  should  so  state;  If  there  is 
doubt  upon  this  question,  no  reference  should  be  made  to  an  earlier 
application,  the  matter  being  left  for  determination  upon  motion  to 
shift  the  burden  of  proof.    Id, 

8.  lBnQUI.ABITr    or    DlCLAn4TI0N — StrPEBVISOBT    AUTBOUTT    OV    THB    OOM- 

MissioNOL— Where  the  issue  of  an  interference  consists  of  one  hundred 
and  thirty-two  counts,  Beld  that  this  great  number  of  counts  would  of 
Itself  tttid  to  preclude  a  proper  determination  of  priority,  and  that 
under  the  provisions  of  Bule  212  the  Interference  will  be  transmitted 
to  the  Primary  Bxaminer  to  hear  imd  determine  the  question  whedier 
the  interference  should  not  be  dissolved  and  a  reasonable  number  of 
counts  substituted  for  those  forming  the  issue.     Ragona  v.  Harrie,  4. 

4.  PuoBiTT— Right  to  Uamm  ths  Olaims— Usb  or  Tebx  "  BCBurs.**— The 
term  **  means,"  followed  by  a  statement  of  function,  Beld  to  be  appli- 
cable to  a  structure  in  which  such  means  includes  a  plurality  of  ele- 
ments.   i^)Lacrolm  v.  Tgberg,  288. 

&  Baicb— QussnoR  Raxsid  won  First  Tiica  on  Apral. — **  It  is  also  urged 
that  the  Oommissioner  erred  in  awarding  priority  of  invention  to 
Tyberg  on  count  4  because  the  applications  of  the  respective  parties,  so 
far  as  this  count  is  concerned,  do  not  show  the  same  inventi<ML  This 
question  cannot  be  raised  for  the  first  time  at  this  stage  of  the  pro- 
ceeding. It  should  have  been  raised  by  appropriate  motion  before  the 
Patent  Office  and  brought  here  on  appeaL"    (*)  /d,. 

6L  8am»— Question  of  Public  TJsb  Not  Oonsidebid. — "  Whether  there  exists 
a  statutory  bar  of  public  use  to  the  issuance  of  a  patent  to  f^yberg,  as 
Is  contended  by  appellant,  is  not  an  issue  here.  lBur$on  t.  Fofsl, 
O.  D..  1907,  689;  181  O.  G.,  942;  App.  D.  O.,  888.)"     (•)  Id. 

7.  Sahx— Question  of  Patsntabhitt  Not  Oonsidbcd. — ^"Neither  are  we 

called  upon  in  this  proceeding  to  determine  the  patentability  of  the 
lnventi<m.  That  is  a  question  to  be  determined  by  the  Patent  Oflte. 
(JfeU  V.  Midgleg,  O.  D.,  1908,  512;  186  O.  G.,  1684;  81  App.  D.  C  684; 
Bobeg  V.  HoleOaw,  0.  D.,  1907,  466;  126  O.  G.,  8DA1;  28  App.  D.  C^ 
66.)"    (•)/«. 

8.  SAioft—APFBAir—Rsoon.— After  a  decision  on  priori^  has  been  rendeied 

by  the  Oommissioner  and  notice  of  appeal  to  the  Oourt  of  Appeals  of 
the  District  of  Oolumbla  has  been  given,  the  filing  of  a  model  alleged  (o 
have  been  made  in  accordance  with  the  drawi^  jf  |l|e^^^tef|ioD  of 
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one  of  iStkb  parties  wUl  not  bo  pennltted,  jior  win  racb  model  be  oer- 
tlfled  to  the  court  of  appeals  as  part  of  the  record.  Oti$  v,  Ingoldal^ 
ond  BowHno,  9. 
ft.  Patbrtaeilitt  of  Issini— Not  Oonsidbbbd  bt  Ooust  or  Apfbalb.— "  It 
Is  the  setaed  doctrine  of  this  court  that  the  allowance  of  a  claim  in 
the  Patent  Office  is  conduslTe  of  the  question  of  patentability  in  an 
interference  proceeding,  because  the  appellate  Jurisdiction  in  respect 
of  patentability  is  limited  to  cases  where  claims  have  been  rejected  on 
that  ground."    («)Gfoltf  t.  €Md,  209. 

10.  PngLiKiNAaT  Statkmbnt— Aubndmxht-^Dklat  in  Bbukohq  Motion. — 

Delay  in  bringing  a  motion  to  amend  a  preliminary  statement  will 
not  be  excused  merely  because  negotiations  were  pending  between  the 
parties  to  the  interference  lookiiik  to  the  settlement  of  the  case. 
Bradley  t.  Miggett,'2L 

11.  JuDQioNT  ON  THE  RsooBD.^Where  a  junior  party  to  an  interference 

alleges  in  his  preliminary  statement  a  date  of  conception  of  the  in- 
T^tlon  in  issue  prior  to  the  senior  party's  filing  date,  but  the  other 
dates  alleged  are  subssQueii^t  thereto,  STOd  that  an  order  to  show 
2au8e  why  judgment  be  not  rendered  on  the  record  should  not  be  issued 
as,  conceivably,  concqytion  might  be  proved  as  alleged.  (^)Peten  t. 
ITopMis  and  Dammiit  278. 

12.  Pbiobitt— BiQHT  TO  Masob  Claims.— The  question  of  the  right  of  a 

party  in  an  interference  to  make  the  daims  of  the  issue  is  one  that 
may  be  raised,  decided,  and  brought  up  as  an  ancillary  question  neces- 
sarily inrolved  in  that  of  priority.    OCo$per  t.  Oold  and  Qold,  282. 

18,  RBOoicMxnDAxioN  OF  EzAMiRBBS-iN-CHiBr—PBAOTiOB.— Where  an  inter- 
ference is  remanded  to  the  Primary  Bzaminer  in  view  of  a  recom-* 
mendation  by  the  Bxaminers-in-Ghief,  the  Bxaminer  should  enter  a 
decision  in  the  interference  in  conformity  with  that  recommendation 
and  should  set  a  limit  of  appeal  from  said  decision.  B^htand  t. 
Lamme  t.  ^ifi^ley,  81. 

14.  PuoBiTT— BiQHT  TO  MASS  Olaims. — ^Rocord  considered  and  H€Hd  to  ee> 
tabllsh  that  appellant  is  entitled  to  make  the  claims  in  issue.  i*)CMd 
T.  OoUl,  814. 

IJEL  Saiob— -DiLiOBNOB.— Bridenoe  considered  and  held  to  establish  that  B. 
if  the  first  to  concelre  the  invention  in  issue  was  the  last  to  reduce  it 
to  practice  and  was  not  exercising  due  diligence  at  the  time  O.  entered 
the  field  and  subsequently  thereto.    (*)Baetian  r.  Champ,  821. 

18.  Samv— Samx. — S.  relied  for  conception  and  constructive  reduction  to 
practice  of  the  invention  on  an  earlier  application  copending  with  the 
one  involved  in  the  interference.  Y.  contended  that  the  earlier  appli- 
cation did  not,  as  filed,  disclose  the  invention.  Some  months  prior  to 
Y.'s  date  of  conception  an  amendment  to  that  appllcati<Hi  was  filed 
which  clearly  disclosed  the  invention  in  issue.  Eeld  that  this  amend- 
ment established  conception  and  disclosure  of  the  invention,  that  the 
prosecution  of  the  invention  disclosed  therein  in  the  earlier  applica- 
tion constituted  diligence^  and  that  priority  was  properly  awarded  to  S. 
(•)7oiM^  T.  fltrsble,  824. 

17.  SlAiOB— Saks.— Where  O.  was  restricted  to  his  filing  date^  August  8, 
1906^  for  his  date  of  concQ;^on  and  constructive  reduction  to  practice 
of  the  invention  in  issuer  a  stipulation  that  patterns  of  an  article 
embodying  this  invention  were  made  by  Y.  GajSiu^  8,  finished  articles 
made  on  Jidy  98^  sold  and  delivered  July  2ii,  lilmd  satiallMtory  and 
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paid  for  September  17,  1906,  HOd  Bufflcient  to  establlBb  tbat  T.  was 
the  first  to  ooncelye  the  inyentlon  and  was  diligent  in  reducing  it  to 
practice.     i*)0ake9  ▼.  Toung^  829. 

18.  RsDvoTioif  TO  Pbactiox— Pboop  or.— Where  a  machine  embodying  the 

invention  in  issae  was  bnilt  and  tested  and  subsequently  other  similar 
machines  were  pat  in  commercial  use,  Held  that  the  fact  that  the  com- 
mercial machines  operated  snccessfnlly  is  corroborative  of  the  testimony 
that  the  tests  of  the  original  machine  were  snccessful.  '*) Stanton  v. 
Howe,  Warren,  ond  Furher,  849. 

19.  Patkivtabzlitt  or  the  Issus — ^Not  Ck>ifsiDiBB>  Imn  Pabrs  Arm 

Final  Decision  on  Pbioutt. — After  a  decision  of  the  court  of  appeals 
awarding  priority  of  invention  an  interference  cannot  be  reopened  for 
further  inter  partet  consideration  of  the  question  of  the  patentability 
of  the  issue.    Gold  v.  Gold,  58. 

20.  Consideration  bt  the  Phimabt  Examinbb  as  to  Opeeativeness  or  the 

Device  or  One  or  the  Pasties. — Where  after  hearing  a  motion  to  dis- 
solve the  Primary  Bxamlner  acquired  Jurisdiction  of  the  interference 
for  the  purpose  of  considering  the  operativeness  of  the  device  of  one 
of  the  parties  and  gave  notice  that  on  a  certain  day  practical  demon- 
stration of  this  matter  might  be  presented  by  either  or  both  of  the 
parties,  Held  that  a  petition  that  the  jurisdiction  of  the  Bacaminer  be 
withdrawn  was  premature.    Wentworih  v.  Button,  Steele  d  ate€He,  78. 

21.  Patentabilitt  or  Olaim — Appbal. — ^Where  an  applicant  copies  a  claim 

from  a  patent  for  the  purpose  of  interference  and  the  Examiner  holds 
that  such  claim  is  not  patentable  in  view  of  the  prior  art,  HtUd  that 
from  this  action  of  the  Bzaminer  appeal  lies  to  the  Bxaminers-in- 
Ghief  and  that  the  question  of  the  patentability  of  the  claim  will  not 
be  reviewed  on  petition.    Bm  parte  McOtiUough,  81. 

22.  Pbiobitt. — ^BMdoice  considered  and  Held  insuflicient  to  show  that  the 

invention  in  issue  originated  with  appellant,  the  junior  party. 
OBmith  V.  Phelpe,  898. 

28.  Testimony — ^RebuttaIt— Attackinq  Oopenbino  AppuoATioN.^Where  an 
application  of  one  of  the  parties  is  referred  to  in  his  testimony-tai- 
chief  as  a  means  of  describing  certain  apparatus  claimed  to  have  been 
set  up  and  used  and  it  does  not  appear  that  the  disclosure  of  this  appli- 
cation is  the  same  as  that  of  his  case  involved  in  the  interference,  H^ld 
that  the  copending  application  will  not  be  shielded  from  attack  as  to 
its  oi>erativeness  on  the  rebuttal  testimony.  KeUh,  Ehrieikson,  ond 
Briokson  v.  Lundquist  v.  Lorkner  and  Lorimer,  106. 

24.  SAifE — Same— Attaoxino  Case  in  iNTEirEBENCE.— Where  the  operative- 
ness '>f  the  apparatus  disclosed  in  a  case  involved  in  interference  is 
attacked  in  the  rebuttal  testimony  on  the  ground  that  it  was  referred 
to  as  a  means  of  describing  certain  apparatus  made  and  it  does  not 
appear  from  a  cursory  review  whether  the  circumstances  and  the  nature 
of  the  testimony  are  sufficient  to  warrant  the  attack.  Held  that  a  mo- 
tion to  strike  out  such  rebuttal  testimony  will  be  denied,  with  leave  to 
raise  the  question  at  final  hearing.    Id. 

28.  SAifE — Ck>NsiDEBATioN  OP  AT  FiNAL  HEABiNe.— A  ruling  by  tiie  JPramtner 
of  Interferences  that  certain  testimony  will  be  disregarded  by  him  at 
final  hearing  will  not  be  reviewed  upon  petition.    Id, 

28.  Pbiobity. — S.  relied  for  conception  and  constructliw  reducti^m  to  practice 
of  the  Invention  on  an  earlier  application  c<^)endtng  with  the  one  In- 
TOlved  in  the  interference.  Y.  contended  that  the  earlier  application 
did  not,  as  filed,  disclose  the  invention.    Some  months  prior  to  T.'s 
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date  of  conception  an  amendment  to  that  application  was  filed  which 
clearly  discloaed  the  invention  in  iaane.  Held,  that  this  amendment 
estahllBhed  concepti<m  and  disdoeure  ot  the  inraition,  that  the  prosecu- 
tion of  the  inyention  diacloaed  therein  in  the  earlier  application  con- 
atituted  diligence^  and  that  priority  was  properly  awarded  to  8. 
{•) Young  v.  Btruble,  412. 

27.  BviDUfCK  OF  OoHSOLDATjON  OF  iNiiBBST — SupnESSioH. — ^Tho  mere  fkct 

of  consolidation  of  interest  between  two  or  more  parties  to  an  inter- 
ference, Held  immaterial  to  the  question  of  priority  and  testimony  on 
this  point  properly  suppressed  In  the  absence  of  any  showing  as  to  its 
special  relevancy.  KMh,  Brickmm^  and  Briokfan  ▼.  Lufidquist  v. 
Lorimer  and  Lorimer,  160. 

28.  BUBDBH    OF    PBOOF-^UDGMElfT    OH    TBI    BOOOID— BULI    122. — ^RulO    122, 

providing  that  there  shaU  be  no  appeal  from  decisions  on  motions  to 
shift  the  burden  of  proof,  applies  also  to  cases  where  such  a  motion  is 
made  in  response  to  a  rule  to  show  cause  and  Judgment  on  the  record 
results  from  the  decision  of  the  Examiner  of  Interferences  on  such 
motion.    Barney  v.  He$$,  192. 

29.  PaioaiTT— Opebativbnesb    of    Pabbnt    Case— Testimony. — ^Where    one 

party  attacks  the  operativeness  of  the  structure  disclosed  in  a  parent 
ai^lication  upon  which  reliance  Is  placed  by  the  other  party  for  con- 
structive reduction  to  practice,  Held  that  upon  proper  showing  the 
takidg  of  testimony  on  the  question  will  be  permitted.  Id. 
SO.  Same — Same — Same — Fuxx  Pboofs. — Where  it  is  found  that  Judgment 
on  the  record  must  be  suspended  In  order  to  take  testimony  as  to  the 
operativeness  of  a  party's  disclosure,  full  proofs  on  the  question  of 
priority  will  be  permitted  to  avoid  piecemeal  consideration  of  testi- 
mony.   Id. 

81.  PosTPOHEMEHT  OF  FiNAL  Hbabinq. — ^VHiere  the  Junior  party  to  an  inter- 

ference failed  to  file  the  printed  copies  of  his  testimony  forty  days  be- 
fore the  day  set  for  final  hearing  and  upon  a  showing  the  Examiner  of 
Interferences  extended  the  date  of  final  hearing  and  the  Oommissioner 
of  Patents  refused  to  set  aside  the  action.  Held  that  the  Patent  Ofllce 
acted  within  its  discretion  (citing  Rule  120  of  the  Rules  of  Practice  of 
the  Patent  Office).     (^)Dunkleif  v.  Beekhuis,  266. 

82.  Taking  of  Testimony — Sufficiency  of  Notice. — Where  on  Saturday 

counsel  for  F.  were  notified  by  telegraph  that  testimony  on  behalf  of  R. 
would  be  taken  on  the  next  Tuesday,  but  the  names  and  residences  of 
the  witnesses  were  not  given,  and  on  Monday  counsel  were  formally 
notified  that  the  testimony  of  R.  *'  and  perhaps  others  "  would  be  taken, 
Held  that  the  notice  was  insufficient,  and  that  the  testimony  taken  in 
the  absence  of  counsel  for  F.  was  properly  stricken  out  Ries  v. 
Frick,  222. 

88.  No  Intehfoence  in  Fact. — ^A  decision  dissolving  an  Interference  on  the 
ground  that  there  is  no  interference  in  f^ct  involving  two  design  appli- 
cations is,  in  effect  a  ruling  that  each  design  is  patentable  nothwith- 
standing  the  other.    B»  parte  Liile,  Jr.,  227. 

84.  GcBTiFiEO  Copy  of  Subject-Matteb — What  Should  be  Included. — ^Wbere 
a  party  to  an  interference  asks,  under  the  provisions  of  Rule  106,  to 
have  a  certified  copy  of  that  portion  of  the  application  relating  to  the 
interfering  matter  substituted  for  the  application,  such  copy  should  in- 
clude not  only  the  original  specification  and  claims,  so  far  as  they 
relate  to  the  invention  in  issue,  but  also  the  actions  of  the  Office  upon 
such  invention  and  the  amendatory  papers  and  arguments  in  behalf 
Af  thu  ADDlii!iuit    HarriM  v.  Kennedy.  2S8. 
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INTEBLOCUTOBY  OBDBR.    See  Di8$oluHon  of  Inierfermice^  8. 

INTERNATIONAL  OONVBNTION  FOB  THE  PBOTECTION  OF  INDUS- 
TBIAL  P^OPEBTT.  See  Foreign  Patent  Lam,  2,  0,  6. 
ByiDKNOK  or  Adhkbxhce  to— SumoiBHCT  or.-r-Wlien  the  mtertor  Depart- 
modt  was  duly  adylsed  that  Oermany  liad  adbered  to  tiie  mteniattoiial 
Oonyentlon  to  take  effect  May  1,  1908,  BOd  tbat  "  in  the  abeeoce  of 
any  showing  to  the  contrary,  the  Patent  Office  was  thereafter  Justified 
in  assuming  that  Germany  was  in  good  faith  adhering  to  said 
conyentlon."  ( * )  NaUoiuU  MetaUmrgUi  Oomyamr,  oeal^iiae  o/  Tom  Oohh 
King  ▼.  WhUman  et  ol.    Whitman  t.  Heame  et  aL,  40S. 

INTEBVENING  BIGHTS.    See  Rei89ue9,  2;  Trade-Marke,  74. 

INVENTION.  See  Claims,  4;  Construction  of  Claims,  6;  Construetion  of  BpecH- 
floations  and  Patents,  2;  Designs,  2;  Bmpiloyer  and  Emplagee;  Bmam- 
ination  of  Applications,  1,  2,  4,  5,  7;  Particular  PatenU,  8,  6,  8,  9,  10, 
11  12  18;  PatentaMitg;  Reduction  to  Practice. 
!»  PATKNTABiuTT—BvoaoAiiiaATioR  OP  MACHINE. — The  reorganisation  of  a 
crane  haying  main  and  supplementary  trolleys,  so  that  the  hoisting- 
chains  from  the  main  trolley  are  placed  inside  instead  of  outside  the 
girders  supporting  the  main  trolleys.  Held  to  haye  required  inyention. 
(^)Morgan  Engineering  Company  y.  AUianoe  MooAlne  Compang,  488. 
2.  Sams — ^Nkw  Use. — ^The  ^Application  of  an  old  machine  or  combination  to 
a  new  use  is  not  in  itself  inyention  or  the  subject  of  a  patent  If  the 
relations  between  the  two  uses  be  remote,  and  if  the  ate  of  the  old 
deylce  produce  a  new  and  ben^cial  result,  the  application  to  the  new 
use  may  inyolye  the  exercise  of  the  inyentiye  faculty  and  be  patentable ; 
but  it  is  only  when  the  new  use  is  so  recondite  or  so  remote  from  that 
to  which  the  old  deyice  has  been  applied  or  for  which  it  was  eyidentlj 
conceiyed  that  its  application  to  the  new  use  would  not  readily  occur 
to  the  trained  mind  of  the  ordinary  mechanic  skilled  in  the  art,  seeking 
to  deyise  means  to  accomplish  the  desired  function,  that  its  conception 
rises  to  the  dignity  of  inyention.  (^)  Warren  Webster  if  Co.  y.  0.  A. 
Dunham  Co.,  480. 

INYENTOB.    See  Assignments;  Construction  of  Bpeoifloations  and  Patents  3; 
Employer  and  Employee;  Reduction  to  Practice,  2,  10. 

IBBEGUIJIBITT  IN  DEGLABATION  OF  INTEBFBBBNOB.    See  Inierfer- 
ence,  3;  Motion  to  Dissolve  Interference,  12, 14;  Trade-Marks,  23. 

IBBELEVANT  TESTIMONY.    See  Interference,  27. 

ISSUANCE  OF  PATENTS.    Bee  Bmamkiation  of  AppUoations,  12. 

JOINT  AND  SOLE  APPLICANTS. 

IHTEBPEBENCB— Assignee  of  One  of  Joint  Apfucants  Entiiud  to 
CUTE. — O.  and  L.  filed  a  Joint  application  for  patent,  and  L. 
his  interest  therein.  Subsequently  0.  filed  a  sole  application  for  the 
same  inyention,  and  an  int^ference  was  declared.  Held  that  L.'s  aa> 
signee  is  entitled  to  control  the  prosecution  of  the  interferenee  on 
behalf  of  G.  and  L.    OUhert  y.  QUbert  and  Undiey,  21L 

JUDGMENT.    See  Jurisdiction  of  the  Federal  Courts. 

JUDGMENT  ON  THE  BECOBD.    See  Interference,  11.  28,  30. 

1.  INTBEFERBNOX— Motion  foe  Judgment  on  the  Bkoobd— Final  Hnama. — 
A  motion  for  judgment  on  the  record  in  sn  interference  does  not  present 
the  case  for  final  hearing  on  the  merits,  but  raises  only  the  question 
of  the  sufDclency  of  the  allegations  of  the  preliminary  statements  of 
the  opposing  parties,  admitting  their  truth  for  the  purposes  of  sodi 
motion  only.    (•)Irifi4lfiiorlp  y.  De  FerrmnH,  Wk  o 
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X  Bamb— Samb— Saks— Apral.— A  dedsioii  of  tbe  Court  of  Appeals  of 
Um  District  of  Columbia,  rerersing  a  decision  of  tbe  Commissioner  of 
Patents  granting  a  motion  for  judgment  on  tbe  record  can  go  no  further 
tban  a  similar  decision  by  tbe  tribunal  of  original  Jurisdiction  migbt 
bare  gone,  and  does  not,  tberefore,  amount  to  an  award  of  priority  in 
fiiTor  of  tbe  appellant  or  depriye  tbe  appellee  of  bis  rigbt  to  bring  a 
motion  to  set  times  for  taking  testimony.  (^)/<f. 
8.  SAifs — CUifE — Stifulatioh  or  Facts  Adutttwd  bt  the  MonoH  Inoonse- 
QUBNTiAL. — Wbere  a  stipulation  is  filed  in  connection  witb  a  motion 
for  Judgment  on  tbe  record,  stating  merely  tbat  tbe  parties  wbo  filed 
certain  foreign  applications  relied  upon  in  tbe  preliminary  statements 
are  tbe  same  parties  wbo  filed  the  interfering  applications  in  tbis 
country,  Held  tbat  tbe  stipulation  adds  no  fkcts  not  eflfectually  admitted 
by  tbe  motion  itself  and  is  therefore  unnecessary  and  does  not  change 
the  bearing  on  such  motion  to  a  final  hearing  on  tbe  merits.     (*)/d. 

JUDICIAL  NOTICE.    See  Oensiu  Repori$;  Fwreign  Paim$  Law,  1^  4. 

JURISDICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  See  Interference,  9. 
Appeal  nou  the  Commissioneb  op  Pateitts. — ^^Tbe  Jurisdiction  of  tbis 
court  to  entertain  appeals  from  the  Commissioner  of  Patoits  is  limited 
to  two  classes  of  decisions,  namely,  a  final  rejection  of  an  application 
for  a  patent,  and  a  final  award  of  priority  to  one  of  the  parties  in 
an  interference  case.  (In  re  Fullager,  C.  D.,  1909,  270;  188  O.  G^  250; 
82  App.  D.  C,  222.)"     {^)Coeper  t.  Gk>kf  and  Gold,  282. 

JURISDICTION   OF   THE   EXAMINER.     See  Interference,   20;    Suggested 

JURISDICTION  OF  THE  EXAMINER  OF  INTERFERENCES.  See  Appeal 
from  the  Examiner  of  Interferences ;  Motion  to  Dissolve  Interference, 
8, 12;  Motion  to  Reopen  Interference  to  Take  Testimonif, 

JURISDICTION  OF  THE  FEDERAL  COURTS. 

Fkdbbal  Question.— The  action  by  tbe  owner  of  a  Judgment  recovered 
against  a  corporation  for  infringement  of  a  patent  to  charge  tbe  di- 
rectors of  such  corporation  with  payment  of  tbe  Judgment  on  tbe 
ground  that  they  were  Joint  trespassers  with  the  corporation  is  not 
within  the  Jurisdiction  of  the  Federal  court  as  a  suit  upon  a  patent 
nor  as  an  action  ancillary  to  tbe  Judgment  in  tbe  former  suit,  and 
unless  there  is  diversity  of  citisenship  such  court  is  without  Juris- 
diction.   i**)H.  C.  Cook  Company  v.  Beeoher  et  al.,  611. 

JURISDICTION  OF  THE  SECRETARY  OF  THE  INTERIOR  OVER  THE 
COMMISSIONER  OF  PATENTS. 
Extension  or  Final  Heabinq  in  an  lNTEBFEBENGE.'Where  an  appeal  was 
taken  to  tbe  Secretary  of  the  Interior  from  the  decision  of  the  Com- 
missioner of  Patents  refusing  to  set  aside  the  action  of  the  Examiner 
of  Interferences  extoiding  tbe  time  for  final  bearing  in  an  interference 
where  the  printed  copies  of  tbe  Junior  party's  testimony  bad  been  filed 
lees  tban  forty  days  before  the  date  of  hearing  originally  set,  Held 
tbat  "  it  might  well  be  held  upon  tbe  uniform  decision  of  the  court 
and  tbis  Department  tbat  this  appeal  does  not  lie."  (Buttencorth  v. 
Hoe,  C  D.,  1884,  429;  29  O.  O.,  616;  112  U.  S.,  60;  Knight  v.  BagnaU 
V.  Curtis  V.  Morgan,  C.  D.,  1896,  109;  76  O.  G.,  1116;  12  Op.  Asst  Atty.- 
Gen.,  188;  and  tbe  decision  of  Assistant  Attorney-General  Van  De- 
YUitw  in  Poole  r.  Avery,  C.  D.,  1899,  266;  87  O.  G^  (^7;JL^0p.  Asst 
Atty.-GeiL,  177.)     {f)Dunkley  v.  Beekhuis,  266. 

LABELS.    See  Trade-Marks,  18,  24,  76. 
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LICBNSBS.    See  rrade- JrarJbt,  4a 

LIMITATION  OF  CLAIMS.    See  Conttntction  of  Claim$,  4,  S. 

LIMITATION  OF  NUMBER  OF  SHBBTS  OF  DRAWINGS.     See  Druwi»g$f  1* 

LIMIT  OF  APPEAL.    See  Interference,  18 ;  Motion  to  Dissolve  Interference,  4; 

LIMIT  OF  TIME.  See  Date  of  FUing  Applications;  Prosecut4on  of  Applica^ 
tionst  8;  Testimony,  1,  6,  8. 

MACHINE.  See  Infrktgement ;  Interference,  18;  Invention;  PatentaWity,  10; 
SpedftcatUms,;  Testimony,  8. 

MECHANICAL  SKILL.  See  Employer  A^  Employee;  Invention,  2;  Particn^ 
la/r  Patents,  IL 

MEDAL.    See  Prints,  8. 

MERITS  OF  THE  CASE.  See  Division  of  Applications,  8;  Judgment  on  the 
Hecord,  %  8 ;  Motion  to  Dissolve  Interference,  10* 

MODELS.    See  Interference,  8. 

FiLBD  DuuRo  PwoBEOvnoif  OF  Patbrt— Models  filed  during  the  proeeca- 
tlon  of  an  application  for  patent,  but  not  entered  as  part  of  tbe  record 
thereof;  will  not  be  ao  altered  after  the  grant  of  the  patent  Bm  parte 
Stratton  and  Claremont,  185. 

MONOPOLY.    See  Examination  of  Applications,  12. 

MOTIONS.    See  Appeal  from  the  Examiner  of  Interferences, 

MOTION  FOR  JUDGMENT  ON  THE  RECORD.    See  Judgment  On  the  Record. 

MOTION  FOR  PRELIMINARY  INJUNCTION.    See  Infringement. 

MOTION  TO  AMEND  APPLICATION. 

1.  iHTEsnBBircB—- TRAN8ICI88I0N. — ^A  motlou  to  amend  the  iaaue  under  Role 
109  brought  long  after  the  time  set  for  bringing  such  motions  and 
after  the  case  is  ready  for  final  hearing,  Held  properly  refused  trans- 
mission where  the  only  excuse  for  the  delay  in  bringing  such  motion 
was  that  the  moving  party  did  not  order  a  complete  copy  of  his  oppo- 
nent's application  until  shortly  prior  to  the  bringing  of  the  motion 
and  it  appeared  that  the  delay  in  obtaining  such  copy  was  inq;>lied  by 
g  policy  of  economy  rather  than  impelled  by  poverty.  HaudensohOd  y. 
Muyck,  64. 
%  Same— PBAonoB. — ^Where  a  motion  to  amend  the  issue  of  an  interference 
is  transmitted  to  the  Primary  Examiner,  he  should  consider  all  the 
grounds  raised  in  opposition  to  the  motion.  Lotterhand  t.  Com- 
«ool{,  66. 
8.  SAMB-^TBANSMissioir— OpFosinoR  Raisbd  it>8  Fust  Time  oh  Appeal.— 
The  fact  that  transmission  of  a  motion  to  amend  under  Rule  109  was 
not  opposed  before  the  Examiner  of  Interferences  is  a  sufllcient  reason 
for  the  dismissal  of  an  appeal  from  his  decision  transmitting  such 
motion.  Hollifleld  t.  Cumm4ngs,  76. 
4.  Same— CLAiifs  Not  Patentablt  Difpebbnt  raoM  the  Issue.— Wh^re 
the  Primary  Examiner  finds  that  claims  proposed  under  Rale  109  do 
not  diflfer  in  a  patentable  sense  tt6m  the  claims  already  constituting 
the  issue  of  the  interference^  they  should  not  be  admitted,  since  to 
admit  them  would  permit  the  filing  of  new  preliminary  statements 
without  sufllcient  excuse  therefor.    Id, 

MOTION  TO  AMEND  PRELIMINARY  STATEMENT.    See  Interference,  10. 

MOTION  TO  DISSOLVE  INTERFERENCE.  See  Decisions  of  the  BmaminerS' 
kirOhief,  1;  Dissolution  of  Interference;  Interference,  20;  Pu^Mc-Vse 
Proceedings;  Trade-Marks,  27,  28. 

1.  iRTBUrBBXNOE— FATOEiUnE    DECISION — SiTPEEVISOET    AI7TBOBITT    OP    COM- 

MissioNEB.— Rule  124  provides  that  no  appeal  will  be  allowed  firom  a 
decision  on  a  motion  to  dissolve  afllrming  an  applicant's  right  to  \ 
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the  daUna.  In  ylew  of  the  fact  that  this  gaeatton  can  he  ralaed  at 
final  hearing  under  the  pioTlalona  of  Bnle  180,  the  practice  of  attempt- 
ing to  have  It  paased  upon  hy  petition  for  the  exerclae  of  supervisory 
authority  Is  to  he  condenmed.    Fro$i  v.  Oha$e,  88. 

2.  TaiLNSicissioN  or  Motions.— An  Interference  was  dissolved  as  to  one 
count,  hut  upon  presentation  of  a  modified  dalm  was  redeclared.  ffeM 
that  transmission  of  a  motion  to  dissolve  was  properly  refused  so  far 
as  it  rdated  to  the  other  counts.    Kennedy  v.  McLain,  S8. 

8.  Samb— -Apral — SPBcmcATiON  or  Bbbob. — ^An  appeal  from  a  decision  ei 
the  Examiner  of  Interferences  refusing  to  transmit  a  motion  to  dissolve 
will  not  be  dismissed  for  fidlure  to  include  a  specific  assignment  of 
error  where  the  question  it  is  desired  to  have  reviewed  is  dear.  OUke- 
eon  V.  VdU-niinet  60. 

4.  SAifB — fiUMB. — Where  the  Examiner  of  Interferences  refuses  to  transmit 

a  motion  to  dissolve  and  a  renewed  motion  Is  filed,  it  was  proper  for 
the  Examiner  of  Interferences  to  set  a  limit  of  appeal  from  his  decision 
refusing  to  transmit  the  second  motion.    Id, 

5.  Sams — Sams. — ^The  fact  that  an  appeal  from  a  decision  of  the  Examiner 

of  Interferences  refusing  to  transmit  a  motion  to  dissolve  contains  a 
reference  to  a  patent  alleged  to  anticipate  the  issue  constitutes  no 
ground  for  expunging  the  appeal  from  the  record.    Id, 

6.  No  iNTEaFEKBNCB  IH  Faot— Appbal. — ^Appeal  lies  to  the  Oommlssioner 

from  the  decision  of  the  Examiner  of  Trade-Blarks  on  a  motion  to  dis- 
solve alleging  no  Interference  In  fact  ColnmUa  Drug  Oempam/ff  v.  The 
Lester  H,  Greene  Company  v.  Jehu  R.  Smith  v.  Boott  and  Bourne,  TOl 

7.  Samb— Same — Sbgbbqation  of  Masks. — Where  on  a  motion  to  dissolve 

it  is  urged  that  the  mark  sought  to  be  registered  by  one  of  the  parties 
is  not  in  fkct  the  mark  actually  used,  but  only  a  part  thereof,  Held  that 
this  question  cannot  be  decided  on  a  motion  to  dissolve,  but  must  be 
deferred  until  final  hearing,    /d. 

8.  Samb — Patentabiutt  op  the  Issub— Juusdiotxoh  op  thb  BxAMiHa  op 

Ihtebpkbbncbs.— Where  in  response  to  an  order  to  show  cause  a  party 
filed  a  motion  for  dissolution  on  all  the  grounds  provided  by  the  rules 
and  the  motion  was  denied  by  the  Primary  Examiner,  Held  that  a 
motion  to  direct  the  Examiner  of  Interferences  to  consider  the  ques- 
tion of  the  patentability  of  the  issue  Is  without  ■»^n^*"g  Wood  v. 
P^er,  72. 
0.  Right  to  Make  the  Claims— AppmAvxTS.— Motions  to  dissolve  alleging 
that  the  adverse  party  has  no  right  to  make  the  dalms,  which  allega- 
tion is  supported  by  or  based  upon  aflldavlts,  diould  not  be  transmitted, 
nor  •should  aflldavlts  in  support  of  a  motion  to  dissolve  be  considered 
by  the  Primary  Examiner  at  the  hearing  of  the  motion.  Horton  v. 
Leonard,  81. 

10.  Res  Adjudigata— Mebits.— a  decision  of  the  Primary  ExanUner  dissolv- 

ing an  interference  on  the  ground  that  the  question  in  issue  is  res 
adfudicata  relates  to  the  merits  and  is  reviewable  in  the  first  instance 
by  the  Examiners-in-Chief.    Norris  v.  Johnson,  04. 

11.  No  Appeal  pbom  Appibmativb  Decision  op  thb  Examxrbbs-in-Chixp.^ 

Appeal  does  not  lie  to  the  (Commissioner  from  a  decision  of  the  Exam- 
iuers-in-Chief  holding,  on  a  motion  to  dissolve^  that  certain  counts  of 
the  issue  are  patentable.    LangsUno  v.  Maloosay,  06. 

12.  IBBBGULABLT  PsESBiTTED. — Where  in  connection  with  an  appeal,  on  a 

decision  upon  a  motion  to  dissolve,  another  motion  to  dissolve  is  pre- 
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mited  which  is  not  accompanied  by  a  motion  to  restore  the  JnrMictUm 
of  the  Bxaminer  of  Interferences  and  gives  no  reason  why  the  grounds 
set  forth  therein  were  not  urged  at  the  time  the  original  motion  was 
presented*  Held  that  such  motion  is  without  standing.  Id. 
18.  FiLZD  Ama  TASnrG  or  Testimont— TaARSMissioif.— A  motion  to  dis- 
solve an  interference  based  upon  matters  growing  out  of  the  testimony 
should  not  be  transinltted  unless  the  facts  alleged  to  constitute  a  bar 
to  the  issue  are  so  dear  and  apparent  that  the  propriety  of  the  dissolu- 
tion of  the  interference  as  to  the  specific  counts  cannot  be  seriously 
questioned.    Fo$ter  v.  BeU,  176. 

14.  Bamb— Sams.— A  motion  to  dissolve  on  the  ground  of  irregularity  in  tiie 

declaration  thereof  based  in  part  upon  an  alleged  difference  in  the 
meaning  of  the  counts  as  applied  to  the  applications  of  the  different 
parties  and  in  part  upon  the  alleged  lack  of  right  of  one  of  the  parties 
to  make  the  claims,  Held  properly  refused  transmission.  Vanderveid  t. 
amUh,  188. 

15.  Samb^Sami.-— A  motion  to  dissolve  on  the  ground  of  nonpatentabiUty 

which  does  not  clearly  point  out  the  pertinency  of  the  references  relied 
upon  should  not  be  transmitted.  Id* 
le.  iHTEBFEBRiTcs— -Tbansmission — ^Delat  IK  BuNQiNo^ — Where  after  the 
denial  of  a  motion  to  dissolve  an  interference  baseid  on  the  reference 
of  record  the  moving  party  brings  a  second  motion  based  on  an  addi- 
tional reference  and  it  does  not  appear  that  such  reference  could  not 
have  been  found  within  the  time  origlnaUy  set  for  bringing  motions^ 
Held  that  such  motion  was  properly  refused  transmission.  Tapping  v. 
Price,  209. 

17.  Sai» — ^RsHiABiNo. — ^It  being  incumbent  upon  a  party  to  a  motion  to  dis- 

solve to  cite  such  references  as  are  necessary  to  inform  the  tribunals  of 
the  state  of  the  art.  Held  that  he  is  not  in  a  position  to  demand  a 
rehearing  on  the  ground  that  the  decision  was  induced  by  lack  of  sndi 
information.    White  v.  Powelh  212, 

18.  Sams— Bx  pabtb  ArriDAvrrs. — Since  it  is  well  settled  that  a  motion  to 

dissolve  on  the  ground  of  non-patentability  will  not  be  considered  when 
based  upon  ear  parte  aflidavits  iBarrait  v.  Bwinglehwrei,  O.  D.,  1900, 
121 ;  144  O.  G.,  818)  a  request  for  rehearing  based  upon  such  diowlng 
must  also  be  refused.    Id, 

19.  Sakb — Showing  Made  fob  Fixst  Tunc  on  Appeal. — ICatter  which  was 

not  presented  to  the  lower  tribunals  when  the  case  was  pending  before 
them  will  not  be  considered  on  appeal  (Reppeto  v.  Stephen*^  C  D.« 
1908,  272;  106  O.  O.,  1779;  Ooympaugh  v.  MeSlrop,  G.  D.,  1906,  128; 
116  O.  G.,  1847)  and  therefore  does  not  constitute  ground  for  grantliig 
a  rehearing.    Id. 

20.  SAifs— Appeal. — On  a  motion  to  dissolve  brought  by  C.  the  Primary 

Bxaminer  held  all  the  counts  unpatentable  and  on  a  motion  brought  by 
K.  held  the  structure  of  C,  so  fkr  as  defined  by  counts  2  and  0^  inopera- 
tive. His  decisions  were  aflirmed  by  the  Bzaminers-in-Chlef.  From 
their  decision  only  O.  appealed.  HeUd  that  as  the  decision  holding  all 
the  counts  unpatentable  has  become  final  the  interference  stands  dis- 
solved, and  G.'s  appeal  is  dismissed.    Ouriie  v.  Klednert,  218. 

21.  Tbansmission. — ^The  transmission  of  motions  to  dissolve  is  left  largely 

to  the  discretion  of  the  Examiner  of  Interferences,  and  his  decision 
granting  a  motion  to  transmit  will  be  disturbed  only  upon  a  clear 
showing  of  abuse  of  discretion.    Blood  v.  Roee,  229^    ^  ^^^5^^ 
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S2l  (BUMS— Ors  or  ths  Pastibi  ▲  PAmrmL— A  motioii  to  diflM>lT«  alleging 
that  the  counts  baYO  different  meanings  in  the  two  caaea  and  that  B. 
baa  no  right  to  make  the  dalms  Eeld  properlj  tranamlttedt  notwitli- 
■tandlng  the  fact  that  B.  la  a  patentee,  ./d. 

28.  SAifB — Same. — ^In  an  Interference  InTolvlng  a  patentee  and  an  appli- 
cant a  motion  to  dleaolre  brought  by  the  applicant  and  alleging  that 
If  the  counts  be  omstrued  broadly  enough  to  read  on  both  caaes  they 
are  unpatentable  Held  properly  refused  transmission.    Id. 

24.  SuppLBMKirTAL  Oath.— It  Is  well  settled  that  the  question  of  whether 
claims  inserted  by  amendment  ahould  be  supported  by  a  supplemental 
oath  Is  an  69  parte  matter  not  open  for  argument  In  the  interference 
proceeding  and  that  in  the  absence  of  such  an  oath,  even  where  It 
diould  have  been  furnished,  there  la  no  such  Irregularity  aa  will 
preclude  the  proper  determination  of  the  interference.  Sielael  t. 
Harmatta,  24S. 
MOTION  TO  RBOPEN  IMTBRFERBNOB  TO  TAKB  TESTIMONY. 

1.  Restobing  Jubisdictxon  or  Bxamiheb  or  IinxBrEBKNCES — SHowme  Bb- 

QuiBED. — "Motions  to  reopen  an  interference  and  take  further  testi- 
mony should  generally  be  heard  and  determined  in  the  first  instance 
by  the  Examiner  of  Interferences;  but  it  is  well  settled  that  in  order 
to  Justify  restoring  the  jurisdiction  of  the  Bicamlner  of  Interferencea 
to  consider  such  a  motion  the  moring  party  diould  make  out  a  pfima 
facie  case."    Bolfe  ▼.  Leeper,  190. 

2.  Saks— BAifs. — ^Where  a  junior  party  to  an  interference,  who  had  taken 

no  testimony  but  his  own,  brought  a  motion,  after  the  time  set  for 
taking  testimony  had  expired,  to  extend  the  time  for  final  hearing, 
which  the  Examiner  of  Interferences  denied,  and  two  months  later  he 
brought  a  motion  to  restore  the  jurisdiction  of  the  Examiner  of  Inter- 
ferences to  consider  a  motion  to  reopen  the  interference,  Heid  that  in 
the  absence  of  any  showing  why  a  motion  for  an  extension  of  time  waa 
not  brought  in  the  first  instance  and  of  any  excuse  for  the  delay  after 
the  decision  of  the  Examiner  of  Interferences  jurisdiction  would  not 
be  restored.    Id. 

MOTION  TO  SHIFT  BURDEN  OF  PROOF.    See  Interference,  2,  2a 

MOTION  TO   SUPPRESS  TESTIMONY.    See  Interference,  24;   Teatimcny, 
2,  8,  4. 

MULTIPLICITY  OF  OLAIMS.    See  Olaitne,  1 ;  B^amination  of  AppUcaticm,  9. 

NAME  OF  APPLICANT.    See  Trtide- Jforite,  18,  29,  90,  48. 

NEW  CLAIMS.    See  OlaimB,  2;  Examination  of  ApplicatiOM,  U. 

Atfbax.. — Whea  after  final  rejection  new  claims  were  presoited  which  were 
treated  by  the  tribunals  of  the  Patent  Office  without  objection  by 
applicant  as  putting  the  rejected  claims  in  better  form  for  considera- 
tion on  appeal  applicant  haying  waived  his  objection  to  their  being  so 
considered  if  in  fact  there  waa  any  ground  for  it  cannot  be  heard  to 
urge  it  on  appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia. 
(^)/ii  re  Eeinz,  292. 

NEW  DECLARATION.    See  Trade-Marks,  4. 

NEW  MATERIAL.    See  PatentaWity,  9. 

NEW  MATTER.    See  Division  of  AppUcatione,  1;  PatentahiUty,  2;  ReieatCB. 

NEW  REFERENCES.    See  CUUtna,  2. 

NEW  RESUI/r.    See  Invention,  2;  PatentaUUty,  9. 

NEW  USE.    See  Invention,  2 ;  PatentahUUy,  12.  Digitized  by  GoOqIc 

NOTARY  PUBLIC.    See  Oai&»  1«  "^ 
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NOTICE  OF  OPPOSITION  TO  BBOI8TBATION.    See  Trade-Marks,  09,  S4. 
NOTICE  OF  TAKING  TESTIMONY.    See  Interfermoe,  82;  Testimony,  %  S. 
NOVEI/TY.    See  PaimtamUy,  11. 
OATH.    See  Motion  to  Dissolve  Interference,  24. 

1.  Vauditt. — ^Where  tbe  oath  forming  part  of  the  appUcatlcm  papers  Is 

executed  before  the  attorney  in  the  case  as  notary^  the  oath  is  inyalid 
and  without  legal  effect    Riegger  t.  Beierh  12. 

2.  CoMFLEnoN  Within  ths  YKA»~ABAin>oNifBNT. — ^Where  an  applicant 

failed  to  file  a  valid  oath  within  a  year  from  the  date  of  the  receipt  of 
the  other  application  papers^  though  twice  notified,  the  application 
Held  abandoned  under  Rules  dO  and  81.  Id, 
8.  Invalid — ^Fobwabdino  to  Examines. — ^Applications  in  wldch  the  oath  Is 
executed  before  the  attorn^  will  not  be  forwarded  to  the  Examiner, 
but  notice  to  file  a  proper  oath  will  be  given  applicant,  and  the  applica- 
tion will  not  be  given  a  date  and  serial  number  until  the  papers  are  so 
completed.  Id, 
4.  Same.— The  omission  of  the  word  "  sole  "  in  the  oath  accompanying  an 
application  for  patent  Held  not  such  a  vital  defect  as  to  render  the 
oath  invalid.  {Riegger  v.  Beierl,  ante,  12;  150  O.  G.,  826,  distin- 
guished.)    B9  parte  Mygait,  20S. 

OBJECTIONS.    See  Claima,  3;  Construction  of  Specifications  wnd  Patents,  8. 

OLD  DEVICES.    ^^  Invention,  2. 

OPERATIVE  DEVICE&    See  Interference,  20,  28,  24,  29,  80;  MoUon  to  Die- 
solve  Interference,  20;  Reduction  to  Practice,  7. 

OPPOSITION  RAISED  ON  APPEAL.    See  Motion  to  Amend  Application,  8. 

OPPOSITION  TO  REGISTRATION.    See  Trade-Marks,  11,  12,  23,  24,  26^  88, 
72,  84. 

ORIGINAL  APPLICATION.    See  Divisional  Applications;  PatentaMUy,  1,  2; 
Reissues,  1. 

ORIGINAL  PATENT.    See  PatentaMUiy,  2. 

OWNERSHIP.    See  Trade-Marks,  16,  60. 

PARTICULAR  PATENT&    See  Construction  of  Bpedfloations  and  Patents,  1,  2, 

1.  Babnabd— No.   680,151— Fluid-Distbibutbb. — ^The   Barnard  patent.   No. 

680,161,  for  a  fluid-distributor,  Held  not  anticipated  and  valid.  i^yFor- 
est  Citg  Foundry  d  Mfg.  Co.  y.  Barnard,  481. 

2.  BossBBT— 6714297 — ^Electbic  Wall-Box.— The  Bossert  patent.  No.  571,- 

287,  for  an  improvement  in  electric  wall-boxes  which  are  oonstnicteil 
with  holes  already  made  in  the  bottom  and  sides,  so  as  to  accommodate 
the  entrance  of  the  conduits  at  any  desired  point,  such  holes  beinc 
closed  by  plugs  when  not  in  use,  Held  not  anticipated,  valid,  and  in- 
fringed. i^)Bossert  Electric  Const,  Co,  v.  Pratt  Chuck  Co.  Boseeri 
Electric  Const,  Co,  v.  Sprague  Blectrio  Co,,  466. 

8.  Bbaolbt — No.  609,928— Thill-Coupling — Invention. — ^The  Bradley  pat- 
ent, No.  609,928,  for  a  thili-coupling  having  a  leather  packing  betweoi 
the  spherical  knuckle  and  the  inclosing  draft-eye^  HeM  void  for  la^ 
of  Invention  in  view  of  the  prior  art.  {*) Bradley  v.  Metal  Stamping 
Co,,  426. 

4.  D*Abct— No.  786,410— Spbino  Stbuotubb.— The  D^Arcy  patent,  No.  786^- 
410,  for  an  improvemoit  in  spring  structures,  claim  2,  which  covers  a 
wire  clip  for  securing  spiral  springs  to  a  wire  frame  in  spring  sUucturca 
in  upholstery  constructions,  consisting  of  a  wire  bent  into  a  double 
loop  with  a  central  and  two  end  arms,  each  of  which  is  clamped  around 
both  the  frame-wire  and  spring.  Held  not  anticipated.  (*)Jaekeon 
Cushion  Spring  Co,  v.  D'Arcy,  484. 
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6.  Dnrmsoif-- No.  882,896— Amtuftino-Hobn  iob  TAuaNo  Machines. — 
The  DennlBon  patent.  No.  882,896,  which  discloseB  an  ampUf^ng  horn 
for  talking-machines,  consisting  of  a  horn  of  the  old  form  made  in  two 
pieces,  which  are  detachable  or  separable,  with  means  for  uniting  them 
and  securing  them  when  united.  Held  void  on  its  fiice  for  lack  of  inven- 
tion. (*)Viotar  Talking  Machine  Company  y.  Hawihome  d  Bheble 
Uanufacturinff  Company,  485. 

6.  Hall — ^Na  628,587 — ^Bnam  eliho  Ooif  found  iob  Pafeb — Patbntabiutt — 

Pbiob  Public  Use. — ^The  Hall  patent,  No.  626,537,  for  an  enameling 
compound  for  sizing  paper  and  method  of  producing  the  same,  Held 
void  for  prior  public  use  of  the  enamel  for  more  than  two  years  before 
the  application.  {*)  Casein  Co.  of  America  ▼.  A.  M.  Collins  Mfg.  Co., 
422. 

7.  HiLir— No.    527,792 — ^Bbackjr   tob   Oab-Doobs. — ^The.  Hill   patent.    No. 

627,792,  for  a  bracket  for  car-doors,  fastened  to  the  side  of  the  car  by 
a  screw  having  a  square  countersunk  head  not  rotatable  on  the  bracket 
and  removable  only  by  revolving  the  bracket  itself,  which  cannot  be 
done  when  the  door  is  closed.  Held  anticipated  by  the  Bubank  patent. 
No.  512,467,  the  device  of  which  operates  on  the  same  principle^  the 
only  difference  being  that  instead  of  a  screw  a  fastening  is  used  con- 
sisting of  a  stud  integral  with  the  bracket  and  having  flanges  working 
in  the  manner  of  the  threads  of  a  screw.  {*)  Chicago  Qrain  Door  Co. 
T.  National  MdUeahle  Castings  Co.  et  ol.,  418. 

&  liAUUB — ^No.  606,015— Ststbu  or  Blectbioal  Distbibution. — ^The  Lamme 
patent.  No.  606,015,  for  a  system  of  electrical  distribution  and  regula- 
tion, designed  to  obviate  the.  variation  in  speed  of  a  rotary  converter 
with  changes  in  the  amount  of  the  inductiye  load  wfren  converting  a 
direct  into  an  alternating  current.  Held  not  a  mere  aggregation  of 
previously-known  devices,  but  to  disclose  invention  of  decided  merit 
(')  Westinghouse  Electric  d  Manufacturing  Company  r.  AlUs-Chalmers 
Company,  452. 

9.  LoBD— No.  548,074— Tbollet-Gontbollbb.-— The  Lord  Patent,  No.  548,074, 
for  a  trolley  pole  and  rope  controller,  claim  4  is  void,  as  broader  in  its 
terms  than  the  real  Invention  described  in  the  speciflcntion.  {*)  Wilson 
Trolley  Catcher  Company  v.  Frank  Ridlon  Company  et  ok,  468. 

10.  Rand — Na  746,167— Bank  Acoount-Book.— The  Rand  patent.  No.  746.157, 

for  a  bank  account-book,  in  which  the  leaves  have  a  vertical  crease 
down  the  center,  upon  which  the  outer  half  may  be  folded  forward  or 
backward  to  facilitate  the  carrying  forward  of  balances  to  another 
page^  is  void  for  lack  of  invention  in  view  of  the  prior  art.  {^)Time 
Saver  Company  v.  Stamford  Trust  Company,  459. 

11.  Ransomb— No*    814,808— CoNCBETB-MixEB.— The    Ransome    patent,    No. 

814,808,  for  a  concrete-mixing  machine  consisting  of  a  batch-mixing 
drum,  in  view  of  the  prior  Bums  patent,  No.  661,847,  for  an  apparatus 
for  mixing  tea  "  and  other  material,"  even  conceding  that  the  Bums 
patent  applies  only  to  mixers  of  dry  and  non-solidifying  materials,  is 
Toid  for  lack  of  patentable  invention,  being  a  mere  adaptation  to  a 
double  use,  requiring  only  mechanical  skill.  (*) Ransome  Concrete  Ma- 
china^y  Co,  v.  United  Concrete  Machinery  Co.,  494. 
12;  Sbable— Cab-Hxatino  Appabatub — ^Patbntabujtt. — The  introduction  of 
an  additional  heater  in  the  riser-pipe  of  a  heating  system  to  aid  clr- 
culiition  do  the  work  in  the  same  way  as  a  single  heater,  Held  not 
to  amount  to  invention.  {*) Safety  Car  Heating  d  Lighting  Co.  t* 
Consolidated  Car  Heating  Co.,  447. 
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IS.  WnxiAMSs— No.  206,0S9— STKikM-HEA.TiNo  Ststsm.— -Tbe  combinatloii  of 
thennoetatic  yalyes  with  the  retarn-pipes  or  the  connection  between 
the  retnm-plpee  and  the  radiators  of  auction  or  vacuum  ayatema  of 
Bteam-heatlng  auch  aa  are  dlacloaed  In  Letters  Patent  Na  25S,089  to 
WUUames,  laaued  April  4,  1882,  did  not  rise  to  the  dignity  of  an  in- 
rention,  in  view  of  the  combination  of  Buch  valves  with  the  return- 
pipea  of  preaaure  ateam-heatlng  ayatema  shown  In  liettera  Patent  Na 
118,434  to  John  J.  Jordan,  iaaued  April  4, 1871 ;  and  Lettera  Patent  Na. 
404,964  to  W.  B.  Hall,  iaaued  June  80,  1891,  waa  for  a  double  use,  and 
the  patent  for  it  la  void.  (*)  Warren  Webster  d  Co.  v.  0.  A.  Dunham 
Co.,  490. 

PARTIES  TO  SUIT.    See  Trude-Markt,  11,  12. 

PATENTABILITY.  See  Amendments,  2;  Appeal  from  the  Bxaminera^n^Chief; 
Appeal  to  the  BxanUnere-in-Chief,  2;  Constntction  of  Cla4m$,  6;  Con- 
struction of  SpecifloatUms  and  Patents,  2 ;  Designs,  2,  5 ;  DUseHution  ef 
Interference,  2;  Bwamination  of  Applications,  1,  2,  10;  Infringemeni; 
Interference,  7,  9, 19,  21  88 ;  Invention;  Motion  to  Amend  Application; 
Motion  to  Dissolve  Interference,  8, 11, 15, 18, 20, 23 ;  Particular  Patents; 
Priority  of  Invention;  Prosecution  of  Applications,  7,  8. 

1.  BiuL  Undes  Sbctioh  4915.  Bsvian)  Statuteb — SuaJsor-MATm  of  Claims 

Nor  Di8ci:x>8iD. — Evidence  conaidered  and  Held  inauflfcient  to  ahow 
that  the  elemente  of  the  claims  were  described  or  disclosed  in  appli- 
cant'a  mrlglnal  application.  (*)Dilg  v.  Moore,  Commissioner  of 
Patents,  287. 

2.  REiaauB^-Nsw  Mattkb. — Certain  cltiima  of  O.'a  reissue  application  H^d 

not  patentable,  for  the  reaaon  that  the  invention  covered  thereby  was 
not  dlacfosed  in  his  original  patent    (*)/»  re  (Md,  277. 

3.  RaCOUMENDATIOH    UHDEB    RULB    139 — ^AOnON    OF    PBIMABT    BZAlflNEB — 

PBAoncB.— Where  the  Bxaminera-in-Chief  reversed  the  action  of  the 
Primary  Examiner  holding  that  three  claima  were  unpatentable,  bat 
auggeated  that  these  dalma  were  not  patentably  different  and  that  bat 
one  of  them  should  be  allowed.  Held  that  the  Examiner  prc^wrly  in- 
formed applicant  that  only  one  of  theae  claima  could  be  allowed.  Bm 
parte  Bremaker  and  Bggers  10. 

4.  Statk  of  thb  Abi'. — Claima  for  a  process  of  making  ammonia  H€14  un- 

patentability in  view  of  the  prior  art.    Bm  parte  Woltcreck,  10. 

5.  Same— Wall-Tie.— A  claim  for  a  wall-tie  having  equilateral  quadrangu- 

lar bonding-heada  bo  diqposed  that  the  diagonals  thereof  are  in  line  widi 
the  straight  portion  of  the  rod  Held  not  patenteble  in  view  of  the 
prior  art,  which  dlBCloaed  a  tie  conalating  of  a  straight  portion  with  a 
circular  loop  at  one  end  ao  diapoaed  tiiat  the  diameter  of  the  loop  la  hi 
line  with  the  Btraight  portion  of  the  rod.    B»  parte  HeinM,  26. 

6.  Same.— Claima  for  a  procesa  of  producing  ammonia  Held  onpatenteble 

in  view  of  the  prior  art     i*)In  re  Woltereek,  289. 

7.  SAMB.-<nalmB  for  a  wall-tie  Held  not  patenteble  in  view  of  the  prior 

art     (*)/»  re  Heine,  292. 

8.  Sam E— PaocEBs  or  Cabtinq  Metal.— Claima  for  a  proceaa  of  Introducing 

a  modi^lng  element  into  a  caat  body  during  pouring  Held  unpatenteble 
in  view  of  the  prior  art     OInre  Wright,  295. 

9.  CoHSTBUcnoif — Cbahgb  I>ub  to  Use  of  Steel — ^Hoppeb-Bottom  Ommm^-^ 

The  adaptetion  of  the  old  double  hopper-bottom  to  the  changed  cod- 
Btruction  due  to  the  nae  of  preBsed  ateel  aa  the  car  material,  withoot 
any  change  in  the  function  of  the  parte  or  the  prodnctleii  of  any  atv 


m 

mOJBST  OF  DSOI8IOK8.  548 

result,  Is  not  patentable.  (*)Amerioan  Cwr  d  Ftmndry  Co.  t.  Morion 
Trust  Co.  ei  aL,  480. 

10.  Samb— Blectbioal  Mcchanisus. — "  When  ^e  are  dealing  with  electricity, 
an  inylBlble,  intangible  agency,  and  in  itaelf  of  different  kinds;  and  when 
we  know  that  in  its  different  phases  it  may  affect,  or  be  affected  by, 
metals  and  appliances  in  different  ways  and  with  wholly  different 
results,  we  must  guard  against  being  misled  by  the  mere  superficial 
resemblances  of  the  appliances  and  machines  used  in  connection  with 
it;  for  from  an  electrical  standpoint  the  real  significance  of  such  appli- 
ance lies,  not  in  their  material,  external  appearance,  but  in  their  work- 
ing effect  under  the  infiuence  of  diverse  electrical  factors."  {*)We$i' 
inghouse  Electric  d  Manufacturino  Company  v.  AUis-Chaimert  Con^ 
pony,  462. 

U.  NovxLTT — Chemical  CtoMFouNO — Ghanob  of  Fobm. — "  Patentable  novelty 
in  a  case  like  the  present  may  be  founded  upon  superior  efficiency; 
upon  superior  durability,  including  the  ability  to  retain  a  permanent 
form  when  exposed  to  the  atmosphere;  upon  a  lesser  tendency  to 
breakage  and  loss;  upon  purity,  and,  in  connection  with  other  things, 
upon  comparative  cheapness.  So,  as  suppl^nenting  ether  considera- 
tions, commercial  success  may  properly  be  compared  with  mere  labora- 
tory experiments."     (')  Union  Carbide  Co.  v.  American  Carbide  Co,,  471. 

12.  Invention — ^Enlabqembnt  of  Usb  nr  Same  Abt. — ^Photography  and  blue- 
printing are  simply  different  phases  of  the  art  of  light-printing,  and 
the  mere  transfer  of  a  device  used  in  one  to  the  other  does  not  involve 
patentable  invention.  i*)BUioti  d  Co.  v.  Youngstovm  Car  Mfg.  Co., 
479. 

13.  COUlfON    KNOWLEDQB— IMMATBBIAL    CHANOXS    IH    THE    PBIOB   ABT.--The 

combination  of  a  high  non-inductive  resistance,  a  magnetic  interrupting 
trembler-bell,  and  a  circuit-closer  in  series  across  a  high-powar  circuit 
Held  so  elementary  in  character  as  to  be  a  matter  of  common  knowl- 
edge and  on  its  face  unpatentable,  and  also  unpatentable  over  a  refer- 
ence showing  substantially  the  same  arrangemoit  with  an  additional 
adjustable  resistance  in  shunt  to  the  bell.    B»  parte  McElrop,  240. 

14.  Metal  Lookeb. — Claims  for  a  metal  locker  HeM  unpatentable  in  view  of 
the  prior  art    Ew  parte  Merritt,  Black,  and  Morrii,  244. 

PATENTEE  AND  APPLICANT.    See  Motion  to  DUsolve  Interference,  22,  28. 

PATENTS.  See  Construction  of  Bpeciflcations  and  Patents;  Infringement; 
Particular  Patents;  Reissues. 

PETITION.  See  Assignments,  2;  Division  of  AppUoatians,  1,  2;  Interference, 
20,21. 

PETITION  FOR  RENEWAL  OF  FORFEITED  OASES.  See  Benewat  of  For- 
feited Applications. 

PETITION  TO  THE  COMMISSIONER  OF  PATENTS. 

Question  Considejued  bt  Bxauineb.— It  is  well  settled  that  only  matters 
which  have  been  passed  upon  by  the  Examiner  can  be  brought  to  the 
Commissioner  for  review  on  petition.    E»  parte  Kruse,  119. 

PIECEMEAL  PROSECUTION  OF  APPLICATIONS.  See  Bmomination  of  Ap- 
plications,  12. 

PLURALITY  OF  TRADE-MARKS.    See  Trade-Marks,  75. 

POVERTY.    See  Motion  to  Amend  Application,  1;  Testknong.  7. 

PRACTICE  IN  THE  PATENT  OFFICE.  See  Amendments;  Construction  of 
Statutes;  Drawings;  Examination  of  Applications;  Interference,  13; 
ModeU;  Motion  to  Amend  Application,  2,  4;  Petition  to  the  CommU 
eioner  of  Patents;  Suggested  Claims. 
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PRELIMINART  STATEMENT.  See  Amendment  to  PreHiminanf  Statement; 
Caveats;  Interference,  10,  11;  Judgment  on  the  Record,  1,  8;  Motion 
to  Amend  Aj^plioation,  4 ;  Testimony,  9. 

PRESUMPTION.  See  Foreign  Patent  Laws,  3;  Reduction  to  Praotioe,  10; 
Trade-Marks,  24. 

PRIBCA  FACIE  CASE.  See  Motion  to  Reopen  Interference  to  Take  Testimowif, 
1 ;  PuWc  Use;  PuWo-Use  Proceedings;  Trade-Marks,  25w 

PRINTING  TESTIMONY.    See  Interference,  31;  Testimony,  7. 

PRINTS. 

1.  Rbgistrabilitt.— The  print  to  be  registrable  must  deecribe  the  article 
of  manufoctnre  with  which  it  is  connected  or  which  it  is  intended  to 
advertise  {e^  parte  Royal  Medicine  Company,  C.  D^  1902,  887;  100 
O.  O.,  2775;  ew  parte  Regina  Music  Bow  Company,  C.  D.,  1902,  286; 
100  O.  G.,  1112,  and  em  parte  The  Lion  Fig  and  Date  Company,  G.  D., 
1908,  85;  102  O.  G.,  828.)  and  the  article  mnst  be  separate  and  inde- 
pendent of  the  print  itself.  {Bw  parte  Bamhart  Bros,  k  Spindler, 
C.  D.,  1899, 125;  87  O.  C  2U&)  Bw  parte  AUen  d  Co.,  112. 
%  Rbqistbation  of  Gambling  <n  Lottebt  Devicbs.— Where  the  alleged 
print  ia  a  device  employed  to  further  a  lottery  scheme  or  game  of 
chance.  Held  that  if  it  would  not  be  a  violation  of  the  Federal  laws 
respecting  lotteries  and  similar  devices  for  a  bureau  of  an  executive 
department  of  the  United  States  Government  to  give  its  approval  to 
appellant's  device  by  registering  the  same  it  is  certahily  against  public 
policy  to  do  so.  Id, 
8.  Medaj:.  Showing  Seal  or  Citt — Rbqistkation  Not  Against  Pubuc 
PoucT. — ^The  fact  that  a  print  contains  a  representation  of  the  seal  of 
Philadelphia,  Held  not  a  sufficient  ground  for  refusing  to  register  such 
print  where  it  appeara  that  the  cut  appearing  in  the  print  which  bean 
said  seal  was  talcen  from  a  medal  awarded  to  applicant  by  that  city. 
Bw  parte  Arguto  OUless  Bearing  Company,  137. 

PRIOR  APPLICATION.    See  Interference,  2,  26. 

PRIOR  INTERFERENCE.    See  Dissolution  of  Interference,  2. 

PRIOR  REGISTRATION.    See  Trade-Marks,  81,  86,  40,  49,  69,  78,  87,  88,  9a 

PRIORITY  OF  ADOPTION  AND  USB.    See  Trade-Marks,  85,  47,  78,  74. 

PRIORITY  OF  INVENTION.  See  Construction  of  Claims,  8,  4,  5;  Decisions 
of  the  BxaminersAn-Chief,  1;  Diligence;  Foreign  Patent  Laws,  2,  5,  6; 
Interference,  3,  4,  5,  8,  12,  14,  15,  16,  17,'  19,  22,  26,  29,  80;  Judgment 
on  the  Record,  2 ;  Jurisdiction  of  the  Court  of  Appeals  of  the  District  of 
Columbia;  Reduction  to  Practice,  1,  2,  7,  8,  9;  Testimony,  10. 
1.  Right  to  Make  Claim b—Ancillabt  to  Pbiobitt. — ^While  the  question  of 
the  patentability  of  the  issue  will  not  be  entered  <m  appeal  from  an 
award  of  priority,  the  right  of  one  of  the  i)arties  to  malce  the  claima 
under  the  disclosures  of  his  application  will  be  Mitertained  as  an 
ancillary  question.  {Podlesak  and  Podlenak  v.  Mclnnemey,  C.  D.,  1906, 
688;  120  O.  G.,  2127 ;  26  App.  D.  C,  399.)  {•)Qold  v.  (Md,  269. 
%  Same — Concurrent  Decision  or  the  Tribunals  of  the  Patent  Oiticb. — 
Where  all  of  the  tribunals  of  the  Patent  Office  have  concurred  in  hold- 
ing, especially  in  a  case  involving  somewtiat  complicated  mechanical 
means,  that  the  invention  claimed  is  not  disclosed  in  the  description  of 
a  iNirty's  invention,  error  must  be  clearly  shown  in  their  conclusion  to 
Justify  a  reversal  of  the  same.  */d. 
8.  lNTEBrEBENCi&— Diligence. — Evidence  considered  and  HeM  to  show  that 
C,  who  was  the  first  to  conceive  the  invention  in  issue,  was  ezerdalng 
due  diligence  in  reducing  It  to  practice  at  the  time  S.  entered  the  field 
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and  stibfleqnently  thereto.  i*)8cou  and  Seoii,  e9ecutor$  of  the  eiiaie 
of  Wolier  Beoiij  deceased,  y.  Cruse,  388. 
4.  Samb — Same. — ^Evidence  considered  and  Held  to  establish  that  Sohartow, 
who  was  the  first  to  conceive  the  invention  in  issue,  was  reasonably 
diligent  in  reducing  the  same  to  practice  and  was  therefore  entitled  to 
an  award  of  priority.     {^)8ohartow  v.  Schleicher,  402. 

PR0GSBDIN08  IN  THB  PATENT  OFFIOB.    Bee  Oonstrwtian  of  Claims,  2. 

PBOGBSS.    See  PatentahaUy,  4,  6,  & 

PBOGES8  AND  APPABATUa    Bee  Redmdkm  to  PracMce,  & 

PROOFS.    Bee  IfOerferenoe,  80. 

PBOPEBTT  RIGHTS.    See  Copffright. 

PROSECUTION  OF  APPUOATIONS.  See  Assignments,  2\  Deoisims  of  the 
Bwaminers4f^Chief,  2;  Bwamination  of  Applications;  Interference,  16, 
26;  Models:  Testimony,  9. 
!•  RssFONsivE  Action. — ^Where  the  Examiner  r^ected  certain  claims  and  re- 
quired further  illustration,  the  mere  amendment  of  the  drawing  was 
not  an  action  which  amounted  to  the  prosecution  of  the  application 
within  the  meaning  of  section  4804,  Revised  Statutes,  citing  69  parte 
Walton,  O.  D.,  1900»  28;  120  O.  G.,  660;  and  ew  parte  Wentzel,  O.  D., 
1007,  862;  181  O.  G.,  041.)  Bm  parte  Sturtevant  and  Stvreivant,  ITS. 
2.  Sams. — ^Where  the  Examiner  required  that  the  specification  be  rewrit- 
toi  and  new  drawings  filed,  Held  that  the  filing  of  a  substitute  specifi- 
cation accompanied  by  blue  prints  in  which  many  of  the  reference- 
numerals  of  the  original  drawings  were  omitted  was  not  such  proper 
prosecution  of  the  case  as  required  by  the  rules.  Bw  parte  Masta- 
gUo,  182. 
8.  Rttlb  66.—"  It  is  well  settled  by  the  decisions  construing  Rule  66  that 
when  the  pertinency  of  the  references  is  obvious,  as  where  the  dis- 
closure is  simple  or  includes  only  the  invention  of  the  applicant,  a 
detailed  application  of  the  references  is  unnecessary.'*  Ba  parte 
Inman,  217. 
4.  Rbsfohsivb  AonoN. — ^Where  the  pertinency  of  the  references  has  beoi 
pointed  out  by  the  Hixaminer  or  where  th^  pertinency  is  obvious,  an 
action  which  does  not  point  out  wherein  the  claims  are  supposed  to 
avoid  these  references  is  not  completely  responsive.  Id. 
6.  Same. — ^Where  at  the  end  of  the  year  following  a  final  rejection  of  cer- 
tain claims  applicant  filed  an  amendment  to  each  of  such  claims 
accompanied  merely  by  a  statement  that  the  amendment  is  believed 
to  place  the  case  in  condition  for  allowance,  HeM  that  such  action  is 
not  responsive  and  that  the  application  is  abandoned.  B»  parte 
Lorem,  220. 

6.  OBoss-RxncBENCs. — ^A  cross-reference  to  a  copending  application  which 

does  not  Include  the  serial  number  and  date  of  filing  of  such  applica- 
tion Held  insufilcient    Bw  parte  Summers,  221. 

7.  NoN-RxspONBivB  AonoN — ^Abandonment. — In   response  to  a   rejection 

accompanied  by  a  statement  that,  in  the  opinion  of  the  Examiner,  there 
was  no  patentable  novelty  in  the  case  the  applicant  presented  one 
specific  claim.  The  Examiner  finally  rejected  this  daim  and  called 
attention  to  a  certain  decision.  The  applicant  filed  an  argument  stating 
that  he  did  not  understand  the  application  of  the  references  or  the 
pertinency  of  the  decision  cited.  The  Examiner  then  called  attention  to 
a  slight  fallacy  in  the  mode  of  operation  described  and  pointed  out  the 
portion  of  the  decision  considered  pertinent    The  only  action  taken  by 
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ftppUcant  wlfhin  one  year  from  this  latter  action  of  tba  nnmlnflr  was 
to  file  an  amendment  containing  three  claims  broader  than  that  finally 
rejected.    Meld  that  the  application  is  abandoned.    Ew  parte  Her4v$ 

&  DiGxsioif  or  CoififissioNBB  AiTiBMiiia  BnJscnoH  or  Glaims--No 
FuBTHXB  AonoN  BY  Qmoi  Nboxssabt.— Where  on  appeal  the  CkHnmls- 
sloner  affirmed  the  decision  of  the  Bxamlners-ln-Ohlef  holding  certain 
claims  unpatentable^  there  Is  no  reason  for  the  Bzamlner  to  farther 
not^y  applicant  that  these  claims  stand  flnal^  rejected,  and,  unless 
applicant  appeals  to  the  oonrt  of  appeals,  his  year  In  which  to  take 
action  mns  from  the  date  of  the  decision  of  the  Oommlsslonsr.  Bm 
parte  Oole,  Br„  287. 

PB08BGUTI0N  OF  INTBBFEBBNGO  BY  A8SIGNBB.    See  /otol  amd  flole 
AppHcawte, 

PUBLIO  POUGY.    See  FrMe,  2.  8;  Trade-Marke,  59. 

FUBUO  USB.  See  Iwterfereiioe^  6;  Partioular  Patents^  6;  PubUo-Uee  Pnh 
oeedinge. 
IniBsmuurGB— Tssmcoinrw — ^Whwe  the  testimony  taken  In  an  Interference 
which  Is  relied  on  to  establish  the  statutory  bar  of  public  use  or  sale 
against  the  Issuance  of  a  patent  on  the  appUcatlon  of  the  successful 
party  to  such  Interfwence  does  not  show  that  certain  samples  or  test 
derlces  made  by  the  other  party  were  offered  for  sale,  or  that  If  they 
were  shown  to  prospectlTe  customers  more  than  two  years  prior  to  the 
filing  of  said  application  preparation  had  then  been  made  to  manufac- 
ture the  deylce  or  place  It  on  the  market,  iTeM  ttiat  a  prima  facte  case 
of  public  use  Is  not  made  out    /»  re  Rolfe,  90. 

FUBUO-USB  PROOBEDINGS. 

1.  Motion  to  Dusoltx. — ^Whlle  motions  to  dlssolye  certain  related  lnter> 
ferenoes  on  the  ground  of  the  existence  of  statutory  bars  to  the  Issu- 
ance of  a  patent  on  any  of  the  applications  Inyolved  were  pending  be- 
fore the  Primary  Bzamlner  a  petition  for  the  Institution  of  public-use 
proceedings  was  filed  which  made  out  a  prima  faele  case  of  public  use. 
Held  that  Institution  of  pubUc-use  proceedings  should  be  deftared  pend- 
ing the  final  determination  of  the  motions  to  dissolve.  In  re  UnUed 
States  Wood  PreeenHng  Oompanv^  47. 
%  Samb.-— Where  a  petition  for  the  Institution  of  public-use  proceedings 
with  reference  to  certain  applications  Involved  In  Interfer^ice  Is  filed 
and  a  prima  facte  case  of  public  use  Is  made  out.  Held  that  If  no  testi- 
mony has  been  taken  In  the  Interference  the  public-use  fvoceedlngs 
should  take  precedence.    Id. 

BBAPPROPBIATION  OF  TRADB-MARK.    See  Sfyoda-lf arise,  6«,  64. 

RBBUTTAL  TBSTIMONY.    See  Interference,  28,  24. 

RBOORD  IN  INTBRFBRBNCB  GASBS.    See  DecteUme  of  the  €fomm*$$ioner  ef 
Patents;  Interference,  8;  Testknonp,  l;  Trade-Marke,  OS. 

RBOORD  OF  THB  OASB.    See  Interference,  14;  JCodai;  BedmcMon  to  Prao^ 
Hoe,!. 

RBDUCTION  TO  PRAOTICB.  See  DUigenoe;  DMeUmai  AppUoatlone,  1,  2; 
Foreign  Patent  Laws,  6^  6;  Interference,  10^  It,  17, 18,  28,  28;  Prloritp 
of  Invention,  8,  4. 
1.  PiioBiTT— Tbst  NaoBssAnr.— In  order  that  a  device  may  ooostl^te  a 
reduction  to  practlcsb  It  Is  necessaiy  In  every  case,  except  that  of  a  vtey 
simple  device^  that  It  be  tested.    ,{^)Pool  t.  Dnmn,  28S.  ^^^t^ 

uigiiizea  oy  v^jOO^  IC^ 
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2.  Samb— OBAB^oxn  or  Tms.— It  Is  not  necenary  In  order  to  estabUah 
leductioii  to  practice  that  the  test  of  the  device  r^ed  upon  should  be 
one  of  complete  accuracy.  It  Is  seldom  that  an  inventor  reaches  per- 
flection  in  the  first  device  constructed.  The  test  should  be  to  ascertain 
whether  the  device  reasonably  meets  the  requirements  of  the  speciflca- 
tLoiDB,  and  if  it  does  not  measure  up  to  this  test  can  it  be  made  to  meet 
it  by  the  introduction  of  mere  mechanical  chanfes?  If  it  can,  it  should 
be  regarded  as  a  reduction  to  practice.    (^)Id. 

8.  OoHSTBUOTXVK.— "  The  theory  underlying  the  doctrine  of  constructive  re- 

duction to  practice  is  that  the  filing  of  a  proper  application  constitutes 
a  snfllcient  disclosure  to  enable  one  skilled  in  the  art  to  practice  the 
invention."  {*) National  MeidUvrgio  Company,  oaHgnee  of  Tom  Colib 
King  v.  Whitman  et  ol.    Whitman  v.  Heame  et  aL,  405. 

4.  FoBsiaH  ApnjGATiON. — ^Where  it  was  contended  that  inasmuch  as  Dickers 

German  application  subsequently  became  abandoned  it  cannot  avail 
Dlcke  as  a  constructive  reduction  to  practice^  Held  **  We  perceive  no 
reason  why  Dicke's  Goman  application,  being  substantially  identical 
with  the  present  application,  should  not  be  held  under  the  statute  to 
constitute  a  constructive  reduction  to  practice,  since  had  it  been  filed 
here  it  would  have  entitled  him  to  a  patent'*     (*)/d. 

5.  Test — Simflb  Deviob. — ^A  key-cup  made  of  a  single  piece  of  sheet  metal 

Held  to  be  of  that  simple  character  which  requires  no  test  to  demon- 
strate its  practicability.    Landa  v.  Kavle,  149. 

6.  Dblat  ih  Fiuno  AspLiCATioir.—- A  d^y  by  L.  of  two  and  a  half  years 

in  filing  an  application  aftw  reducing  the  invention  to  practice,  during 
which  time  he  was  endeavoring  to  get  his  employers  to  undertake  the 
manufacture  of  the  device,  Held  not  to  constitute  such  concealment  of 
the  invention  as  to  work  a  forfeiture  of  his  right  to  a  patent.    Id. 

7.  Pbioutt-— Tests  of  Exhibits  at  Heabiho. — ^T.  offered  at  the  hearing  to 

have  a  certain  exhibit  which  had  been  offered  in  evidence  tested,  in 
order  to  show  that  it  was  then  in  an  operative  condition.  Held  that 
the  result  of  such  test  would  be  immaterial,  since  the  question  of  re- 
duction to  practice  is  one  which  must  be  decided  on  the  record  as  pre- 
soited.  Taylor  v.  QUman,  107. 
&  Same. — ^Tlie  successful  performance  of  a  process  constitutes  a  reduction 
to  practice  thereof  even  if  the  apparatus  used  was  not  the  best  avail- 
able for  producing  the  result  (citing  Oroekey  v.  Atter^ry,  O.  D.,  1886, 
487 ;  76  O.  6.,  168 ;  9  App.  D.  0.,  207.)     Whitman  v.  King,  200. 

9.  Samb. — ^Bvidence  considered  and  Held  insufllclent  to  establish  that  W. 

conceived  the  Invention  of  counts  2  and  8  prior  to  the  date  of  K.'s  re- 
duction to  practice  thereol    Id. 

10.  TESTXicoHT—PBESTTicFnoN.— Where  certain  witnesses  testify  that  a  de- 

vice claimed  to  be  a  reduction  to  practice  of  the  invention  operated  in 
the  manner  called  for  in  the  issue,  but  the  testimony  of  the  inventor  is, 
unexplained,  in  contradiction  of  their  testimony,  Held  that  the  inventor 
being  a  party  to  the  Interference  it  was  incumbent  upon  him  to  testify 
clearly  and  explicitly  on  this  point,  and,  failing  to  do  so,  the  presump- 
tion is  against  him.     (^)  Whitman  v.  King,  417. 

BSTBRBNGB  GHABAOrBBS.    See  Dratoingt,  8. 

BBFEBBNGE8.  See  Abandonment  of  Applioationt;  Affidavit  imder  Bale  75; 
Appeal  to  the  Baaminen'in'Ohlef,  1;  Oiaime,  2,  4;  Deoiaione  of  the  Ba-> 
am4ner$4t^Chief,  2 ;  Bwamdnation  of  AppUeationg,  4, 5, 6, 7, 10, 11 ;  Inter- 
ference, 2;  Motion  to  Diesoive  Interference,  6, 16, 16»  17;  Patentaf>iUty, 
18;  Proeeoution  of  AppUoaiione,  8, 4^  7;  Beteeueg,  2, 


648  KGBBT  OF  DBcnsiomL 

BBFBRENCB  TO  ANOTHSB  PONDING  APPLIOATION.  See  ProwMmtian  of 
AfipUoatkmi,  6. 

BBGISTRABTTiTTY.  Bee  Motion  to  Diiiolve  InterfermH)e,  7;  FrinU;  Trod&- 
If  erjto,  2,  8,  6,  8, 10,  U,  12»  14»  15»  le,  17, 18, 19, 20, 21, 22»  28, 26, 29, 80, 81, 
82,  88,  86,  40,  41,  42,  48,  44,  48,  49,  00,  51,  62,  58,  64,  57,  58,  89,  64,  eS,  08, 
67,  68,  70,  74,  77,  79,  80,  81,  82,  88,  84,  86,  86,  87,  88»  90,  91,  92,  96. 

BBHfiARING.    Bee  MotUm  to  DUiotve  IfUerferenee,  17, 18, 19. 

IifTEBFEEBNCB— Rbquut  vob  Sboond  Hbabing. — ^WhCTe  a  party  requested 
that  a  eecond  date  for  final  hearing  be  eet  to  give  him  an  opportunity 
to  argoe  his  opponent's  right  to  make  the  claims,  Held  that  the  ezttfit 
to  which  a  case  pending  before  the  Bxaminer  of  Interterences  shall  be 
heard  or  reheard  by  him  is  a  matter  peculiarly  within  his  own  discre- 
tion, and  his  decision  on  sach  a  point  will  not  be  disturbed  unless  in 
case  of  dear  abuse  of  such  discretion.  Dunktp  t.  OreveUng  t.  Beetor^ 
20a 

BBISSUBS.    See  Ps^emadMUy,  2. 

1.  BBQADurED  Olaiub. — ^Tho  law  does  not  permit  a  patent  to  be  reissued  for 

the  mere  purpose  of  enlarging  a  claim  unless  there  has  been  a  dear 
mistake,  inadvertently  committed,  in  the  wording  of  a  claim.  If  the 
description  in  the  reissue  application  finds  no  real  support  in  the  orig- 
inal application,  a  case  of  reissue  is  not  nmde.  i*)Oti9  t.  Ingotita^ 
•iHl  Bowling,  888. 

2.  Mattd  DiscLAiifXD  IN  QsiaiNAL  Sp»cnriOA.moN~*Iwi«tVBwniQ  Biohts. — 

A  disclaimer  having  been  made  for  the  purpose  of  avoiding  references 
and  securing  the  grant  of  a  patent  and  such  disclaimer  having  been 
acted  upon  by  the  public  a  reissue  whereby  the  effect  of  such  disclaimer 
is  avoided  and  the  patent  broadened  is  void.  (*)Oa$€in  Oo,  of  America 
V.  A.  U.  CoUins  Mfg.  Co.,  422. 

BBJECTION  of  OLAIMS.  See  Ahondonmm*  of  AppUoatloni,  2;  AffidavU 
under  Bute  15;  Appeal  from  the  Bmamdners-dn-Chief ;  Appeal  to  the 
Bmaminer^^n^Ohief,  2,  8;  CfMma,  2;  OonetrucUon  of  Olairnt,  1,  2; 
Divieional  Application;  2;  Boamkiation  of  Applicoliotw,  2,  8,  4,  7,  8, 
11 ;  New  Claims;  Proaeoation  of  AppHioations,  1,  5,  7. 

BBNBWAL  FBBS.    See  BenewiU  of  Forfeited  AppHicatione. 

BBNEWAL  OF  FORFBITJBD  APPUCSATIONS.  See  WUhdrawal  of  Allowed 
Apphoatione  from  leeue. 
PcrrnoN  Nbcbssabt— Pathknt  ov  Fob.— Hie  mere  filing  of  a  fee  with  an 
assistant  treasurer  of  the  United  States  does  not  constitute  a  "  second 
application"  within  the  meaning  of  section  4897,  Bevised  Statutes, 
and  the  Oflice  has  no  authority  to  accept  such  a  fee  where  the  petition 
was  not  filed  within  the  statutory  period.    Bm  parte  Hardinge,  174. 

BBNBWBD  MOTION.    See  Motion  to  Disaolve  Interference,  4. 

BBOPENING  of  DBGIDBD  GASBS.    See  Interference,  19. 

BBOPENING  of  BEJBCTBD  cases.    See  Appeal  to  the  Bmaminere-in^Chief^J^ 

BBS  ADJUDICATA.  See  Dieeolution  of  Interference,  1;  Motion  to  Dieeolve 
Interference,  10;  Trdde-Marke,  2,  83. 

BBSPONSIVB  action  BY  THB  APPLICANT.  See  Abandonment  of  AppUoa- 
tione;  Proeecution  of  Applicatione,  1,  2,  4,  6,  6,  7,  8. 

BBTAKING  SUPPBBSSBD  TESTIMONY.    See  Suppreeeion  of  Teetimong. 

BBTUBN  OF  TBADB-MABK  FEES.    See  Trade-MarU,  80. 

BIGHT  TO  MAKB  OLAIMS.  See  Conetraction  of  OMme,  8;  Decieiom  of  the 
Bwaminere^n'Ohief,  1;  Diesolution  of  Interference,  1,  8;  Interference^ 
4,  9,  12,  14;  Motion  to  DUeolve  Interference.  1«  9,  14,  22;  Behearing; 
Prioritg  of  Inveniiont  1. 
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RIGHT  TO  PATENT.    Bm  ReOuetion  to  Fmdioe,  ^ 

RIGHT  TO  RBPAIR  PATENTED  ARTICLES.    See  Infringement. 

RIGHT  TO  USE  TRADE-MARKS.    See  Trade-Mark*,  02, 

SCOPE  OF  CLAIM.  See  Claims,  1 ;  a<m$truction  of  Claim$,  2 ;  Constniction  of 
Specifications  and  Patents,  1 ;  Bmam4nation  of  Applications,  9. 

SEAL  OF  CITY.    See  Priwts,  8. 

SECOND  INTERFERENCE.    See  Dissolution  of  Interference,  2. 

SEQGRBGATION  OF  MARK.    See  Motion  to  Dissolve  Interference,  7. 

SEVERAL  APPLIGATIONS--SAME  INVENTOR.  See  Emamination  of  AppU- 
cations,  2,  8. 

SIMILARITY  OF  MARKS.  See  Trade-Marks,  1,  8»  9,  19,  20,  81,  86,  40,  42»  48, 
49,  GO,  78,  74,  77,  81,  82,  87,  88,  00,  91. 

SOLE  APPLICANT.    See  /oint  and  Sole  Applicants. 

SPECIFICATIONS.  See  Claims;  Designs,  1,  8,  4 ;  Division  of  Applications,  1 ; 
Particular  Patents,  9;  Prosecution  of  AppUcutions,  2;  Reissues,  2; 
Ti$le  of  Invention. 
Dbbobiption  or  Opsbatioh. — ^The  requirement  of  the  Examiner  that  a 
description  of  the  operation  of  the  machine  he  added  to  the  gpeciflca- 
tion  Held  leaeonahle  and  proper.    Bw  parte  Bradford  and  Chat  field,  4B. 

STATE  OF  THE  ART.  See  Construction  of  Specifications  and  Patents,  1,  2; 
Designs,  5;  Interference,  21 ;  Motion  to  Dissolve  Interference,  17;  Pa/r^ 
ticular  Patents,  8, 10 ;  PatentahUU^,  4,  6^  6,  7,  8,  9, 12, 18, 14. 

STIPULATION.  See  Interference,  17;  Judgment  on  the  Record,  8;  Testi- 
mony, 1. 

SUCCESSORS  IN  BUSINESS.    See  TraOe-Marks,  2,  88. 

SUFFICIENCY  OF  AFFIDAVIT.    See  Affidavits  under  Rule  76,  2. 

SUFFICIENCY  OF  EVIDENCE.  See  Foreign  Patent  Laws,  8;  International 
Convention  for  the  Protection  of  Industrial  Property. 

SUFFICIENCY  OF  NOTICE  OF  OPPOSITION.    See  Trade-Marks,  84. 

SUGGESTED  CLAIMS. 

IHTBBFBBSNOB— PsAoncB. — ^Whero  the  claims  of  an  application  are 
allowable  and  the  case  ready  to  be  passed  to  issue  except  for  a  prob- 
able Interference  with  certain  claims  of  a  pending  application  of 
another  party,  C,  now  involved  in  an  interference  with  a  third  party 
upon  other  claims  for  an  entirely  Independent  subject-matter.  Held 
that  the  Examiner  should  request  jurisdiction  of  the  application  of  C. 
for  the  purpose  of  suggesting  therein  the  claims  of  the  prospective 
interference  and  for  the  purpose  of  entering  the  amoidment  and  of 
declaring  the  intererenoe  if  C.  makes  the  suggested  claims.  B»  parte 
Brakey,  106. 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS. 
See  Decisions  of  the  B»anUners-4$i-Chief,  1;  Interference,  8;  Motion  to 
Dissolve  Interference,  1. 

SUPPLEMENTAL  OATH.    See  Motion  to  Dissolve  Interference,  24. 

SUPPRESSION  OF  TESTIMONY.  See  Interference,  27;  Testimony,  8,  4. 
RcTAKiHo  SuppBxasED  Tbstiuont. — ^Whete  irregularities  which  require  the 
suppression  of  testimony  arose  through  inadvertence  and  not  through 
a  desire  to  delay  the  proceedings  or  to  take  an  overreaching  advantage 
of  the  opposing  party,  it  is  proper  upon  a  clear  and  satisfactory  show- 
ing of  this  flict  to  permit  such  testimony  to  be  retaken.  The  Shaw 
and  Welty  Shirt  Co.  v.  The  Quaker  City  Shirt  Mfg.  Co.,  141. 

SUPREME  COURT  OF  THE  UNITED  STATES.    See  Trade-Marks,  62. 

SURNAME.    See  Trade-Marks,  41,  70.  ugizeaoy ^^/v^^l^ 

SURREBUTTAL  TESTIMONY.    See  Testimony,  4. 
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TBGHNIGAIi  MARK.    See  Trade-MarkB,  6,  22,  29,  80,  32,  88,  84. 

TEN-YEARS  CLAUSE.    See  Trade-Marks.  3,  6,  20,  28,  84,  88,  84. 

TERMINOLOGY.    See  Designs,  1 ;  Interference,  4. 

TESTIMONY.  See  Access  to  Pending  Applications,  1;  Decisions  of  the  Com- 
missioner of  Patents;  Expert  Testimony;  Foreign  ^Patent  Laws,  8,  5; 
Interference,  18,  20,  23,  24,  25,  27,  29,  30,  31;  JwisdictUm  of  the  Sec- 
retary of  the  Interior  over  the  Commissioner  of  Patents;  Motion  to 
Dissolve  Interference,  13,  14,  15;  Motion  to  Reopen  Interference  to 
take  Testimony;  Public  Use;  Publio-Vse  Proceedings,  2;  Reduction  to 
Practice,  10;  Suppression  of  Testimony;  Trade-Marks,  28,  24,  25,  66,  73. 

1.  Taken  Withoitt  Aitthobization. — ^Where  there  are  two  companion  Inter- 

ferences, one  two-party  and  the  other  three-party,  in  which  the  testi- 
mony is  taken  as  a  single  record  by  stipulation  of  all  parties  and  one 
of  the  parties  rons  over  the  time  set  for  taking  his  testimony,  obtain- 
ing a  stipulation  extending  the  time  from  his  opponent  in  the  two- 
party  case,  but  not  from  the  one  who  is  involved  in  the  three-par^ 
case  only.  Held  that  the  testimony  taken  under  such  extension  of  time 
must  be  separated  from  the  common  record  and  entitled  only  in  the 
two-party  interference.  Keith,  Sriokson,  and  Brickson  v.  Lundquist  v. 
Larimer  and  Larimer,  108. 

2.  Witness  Not  Named  in  Notice. — Where  it  is  admitted  that  it  has  been 

the  practice  of  all  parties  to  the  interference  to  call  witnesses  not 
named  in  the  notices  of  taking  testimony,  Held  that  a  motion  to  strike 
out  the  testimony  of  such  a  witness  was  properly  denied.  Id, 
8.  Oppobtunity  fob  Gboss-Examination. — ^Where  a  party  wishes  to  cross- 
examine  a  witness  before  an  exhibit  machine  in  another  city,  Held  that 
it  is  Incumbent  upon  him  either  to  transport  the  exhibit  to  the  witness 
or  the  witness  to  the  exhibit  and  that  the  testimony  of  such  witness  will 
not  be  struck  out  because  of  the  refusal  of  the  opposing  party  to  pro- 
duce the  witness  for  cross-examination  in  the  presence  of  the  ex- 
hibit   Id, 

4.  Intebfbbencb— Motion  to  SupPBES8.^Where  the  consideration  of  a  mo- 

tion to  suppress  certain  testimony  taken  in  surrebuttal  would  neces- 
sitate a  consideration  not  only  of  the  surrebuttal  testimony  but  a  large 
part  of  all  the  testimony  in  the  case.  Held  that  the  Examiner  of  Inter- 
ferences properly  postponed  consideration  of  this  motion  until  final 
hearing.  Keith,  Erickson,  and  Erickson  v»  Lundquist  v.  Larimer  and 
Larimer,  134. 

5.  Same— Notice.— A  notice  given  in  New  York  city  on  May  8  that  certain 

witnesses  would  be  examined  at  Battle  Creek,  Mich.,  on  May  5,  Held 
sufficient  under  the  circumstances  of  the  case.    Id. 

6.  Same — Decision  or  the  Examinee  of  Intcbfebences  as  to  Time. — It  Is 

the  well-settled  practice  that  the  decision  of  the  Examiner  of  Inter- 
ferences extending  times  for  the  taking  of  testimony  is  flnaL  The 
Stiaw  and  Welty  Shirt  Co.  v.  The  Quaker  City  Shirt  Mfg.  Co.,  141. 

7.  Feinting — Intebfebbnce — ^Povebtt. — ^A  party  should  not  be  excused  from 

printing  testimony  unless  it  appears  that  because  of  poverty  it  Is 
practically  impossible  for  him  to  meet  the  additional  charge.  Landau 
V.  Spitzenberg,  17a 

8.  Extending  Time  fob  Taking. — It  is  well  settled  that  the  setting  of 

times  for  taking  testimony  is  a  matter  peculiarly  within  the  discretion 
of  the  Examiner  of  Interferences.  Victor  Taiking  Machine  Co.  ?. 
Ameiican  Oraphophone  Co.,  240.  ugmzeaDy  %^wv/^l 
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0.  Tabiakob  Between  TESTiifoifT  and  ex  pabte  Afitdavits. — ^Where  the 
allegationB  made  by  an  applicant  in  his  preliminary  statement  and  in 
affldaTits  filed  during  the  ew  parte  prosecution  of  his  application  are 
not  at  all .  supported  by  the  testimony  offered  on  his  behalf  in  the 
Interference,  Held  that  this  variance  tends  to  discredit  the  value  of 
the  testimony.    Barnes  y.  Swartwoui,  247. 
10.  Pbiobity— Obioinautt. — ^Evidence   considered    and   Held   to    establish, 
in  view  of  all  the  circumstances  of  the  case,  that  S.  was  not  an  original 
inventor,  but  derived  her  knowledge  of  the  invention  in  issue  from 
B.    Id. 
TESTS.    See  Interference,  18;  Reduction  to  Practice,  1,  2,  5,  7.    ^ 
TITLE  OF  INVENTION. 

Application. — ^An  applicant  should  be  permitted  to  retain  a  title  which 

he  believes  to  be  peculiarly  fitting  or  desirable,  unless  such  title  Is, 

in  fact,  Inaccurate  or  improper  for  some  other  substantial  reason.    Bw 

parte  WUand,  45. 

TITLE  TO  PATENT.    See  AsHgnmente. 

TRADE-MARKS.    See  Oemus  Reports;  Motion  to  Dissolve  Interference,  6,  7. 

1.'Thb  Piotube  or  a  Swan  and  the  Wobds  "  Swan's  Down  " — No  Inteb- 
PEBENCB  IN  Fact. — Held  that  there  is  no  interference  in  fact  between 
two  trade-marks  consisting,  respectively,  of  the  picture  of  a  swan  and 
the  words  "Swan's  Down."  fir.  8,  Pierce  Oo,  v.  Church  d  Didght 
Company,  1. 

2.  INTEBFEBENCE — ^Kes  ADjxmiCATA. — ^Whero  lu  a  trade-mark  interference 
a  decision  was  rendered  that  neither  party  was  entitled  to  registration 
and  only  one  of  the  parties  took  an  appeal,  Held  that  as  to  the  other 
party  the  question  of  its  right  to  registration  is  res  adjudicata,  and 
neither  it  nor  its  successors  in  business  is  entitled  to  further  considera- 
tion therein.    Ex  parte  The  Safety  Remedy  Co.,  6. 

8.  Saub— Pabt  or  Mabk  Onlt  Involved. — ^Where  the  marks  hivolved  in 
an  interfer^ice  were  the  words  **  Black  Gaps  "  and  '*  Black  Capsules," 
a  final  decision  that  one  of  the  parties  did  not  use  these  words  alone 
as  a  trade-mark,  but  in  connection  with  other  words,  affords  no  ground 
for  holding  that  the  other  party  Is  entitled  to  register  these  words 
under  the  toi-year  proviso  of  the  Trade-Mark  Act    Id. 

4.  Application — ^Declabation. — Where  the  declaration  forming  a  part  of 

an  application  for  registration  of  a  trade-mark  stated  that  the  mark 
had  been  registered  in  a  foreign  country  on  a  certain  date,  which  was, 
however,  the  date  upon  which  the  application  for  registration  was  filed, 
Held  that  a  new  declaration  was  properly  required.  Ew  parte  Felten 
d  ChiUleaume-Lahmeyenoerke  Actien-Oeseltschaft,  7. 

5.  Same — Same — Gobbection. — Since  the  Trade-Mark  Act  and  the  rules  re- 

quire that  the  declaration  forming  part  of  an  application  for  the  regis- 
tration of  a  trade-mark  shall  be  verified,  the  Patent  Office'  has  no  power  to 
change  such  a  declaration.  Id. 
0.  Same— Allegation  Undeb  Ten-Yeabs  Pboviso— Technical  Mabk. — ^The 
Inclusion  in  the  declaration  of  an  allegation  necessary  for  reg- 
istration of  a  mark  under  the  ten-years  proviso  does  not  preclude  its 
registration  as  a  technical  mark  if  it  is  found  to  be  such  (citing  Levy 
d  Co.  V.  UH,  C.  D.  1907.  886;  131  O.  G.,  1687,  and  Robertson,  Sander- 
son  d  Co.  Ltd.  V.  Charles  Dennehy  d  Co.,  G.  D.,  1908,  117 ;  134  O.  G., 
513).  International  Food  Company  v.  Price  Baking  Powder  Com- 
pony,  16. 


€58  DI0B8T  07  DECIBIOira. 

7.  "Gbeam**— Not  DisoiiPn?x.—The  word  "Cream**  Held  not  to  be  de- 

BcriptiTe  as  applied  to  baking-powder.     Id, 

8.  Anticipation — "  Powell's   Bun  *' — "  Powbllton/* — ^Registration   of   the 

word  **  Powellton  "  as  a  trade-mark  for  coal  properly  refused  in  view 
of  tbe  registered  mark  "Powell's  Bun  OoaL"  Ex  parte  The  Mount 
Carhon  Compamif^  Limited,  18. 

9.  Samb. — ^Xhe  fact  that  the  owner  of  a  registered  trade-mark  has  not 

brought  suit  to  enjoin  the  use  of  the  mark  sought  to  be  registered 
Eeld  to  have  no  bearing  upon  the  question  whether  the  marks  are 
so  nearly  identical  as  to  be  likely  to  cause  confusion  in  thd  mind  of 
the  public.    Id. 

10.  "Lait  De  Violettes"  fob  Toilet  Abticles— Desceiptivb. — ^The  words 
"Lait  De  Violettes"  as  applied  to  perfumery,  toilet  powders,  toilet 
waters,  face-tints,  and  hair-lotions  are  descriptive  of  a  characteristic 
or  quality  of  the  goods,  and  registration  thereof  was  properly  refused. 
Ex  parte  F.  Bagot  d  Co.,  22. 

U.  Opposition— AnifissiON  of  Thibd  Pabtt.— The  fact  that  a  registered 
trade-mark  Is  involved  in  an  interference  with  an  application  for  regis- 
tration does  not  justify  the  admission  of  the  registrant  as  a  party  to 
an  opposition  proceeding  brought  by  a  third  party  against  the  registra- 
tion of  the  mark.    In  re  Brittain  Tobacco  Works,  25. 

12.  Same— Bbqistbation  Not  a  Pbbrequisite. — ^An  opposition  is  a  proceed- 
ing instituted  by  a  party  who  believes  he  would  be  damaged  by  the 
registration  of  a  marlc  Such  party  does  not  need  to  have  registered 
the  same  or  a  like  trade-mark,  and  there  is  no  provision  of  law  by 
which  such  party  can  be  compelled  to  file  an  application  for  registration 
as  a  prerequisite  to  such  proceeding.    Id. 

IB.  Mask  Not  Used  to  Denote  Obioin.— Where  the  label  applied  to  a  box  of 
candy  contained  the  leg^id  "A  Fussy  Package  for  Fastidious  Folks," 
ffeld  that  the  word  "  Fussy  "  so  used  did  not  oonstitute  a  trade-mark. 
Stephen  F.  Whitman  d  Son,  28. 

14.  "  Sebvself  **  FOB  Lunches,  Sandwiches,  S>ro.— Dbscbiptive.— The  word 
''Servself  *'  as  applied  to  lunches,  sandwiches,  ete..  Held  descriptive 
and  registration  thereof  properly  refused.  Bw  parte  Brennan,  Fitzger- 
ald d  Sinks,  30. 

15b  Section  5  of  the  Tbade-Mabk  Act  Gonbtbued. — Section  5  of  the  Trade- 
Mark  Act  prohibits  the  registration  of  a  mark  which  is  merely  de- 
scriptive of  the  goods  or  quality  of  the  goods  with  which  it  is  used. 
Doubtless  this  provision  would  permit  the  registration  of  a  mark 
primarily  intended  to  suggest  origin  or  ownership  and  only  secondarily 
descriptive  or  suggestive  of  quality.  {*)In  re  AnH-Oori-Zine  Chemicai 
Company,  291. 

16.  "Getwell"  fob  a  Medicine— Desobiptive.— The  word  'Mietwell"  as 

applied  to  a  medicine  is  descriptive  of  the  goods  or  of  a  quality  thereof 
and  is  not  registrable  as  a  trade-mark.    (*)Id» 

17.  "  Puncture  Proof  "  fob  Hosiery — ^Descbiptivb. — ^The  words  "  Puncture 

Proof ''  Held  not  registrable  as  a  trade-mark  for  hosiery,  since  they 
are  descriptive  of  the  goods  to  which  they  are  applied.  Ex  parte  A,  B. 
Andrews  Company,  32. 

18.  "Mayeb  *' — Name  of  Individual  Not  Registrable. — Where  the  ordinary 

surnume  "  Mayer  "  is  written  in  script,  with  the  letter  "  M  "  connected 
to  the  letter  **  y  '*  and  inclosed  in  two  concentric  circles,  the  letter  "  M  " 
and  the  letter  "  r  "  extending  through  the  inner  circle.  Held  not  writ- 
ten in  such  "a  partioiilnr  or  distinctive  manner*'  as  to  warrant  its 
legistration  as  a  trade-mark.    Ex  parte  F,  Maimer  Bo6t  d  Shoe  Oo^  M 
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19.  **  Fbkrob  Opsba  **  Ahtioipateo  bt  "  Fben CH.'*— A  trade-mark  comprlaing 

the  words  "  French  Opera  "  waa  properly  refused  registration  in  view 
of  the  registered  mark  consisting  of  the  word  "  FrenclL**  Sw  parte 
American  Coffee  Co*  of  New  Orleane,  Ltd.^  d9. 

20.  Antigipatioh — Mask  Bjbgistbbcd  Undeb  Ten-Tbabs  Pboviso.— A  mark 

registered  onder  the  ten-yeara  proviso  of  section  5  of  the  act  of  1905 
is  a  "  registered  trade-mark  *'  and  as  such  constitutes  a  bar  to  the  sub- 
sequent registration  of  the  same  mark  or  one  so  similJar  thereto  as  to 
be  likely  to  cause  confusion  in  the  mind  of  the  public    Id. 

2L  Red  Feed-Bab  fob  Fountaih-Pbns. — ^A  trade-mark  for  fountain-pens 
described  as  foltows:  "The  feed-bar  is  red  and  the  portion  of  the 
fountain-pen  reservoir  or  handle  adjacent  to  the  feed-bar  is  black.'* 
Held  not  registrabte.    (^)In  re  Watermann,  800. 

22.  *' Cadillac "—Gkogbaphioal. — ^The  word  "Cadillac"  Held  to  have  a 
geographical  significance,  and  therefore  not  registrable  as  a  technical 
trade-nuirk.    Bw  parte  Wolverine  Manufacturing  Company,  41. 

2&  Opposition — ^Rbgistbatioh  Undeb  Ten-Ybabs  Clause  or  the  Tbade- 
Mask  Act.— The  testimony  reviewed  and  Held  to  establish  that  appli- 
cant did  not  have  "  exclusive  "  use  of  the  mark  sought  to  be  registered 
for  ten  years  next  preceding  the  passage  of  the  Trade-Mark  Act 
(•)Wfik  Wriffley,  Jr^  d  Co.  v.  NorrU,  aOT. 

24.  Samet-Tebtimony — ^Pbesumption. — Where  a  witness  testifies  that  the 

firm  with  which  he  was  connected  purchased  during  a  period  of  two 
years  labels  and  boxes  having  a  certain  trade-mark  thereon,  Held  that 
it  would  be  unreasonable  to  assume  that  they  were  not  used.    (*)/(!. 

25.  Same— BuBDEN  or  Paoor.— Where  an  application  for  registration  of  a 

trade-mark  is  regular  in  form,  the  applicant  is,  prima  facie,  ^itttled  to 
registration ;  but  where,  in  an  opposition  proceeding,  testimony  has  been 
Introduced  overcoming  the  prima  facie  case  it  is  incumbent  upon  the 
applicant  to  estabJiah  his  right  to  registration  by  a  fair  preponder- 
ance of  testimony.  i*)Id. 
20.  "HuNTADi." — Gboobaphical.— The  word  "Hunyadi"  as  applied  to  bit- 
ter waters  having  become  public  property  and  in  effect  only  a  geo- 
graphical expression,  the  owner  of  the  Hunyadi  Janos  springs  at  Buda- 
pest, Hungary,  Held  not  entitled  to  prevent  the  advertisement  of  bitter 
waters  made  in  this  country  as  "Artificial  Hunyadi."  (**) Sawlehner  v. 
Wagner  et  al.,  909. 

27.  iNTBBrEBENOB— MonoN    TO    DISSOLVE— ArvBAL— FEB.— Where    the    Ex- 

aminer of  Trade-Marks  renders  a  decision  on  a  motion  to  dissolve  an 
interference  on  the  ground  of  non-interference  in  fbct,  appeal  can  be 
taken  from  that  decision  only  upon  payment  of  the  t»e  required  by 
Bule  69  of  the  Bules  Belating  to  Trade-Marks.  The  Beamieee  Rubber 
Company  v.  The  Star  Rubber  Co.,  44. 

28.  Same — Same— Ibbbgitlabity  in  Dbolabation. — ^Where  a  party  moves  to 

dissolve  an  interference  on  the  ground  that  he  should  have  been  made 
the  senior  instead  of  the  Junior  party.  Held  that  this  alleged  irregular- 
ity relates  merely  to  the  burden  of  proof  and  affords  no  ground  for 
dissolving  the  interference.    Id. 

29.  Section  5  or  Tbadb-Mabk  Act  Constbited. — ^"To  entitle  any  mark  to 

registration  which  consists  merely  in  the  name  of  a  corporation  it  must 
be  applied  '  in  some  particular  or  distinctive  manner.*  *  *  *  The 
word  '  merely '  as  used  in  the  statute  was  clearly  intended  to  prevent 
the  registration  by  a  corporation  of  its  own  name,  whether  that  name 
be  the  subject  of  a  technical  trade-mark  or  not*"    (*)/fi  re  The  Sue- 
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80.  Same — Suocbbb — ^Nams  of  Applicant. — ^The  word  **  SaocetB**  Heid  to  hm, 

the  dominant  feature  of  the  name  of  the  applicant,  **  Tb^  Suoceas  Oom- 
pany/'  and  therefore  not  registrable  aa  a  technical  trade-mark.    (^)/A. 

81.  Anticipation — "  Autola  "— "Au-to-do.**— ^The  word  "Antola"  JSTeld  not 

registrable  as  a  trade-mark  for  cigars  in  view  of  the  prior  registration 
of  the  trade-mark  "An-to-do "  for  the  same  goods.  Em  pwrte  J.  Fred 
WUco9  Company,  62. 

82.  '' Kantleek  "  lOB  Atomisebs,  WatebpBottles,  Bto. — ^DBdCBiPTiTB. — The 

word  **  Kantleek  **  as  applied  to  atomizers,  fonntaln-syrlnge^  face  bags, 
ice-bags,  and  water-bottles  is  descriptive,  and  thertfore  not  registrable 
as  a  technical  trade-mark.  (^)/»  re  The  SeanOeaM  Ruhher  Oompam^. 
842. 
88.  " Tabasco "—OE0GBAPHicAL.-*The  word  ''Tabasco"  is  a  geographical 
name  and  not  entitled  to  exclusive  appropriation  as  a  technical  trade- 
mark. {^)B.  Menhmny'9  Son  ▼.  The  New  /fterin  Bmireet  of  TaJxuoi^ 
Pepper  Company,  Ltd.,  843. 

84.  Section  13  or  the  Tbade-Mabk  Act  Constbued. — Section  18  of  tbm 

Trade-Mark  Act  constmed  and  Beld  to  confer  upon  the  Commiaaioner 
of  Patents  authority  to  cancel  a  mark  registered  under  the  "ten- 
years  "  clause  where  It  is  made  to  appear  in  a  proceeding  brought  in 
accordance  with  the  provisions  of  that  section  that  the  registrant  was 
not  the  exclusive' user  of  the  mark  for  ten  years  next  preceding  Um 
passage  of  the  Trade-Mark  Act    (*)/d. 

85.  Intebfebence — Pbiobitt. — ^Where  A«  decided  to  adopt  a  mark  in  Novem- 

ber, 1906,  but  did  not  ship  from  the  factory  goods  bearing  this  mark 
until  June  23, 1906,  and  B.  had  shipped  from  his  factory  to  pnrchaaen 
goods  bearing  the  same  mark  on  June  4, 1906,  Heid  that  priority  was 
properly  awarded  to  B.    (*)IlUnoi8  Match  Company  v.  BroomaU,  846. 

86.  Anticipation.—A  trade-mark  consisting  of  the  representation  of  a  shitid 

having  the  word  "Victor"  thereon  Held  properly  refused  registration 
in  view  of  a  prior  registration  of  a  trade-mark  consisting  of  the  r^re- 
sentation  of  a  shield  havhig  thereon  the  words  "  Shield  Brand."  Mm 
parte  The  Ohio  (Garment  Company,  66. 

87.  Olasb  of  Goods. — Beld  that  "work-shirts"  and  "flannel  dilrts"  art 

goods  of  the  same  descriptive  properties.    Id. 

88.  Same. — Beld  that  "overalls"  and  "trousers"  are  goods  of  the  same 

descriptive  properties.    Id. 

89.  Intebfebence — ^Evidence. — ^When  sales  memoranda  and  bills  were  pro- 

duced showing  sales  of  oil  designated  "  Autolene,"  but  no  evldoice  was 
given  that  this  name  was  al&zed  to  or  marked  upon  packages  contain- 
ing the  oil,  Held  that  while  the  evidence  shows  that  the  word  was 
adopted  in  the  office  and  warehouse  to  Indicate  grade  or  quality  it 
does  not  show  adoption  and  use  of  It  as  a  trade-mark.  {^)  Crescent 
on  Company  v.  W .  O.  Robinson  d  Bon  Company,  848. 

40.  "NoBTH   Stab"  Anticipated  by  "Stab."— The  words  "North  Star" 

were  properly  refused  registration  as  a  trade-mark  for  beer  in  view  of 
the  prior  registration  of  the  word  "Star"  as  a  trade-mark  for  the 
same  class  of  goods.    Ex  parte  Lawritzen  Malt  Co^  9L 

41.  SuBNAUE. — ^A  surname  is  not  susceptible  of  exclusive  appropriation  as 

a  trade-mark  by  any  one.  The  most  the  courts  will  do  where  two 
individuals  are  entitled  to  use  the  same  name  Is  to  correct  any  abuse 
by  either  of  that  right    C)Wm.  A.  Rogers,  lAmAted,  ?•  /nlemaMofMl 

BUVer    Co,,   861*  uigwizeaoy  ^^x^x^-i^y^ 
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42.  SiMiLABiTT.— A  mark  consisting  of  the  word  "Rogers,"  with  "1881^ 
abore  and  the  words  "Quadruple"  and  "New  York"  below  it  and  m 
wreath  surrounding  the  letter  "R"  at  either  side  thereof,  Held  not 
deceptively  similar  to  a  mark  consisthig  of  the  word  "  Rogers,"  pre- 
ceded and  followed  by  an  anchor.    (*)/tf. 

48.  Name  of  Afpucant^-Pecuuab  and  Dibtihctive  Manheb  of  Wsitino. — 
Where  the  three  words  composing  the  name  of  the  applicant  are  m 
formed  that  the  tops  of  each  show  a  continuous  slant  downward  from 
beginning  to  end,  and  all  of  the  horisontal  parts  of  the  letters  are 
provided  with  a  representation  of  snow  or  ice,  Held  that  the  name  is 
not  printed  or  written  in  such  peculiar  and  distinctlTe  manner  as  t» 
justify  its  registration  as  a  trade-mark.  Bw  parte  Polar  KnUiin§ 
MilU,  62. 

44.  Action  of  Examineb  Refusing  to  Rbgisteb  a  Mabk  Not  Revibwabli 

ON  Petition. — The  action  of  the  Examiner  of  Trade-Marks  refusing 
registration  on  the  ground  that  the  mark  had  not  been  used  in  com- 
merce at  the  time  the  application  for  registration  was  filed  Is  review? 
able  on  appeal  and  not  on  petition.  Em  parte  The  Commercial  VehU^ 
67. 

45.  Application — Changing  Date  of  Filing. — Where  an  application  for 

registration  of  a  trade-mark  was  filed  alleging  that  tlie  mark  had 
been  in  use  since  a  certain  date,  and  it  appeared  from  specimens  subse- 
quently filed  that  the  mark  had  not  been  used  at  that  time,  Held  that 
the  date  of  filhig  cannot  be  changed  to  the  date  on  which  the  specimens 
were  filed.    Id, 

46.  SiifiLABiTT. — ^A  mark  consisting  of  the  words  and  symbols  "Wm.  A« 

Rogers  A.  1.,"  followed  by  a  horseshoe  inclosing  the  letter  "  R,"  Held 
not  deceptively  similar  to  the  marks  "Wm.  Rogers  Mfje*  Ck>."  and 
"Wm.  Rogers  ft  Son."  C)Wm^  A.  Rogers^  Limited,  v.  JtUemational 
SUver  Co.,  379. 

47.  Interfebence — Pbioutt  Only  Considebed. — The  only  purpose  of  a  trade- 

mark interference  is  to  determine  the  question  of  priority  of  adoption 
and  use  (citing  Oiles  Remedy  Co.  v.  GWe«,  G.  D.,  1906,  052;  120  O.  G., 
1826;  26  App.  D.  C,  375,  distinguishing  from  In  re  Herh$t,  G.  D.,  1909» 
831 :  141  O.  6.,  287;  82  App.  D.  G.,  269.)  i*)Btathv  v.  The  Republie 
iietalware  Company,  387. 

48.  Abandonment. — Where  M.,  a  patentee  who  had  adopted  and  used  a 

trade-mark  on  roa sting-pans,  gave  a  license  to  R.  to  manufacture  and 
sell  the  roasting-pans  of  such  patent  and  suggested  the  use  thereon 
of  the  mark  which  he  had  adopted.  Held  that  the  giving  of  the  license 
did  not  constitute  an  labandonnient  of  the  trade-mark.     (*)Id, 

49.  Anticipation — "  Piano-Aitto,"     "AuroPiANa" — ^The     compound     word 

**  Piano-Auto "  Held  not  registrable  as  a  trade-mark  for  piano-players 
and  combination  pianos  and  piano-players  in  view  of  the  prior  regiq- 
t ration  of  the  word  "Autoplano"  for  the  same  merchandise.  Em 
parte  The  Auto  Grand  Piano  Co.,  86. 

60.  SiMiLABiTT. — ^A  mark  consisting  of  the  word  '^Rogers"  preceded  by  a 
wrenth  inclosing  the  letter  "  R  "  and  followed  by  the  same  combination 
wit|i  the  numeral  "  1881 "  Held  deceptively  similar  to  a  mark  consisting 
of  the  word  "Rogers"  preceded  and  fallowed  by  an  anchor.  {^)Wm. 
A.  Rogers,  Limited,  v.  International  Silver  Co.,  891. 

51.  "GoKETTES"  Not  Descbiptivb  of  Bbiquets  fob  Fuel. — ^The  word 
"Cokettes"  Held  registrable  as  a  trade-mark  for  briquets,  for 
although  this  term  might  serve  to  indicate  a  briquet  made  of  coke  its 
62746'— 11 37 
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saggestlveiieas  is  so  remote  that  It  does  not  tall  witliln  tbe  class  of 
marks  whose  registration  is  prohibited  because  of  their  descriptlTe 
character.    Bw  parte  Carter,  fr,^  92. 

62.  Decision  Can  be  Reviewed  bt  the  Supreme  Ck>UBT  of  the  Ukitbd  States 
Only  Upon  Cebtiobari. — Section  18  of  the  Trade-Mark  Act  of  Febmary 
20,  1905,  places  suits  brought  under  that  act  within  the  scope  of  the 
act  of  March  3,  1801,  establishing  the  circuit  court  of  appeals,  and  a 
final  decision  of  such  court  can  be  reviewed  in  the  Supreme  Court  of 
the  United  States  only  upon  certiorari.  (**)Hutchinsor^  Pierce  d 
Go.  V.  Loeiotf,  512. 

68.  ''Half  Spanish  "  as  Applied  to  Oioabs  Dbsobiptivb  ob  Dbobptive. — 
''Spanish"  or  "Zimmer  Spanish*'  being  the  name  of  a  well-known 
variety  of  tobacco.  Held  that  the  term  "  Half  Spanish "  as  applied  to 
cigars  would  be  either  descriptive  or  deceptive  and  is  therefore  not 
registrable  as  a  trade-mark.  The  Geo,  B.  Bprague  Cigar  Co,  and  The 
Wing  agar  v.  T,  M,  KUdow  Cigar  Company,  Oi. 

54.  "  Spanish  " — Qeoobaphical. — ^The  word  "  Spanish  "  is  geographical,  and 

therefore  the  term  "Half  Spanish"  is  not  registrable  as  a  trade- 
mark.   Id. 

55.  Intkbfbbence — ^Bvidbncb — Old  Account  Books. — Bntries  in  an  account 

book  more  than  thirty  years  old,  which  was  found  in  proper  custody 
and  was  free  from  all  grounds  of  suspicion.  Held  properly  received  in 
evidence.  (*)J7.  C.  Cole  d  Company  v.  The  WUliam  Lea  d  Bone  Com' 
pany,  S04. 
50.  Same — Leading  Questions— Testimony  Disbegabded. — We  have  elim- 
inated from  our  consideration  the  testimony  elicited  by  leading  ques- 
tions, the  record  showing  that  timely  objection  was  noted.  (American 
Stove  Co.  V.  Detroit  Stove  Works  and  Barstow  Stove  Company,  O.  D., 
1908.  407;  134  O.  O.,  2245;  81  App.  D.  C,  804.)     {*)Jd. 

57.  "  Half  Spanish  "  fob  Cigabs— Deceptive.— The  words  "  Half  Spanish  *• 

as  applied  to  cigars  Held  deceptive,  and  therefore  not  registrable  as  a 
trade-mark  where  half  of  the  tobacco  used  in  the  manufacture  of  such 
cigars  was  not,  in  fact,  Spanish  tobacco.  (*)T.  M.  Kildow  Cigar  Com- 
pany V.  The  George  B,  Sprague  Cigar  Company,  896. 

58.  "  Navt  "  AS  Applied  to  Candy — Not  Descbiptive. — ^Candy  does  not  come 

within  the  class  of  goods  which  would  be  readily  associated  in  the 
public  mind  with  the  general  supplies  which  are  furnished  by  the  Gov- 
ernment in  equipping  the  navy.  The  word  "Navy"  as  applied  to 
candy  is  therefore  not  descriptive.  i*)Inre  The  national  Candy  Com- 
pany, 897. 

59.  Same— Use  Not  Against  Public  Policy. — "  The  word  as  here  used  does 

not  refer  to  the  United  States  Navy  ppeclflcally,  but  in  a  generic  sense. 
There  is  nothing  in  the  proposed  use  of  the  word  to  suggest  that  tbe 
Government  has  given  its  approval  to  tbe  charactet  or  quality  of  the 
merchandise  on  which  it  is  used  as  a  trade-mark.  It  does  not,  there- 
fore, come  within  the  class  of  trade  names,  the  registration  of  which 
is  prohibited  on  the  ground  of  public  policy."     (*)/d. 

60.  Good  Will. — **  Good  will,  like  a  trade-mark,  is  but  an  incident  to,  and 

can  have  no  existence  apart  from,  the  business  in  which  it  had  its 
origin.  '  It  is  tangible  only  as  an  incident  as  connected  with  a  going 
concern  or  business  having  locality  or  name,  and  is  not  susceptible  of 
being  disposed  of  independently.*  {Metropolitan  Bank  v.  St  LouU 
Dispatch  Co.,  140  U.  S.,  4."^. ) "  ( * )  Mayer  Fertilizer  d  Junk  Company  v. 
Virginia-Carolina  Chemical  Company,  899. 
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ttl.  Sams. — ^^What  li  included  under  the  term  good  will  'raiies  almost  in 
every  cate,  but  it  is  a  matter  distinctly  appreciable,  whicb  may  be  pre- 
served (at  least  to  eome  extent)  if  the  business  be  sold  as  a  goina 
concern,  but  which  is  wholly  lost  if  the  concern  is  wound  up,  its  liabili- 
ties discharged,  and  its  assets  got  in  and  distributed.*  (Wedderbum  t. 
Wedderhum,  22  Beavan,  84.)"    Old. 

02.  Trahsfkb  or  Tradb-Mabk  Riorts.— ^The  S.  Go.  upon  retirhig  from  busi- 
ness assigned  to  A.  ft  A.  its  "  anchor  **  trade-mark  for  fertiliser  and  its 
good  will  and  issued  circulars  stating  that  the  fertiliser  sold  by  A.  ft  A. 
under  this  brand  would  be  made  by  the  same  formula  and  of  the  same 
material  as  that  of  the  S.  Co. ;  but  there  was  no  evidence  that  this  was 
done  or  that  the  formula  and  raw  material  were  actually  transferred. 
S^d  that  the  assignment  was  insufficient  to  carry  the  right  to  use  the 
trade-mark.    {*)Id. 

68.  Abandonment— Reafpiopbiation. — ^Where  the  owner  of  a  trade-mark 
abandons  it,  such  mark  becomes  the  subject  of  reappropriation  and  the 
property  of  the  first  taker.     (*)/<l. 

84.  8amk— Same.— The  M.  Go.  adopted  a  trade-mark  while  it  was  being  used 

by  the  S.  Go.,  who  subsequently  abandoned'  the  same,  but  attempted  to 
assign  it  to  A.  ft  A.  The  record  did  not  show  that  A.  ft  A.  began  to  use 
it  immediately  after  its  abandonment  by  the  S.  Go.  Held  that  the  use 
by  the  M.  Co.  after  the  abandonment  amounted  to  a  valid  appropriation 
and  entitles  it  to  registration.    {*)Id. 

85.  "Hotel  Astob**— Not  GBooBAraiCAL.— The  words  ''Hotel  Astor"  are 

not  geographical  and  are  capable  of  use  as  a  valid  trade-mark.    A.  Jf« 
Beckmcnn  and  Company  v.  B.  Fi$cher  d  Co,,  128. 
88.  Same— Not  Descriptive. — The  words  **  Hotel  Astor  "  as  applied  to  coffee 
are  not  descriptive,  even  though  they  may  Incidentally  indicate  an  excel- 
lence which  caused  this  coffee  to  be  used  at  the  Hotel  Astor.    Id. 

87.  Geoobaphical  Teem— Associated   Fbatubes. — ^"Topey   Geneva"  as  a 

trade-mark  for  hosiery  JETeld  unregistrable  because  geographical  in  sig- 
nificance, the  arbitrary  word  "  Topsy  '*  not  being  sufficient  to  relieve 
the  mark  from  this  objection,  (/n  re  JSTopMiM,  C.  D.,  1907,  549;  128 
O.  G.,  890;  In  re  Creteeni  Typewriter  Bnpply  Co.,  C.  D.,  1908,  818;  188 
O.  G.,  281.)     B»  parte  Bly  d  Walker  Dry  Qaode  Co,,  180. 

88.  Goods  or  Same  Descbiptive  Pbopebtibs.— A  beverage  brewed  ftom  malt 

and  hops  and  a  beverage  made  from  a  mixture  of  a  so-called  **  Beerine  ** 
compound  and  beer  diluted  and  charged  with  carbonic-acid  gas,  each 
beverage  containing  less  than  1  per  cent  of  alcohol.  Held  to  constitute 
goods  of  the  same  descriptive  properties.    Gertt  v.  BtreKUw,  189. 

89.  Opposition — ^Amendment  of  Notice  or. — In  his  notice  of  opposition  the 

opposer  alleged  that  he  was  the  owner  of  the  trade-mark  shown  in  a 
certain  certificate  of  registration  and  also  stated  of  what  his  mark 
consists.  BeM  that  a  proposed  amendment  to  the  notice  of  opposition 
stating  that  the  opposer's  mark  was  also  shown  in  another  certificate 
of  registration  did  not  constitute  a  new  ground  of  opposition,  the 
mark  of  the  latter  registration  being  included  in  that  of  the  former 
and  the  ownerdiip  of  both  being  stated  in  the  original  notice  of  opposi- 
tion. Jamee  Chadwidt  d  Brother,  Limited,  v.  Pahrique  de  8oie  Artifi- 
eieUe  d'Offourg,  151. 
70.  ••  Dean  "—Name  or  an  iNDrmwiAi^— Not  Rboistbasle.— ^The  wort 
"  Dean  **  held  to  be  an  ordinary  sqmame  and  not  registrable  as  a  trade- 
mark.   JET*  pane  Grasper,  154.  u,g  zecoy ^w^^lv 
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TL  -Hyoibnio*'— "Hygeia.-— Tlie  word  "Hygela''  Held  regiatrable  as  a 
trade-mark  for  q;>ring  mattressea,  notwltbatandlng  the  fact  tbat  a  mark 
previously  registered  for  air  mattresses  included  the  word  "  Hygioiic," 
the  latter  word  being  descriptive  of  the  goods  on  which  the  mark  was 
used.    Em  parte  BnterprUe  Bed  Company,  166. 

12.  Opposition — PaAoncB. — ^Where  an  opposition  to  the  registration  of  a 
trade-mark  was  filed  by  the  owner  of  a  registered  mark,  the  fact  that 
on  demurrer  It  was  held  by  the  Bzamlner  of  Interferences  that  the 
goods  of  the  two  parties  were  not  so  dissimilar  as  to  Justify  dismissing 
the  opposition  affords  no  excuse  for  the  opposer*s  failure  to  file  a  repli- 
cation to  the  answer  of  the  applicant  (Stork  Company  v.  Kabo  Corset 
Company,  158. 

T3.  IifTEBFBBENCB— PaiOB  Rboxsikation  AS  BviDBNGB  or  Adoptiok— Diin»- 
BNCB  IN  Mabks. — ^Where  the  mark  in  hiterference  is  a  triangle  inclos- 
ing the  letters  "  P.  P.  P."  and  an  antedating  registration  to  one  of  the 
parties  is  in  evidence,  consisting  of  a  triangle  inclosing  the  letten  **  P. 
P.  P.'*  and  the  words  "  Scotf  s  Emulsion/'  Held,  in  the  absence  of  other 
testimony,  that  the  evidence  is  sufficient  to  establish  priority  of  adop- 
tion and  use  for  that  party,  Inasmuch  as  the  marks  differ  only  by 
the  presence  of  the  descriptive  words  "  Scott's  Emulsion  "  in  one,  and 
are  therefore  the  same  in  substance.  The  Lester  H,  Qreene  Company 
V.  Scott  d  Bowne,  176. 

74.  Samb— INTEBVENINO  RIGHTS. — ^^  If  it  be  once  granted  that  the  first  to 
adopt  and  use  a  trade-mark  is  the  owner  thereof,  a  second  party  who 
adopts  a  trade-mark  so  nearly  identical  therewith  as  to  be  likely  to 
cause  confusion  in  the  mlud  of  the  public  cannot  acquire  a  right  to 
register  that  trade-mark  to  the  exclusion  of  the  first  to  adopt  the 
mark."    Id. 

7K.  Same — Use  of  a  Plueauty  of  Tbadb-Mabks. — Held  that  the  fkct  that 
an  applicant  may  use  upon  his  iabel  or  wrapi)er  other  trade-marks 
than  the  one  he  is  seeking  to  register  Is  iuunaterial  to  the  question  of 
priority,  and  that  his  failure  to  file  the  complete  wrapper  or  the  failure 
of  the  Office  to  require  it  constitutes  no  error,  as  It  is  well  established 
that  a  party  may  use  several  trade-marks  upon  a  single  article  if  he 
so  desires.    Id. 

T6.  Goods  of  the  Same  Dbscbiptivb  Pbopebty. — ^A  "family  liniment"  and 
crude  oil  to  be  used  as  a  "  remedy  for  skin  diseases  **  Held  to  consti- 
tute merchandise  of  the  same  descriptive  properties^  Bm  parte  Boving, 
185. 

T7.  Anticipation — Repbbsentation  of  a  Spinnino-Whbel. — ^Where  a  reg- 
istered trade-mark  consisted  of  the  representation  of  a  spinning-wheel. 
Held  that  registration  was  properly  refused  of  a  mark  applied  to  goods 
of  the  same  descriptive  properties  which  showed  a  spinning-wheel,  a 
^oman  running  it,  and  the  interior  of  a  room,  since  the  salient  feature 
of  both  is  the  spinning-wheeL  Bm  parte  Beaumont  ManmfactuHny 
Company,  187. 

78.  Goods  of  Same  Descbiptive  Pbopbbties.— Bleached  sheetlngB  and  linen 
fabrics  Held  goods  of  the  same  descriptive  properties.    Id, 

70.  *'  Quick-Pbession  "  as  Applied  to  Gocks,  Faucbtb,  Bto.— DBScmiPTifB. — 
The  word  "  Quick-Presslon "  as  applied  to  cocks  and  faocetB  HeM 
descriptive  within  the  meaning  of  section  6  of  tlie  Trade-Mark  Act 
and  lU  registration  properly  refused.    Bm  parte  The  Cenirmi  Bwnes 

Mfff.  C0»,  189.  uigiiizea  Dy  %^v^v/^L^ 


DIQIBT  OF  DBCI8IOK8.  659 

M.  RsTUBH  ov  Ite. — The  fact  that  applicant  at  the  time  he  applied  for  reg- 
iatratiOD  of  a  trade-mark  believed  that  such  a  maric  could  be  registered 
before  being  actually  used  forms  no  ground  for  the  return  of  the  fee. 
Bm  parte  Inter-Siate  MUling  Compantf,  108. 

Bl.  Ohanob  or  DaAwine.— Application  was  made  for  registration  of  a 
trade-mark  consisting  of  the  words  "  La  Vona."  Registration  was  re- 
fused in  view  of  the  registered  mark  "  Larona.*'  An  amendment  was 
therefore  filed  directing  the  cancelation  of  the  word  '*  La  "  and  assert- 
ing that  "  Yona  "  was  the  mark  claimed  by  applicant  Held  that  this 
change  should  not  be  permitted.    Em  parte  Newman,  194. 

52.  iDKNTiTT — **  La  Yona  **  and  *'  Labona." — A  mark  consisting  of  the  words 

"  La  Yona  "  Held  so  similar  to  the  registered  mark  "  Larona  "  that  its 
registration  is  prohibited  by  section  5  of  the  Trade-Mark  Act    Id, 

53.  Intsbfbbence — Res   Adjudicata. — Where   in   an   interference    between 

Plantoi  and  the  Canton  Pharmacy  Company  the  Commissioner  held 
that  the  marks  of  both  parties  were  descriptive  and  no  appeal  was 
taken  by  the  latter.  Held  that  the  decision  of  the  Commissioner  was 
ret  adjudicata  and  that  registration  of  the  mark  under  the  ten-years 
clause  was  properly  refused  to  the  successor  in  business  of  the  Canton 
Pharmacy  Company.     {*)In  re  The  Safety  Remedy  Company ,  415. 

84.  Opposition— Sufficiency  or  Notice. — Where  applicant  applied  for  reg- 
istration under  the  ten-years  proviso  of  section  5 'of  the  Trade-Mark 
Act  and  opposer  had  obtained  registration  under  the  same  proviso, 
the  citation  of  this  registration  in  the  notice  of  opposition  is  a  suili- 
dent  allegation  that  the  mark  in  issue  is  not  registrable  as  a  technical 
trade-mark.    P.  J,  Bowlin  Liquor  Co,  v.  /.  d  J,  Eager  Co.,  197. 

88.  ''  BuYFLAT/*  FOB  HooKs  AND  Bybs — Descbiptive. — ^Tho  word  "  Buyflat  ** 
is  not  registrable  as  a  trade-mark  for  hooks  and  eyes,  since  it  is  de- 
scriptive of  the  goods  upon  which  It  is  used.  Em  parte  Heaton  Man- 
ufacturing Company,  204. 

88.  ''New-Tone,**  fob  a  Finishing  Pbefaeation — ^DE8CBiPTivE.--The  word 
"New-Tone**  as  applied  to  a  liquid  preparation  used  to  give  a  new 
luster  to  painted  or  varnished  surfaces  which  have  become  dull  Held 
properly  refused  registration  as  being  descriptive  of  the  goods  to  which 
it  is  applied.    Em  parte  Newton,  215. 

87.  Similabity — "  Cbbo-Cabbolin  *'  and  "  Cabbouneum.** — ^The  word  "  Creo- 

Carbolin"  Held  properly  refused  registration  as  a  trade-mark  for 
coal-tar  oil  in  view  of  the  prior  registation  of  the  word  "  Carbolineum  *' 
for  goods  of  the  same  descriptive  properties.  Em  parte  Barrett  Manu- 
facturing Company,  225. 

88.  Same — "  Omnaune  "  and  "  Omnia.*' — ^The  word  "  Omnallne  **  Held  prop- 

erly refused  registration  as  a  trade-mark  f6r  a  pharmaceutical  prepa- 
ration in  view  of  the  prior  registration  of  the  word  "  Omnia  **  for  goods 
of  the  same  descriptive  properties.    Em  parte  NicoHaue,  231. 

89.  Goods  of  the  Same  Obscbiptivb  PBoraBTiB»— Liniment  and  Powobb. — 

A  powder  designed  to  be  used  in  the  "  treatment  of  rheumatism,  neural- 
gia, and  lumbago,*'  and  a  liniment  Ifeld  to  constitute  goods  of  the  same 
descriptive  properties.    Id, 

90.  "  Mosgimo  Dopb  **— DESCBirrivE.— The  woBds  "  Mosquito  Dope  **  as  ap- 

plied to  a  preparation  for  keeping  away  moaquttos  Heid  properly 
refused  registration,  since  it  is  descriptive  of  the  goods  upon  which 
It  Is  used.    Em  parte  Potter  4  Romiene^  284.  ^  , 
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91.  Bill  iLAiiTT.— >A  trade-mark  whith,  consiata  of  a  elreolar  target  or  ahleld 
bearing  the  head  of  an  Indian  woman  aorromided  by  an  Inscription 
Held  to  be  so  similar  to  aaother  trade-mark  eonalating  of  a  drcnlar 
target  or  shldd  bearing  the  head  of  an  Indian  woman  aarrounded  by 
a  different  inscription  a*  to  be  likely  to  canse  conf nalon  In  the  mind 
of  the  public,  notwithstanding  that  one  oi  the  trade-marks  also  con- 
tains a  tomahawk,  spear-heads,  and  peace-pipe,  and  one  of  the  heads 
Is  shown  in  ftill  profile^  while  the  other  la  shown  In  three-qoarter 
side  view,     /ro^fnoit  Brmoing  Oontpanp  t.  American  Brewing  Oemr 
pony,  286. 
A2.  OOMBUCATION  ov  Non-Rb9Isibablb  WoBDa— NOT  BasisnuBis.— A  reg- 
istrable trade-mark  cannot  be  made  by  combining  non-reglstrable 
wcHTds.    {In  re  Meyer  BrotKere  Coffee  ond  Bpioe  Oempany,  a  D.,  1909, 
812 ;  140  O.  G.,  766;  82  App.  D.  C,  277.)    Em  parte  The  Baku  Anthony 
MUUny  d  Elevator  Company,  268. 
93.  Noir-BsoiSTaABLB  Wobds  OoiimNED  with  Pnoa  RBOumBB)  MLabk.— A 
mark  consisting  of  the  words  "Yellowstone  Spedal"  and  the  repre- 
sentation of  a  train  of  cars  Held  not  registrable  aa  a  trade-mark  f6r 
flour,  since  the  word  "  Yellowstone "  Is  geographical,  the  word  **  Spe- 
cial *'  Is  descriptlTe,  and  the  representation  oi  a  train  of  cars  la  shown 
In  prior  registered  marks  for  goods  ot  the  same  deacriptlTe  proper- 
Ues.    Id. 

TRANSMISSION  OF  MOTIONS.      See  Motion  to  Amend  AppUeatiot^,  1«  %  8; 
Motion  to  Di$90lee  Interference,  2,  8,  4,  6,  9, 18, 14, 16, 16,  21«  ^  28. 

TRIBUNALS  OF  THB  PATENT  OFFIOB.    See  Motion  to  DiH&ve  Interfere 
enee,  17, 19;  2l^eio  daipa;  Priorliy  of  Invention,  2. 

UNCLAIMED  FEATURE  OF  PATHNTED  DBVIOB.    See  AntidpaOon^ 

UTILITY.    See  Deeiyne,  2,  6. 

VALID  COPYRIGHT.    Geo  Copyright. 

VALID  PATENT.    See  Deeigna,  8. 4 ;  ParMoalor  Pa$enU,  1, 2,  & 

VALID  TRADE-MARK.    See  STrode-irarfttf,  64,  66. 

VALIDITY  OF  OATH.    See  Oath. 

VALIDITY  OF  PATENT.    See  Conetruetion  of  Bpedftoaiione  and  Pntente,  1. 

VOID  PATENTS.    See  Particular  Patente,  8,  6,  6,  9, 10, 11, 18;  JMsaaet,  2. 

WAIVER  OF  OBJECTIONS.    See  New  Clahne. 

WITHDRAWAL  OF  ALLOWED  APPLICATIONS  FROM  ISSUE. 

FoamrtD  Atpuoation.— Where  an  amplication  has  become  forfeited 
through  fiiilnre  to  pay  the  final  fee  within  the  time  preacrtbed,  the 
Commissioner  has  no  authority  to  withdraw  it  from  Issoe^  and  appli- 
cant's only  remedy  is  by  renewal  under  section  4897  of  the  Reylsed 
Statutes.    Ex  parte  Waterman,  29. 

WITNESSES.     See  Inierference,  82;  l^adnoMoii  to  Pradiee.  10;  TeetimoHPf 
2,8,6. 
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